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Consent Motion for Suspension in View of Civil Proceeding

The parties are engaged in a civil action which may have a bearing on this proceeding. Accordingly, Justh
Holdings, LLC hereby requests suspension of this proceeding pending a final determination of the civil action.
Trademark Rule 2.117.

Justh Holdings, LLC has secured the express consent of all other parties to this proceeding for the suspen-
sion requested herein.

Certificate of Service

The undersigned hereby certifies that a copy of this submission has been served upon all parties, at their ad-
dress of record by Email on this date.

Respectfully submitted,
/DavidWSar/
David W. Sar
dsar@brookspierce.com
08/24/2021
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

Opposition No. 91270862 

Application Serial Nos. 88597466 (for ATELIER BY COSMOS) 

) 

VAMSI M. NALLAPATI,   ) 

) CONSENTED TO

Opposer, ) MOTION TO SUSPEND IN VIEW

) OF CO-PENDING FEDERAL 

v. ) LITIGATION (WITH EMBODIED 

)      SUPPORTING BRIEF)

JUSTH HOLDINGS, LLC,  ) 

) 

Applicant.  ) 

) 

Applicant, Justh Holdings, LLC (“Applicant”), by and through undersigned counsel, brings 

to the attention of the Board a currently pending lawsuit related the present proceeding, namely, 

Civil Action No. 5:20-cv-00047 (E.D.N.C.) (the “Civil Action”), and, pursuant to TBMP § 502 

and § 510.02(a), in view of the Civil Action, moves to suspend proceedings pending final 

disposition of the Civil Action.  Opposer, through counsel, consents to suspension, as reflected 

below and in Exhibit B. 

Opposer attached to its Notice of Opposition a copy of the February 6, 2020 Complaint 

(without exhibits) filed in the Civil Action.  Opposer, who is also the Plaintiff in the Civil Action, 

has twice amended his complaint in the Civil Action.  A copy of the operative March 10, 2021 

Second Amended Complaint, without exhibits, is attached as hereto as Exhibit A.  In both the 

original Complaint and the currently operative Second Amended Complaint, Opposer/Plaintiff 

seeks orders and declarations about the instant application (No. 88597466, for ATELIER BY 

COSMOS), as well as cancellation of three “COSMOS” registrations owned by Applicant, namely 

Reg. Nos. 5803910 (COSMOS GRANITE & MARBLE), 5774030 (composite of COSMOS 



2 
4816-2522-2344.v3 

GRANITE & MARBLE and design), and 5757082 (VIVID COSMOS), among other things.  See, 

e.g, Original Complaint at p. 18, Prayer for Relief §§ A, C, E, & F; Second Amended Compl. at p. 

18, Prayer for Relief §§ A, C, E, & F.  For example, and without limitation, in the Civil Action 

Opposer seeks orders directing the Commissioner to cancel the registrations and deny the 

applications, declarations as to who is the “rightful owner” of a group of marks including the mark 

subject to the instant application and opposition, and declarations that the applications were 

fraudulent and failed to comply with requirements of the Trademark Act.  Id.  These claims and 

sought relief are being vigorously contested by Applicant/Defendant. 

Previously, on May 13, 2020, Opposer/Plaintiff filed a Notice of Opposition initiating 

Opposition No. 91255855 concerning two other trademark applications filed by Applicant, which 

applications are also the subject of Opposer’s claims in the Civil Action.  Upon Opposer’s own 

motion, that prior opposition was suspended by the Board pending the Civil Action.  See Opp. No. 

91255855, Docket #16, Order (Oct. 20, 2020).  Opposer’s own motion to suspend stated, among 

other things, “[t]he pertinence of those registrations is evident from the pleadings in the federal 

lawsuit and those in the instant proceeding,” and “[t]he outcome of the federal lawsuit, which was 

filed prior to the instant proceedings, will be dispositive of Applicant’s Morehouse defense as well 

as other issues in the proceeding.”  See Opp. No. 91255855, Docket #15, Motion to Suspend (Aug. 

18, 2020). 

Clearly since the instant opposition and the Civil Action share the same parties and many 

of the same issues, and they both concern the instant application among other things, then the 

outcome of the Civil Action may be dispositive of or have a bearing on the instant Board case.  See 

Trademark Rule 2.117(a).  The instant opposition (No. 91270862) should therefore be suspended, 

much like how the prior opposition (No. 91255855) has been suspended, pending final disposition 

of the Civil Action. 

Opposer has indicated that it consents to suspension upon the wording set forth in Exhibit 

B.  Opposer’s effort in the attachment to gain consolidation in addition to suspension, or even to 
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gain prejudgment of the issue of consolidation, is contrary to the Board’s direction, is not agreed 

to at this time by both parties,1 and is not merited at this time.  Specifically, the Board’s prior order 

in the first Opposition (No. 91255855) expressly addresses the proper procedure for potential 

consolidation with other proceedings and states: “[u]pon resumption, if appropriate, the Board may 

consolidate related Board cases.”  See Opp. No. 91255855, Docket #16, Order (Oct. 20, 2020) at 

2.  The Board has therefore already determined the proper sequencing of issues – namely, not to 

consider consolidation until the original opposition proceeding resumes.  Then, it “may” but will 

not necessarily consolidate.  This procedural sequencing is consistent with TBMP § 511, which 

provides the Board’s standard practice: “[g]enerally, the Board will not consider a motion to 

consolidate until an answer has been filed … in each case sought to be consolidated,” although 

consolidation may be ordered earlier, of course. 

Further, consolidation may not be merited at all.  First, the typical main justification for 

consolidation is to achieve efficiencies in discovery and motions practice about discovery.  But 

here, the oppositions are to be suspended pending the Civil Action, in which discovery has been 

and will be occurring.  So, those efficiencies may not be present in the future and there may be no 

need to consolidate in the future.  Second, the instant application is different from the other Cosmos 

marks in that it starts with the words “ATELIER BY,” and thus may be perceived differently by 

the relevant consuming public or present different factual issues for the respective oppositions.  

Lumping its consideration in with the others may be prejudicial to the Applicant.  Third, while 

Opposer/Plaintiff claims to have used one or more of the other Cosmos marks, there has never 

been any allegation that Opposer/Plaintiff has used “ATELIER BY COSMOS” or any version of 

“ATELIER.”  Accordingly, the character and extent of the issues and facts in question in the two 

proceedings are sufficiently different to militate against consolidation, as consolidation may be 

1 At the current time, Applicant does not agree to consolidation.  If Opposer files a 

motion about the matter or if the Board is inclined to consolidate sua sponte, Applicant requests 

the opportunity to be heard in a proper procedural context. 
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possibly prejudicial to the Applicant/Defendant.  See Izod, Ltd. v. La Chemise Lacoste, 178 

U.S.P.Q. 440, *3 (TTAB 1973) (denying consolidation due to differences in the character and 

extent of issues despite both oppositions concerning the same application, both opposers being 

subsidiaries of the same corporate parent, and the same attorneys representing both opposers).  

Opposer/Plaintiff’s claims about the instant application likely involve some different facts and 

legal issues than for the other applications and registrations.  For example, the original opposition 

focuses upon on issues of ownership and rights and their impact upon whether there was fraud in 

the application/registrations subject to the original opposition; but in contrast the instant opposition 

would apparently focus instead upon whether there is likelihood of confusion between whichever 

original Cosmos marks Opposer/Plaintiff claims to own and ATELIER BY COSMOS, a mark 

Opposer/Plaintiff does not even claim to have ever used.  Accordingly, it is not obvious that 

consolidation should ever occur, and certainly consideration of the issue is premature now.  

Opposing counsel’s attempt to tie the two issues – and worse, without a proper motion and 

response – is not only contrary to the Board’s express procedural direction but would likely result 

in unfairness, prejudice and increased and unnecessary litigation and expenditure of resources 

now.  Indeed it is possible that this issue might never need to be resolved, depending upon what 

happens in the Civil Action or between now and that future time when the Civil Action is disposed 

of. 

Suspension – and suspension alone – thus appears proper and advisable now, and it is 

consistent with the Board’s practice in such matters.  See TBMP 501.02(a). 

Respectfully submitted, this the 24th day of August, 2021. 

/David W Sar/ 
David W. Sar 
N.C. State Bar No. 23533 
Daniel L. Colston 
N.C. State Bar No. 52083 
BROOKS, PIERCE, McLENDON, 
   HUMPHREY & LEONARD, L.L.P. 
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Post Office Box 26000 
Greensboro, NC 27420-6000 
Telephone: (336) 373-8850 
Facsimile: (336) 378-1001 
Email:  dsar@brookspierce.com 

dcolston@brookspierce.com 

Attorneys for Applicant 
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CERTIFICATE OF FILING/SERVICE 

I do hereby certify that on date indicated below, I filed via electronic means (ESTTA) the 

foregoing document with the:  

U. S. Patent and Trademark Office  

Trademark Trial and Appeal Board  

P.O. Box 1451  

Alexandria, Virginia 22313-1451  

with a copy via email to counsel of record, including:  

emailboxTTAB@oliveandolive.com

solive@oliveandolive.com

bcrews@oliveandolive.com

dmckenzie@oliveandolive.com

kap@parryfirm.com

This the 24th day of August, 2021.  

/David W Sar/  
David W. Sar 
N.C. State Bar No. 23533 
Daniel L. Colston 
N.C. State Bar No. 52083 
BROOKS, PIERCE, McLENDON, 
   HUMPHREY & LEONARD, L.L.C. 
Post Office Box 26000 
Greensboro, NC 27420-6000 
Telephone: (336) 373-8850 
Facsimile: (336) 378-1001 
Email:  dsar@brookspierce.com 

dcolston@brookspierce.com 

Attorneys for Applicant 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
 Before the Trademark Trial and Appeal Board 

Opposition No. 91270862 
 

Opposer Vamsi M. Nallapati, 
Plaintiff-Opposer 

vs 
Justh Holdings, LLC, 

Defendant-Applicant 

OPPOSER’S STATEMENT OF 
POSITION AS TO APPLICANT’S 

MOTION TO SUSPEND 
1. CONSENT TO SUSPENSION; AND 
2. NOTICE OF RELATED BOARD CASE 
MERITING CONSOLIDATION UPON 
RESUMPTION 

Attorney Reference:  NAVM9001-d 
 

Opposer confirms the existence of a currently pending lawsuit related to the present 

proceedings:  Civil Action No. 5:20-cv-00047 (E.D.N.C.).  Opposer further brings to the attention of 

the Board currently co-pending Proceeding No. 91255855 that is closely related hereto as set out in 

the ESTTA Cover Sheet for the Notice of Opposition, and, in the opinion of Opposer, merits 

consolidation upon resumption of proceedings. Opposer provides the following statement as to its 

position on these two issues 

First, as to suspension: 

Opposer confirms the existence of a currently pending lawsuit related to the present 

proceedings:  Civil Action No. 5:20-cv-00047 (E.D.N.C.).  Opposer further brings to the attention of 

the Board currently co-pending Proceeding No. 91255855 that is closely related hereto and, in the 

opinion of Opposer, merits consolidation upon resumption of proceedings. A copy of the currently 

operative complaint in the federal lawsuit was attached to the Notice of Opposition as Exhibit 1 and 

a copy of the corrected Report on Filing of Trademark Action entered by the Clerk of Court in the 

federal lawsuit, and transmitted to the Office was attached to the motion to suspend filed in Proceeding 

No. 92155855. 

In the prior federal lawsuit, between the same parties as are involved in this trademark 

EXHIBIT B
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proceeding, Opposer seeks cancellation of the three “COSMOS” registrations owned by Applicant:  

Registration Nos. 5,803910 (COSMOS GRANITE & MARBLE); 5,774,030 (COSMOS 

GRANITE & MARBLE and design); and 5,757,082 (VIVID COSMOS). 

The outcome of the federal lawsuit, which was filed prior to institution of the instant 

proceedings, is likely to be dispositive of multiple issues in the proceeding. The pertinence of the 

registrations that are the subject of that lawsuit is evident from the pleadings in the federal lawsuit and 

those in the instant proceeding, as well as in the file of the presently opposed application, in which 

Applicant expressly relied on the alleged strength of its “family of COSMOS marks” as a basis for 

allowance.  See, Applicant’s Response to Office Action (2020-06-04) at 4 (sApplicant notes that the 

distinctive term “BY COSMOS” in Applicant’s mark is in reference to Applicant’s business (see 

https://cosmosurfaces.com/ and Applicant’s family of “COSMOS” trademark applications and 

registrations.2” Given the strength of Applicant’s “COSMOS” term, it seems wholly unlikely that any 

consumers would confuse the source of Applicant’s services with the Cited Marks’ goods, and vice-

versa, based on the shared term “ATELIER.”); and FN 2 of that same Response (“and its FN2: “2 See 

COSMOS GRANITE & MARBLE (Reg. No. 5,803,910), COSMOS GRANITE & MARBLE design 

(Reg. No. 5,774,030), VIVID COSMOS (Reg. No. 5,757,082)- attached hereto as Exhibit A.”). Id.  

Suspension thus appears both proper, advisable, and consistent with the Board’s practice 

in such matters. See, TBMP 501.02(a). 

WHEREFORE, Opposer agrees that an order of suspension be should be entered herein. 

Second, as to consolidation:   

Opposer gives notice that this case is a “related Board case” that in the opinion of 

Opposer should be consolidated with Proceeding No. 91255855 upon resumption of proceedings, 

pursuant to the Board’s notice in that case that, “upon resumption, if appropriate, the Board may 
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consolidate related Board cases.”   

In particular, the underlying facts of this case are identical to those of Proceeding 

91255855 with respect to the origin of rights in the COSMOS mark underlying all of the 

applications at issue in that proceeding and the current proceeding.  Further, the application at 

issue in the present case is a direct subject of Paragraphs 19, 20, 23 – 29 and of the “closely 

related conduct” described in Paragraph 30 of Proceeding No. 91255855, just as Applicant’s 

wrongful conduct relating to the marks at issue in Proceeding No. 91255855 is pertinent to, and 

described in, Paragraphs 18-27 and, as to “closely related conduct,” in Paragraph 28.  The 

COSMOS marks that are the subject of the two proceedings each claim rights derived from the 

same COSMOS marks being litigated in presently pending Civil Action No. 5:20-cv-00047 

(E.D.N.C.), which gives rise to the current consented motion for suspension of this proceeding. 

Likewise, the facts set out in Applicant’s application, as noted above, confirming the 

application’s dependence on the same registrations as those on which the prior-opposed 

applicatoins depend, are persuasive of the related nature of the cases and the proceedings. 

CONCLUSION 

WHEREFORE, Opposer consents to Applicant’s request that suspension be entered; and 

Opposer further respectfully suggests that upon resumption of proceedings, this case be 

consolidated with related proceeding 91255855. 

Respectfully submitted this 24th day of August, 2021. 
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OLIVE & OLIVE, P.A. 
Attorneys for Opposer 
 
/Susan Freya Olive/ 
Susan Freya Olive 
Active member in good standing, North 
Carolina State Bar (admitted 1976) 
N.C. Bar No. 7252 
Brian J. Crews 
Active member in good standing, North 
Carolina State Bar (admitted 2013)  
N.C. Bar No. 45964 
David L. McKenzie 
Active member in good standing, North 
Carolina State Bar (admitted 2007) 
N.C. Bar No. 32376 
P. O. Box 2049 
Durham, North Carolina 27702 
Telephone: (919) 683-5514 
Email:  emailboxTTAB@oliveandolive.com 


