UNITED STATES PATENT AND TRADEMARK OFFICE
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THIS DECISION IS NOT A
PRECEDENT OF THE TTAB
MW

Entrepreneurial Ventures Capital
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V.

Mailed: September 27, 2023
Apple Inc.,
Defendant

DECISION DENYING PETITION FOR DISQUALIFICATION

Melanye K. Johnson, Acting Deputy Chief Administrative Trademark Judge,
Trademark Trial and Appeal Board:!

Entrepreneurial Ventures Capital Co., L.L.C., Opposer in Opposition Nos.
91270721 and 91273333, filed identical motions to disqualify the law firm of

Kilpatrick Townsend & Stockton LLP (“Kilpatrick Townsend”)?2 from representing the

1 Authority to decide petitions seeking disqualification of attorneys in cases before the
Trademark Trial and Appeal Board has been delegated to the Chief Administrative
Trademark Judge. TRADEMARK TRIAL AND APPEAL BOARD MANUAL OF PROCEDURE (TBMP)
§ 513.02 (2023). Under such delegation, the authority to decide this petition was further
delegated.

2 In its motions, Opposer erroneously identifies counsel as Kirkpatrick Townsend and
Kirpatrick Townsend. 25 TTABVUE 2. Opposer, however, ultimately identifies counsel by its
correct name in its prayer for relief.
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defendant in each of the pending Board proceedings. For reasons stated in its
motions, Opposer requests that “Kilpatrick Townsend be disqualified from one or

both of the oppositions.” 256 TTABVUE 3.3

BACKGROUND

On July 28, 2021, Opposer filed a notice of opposition (the “721 Opposition”) to

the application for registration of the mark .’One, filed by Apple, Inc. (“Apple”).4
In its amended notice of opposition, Opposer alleges likelihood of confusion under
Trademark Act Section 2(d), 15 U.S.C. § 1052(d), based on Opposer’s use in commerce
of the mark ONE and ownership of a registration for the ONE mark in standard
characters for “Bibles” in International Class 16.5 7 TTABVUE.¢ Apple, in its answer
to the 721 Opposition, denies the salient allegations in the amended pleading and

asserts a counterclaim to cancel Opposer’s pleaded registration under Trademark Act

3 Citations to the record refer to the publicly available documents on TTABVUE, the Board’s
electronic docketing system. The number preceding “TTABVUE” corresponds to the docket
entry number; the number(s) following “TTABVUE” refer to the page number(s) of that
particular docket entry. Turdin v. Trilobite, Ltd., 109 USPQ2d 1473, 1476 n.6 (TTAB 2014).
Unless otherwise specified herein, citations to TTABVUE refer to the record in Opposition
No. 91270721.

4 Application Serial No. 90270683 was filed on October 22, 2020, based on Apple Inc.’s claim
of a bona fide intention to use the mark in commerce under Trademark Act Section 1(b),
15 U.S.C. § 1051(b), in connection with a variety of services in International Classes 35 and
42.

5 Registration No. 3865993 for the standard character mark ONE issued on October 19, 2010.

6 The amended notice of opposition also includes claims of false suggestion of a connection
under Trademark Act Section 2(a), 15 U.S.C. § 1052(a), and dilution by blurring and
tarnishment. However, in an order issued February 18, 2022, the Board dismissed the claims
for Opposer’s failure to adequately plead them. 15 TTABVUE 6-9. Opposer did not attempt
to replead them.
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Section 14(6), 15 U.S.C. § 1064(6), alleging that Opposer has never used its registered
mark in commerce. 16 TTABVUE. After Opposer filed its answer to the counterclaim,
a general denial of the allegations in the counterclaim, Opposer filed its motion to
disqualify Kilpatrick Townsend as counsel for Apple. Apple opposes the motion.

In the second opposition proceeding (the “333 Opposition”), Opposer opposes the
application for the standard character mark THE ONE,7 filed by Williams-Sonoma,
Inc. (“Williams-Sonoma”). In its third amended notice of opposition, filed March 30,
2023, Opposer alleges likelihood of confusion under Section 2(d), misrepresentation
of source under Trademark Act Section 14(3), 15 U.S.C. § 1064(3), and dilution by
blurring and tarnishment under Trademark Act Section 43(c), 15 U.S.C. § 1125(c).
17 TTABVUE (333 Opposition). Opposer also pleads ownership of its registration and
use in commerce of the mark ONE as the bases for its claims in the 333 Opposition.
Williams-Sonoma has not yet answered or otherwise responded to Opposer’s third
amended notice of opposition. Instead, on April 4, 2023, Williams-Sonoma filed a
motion to suspend the proceeding pending disposition of Apple’s counterclaim for
cancellation of Opposer’s pleaded mark in the *721 Opposition. Opposer subsequently
filed its motion to disqualify Kilpatrick Townsend as counsel for Williams-Sonoma

and a brief in response to the motion to suspend. The motion is fully briefed.

7 Application Serial No 90592171 was filed on March 21, 2021, based on Williams-Sonoma’s
claim of a bona fide intention to use the mark in commerce under Trademark Act Section
1(b), 15 U.S.C. § 1051(b), in connection with goods in International Class 9.

-3-
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The basis for Opposer’s motions to disqualify is that “the attorneys of the same

»

law firm for the applicants are imputed with the knowledge of both oppositions... .

25 TTABVUE 3, 21 TTABVUE 3 (333 Opposition).

FACTS

1. Entrepreneurial Ventures Capital Co., L.L.C. is the Opposer in Opposition
Nos. 91270721 and 91273333;

2. Joseph Petersen of Kilpatrick Townsend represents Apple in Opposition No.
91270721,

3. R. Gwen Petersen of Kilpatrick Townsend represents Williams-Sonoma in
Opposition No. 91273333;

4. Opposer pleads ownership of Registration No. 3865993 for the mark ONE in
in support of both opposition proceedings; and

5. Apple has filed a counterclaim to cancel Opposer’s pleaded registration in the

721 Opposition.

ARGUMENTS

In support of its motions to disqualify, Opposer argues that each of the attorneys
of record from the same law firm in the two opposition proceedings are “imputed with
knowledge of the other by operation of law.” 25 TTABVUE 2 (§ 2). As a result of this
imputed knowledge of both oppositions, issues of attorneys’ eyes only, confidentiality,
and settlement negotiations are compromised “with a failure of integrity that any

attorney in one action will now have access to what information is confidentially
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provided by [Opposer] in the other action.” Id. at 3 (§ 4). Opposer contends that
Kilpatrick Townsend should be removed from one or both proceedings in view of the
alleged conflict of interest. Id. (Y 6).

In response, Apple argues that there are no conflicts of interest between the
defendants Apple and Williams-Sonoma and the defendants’ interests in the
proceeding “are not adverse, but instead are fully aligned.” 27 TTABVUE 4. In
addition, Apple argues that the Board’s standard protective order is sufficient to

protect the parties’ confidential business information. Id. at 5-6.

DISCUSSION

Disqualification of counsel “is a drastic measure which courts should hesitate to
impose except when absolutely necessary.” Freeman v. Chi. Musical Instrument Co.,
689 F.2d 715, 721 (7th Cir. 1982). The burden on the party moving to prove that
opposing counsel should be disqualified is a heavy one and carries a “high standard
of proof.” Gouv’t of India v. Cook Indus., Inc., 569 F.2d 737, 739 (2d Cir. 1978); see also
McKinney v. McMeans, 147 F. Supp.2d 898, 900 (W.D. Tenn. 2001).

The circumstances under which an attorney or law firm may be disqualified from
a Board proceeding for a conflict of interest with respect to current clients is provided
in Section 11.107 of the USPTO RULES OF PROFESSIONAL CoNDUCT (“USPTO
RULES”), 37 C.F.R. § 11.107.8 Section 11.107 states, in relevant part:

(a) Except as provided in paragraph (b) of this section, a practitioner
shall not represent a client if the representation involves a

8 The USPTO RULES OF PROFESSIONAL. CONDUCT are based on the American Bar
Association’s MODEL RULES OF PROFESSIONAL CONDUCT. See TBMP § 114.08.

.5.
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concurrent conflict of interest. A concurrent conflict of interest exists
if:

(1) The representation of one client will be directly adverse to
another client; or

(2) There is a significant risk that the representation of one or more
clients will be materially limited by the practitioner’s
responsibilities to another client, a former client or a third person
or by a personal interest of the practitioner.

In this case, Opposer fails to identify any particular conflict of interest under
Section 11.107(a) upon which its motion is based. The parties are not in adverse
position in the Board proceedings and Opposer’s motion contains no arguments or
evidence that Kilpatrick Townsend’s contemporaneous representation of one
defendant will be directly adverse to the other defendant or that counsel’s
representation of one defendant will be materially limited by its responsibilities to
the other. See USPTO RULES 11.107(a)(1) and (2). Thus, Opposer’s vague reference
to “conflicts between the clients of the same firm regarding the same subject matter,”
25 TTABVUE 3, is insufficient to carry its burden of showing that Kilpatrick
Townsend should be disqualified as counsel for the defendant in one or both of the
proceedings. Cf. Finger Furniture Co., Inc. v. Finger Ints. No. One Ltd., 71 USPQ2d
1287, 1292 (Comm’r 2004) (“[I]n a case such as this, where a law firm files suit against
a current client, it is presumed that the representation is adverse.”).

In addition, Opposer has provided no legal support for its position that, by the
operation of the law of imputed knowledge, a conflict of interest exists merely because

Kilpatrick Townsend attorneys will be imputed with knowledge of the information,

including confidential information, provided by Opposer in both oppositions.
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25 TTABVUE 3.9 Opposer has cited no rule or precedent that would prevent counsel
at Kilpatrick Townsend from representing two parties with similar interests in
separate proceedings at the Board filed by the same plaintiff.10

Further, the Board’s standard protective order is automatically in place to govern
the exchange of information in these proceedings, including confidential information
and information designated as “attorneys’ eyes only.” Trademark Rule 2.116(g),
37 C.F.R. § 2.116(g) and TBMP §§ 412-412.01. In the event a party fails to comply
with the standard protective order, the adverse party may seek an order for sanctions.
Trademark Rule 2.120(h), 37 C.F.R. § 2.120(h); see also Revolution Jewelry Works,

Inc. v. Stonebrook Jewelry, LLC, 2022 USPQ2d 229, at *7-8 (TTAB 2022).11

DECISION

Opposer’s motion to disqualify Kilpatrick Townsend as counsel for Apple, Inc. is

DENIED.

9 Under the USPTO RULES regarding imputation of conflicts of interest, 37 C.F.R. § 11.110,
an attorney conflict of interest under Sections 11.107 or 11.109 must exist before attorneys
associated with the same firm will be prohibited from representing a client due to imputation.

10 Under certain circumstances, the Board may order consolidation of multiple opposition
proceedings with different opposers who assert common claims against the same application.
See Fed. R. Civ. P. 42(a); see, e.g., Stuart Spector Designs, Ltd. v. Fender Musical Instruments
Corp., 94 USPQ2d 1549 (TTAB 2009); DataNational Corp. v. BellSouth Corp., 18 USPQ2d
1862 (TTAB 1991). In such cases, the plaintiffs may be required to appoint one lead counsel
to supervise and coordinate the plaintiffs’ cases and to provide one point of contact with the
Board. See TBMP § 511; see also 9A C. WRIGHT & A. MILLER, FEDERAL PRACTICE AND
PROCEDURE CIVIL § 2384 (3d ed. April 2022 update).

11 Prior to designating any information “confidential” or “Attorneys’ Eyes Only,” the parties
should review the standard protective order, which can be viewed on the USPTO’s website at
www.uspto.gov.ttab. The parties have a duty to make a good faith effort to designate only
that information that warrants the designated level of protection, if any. See TBMP
§ 412.01(a).
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PROCEEDING SCHEDULE

Proceedings are resumed. Dates are reset as follows:

Expert Disclosures Due
Discovery Closes

Pretrial Disclosures Due for Party in Position of Plaintiff in Original
Claim

30-day Trial Period Ends for Party in Position of Plaintiff in Original
Claim

Pretrial Disclosures Due for Party in Position of Defendant in Original
Claim and in Position of Plaintiff in Counterclaim

30-day Trial Period Ends for Party in Position of Defendant in Original
Claim, and in Position of Plaintiff in Counterclaim

Pretrial Disclosures Due for Rebuttal of Party in Position of Plaintiff in
Original Claim and in Position of Defendant in Counterclaim

30-day Trial Period Ends for Rebuttal of Party in Position of Plaintiff in
Original Claim, and in Position of Defendant in Counterclaim

Pretrial Disclosures Due for Rebuttal of Party in Position of Plaintiff in
Counterclaim

15-day Trial Period Ends for Rebuttal of Party in Position of Plaintiff in
Counterclaim

Opening Brief for Party in Position of Plaintiff in Original Claim Due

Combined Brief for Party in Position of Defendant in Original Claim
and Opening Brief as Plaintiff in Counterclaim Due

Combined Rebuttal Brief for Party in Position of Plaintiff in Original
Claim and Brief as Defendant in Counterclaim Due

Rebuttal Brief for Party in Position of Plaintiff in Counterclaim Due
Request for Oral Hearing (optional) Due

10/3/2023
11/2/2023

12/17/2023

1/31/2024

2/15/2024

3/31/2024

4/15/2024

5/30/2024

6/14/2024

7/14/2024
9/12/2024
10/12/2024

11/11/2024

11/26/2024
12/6/2024

Generally, the Federal Rules of Evidence apply to Board trials. Trial testimony is

taken and introduced out of the presence of the Board during the assigned testimony

periods. The parties may stipulate to a wide variety of matters,

and many

requirements relevant to the trial phase of Board proceedings are set forth in

Trademark Rules 2.121 through 2.125, 37 C.F.R. §§ 2.121-2.125. These include
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pretrial disclosures, matters in evidence, the manner and timing of taking testimony,
and the procedures for submitting and serving testimony and other evidence,
including affidavits, declarations, deposition transcripts and stipulated evidence.
Trial briefs shall be submitted in accordance with Trademark Rules 2.128(a) and (b).
Such briefs should utilize citations to the TTABVUE record created during trial, to
facilitate the Board’s review of the evidence at final hearing. See TBMP § 801.03. Oral
argument at final hearing will be scheduled only upon the timely submission of a
separate notice as allowed by Trademark Rule 2.129(a).



