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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE  

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

In the Matter of Application Serial No. 90215696 

For the Trademark(s):  WEED LIGHT (standard characters)   

____________________________________ 
      ) 
VBNJ, Inc.,     ) 
                                 ) 
   Opposer,  )  
 v.     ) Opposition No.: 91270500 

      ) Our Docket:     49268-051  

Weed Cellars Inc.,    )  
      ) 
   Applicant.  ) 
______________________________ ) 
Hon. Commissioner for Trademarks 

P.O. Box 1451 

Alexandria, VA 22313-1451 

BOX TTAB NO FEE 

 

APPLICANT’S ANSWER and AFFIRMATIVE DEFENSES 

  

 Applicant Weed Cellars Inc. (“Applicant”) submits this Answer and Affirmative Defenses 

in response to the Notice of Opposition filed by Opposer VBNJ, Inc. (“Opposer”) pursuant to 37 

C.F.R. § 2.114 and responds to the factual allegations in the Notice of Opposition as follows:  

ANSWER 

 As for the specific Answer to the specific allegations in the unnumbered, introductory 

paragraph of the Notice of Opposition, Applicant admits that a Notice of Opposition against U.S. 

Application Serial No. 90215696 (“Opposed Application”) is of record in the U.S. Patent and 

Trademark Office (“USPTO”) database, at the Trademark Trial and Appeal Board (“TTAB”), and 

any other facts on record at the USPTO, but denies all other claims and allegations therein.  

1. Applicant lacks sufficient information to admit or deny the allegations in Paragraph One 

of the Notice of Opposition, and therefore denies the same. 

2. Applicant admits only the data that is of record in the USPTO database and lacks sufficient 

information to admit or deny the remaining allegations in Paragraph Two of the Notice of 
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Opposition, and therefore denies the same. Applicant denies that Registration No. 4312889 

has become incontestable because the USPTO database shows that only a Section 8 

declaration has been filed to date; not a Section 15 declaration. Applicant admits that a 

copy of a printout of the 4312889 registration from TESS is included at Exhibit A but 

denies that this is a “status and title” copy of Registration No. 4312889.  

3. Applicant admits only the data that is of record in the USPTO database and lacks sufficient 

information to admit or deny the remaining allegations in Paragraph Three of the Notice of 

Opposition, and therefore denies the same. Applicant denies that Opposer is the owner of 

Registration No. 3688702 because that registration is expired. Applicant admits that a copy 

of a printout of the 90085246 application from TESS is included at Exhibit B but denies 

that this is a “status and title” copy of Application No. 90085246.   

4. Applicant lacks sufficient information to admit or deny the allegations in Paragraph Four 

of the Notice of Opposition, and therefore denies the same.  

5. Applicant denies the allegations in Paragraph Five of the Notice of Opposition.  

6. Applicant denies the allegations in Paragraph Six of the Notice of Opposition.  

7. Applicant denies the allegations in Paragraph Seven of the Notice of Opposition.  

8. Applicant denies the allegations in Paragraph Eight of the Notice of Opposition.  

9. Applicant denies the allegations in Paragraph Nine of the Notice of Opposition.  

10. Applicant admits only facts evident in the records of the USPTO and denies all other claims 

and allegations of the Notice in Paragraph Ten. 

11. Applicant admits only facts evident in the records of the USPTO and denies all other claims 

and allegations of the Notice in Paragraph Eleven.  

12. Applicant denies the allegations in Paragraph Twelve of the Notice of Opposition. 
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13. Applicant denies the allegations in Paragraph Thirteen of the Notice of Opposition. 

14. Applicant denies the allegations in Paragraph Fourteen of the Notice of Opposition.  

15. Applicant lacks sufficient information about Opposer’s goods and trade channels to admit 

or deny the allegations in Paragraph Fifteen of the Notice of Opposition, and therefore 

denies the same.  

16. Applicant denies the allegations in Paragraph Sixteen of the Notice of Opposition. 

17. Applicant’s counsel admits receiving a letter on April 27, 2021 that appears like the letter 

attached as Exhibit C which purports to be from counsel for Opposer but the attorney who 

signed that letter is different than the attorney of record for Opposer in this opposition. 

CLAIM 1:  Likelihood of Confusion 

 

18. Applicant repeats its responses to each and every allegation contained in paragraphs One 

through Seventeen as if set forth herein. 

19. Applicant lacks sufficient information about which entity first used a WEED formative 

mark on class 32 goods, and therefore denies the same.  

20. Applicant denies the allegations in Paragraph Twenty of the Notice of Opposition.  

21. Applicant denies the allegations in Paragraph Twenty-one of the Notice of Opposition.  

22. Applicant denies the allegations in Paragraph Twenty-two of the Notice of Opposition.  

COUNT 2:  Fraud on the USPTO 

 

23. Applicant moves to dismiss this claim in a concurrently filed Motion to Dismiss.  

24. Applicant moves to dismiss this claim in a concurrently filed Motion to Dismiss.  

25. Applicant moves to dismiss this claim in a concurrently filed Motion to Dismiss. 

26. Applicant moves to dismiss this claim in a concurrently filed Motion to Dismiss. 

27. Applicant moves to dismiss this claim in a concurrently filed Motion to Dismiss. 
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28. Applicant moves to dismiss this claim in a concurrently filed Motion to Dismiss. 

29. Applicant moves to dismiss this claim in a concurrently filed Motion to Dismiss. 

30. Applicant moves to dismiss this claim in a concurrently filed Motion to Dismiss. 

31. Applicant moves to dismiss this claim in a concurrently filed Motion to Dismiss. 

32. Applicant moves to dismiss this claim in a concurrently filed Motion to Dismiss. 

33. Applicant moves to dismiss this claim in a concurrently filed Motion to Dismiss. 

AFFIRMATIVE DEFENSES/AMPLICATIONS OF DENIALS 

 By way of further answer, Applicant alleges and asserts the following defenses in response 

to the allegations contained in the Petition. In this regard, Applicant undertakes the burden of proof 

only as to those defenses that are deemed affirmative defenses by law, regardless of how such 

defenses are denominated in the instant Answer.  

FIRST AFFIRMATIVE DEFENSE 

 Opposer fails to state a claim upon which relief can be granted in each paragraph of the 

Notice, taken individually or collectively. Specifically, Opposer’s claim for Fraud on the USPTO 

fails to state claim upon which relief can be granted. 

SECOND AFFIRMATIVE DEFENSE 

Opposer’s claims are barred, in whole or in part, because Opposer has not identified any 

protectable trademark. Opposer’s alleged trademarks are used ornamentally and lack secondary 

meaning. 

THIRD AFFIRMATIVE DEFENSE 

Opposer’s claims are barred, in whole or in part, because Opposer has not continuously 

and exclusively used its WEED mark for a period of three years and/or has abandoned any alleged 
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rights in any WEED trademarks. Opposer’s use of its asserted WEED mark has actually been used 

only as the mark ALES & LAGERS WEED. 

FOURTH AFFIRMATIVE DEFENSE 

Opposer’s claims are barred, in whole or in part, because Opposer has failed to adequately 

protect any alleged trademark rights to the mark WEED and allowed various third parties to use 

the term WEED for beer, or related products. Due to widespread third-party usage of the term 

WEED for beer, the WEED formative has become commercially weak on beer, and Opposer is 

entitled to only limited protection.  

FIFTH AFFIRMATIVE DEFENSE 

Opposer’s claims are barred, in whole or in part, because Applicant and Opposer have more 

than three years of coexisting use of the standard character WEED mark on beer with no instances 

of actual confusion. 

SIXTH AFFIRMATIVE DEFENSE 

Opposer’s claims are barred, in whole or in part, because Applicant’s accused products are 

not likely to cause consumers to be confused, mistaken or deceived into believing that the accused 

products and/or services originate with or are otherwise associated with Opposer. 

SEVENTH AFFIRMATIVE DEFENSE 

Opposer’s claims are barred, in whole or in part, by the equitable doctrine of laches. 

Applicant previously registered the mark WEED (U.S. Reg. No.: 6381999), in International Class 

032 for “beer”, among other goods and International Classes, as a standard character mark without 

the descriptive term LIGHT, on the Principal Register as of June 8, 2021 and was published for 

opposition on October 6, 2020. In addition to securing registration of the WEED standard character 

mark without Opposition from Opposer, Applicant has used the WEED mark referenced above in 
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commerce since as early as August 2018. Opposer has put forth no reason for the delays in 

opposition to the above referenced WEED registration. By virtue of Opposer’s delay for over three 

years in opposing the use/registration of the WEED and WEED formative marks, Applicant has 

relied to its detriment on Opposer’s inactions and has expended significant efforts to promote, 

market and expand the WEED, WEED LIGHT and WEED formative brands, and the delayed 

action now sought by Opposer will significantly prejudice Applicant’s rapidly growing business.  

ADDITIONAL AFFIRMATIVE DEFENSES 

 Applicant reserves the right to assert any and all other affirmative defenses of which the 

Applicant becomes aware during the pendency of this matter. 
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 WHEREFORE, having made full Answer to the Notice of Opposition, Applicant requests 

that the Notice of Opposition be denied, that this action be dismissed with prejudice, that U.S. 

Serial No. 90/215,696 be allowed to register on the Principal Register in the records of the USPTO; 

and that Applicant be granted such other relief as the Board deems just and equitable under the 

circumstances. 

 DATED this 24th day of August 2021. 

    Respectfully submitted,  

   WEED CELLARS INC., Applicant, 

   By counsel,  

     

    /Alex Butterman/ 

    Alexander Butterman 

    Adam R. Villanueva 

    Dunlap Bennett & Ludwig, PLLC 

    211 Church Street, SE 

    Leesburg, Virginia 20175 

    Tel.: 855-705-6414 

    Fax.: 855-226-8791   

    abutterman@dbllawyers.com  

    avillanueva@dbllawyers.com 

    trademarks@dbllawyers.com 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE  

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

In the Matter of Application Serial No. 90215696 

For the Trademark(s):  WEED LIGHT (standard characters)   

____________________________________ 
      ) 
VBNJ, Inc.,     ) 
                                 ) 
   Opposer,  )  
 v.     ) Opposition No.: 91270500 

      ) Our Docket:     49268-051  

Weed Cellars Inc.,    )  
      ) 
   Applicant.  ) 
______________________________ ) 
Hon. Commissioner for Trademarks 

P.O. Box 1451 

Alexandria, VA 22313-1451 

BOX TTAB NO FEE 

 

CERTIFICATE OF ELECTRONIC FILING 

 I hereby certify that the foregoing Applicant’s Answer is being electronically filed using 

the Electronic System for Trademark Trials and Appeals (ESTTA) on this 24th day of August 

2021. 

    /Alex Butterman/ 

    Alexander Butterman 

 

CERTIFICATE OF SERVICE 

 

 I hereby certify that a true and correct copy of the foregoing Applicant’s Answer has been 

served upon Opposer via e-mail on this 24th day of August 2021, at the email addresses indicated 

below: 

 Jason G. Eldred  

Krogh & Decker, LLP 

jasoneldred@kroghdecker.com  

derekdecker@kroghdecker.com  

kelseynestor@kroghdecker.com  

 

    /Alex Butterman/ 

    Alexander Butterman 
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