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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name

Grabber Construction Products, Inc.

Granted to Date
of previous ex-
tension

06/13/2021

Address

5255 W 11000 N
HIGHLAND, UT 84003
UNITED STATES

Attorney informa-
tion

MATTHEW A. BARLOW

WORKMAN NYDEGGER

60 E. SOUTH TEMPLE, SUITE 1000

SALT LAKE CITY, UT 84111

UNITED STATES

Primary Email: mbarlow@wnlaw.com

Secondary Email(s): mbarlow@wnlaw.com, pwarner@wnlaw.com, Idocket-
ing@wnlaw.com, pmalen@wnlaw.com

8015339800

Docket Number

18737.336

Applicant Information

Application No.

88853984 Publication date 12/15/2020

Opposition Filing
Date

06/11/2021 Opposition Peri- 06/13/2021

od Ends

Applicant

E Com Media LLC

752 NORTH STATE ST., SUITE 178
WESTERVILLE, OH 430829066
UNITED STATES

Goods/Services Affected by Opposition

Class 017. First Use: 0 First Use In Commerce: 0

All goods and services in the class are opposed, namely: Acoustical barrier materials, namely, acous-
tical mass loaded vinyl rolls and sheets for buildings; sound barrier wall, ceiling, and floor coverings,
namely, acoustical insulation barrier panels made of thermoplastic

Grounds for Opposition

| Priority and likelihood of confusion

| Trademark Act Section 2(d)

Marks Cited by Opposer as Basis for Opposition

| U.S. Registration | 926677

| Application Date | 06/09/1971



https://estta.uspto.gov

No.

Registration Date | 01/11/1972 Foreign Priority NONE
Date

Word Mark GRABBER

Design Mark

Description of NONE

Mark

Goods/Services

Class 006. First use: First Use: 1971/03/24 First Use In Commerce: 1971/03/24
SCREWS

U.S. Registration | 5038718 Application Date 07/09/2014

No.

Registration Date | 09/13/2016 Foreign Priority NONE
Date

Word Mark GRABBER

Design Mark

Description of NONE

Mark

Goods/Services

Class 006. First use: First Use: 1974/01/01 First Use In Commerce: 1974/01/01

A house mark for metal fasteners and metal hardware for use in the construc-
tionindustry; a house mark for portable metal construction equipment, namely,
metalscaffolding and components and replacement parts for the same

Class 007. First use: First Use: 1990/01/01 First Use In Commerce: 1990/01/01
A house mark for hand-held power tools,and components and parts for the
same, for use in the construction industry, namely, chop saws, screw guns, dry-
wall joint tools, and drywall routers; multifunctional drywall processing tables
with router heads in the nature of tables especially adapted to hold powered ma-
chinery for use with drywall

Class 012. First use: First Use: 1998/01/01 First Use In Commerce: 1998/01/01
Drywall carts

Class 017. First use: First Use: 1998/01/01 First Use In Commerce: 1998/01/01
A house mark for caulking and acoustical sound and smoke sealants for sealing
fixtures, cracks and gaps for use in the construction industry; plastic sheeting for
use as drop cloths; A house mark fornon-adhesive drywall joint tape

Class 020. First use: First Use: 1997/01/01 First Use In Commerce: 1997/01/01
Sawhorses; metal drywall benches for supporting drywall sheets

U.S. Registration | 2318520 Application Date 10/19/1998

No.

Registration Date | 02/15/2000 Foreign Priority NONE
Date

Word Mark

GRABBER ROCKER




Design Mark

GRABBER ROCKER

Description of
Mark

NONE

Goods/Services

Class 007. First use: First Use: 1998/04/00 First Use In Commerce: 1998/04/00
power-operated screwdriver

U.S. Registration | 4308389 Application Date 07/16/2012

No.

Registration Date | 03/26/2013 Foreign Priority NONE
Date

Word Mark GRABBERGARD

Design Mark

GRABBERGARD

Description of
Mark

NONE

Goods/Services

Class 006. First use: First Use: 1987/04/01 First Use In Commerce: 1987/04/01
Metal screws coated with an anti-corrosive glazing material

U.S. Registration | 3943863 Application Date 08/09/2010

No.

Registration Date | 04/12/2011 Foreign Priority NONE
Date

Word Mark GRABBERGARD

Design Mark

GRABBERGARD

Description of
Mark

NONE

Goods/Services

Class 017. First use: First Use: 2003/11/00 First Use In Commerce: 2003/11/00




Adhesive sealant and caulking compound;Caulking; Caulking compounds;
Caulking materials

Related Proceed-
ings

Opposition against App. Ser. No. 88853951 filed concurrently.
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TRADEMARK OPPOSITION
Atty. Ref. No. 18737.336.1

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the matter of Trademark Application Serial No. 88/853,984
Published in the Official Gazette on December 15, 2020 at TM 1691
International Class: 017

Filed: March 31, 2020

Mark:
)
GRABBER CONSTRUCTION PRODUCTS, ) Opposition No.
INC. )
)
Opposer, ) NOTICE OF OPPOSITION
)
v. )
)
E COM MEDIA LLC, )
)
Applicant. )
)

Opposer, GRABBER CONSTRUCTION PRODUCTS, INC. (“Opposer”), a Nevada
corporation with its principal place of business at 5255 West 11000 North, Highland, Utah
84003, believes that it will be damaged by registration of the mark shown in United States
Trademark Application Serial No. 88/853,984, in International Class 017, and hereby opposes
the same. The grounds for the opposition are as follows:

1. Since at least as early as 1971, and long prior to the effective filing date of the
subject application, Opposer and its predecessors have been engaged in the development,
manufacture and sale of a variety of goods and services, including various types of fasteners,

tools, adhesives, sealants, caulks, and construction implements and supplies, all sold or offered in



interstate commerce throughout the United States and the world, in association with the

registered and common law trademarks of Opposer.

2. Opposer is the owner of the following trademark registrations which have been

duly and legally issued by the United States Patent and Trademark Office:

Reg./App. No.

Mark

Goods

926,677
(registered Jan. 11, 1972)

GRABBER

IC 006: Screws

5,038,718
(registered Sep. 13, 2016)

GRABBER

IC 006: A house mark for metal fasteners and
metal hardware for use in the construction
industry; a house mark for portable metal
construction equipment, namely, metal
scaffolding and components and replacement
parts for the same.

IC 007: A house mark for hand-held power
tools, and components and parts for the same,
for use in the construction industry, namely,
chop saws, screw guns, drywall joint tools,
and drywall routers; multifunctional drywall
processing tables with router heads in the
nature of tables especially adapted to hold
powered machinery for use with drywall.

IC 012: Drywall carts.

IC 017: A house mark for caulking and
acoustical sound and smoke sealants for
sealing fixtures, cracks and gaps for use in the
construction industry; plastic sheeting for use
as drop cloths; A house mark for non-adhesive
drywall joint tape.

IC 020: Sawhorses; metal drywall benches for
supporting drywall sheets.

2,318,520
(registered Feb. 15, 2000)

GRABBER ROCKER

IC 007: power-operated screwdriver.

4,308,389
(registered Mar. 26, 2013)

GRABBERGARD

IC 006: Metal screws coated with an anti-
corrosive glazing material.

3,943,863
(registered Apr. 12, 2011)

GRABBERGARD

IC 017: Adhesive sealant and caulking
compound; Caulking; Caulking compounds;
Caulking materials.

NOTICE OF OPPOSITION




3. The foregoing registrations are valid and subsisting, uncancelled and unrevoked,
and registration numbers 926677, 2318520, 3943863, and 4308389 have been made
incontestable.

4. Opposer is also the owner of common law rights in and to the mark GRABBER in
connection with a variety of construction products, including safety harnesses, power tools,
framing Kkits, laser levelling tools, line-marking tools, and related items. (The foregoing
registrations and common law marks are collectively referred to herein as “Opposer’s Marks”.)
True and correct copies of Registration Nos. 926677, 2318520, 3943863, 4308389, and 5038718,
printed from the USPTO TESS database, are attached hereto as Exhibit A.

5. Since the date of issuance of the above registrations, Opposer’s Marks have been
continuously used in interstate commerce. Since the issuance of these trademark registrations,
notice has been given to the public that Opposer’s Marks are registered trademarks by affixing
notice provided in 15 U.S.C. § 1111.

6. Opposer has expended considerable time, effort, and expense in advertising and
promoting Opposer’s Marks and the goods and services associated with them throughout the
United States, with the result that the purchasing public has come to know and recognize
products of Opposer by Opposer’s Marks. Opposer has exceedingly valuable goodwill
established in Opposer’s Marks.

7. Notwithstanding the inherent distinctiveness of Opposer’s Marks, these marks
have also acquired secondary meaning to the public indicating Opposer as the source of goods
and services bearing any of Opposer’s Marks.

8. Upon information and belief, E Com Media LLC (“Applicant”) is a Delaware
limited liability company with a listed address of 752 North State St., Suite 178, Westerville,

Ohio 43082.

NOTICE OF OPPOSITION



0. Applicant seeks to register the mark (“NOISE GRABBER (and
design) mark”) as a trademark to be used in International Class 017, as evidenced by the
publication of such mark in the Official Gazette at TM 1691 of the December 15, 2020 issue.
Applicant’s goods as listed in United States Trademark Application Serial No. 88/853,984 in
International Class 017 are identified as “Acoustical barrier materials, namely, acoustical mass
loaded vinyl rolls and sheets for buildings; sound barrier wall, ceiling, and floor coverings,
namely, acoustical insulation barrier panels made of thermoplastic.”

10. Applicant filed its intent-to-use application for registration of the NOISE
GRABBER (and design) mark under Section 1(b) of the Trademark Act on March 31, 2020, and
received application serial number 88/853,984 (“Applicant’s Mark™).

11. There is no issue as to priority. Opposer used, filed, and/or registered Opposer’s
Marks in connection with its goods long prior to Applicant’s March 31, 2020 filing date.

12. The word portion of the NOISE GRABBER (and design) mark and the
GRABBER Marks are highly similar. The “grabber” portion of Applicant’s Mark is identical to
the “grabber” component in each mark of Opposer’s Marks. As such, Applicant’s Mark
identified in its application is confusingly similar to Opposer’s Marks, including but not limited
to in appearance and sound. The term “noise” is descriptive of a feature or characteristic of the
acoustical barrier materials set forth in the description of goods, and was appropriately
disclaimed by the Applicant.

13. Applicant’s goods are closely related to the goods and services advertised,
promoted, offered, and/or sold by Opposer in connection with Opposer’s Marks in that they are
all related to construction implements, and are marketed and sold to the same or similar

consumers through the same or similar channels of trade.

4
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14. Applicant’s Mark in Application No. 88/853,984 so resembles Opposer’s Marks
and the goods identified are so closely related to the goods of Opposer as to be likely, when used
in connection with Applicant’s goods, to cause confusion, or to cause mistake, or to deceive in
violation of Section 2(d) of the Lanham Act, 15 USC 1052(d).

15. Because the purchasing public has come to recognize and associate the products
of Opposer with Opposer’s Marks, Applicant’s proposed NOISE GRABBER (and design) mark
would be recognized as uniquely and unmistakably identifying or suggesting a connection to
Opposer.

16. Opposer is not connected with the goods that are sold or will be sold by Applicant
under the NOISE GRABBER (and design) mark.

17. Applicant’s use or intended use of the mark identified in its application and in the
manner described therein creates a likelihood of confusion with Opposer’s Marks. A likelihood
of confusion in the marketplace exists or will exist between Opposer’s Marks and Applicant’s
Mark when applied to the goods and services of the respective parties.

18. Indeed, Opposer has experienced instances of actual confusion in the marketplace
whereby consumers have mistaken Applicant’s goods as originating from or being affiliated with
Opposer.

19. If Applicant is permitted to register its mark for its goods as specified in the
application herein opposed, such registration would result in confusion in the trade by reason of
the similarity between Applicant’s Mark and Opposer’s Marks, thereby damaging and injuring
Opposer. Any such confusion may result in the loss of business to Opposer. Furthermore, any
defect, objection or fault in the goods sold by Applicant under its mark may reflect upon and
injure the reputation which Opposer has established for its various goods and services offered or

sold in under or in association with Opposer’s Marks.
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20. If Applicant is granted the registration herein opposed, it would thereby obtain at
least a prima facie right to the use of its mark. Such registration would be a further source of
damage to Opposer.

21.  In view of the forgoing, Applicant is not entitled to federal registration of its
claimed mark because Applicant’s Mark as used upon its identified goods is not entitled to
protection. Further, Applicant does not have a right to exclusive use of said mark in commerce
on Applicant’s goods. Applicant’s claimed mark does not and cannot function to identify such
goods and to distinguish them from goods and/or services offered by Opposer.

WHEREFORE Opposer requests that the registration sought by Applicant be refused and
that this Opposition be sustained.

The fee required under 37 C.F.R. § 2.6(17) is being submitted herewith.

DATED this 11th day of June 2021.

Respectfully submitted,

/Matthew A. Barlow/
Peter F. Malen, Jr.
Matthew A. Barlow

WORKMAN | NYDEGGER

60 East South Temple, Suite 1000
Salt Lake City, Utah 84111
Telephone: (801) 533-9800
Facsimile: (801) 328-1707

Attorney for Opposer
GRABBER CONSTRUCTION PRODUCTS, INC.

NOTICE OF OPPOSITION
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Typed Drawing

Word Mark

Goods and
Services

Mark Drawing
Code

Serial Number
Filing Date
Current Basis
Original Filing
Basis

Registration
Number

Registration Date

Owner

Assignment
Recorded

GRABBER
IC 006. US 013. G & S: SCREWS. FIRST USE: 19710324. FIRST USE IN COMMERCE: 19710324

(1) TYPED DRAWING

72394292
June 9, 1971
1A

1A

0926677

January 11, 1972

(REGISTRANT) JOHN WAGNER ASSOCIATES, INC. CORPORATION CALIFORNIA 20 West Main Street Court Suite 200 Alpine UTAH
840041889

(LAST LISTED OWNER) GRABBER CONSTRUCTION PRODUCTS, INC. CORPORATION NEVADA 20 WEST MAIN STREET SUITE 200
ALPINE UTAH 84004

ASSIGNMENT RECORDED

Attorney of Record Peter F. Malen Jr.

Type of Mark
Register
Affidavit Text
Renewal

Live/Dead
Indicator

Las

oC

TRADEMARK

PRINCIPAL

SECT 15. SECT 8 (6-YR). SECTION 8(10-YR) 20120113.
3RD RENEWAL 20120113

LIVE
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GRABBER

Word Mark GRABBER

Goods and  IC 006. US 002 012 013 014 023 025 050. G & S: A house mark for metal fasteners and metal hardware for use in the construction industry; a
Services house mark for portable metal construction equipment, namely, metal scaffolding and components and replacement parts for the same. FIRST
USE: 19740101. FIRST USE IN COMMERCE: 19740101

IC 007. US 013 019 021 023 031 034 035. G & S: A house mark for hand-held power tools, and components and parts for the same, for use in the
construction industry, namely, chop saws, screw guns, drywall joint tools, and drywall routers; multifunctional drywall processing tables with router
heads in the nature of tables especially adapted to hold powered machinery for use with drywall. FIRST USE: 19900101. FIRST USE IN
COMMERCE: 19900101

IC 012. US 019 021 023 031 035 044. G & S: Drywall carts. FIRST USE: 19980101. FIRST USE IN COMMERCE: 19980101

IC 017. US 001 005 012 013 035 050. G & S: A house mark for caulking and acoustical sound and smoke sealants for sealing fixtures, cracks and
gaps for use in the construction industry; plastic sheeting for use as drop cloths; A house mark for non-adhesive drywall joint tape. FIRST USE:
19980101. FIRST USE IN COMMERCE: 19980101

IC 020. US 002 013 022 025 032 050. G & S: Sawhorses; metal drywall benches for supporting drywall sheets. FIRST USE: 19970101. FIRST
USE IN COMMERCE: 19970101

Standard

Characters

Claimed

Mark

Drawing (4) STANDARD CHARACTER MARK
Code

Serial

Number

Filing Date  July 9, 2014

Current
Basis
Original
Filing Basis
Published for
Opposition
Registration
Number
Registration
Date

Owner (REGISTRANT) Grabber Construction Products, Inc. CORPORATION NEVADA 5255 West 11000 North Highland UTAH 84003
Attorney of
Record

Prior
Registrations
Type of Mark TRADEMARK
Register PRINCIPAL
Live/Dead
Indicator

86331893

1A

1A

June 28, 2016
5038718

September 13, 2016

Peter F. Malen Jr.

0926677;4308389

LIVE
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GRABBER ROCKER

Word Mark GRABBER ROCKER

Goods and Services IC 007. US 013 019 021 023 031 034 035. G & S: power-operated screwdriver. FIRST USE: 19980400. FIRST USE IN COMMERCE:
19980400

Mark Drawing Code (1) TYPED DRAWING

Serial Number 75573032

Filing Date October 19, 1998

Current Basis 1A

Original Filing Basis 1A
Published for
Opposition
Registration Number 2318520

Registration Date February 15, 2000

Owner (REGISTRANT) John Wagner Associates, Inc. CORPORATION CALIFORNIA 20 West Main Street Court Alpine UTAH 840041889

November 23, 1999

(LAST LISTED OWNER) GRABBER CONSTRUCTION PRODUCTS, INC. CORPORATION NEVADA 5255 W 11000 N SUITE 100
HIGHLAND UTAH 840038955

Assignment ASSIGNMENT RECORDED

Recorded

Prior Registrations 0926677;1757552

Type of Mark TRADEMARK

Register PRINCIPAL

Affidavit Text SECT 15. SECT 8 (6-YR). SECTION 8(10-YR) 20190920.
Renewal 2ND RENEWAL 20190920

Live/Dead Indicator LIVE
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GRABBERGARD

Word Mark GRABBERGARD

Goods and IC 017. US 001 005 012 013 035 050. G & S: Adhesive sealant and caulking compound; Caulking; Caulking compounds; Caulking
Services materials. FIRST USE: 20031100. FIRST USE IN COMMERCE: 20031100

Standard

Characters Claimed
Mark Drawing Code (4) STANDARD CHARACTER MARK

Serial Number 85103555

Filing Date August 9, 2010

Current Basis 1A

Original Filing 1A

Basis

z:z'(';'i‘t‘i*gnf“ January 25, 2011

Registration 3943863

Registration Date  April 12, 2011

Owner (REGISTRANT) Grabber Construction Products, Inc. CORPORATION NEVADA Suite 1000 5255 West 11000 North Highland UTAH 84003

Attorney of Record Peter F. Malen Jr.
Prior Registrations 1520550

Type of Mark TRADEMARK
Register PRINCIPAL
Affidavit Text SECT 15. SECT 8 (6-YR).

Live/Dead Indicator LIVE
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GRABBERGARD

Word Mark
Goods and Services

Standard Characters
Claimed

Mark Drawing Code
Serial Number
Filing Date

Current Basis
Original Filing Basis
Published for
Opposition
Registration Number
Registration Date
Owner

Attorney of Record
Prior Registrations
Type of Mark
Register

Affidavit Text
Live/Dead Indicator
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GRABBERGARD

IC 006. US 002 012 013 014 023 025 050. G & S: Metal screws coated with an anti-corrosive glal] ing material. FIRST USE: 19870401.
FIRST USE IN COMMERCE: 19870401

(4) STANDARD CHARACTER MARK
85677924

July 16, 2012

1A

1A

January 8, 2013

4308389

March 26, 2013

(REGISTRANT) Grabber Construction Products, Inc. CORPORATION NEVADA Suite 100 5255 W 11000 N Highland UTAH 84003
Peter F. Malen Jr.

0926677;1520550;3373906;3943863

TRADEMARK

PRINCIPAL

SECT 15. SECT 8 (6-YR).

LIVE
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