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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name

Mark-Edwards Apparel Inc./Vetements Mark-Edwards Inc.

Granted to Date
of previous ex-
tension

06/02/2021

Address

8480, RUE JEANNE-MANCE
MONTREAL, QC H2P2S3
CANADA

Attorney informa-
tion

JENNIFER L. DEAN

FAEGRE DRINKER BIDDLE & REATH LLP

1500 K STREET NW

SUITE 1100

WASHINGTON, DC 20005

UNITED STATES

Primary Email: tmlitdocket@faegredrinker.com

Secondary Email(s): dctrademarks@faegredrinker.com,
katlyn.moseley@faegredrinker.com, brian.coleman@faegredrinker.com
No phone number provided.

Docket Number

Applicant Information

Application No. 90354081 Publication date 02/02/2021
Opposition Filing | 06/02/2021 Opposition Peri- 06/02/2021
Date od Ends

Applicant

L.A. T SHIRT & PRINT, INC.
2529 CHAMBERS STREET
VERNON, CA 90028
UNITED STATES

Goods/Services Affected by Opposition

Class 025. First Use: 2016/11/01 First Use In Commerce: 2016/11/02
All goods and services in the class are opposed, namely: Hats; Hooded sweatshirts; Jackets; Long-
sleeved shirts; T-shirts; Tank tops

Grounds for Opposition

Priority and likelihood of confusion Trademark Act Section 2(d)

The mark is generic

Trademark Act Sections 1, 2 and 45

Failure to function as a mark Trademark Act Sections 1, 2 and 45

The mark is not inherently distinctive and has not | Trademark Act Sections 1, 2 and 45; and Section
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| acquired distinctiveness

[ 2)

Mark Cited by Opposer as Basis for Opposition

U.S. Application/ Registra- NONE Application Date NONE
tion No.

Registration Date NONE

Word Mark See Paragraph 12 of Notice of Opposition

Goods/Services tops and other clothing items

Attachments Notice of Opposition - Rose - L.A. T Shirt & Print Inc.pdf(422521 bytes )
Signature /Katlyn M. Moseley/

Name Katlyn M. Moseley

Date 06/02/2021




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In re App. Ser. No. 90/354,081 — V’
Filed: December 2, 2020

MARK-EDWARDS APPAREL INC./
VETEMENTS MARK-EDWARDS INC,,

Opposer,
V. : Opposition No.
L.A. T SHIRT & PRINT, INC.,
Applicant.
NOTICE OF OPPOSITION

Mark-Edwards Apparel Inc./Vetements Mark-Edwards Inc., a Canadian corporation
having a business address at 8480, Rue Jeanne-Mance, Montreal, Quebec Canada H2P2S3,

believes and asserts that it will be damaged by the registration of the mark shown in application Serial

No. 90/354,081 — V’ (“Applicant’s Mark” or “Applicant’s Application”) for “Hats; Hooded
sweatshirts; Jackets; Long-sleeved shirts; T-shirts; Tank tops.” Applicant’s Application was filed
December 2, 2020 by L.A. T Shirt & Print, Inc., a California corporation having a business address
at 2529 Chambers Street, Unit A, Vernon, California 90028. Opposer hereby opposes Applicant’s
Application pursuant to Section 13 of the Trademark Act of 1946 (15 U.S.C. § 1063).

As grounds for opposition, it is alleged that:

1. Opposer is a leading designer and manufacturer of clothing and accessories.

Opposer designs, sells and distributes these goods in interstate and U.S. commerce.
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2. Applicant’s Mark consists of a single nondescript rose, without any meaningfully
distinguishing characteristics, and is of a sort that commonly adorns clothing items and accessories
in U.S. commerce.

3. Applicant’s Mark serves as a mere ornamental design and not a trademark, and
registration should be refused on the ground that Applicant’s Mark fails to function as a trademark
and has not acquired distinctiveness under Section 2(f) of the Trademark Act.

4. Applicant describes Applicant’s Mark as follows: “The color(s) red and green
is/are claimed as a feature of the mark. The mark consists of a red rose flower with a green stem
and four green leaves, two leaves on the left side of the stem and two leaves on the right side of
the stem.”

5. Applicant’s Mark consists of a common and ordinary red rose graphic that has been
extensively used by third-party designers, manufacturers and sellers of clothing items in United
States commerce. See Exhibit A.

6. Applicant’s Mark lacks secondary meaning and is not recognized by consumers as
an identifier of source of Applicant’s goods.

7. Applicant’s Mark does not function as an identifier of source of Applicant’s goods
and does not identify and distinguish Applicant’s goods from others.

8. Applicant’s claim of trademark rights to an ordinary red rose graphic for clothing
is inconsistent with the Lanham Act, 15 U.S.C. § 1051 et seq., as Applicant is attempting to gain
exclusive rights to a design that does not possess secondary meaning, that does not function as an

identifier of source, and that others are free to use for clothing sold in United States commerce.
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9. In the alternative, due to the extensive use of Applicant’s Mark, or marks
substantially identical thereto, in the clothing industry, Applicant’s Mark has become generic for
Applicant’s goods and does not serve as a source identifier for Applicant.

10.  Allowing Applicant to register Applicant’s Mark in connection with clothing would
amount to a grant of trademark rights in an inherently nondistinctive, generic design in violation
of Section 2 of the Lanham Act, 15 U.S.C. § 1052.

11. In the alternative, and to the extent that Applicant’s Mark is deemed otherwise
registrable, registration of Applicant’s Mark should be refused because Applicant lacks priority of
rights.

12. Starting as early as July 5, 2013, Opposer has provided in interstate and U.S.
commerce tops and other clothing items featuring varying versions of a red rose with a green stem

and leaves, including the following:

B

(collectively, “Opposer’s Marks™). Through its bona fide use of Opposer’s Marks in connection

e

51
et |

with such goods, which use was and is in a regular or recurring manner, Opposer has acquired
common-law trademark rights.

13. By virtue of Opposer’s extensive sales, distribution and promotion in the USA,
Opposer’s Marks have become well-known for Opposer’s goods, and have acquired a high degree
of distinctiveness indicating source in Opposer.
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14. Applicant cannot claim a priority date in connection with Applicant’s Mark earlier
than Opposer with respect to Opposer’s Marks.

15. The goods for which Opposer possesses common-law rights in Opposer’s Marks
and the goods for which Applicant has applied to register Applicant’s Mark are identical.

16. The goods for which Opposer possesses common-law rights in Opposer’s Marks
and the goods for which Applicant has applied to register Applicant’s Mark are likely to be sold

or distributed through the same or otherwise overlapping channels of trade.

17. Opposer’s Marks and Applicant’s Mark are similar in appearance and commercial
impression.
18. On information and belief, Applicant’s use and registration of Applicant’s Mark is

likely to cause confusion, mistake, or deception by having the public erroneously assume or
believe that Applicant’s goods emanate from Opposer, or that they are endorsed, licensed or
sponsored by, or in some way associated or connected with Opposer, in view of Opposer’s prior
use of Opposer’s Marks, all to Opposer’s irreparable damage.

19. For the reasons set forth in {{ 1-18, Opposer believes and asserts that it will be

damaged by the registration of the mark in application Serial No. 90/354,081 — V’
Accordingly, Opposer prays that this opposition be sustained and that Applicant be refused

registration of Applicant’s Mark for the goods set forth in application Serial No. 90/354,081.

The filing fee for this Notice of Opposition is being paid electronically. If for any reason the
electronic payment is rejected, or if additional fees are required, please charge them to the deposit

account of the undersigned, No. 50-0573.

ACTIVE.133182352.03



Dated: June 2, 2021 Respectfully submitted,

Mark-Edwards Apparel Inc./Vetements Mark-
Edwards Inc.

By:  /Brian A. Coleman/
Jennifer L. Dean
Brian A. Coleman
Katlyn M. Moseley
Faegre Drinker Biddle & Reath LLP
1500 K Street, N.W., Suite 1100
Washington D.C. 20005-1209
Phone: (202) 842-8800
Fax: (202) 842-8465
Attorneys for Opposer
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Exhibit A
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