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Yong Oh (Richard) Kim, Interlocutory Attorney: 

On March 11, 2022, Applicant filed a proposed amendment to Application 

Serial No. 90206964 and Opposer’s withdrawal of the opposition, contingent upon 

entry of the amendment. 

By the proposed amendment, Applicant seeks to amend the identification of 

goods in International Class 9 as follows (amendment in bold): 

From: Computer monitors; electronic tags for goods; mechanical signs; 

satellite navigational apparatus, namely, a global positioning 

system; televisions; television cameras; digital photo frames for 

displaying digital pictures; surveying instruments; lenses for 

astrophotography; microscopes; optical lenses; telescopes; 

binoculars; monoculars; spotting scopes; sighting telescopes for 

firearms; riflescopes; optical sights; red dot sights; fluorescent 

screens; burglar alarms; security cameras; sport cameras; smart 

scales; smart weighing scales using wireless technology ; 

thermometers, not for medical purposes; electrical and electronic 

equipment for measuring indoor air quality, namely, air quality 

monitors; in International Class 9.  
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To:  Computer monitors; electronic tags for goods; mechanical signs; 

satellite navigational apparatus, namely, a global positioning 

system; televisions; television cameras; digital photo frames for 

displaying digital pictures; surveying instruments; lenses for 

astrophotography; microscopes; optical lenses; telescopes; 

binoculars; monoculars; spotting scopes; sighting telescopes for 

firearms; riflescopes; optical sights; red dot sights; fluorescent 

screens; burglar alarms; security cameras; sport cameras; smart 

scales; smart weighing scales using wireless technology ; 

thermometers, not for medical purposes; electrical and electronic 

equipment for measuring indoor air quality, namely, air quality 

monitors; all of the foregoing to exclude acoustical 

transducer systems for reproducing sound; loudspeakers; 

amplifiers; battery chargers; batteries; communications 

headsets for use with communication radios, intercom 

systems, or other communications network transceivers; 

headphones; headsets for cellular or mobile phones; 

microphones; remote controls for audio or video 

products, namely, audio speakers, amplifiers, receivers, 

CD players, MP3 players, audio or video streaming 

devices, televisions, videocassette players, or DVD 

players; mounts and mounting brackets adapted for 

audio speakers; stands adapted for audio speakers; 

protective cases and covers for loudspeakers and 

headphones; computer application software for mobile 

phones, tablets or other mobile devices, namely, software 

for controlling devices that enhance or amplify ambient 

sounds or mask noise; earphone accessories, namely, 

earphone cushions, earphone pads, and earphone 

extension cords; headphone accessories, namely, 

headphone cushions, headphone pads, and headphone 

extension cords; in International Class 9. 

 

A proposed amendment to any application or registration which is the subject of 

an inter partes proceeding must also comply with all other applicable rules and 

statutory provisions. The amendment proposed herein is unacceptable as it seeks to 

exclude goods that are not logically encompassed within the scope of the originally 

published goods. See TRADEMARK MANUAL OF EXAMINING PROCEDURE (TMEP) 

§ 1402.06(a) (July 2021) (“an applicant may not amend an identification of 
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goods/services … to add exclusionary language that falls outside the scope[] of the 

terms originally identified or that is otherwise qualitatively different from the goods 

and services as originally identified”). Additionally, to the extent that it is the 

intention of Applicant to list all of the goods that are to be excluded, commas should 

be utilized instead of semicolons since the use of the semicolon could be interpreted 

as limiting the exclusionary language to only “acoustical transducer systems for 

reproducing sound.” 

In view thereof, the motion to amend is DENIED. 

Inasmuch as the parties appear to be interested in settling this matter, 

proceedings are SUSPENDED until JUNE 6, 2022, to allow the parties time to 

continue their efforts to reach a settlement and to submit, if possible, an acceptable 

amendment to the identification of goods in the involved application. Should the 

parties be unable to reach an agreement by the end of the suspension period, 

proceedings shall resume on JUNE 7, 2022, and the opposition will go forward 

on the application as published in accordance with the following schedule: 

Expert Disclosures Due 10/6/2022 

Discovery Closes 11/5/2022 

Plaintiff's Pretrial Disclosures Due 12/20/2022 

Plaintiff's 30-day Trial Period Ends 2/3/2023 

Defendant's Pretrial Disclosures Due 2/18/2023 

Defendant's 30-day Trial Period Ends 4/4/2023 

Plaintiff's Rebuttal Disclosures Due 4/19/2023 

Plaintiff's 15-day Rebuttal Period Ends 5/19/2023 

Plaintiff's Opening Brief Due 7/18/2023 

Defendant's Brief Due 8/17/2023 

Plaintiff's Reply Brief Due 9/1/2023 

Request for Oral Hearing (optional) Due 9/11/2023 
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Generally, the Federal Rules of Evidence apply to Board trials. Trial testimony 

is taken and introduced out of the presence of the Board during the assigned 

testimony periods. The parties may stipulate to a wide variety of matters, and many 

requirements relevant to the trial phase of Board proceedings are set forth in 

Trademark Rules 2.121 through 2.125. These include pretrial disclosures, matters 

in evidence, the manner and timing of taking testimony, and the procedures for 

submitting and serving testimony and other evidence, including affidavits, 

declarations, deposition transcripts and stipulated evidence. 

Trial briefs shall be submitted in accordance with Trademark Rules 2.128(a) and 

(b). Oral argument at final hearing will be scheduled only upon the timely 

submission of a separate notice as allowed by Trademark Rule 2.129(a). 

* * * 


