Trademark Trial and Appeal Board Electronic Filing System. http://estta.uspto.gov
ESTTA Tracking number: ESTTA1115625

Filing date: 02/19/2021

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition
Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name J. Crew Domestic Brand, LLC

Granted to Date 02/21/2021
of previous ex-

tension

Address 225 LIBERTY STREET
17TH FLOOR
NEW YORK, NY 10281
UNITED STATES

Attorney informa- | JOEL KARNI SCHMIDT/MARYANN E. LICCIARDI

tion COWAN, LIEBOWITZ & LATMAN, P.C.

114 WEST 47TH STREET

NEW YORK, NY 10036

UNITED STATES

Primary Email: trademark@cll.com

Secondary Email(s): jks@cll.com, mxe@cll.com, mel@cll.com
2127909200

Docket Number 18863.399

Applicant Information

Application No. 88883985 Publication date 08/25/2020
Opposition Filing | 02/19/2021 Opposition Peri- 02/21/2021
Date od Ends

Applicant Rhombus Canvas LLC

2010 CENTURY CENTRE BLVD SUITE 20
2010 CENTURY CENTRE BLVD SUITE 20
IRVING, TX 75062

UNITED STATES

Goods/Services Affected by Opposition

Class 018. First Use: 2019/08/08 First Use In Commerce: 2019/08/08
All goods and services in the class are opposed, namely: Canvas shopping bags, Tote bags, Travel-
Bags, Drawstring bags, Duffle bags, Amenity bag sold empty

Grounds for Opposition

Priority and likelihood of confusion Trademark Act Section 2(d)

Other priority and likelihood of confusion under com-
mon law, and see attached pleading



http://estta.uspto.gov

Marks Cited by Opposer as Basis for Opposition

U.S. Registration | 1348064 Application Date 02/10/1984

No.

Registration Date | 07/09/1985 Foreign Priority NONE
Date

Word Mark CREW

Design Mark

Description of NONE

Mark

Goods/Services

Class 025. First use: First Use: 1983/12/30 First Use In Commerce: 1983/12/30
DRESS SHIRTS, VESTS, SKIRTS, PANTS AND SHORTS

H.S. Registration | 2431701 Application Date 03/31/2000

0.

Registration Date | 02/27/2001 Foreign Priority NONE
Date

Word Mark CREW

Design Mark

Description of NONE

Mark

Goods/Services

Class 025. First use: First Use: 1983/12/00 First Use In Commerce: 1983/12/00

SHIRTS, VESTS, PULLOVERS, TOPS, SKIRTS,DRESSES, JACKETS,
COATS, PANTS, JEANS, TROUSERS, SHORTS, SWEATERS, HATS, CAPS,
SCARVES, NECKTIES, BELTS, COATS, [ PARKAS, PONCHOS, ROBES, ]
PAJAMAS, [ NIGHTGOWNS, BRAS, PANTIES, BRIEFS, ] BOXER SHORTS,
SWIMWEAR, SOCKS AND FOOTWEAR

U.S. Registration | 1308888 Application Date 01/31/1983

No.

Registration Date | 12/11/1984 Foreign Priority NONE
Date

Word Mark J. CREW

Design Mark

Description of NONE

Mark

Goods/Services

Class 014. First use: First Use: 1983/01/06 First Use In Commerce: 1983/01/06
[ WATCHES ]

Class 018. First use: First Use: 1983/01/06 First Use In Commerce: 1983/01/06
Luggage, Umbrellas, Handbags, Duffel Bags

Class 025. First use: First Use: 1983/01/06 First Use In Commerce: 1983/01/06
Men's and Women's Shirts, Sweaters, Shoes, Caps, Hats, Bandanas, Shorts,
Sweatshirts, Pants, Belts, Socks, Jackets, Slickers, Skirts, Blouses, Dresses
Class 042. First use: First Use: 1982/12/30 First Use In Commerce: 1982/12/30

Retail Catalog Services in the Field ofClothing, Luggage and Clothing Accessor-
ies

U.S. Registration | 2351667 Application Date 04/08/1999
No.
Registration Date | 05/23/2000 Foreign Priority NONE




Date

Word Mark J. CREW
Design Mark
Description of NONE

Mark

Goods/Services

Class 035. First use: First Use: 1988/10/01 First Use In Commerce: 1988/10/01
RETAIL OUTLET AND RETAIL STORE SERVICESIN THE FIELD OF CLOTH-

ING AND ACCESSORIES

U.S. Registration | 2462509 Application Date 05/14/1999

No.

Registration Date | 06/19/2001 Foreign Priority NONE
Date

Word Mark J. CREW

Design Mark

Description of NONE

Mark

Goods/Services

Class 014. First use: First Use: 2000/06/10 First Use In Commerce: 2000/06/10
NECKLACES, BRACELETS, EARRINGS AND RINGS

H.S. Registration | 3737898 Application Date 10/08/2008

0.

Registration Date | 01/12/2010 Foreign Priority NONE
Date

Word Mark J. CREW

Design Mark

Description of NONE

Mark

Goods/Services

Class 025. First use: First Use: 1990/08/31 First Use In Commerce: 1990/08/31
INTIMATE APPAREL, NAMELY, PANTS, TANK TOPS, SHORTS, T-SHIRTS,

PAJAMAS; SWIMWEAR

H.S. Registration | 3622997 Application Date 11/18/2008

0.

Registration Date | 05/19/2009 Foreign Priority NONE
Date

Word Mark J. CREW

Design Mark

Description of NONE

Mark

Goods/Services

Class 036. First use: First Use: 1992/10/00 First Use In Commerce: 1992/10/00

CREDIT CARD SERVICES
U.S. Registration | 4190784 Application Date 02/03/2012
No.
Registration Date | 08/14/2012 Foreign Priority NONE
Date
Word Mark J. CREW

Design Mark




Description of
Mark

NONE

Goods/Services

Class 009. First use: First Use: 1999/03/00 First Use In Commerce: 1999/03/00
Magnetic coded gift cards

Class 035. First use: First Use: 1999/03/00 First Use In Commerce: 1999/03/00
Issuing gift certificates which may then be redeemed for goods or services

H.S. Registration | 4144171 Application Date 05/16/2011

0.

Registration Date | 05/15/2012 Foreign Priority NONE
Date

Word Mark J. CREW

Design Mark

Description of NONE

Mark

Goods/Services

Class 035. First use: First Use: 2010/08/00 First Use In Commerce: 2010/08/00

PROMOTING PUBLIC AWARENESS OF SOCIALLY RESPONSIBLE BUSI-
NESS PRACTICES; PROVIDING INFORMATION ON-LINE RELATING TO SO-
CIALLY RESPONSIBLE BUSINESS PRACTICES

H.S. Registration | 4598134 Application Date 03/19/2013

0.

Registration Date | 09/02/2014 Foreign Priority NONE
Date

Word Mark J. CREW

Design Mark

Description of NONE

Mark

Goods/Services

Class 009. First use: First Use: 2011/11/30 First Use In Commerce: 2011/11/30

BATTERY CHARGERS; CELL PHONE BATTERY CHARGERS; PROTECTIVE
COVERS AND CASES FOR TABLET COMPUTERS; PROTECTIVE COVERS
FOR SMARTPHONES

Class 016. First use: First Use: 2004/05/31 First Use In Commerce: 2004/05/31

STATIONERY; DATE BOOKS; RUBBER STAMPS; NOTEBOOKS; PAPER
NAPKINS; COASTERS MADE OF PAPER

Class 020. First use: First Use: 2013/01/31 First Use In Commerce: 2013/01/31
PICTURE FRAMES; PERSONAL COMPACT MIRRORS

Class 021. First use: First Use: 2005/11/30 First Use In Commerce: 2005/11/30
WATER BOTTLES SOLD EMPTY

Class 028. First use: First Use: 2013/12/31 First Use In Commerce: 2013/12/31
PLAYING CARDS AND CARD GAMES

H.S. Registration | 3098101 Application Date 06/17/2005

0.

Registration Date | 05/30/2006 Foreign Priority NONE
Date

Word Mark J. CREW

Design Mark

Description of NONE

Mark




Goods/Services

Class 035. First use: First Use: 1995/06/30 First Use In Commerce: 1995/06/30

On-line catalog services featuring clothing and accessories distributed by means
of a global computer information network

U.S. Registration | 4756806 Application Date 11/21/2013

No.

Registration Date | 06/16/2015 Foreign Priority NONE
Date

Word Mark J.CREW

Design Mark

Description of NONE

Mark

Goods/Services

Class 024. First use: First Use: 2001/08/00 First Use In Commerce: 2001/08/00
BABY BLANKETS AND BEACH TOWELS
Class 026. First use: First Use: 1996/00/00 First Use In Commerce: 1996/00/00

HAIR ACCESSORIES, NAMELY, BARRETTES, BOBBY PINS, CLAW CLIPS,
HAIR TIES, HAIR BANDS, HAIR CLIPS, HAIR ELASTICS AND HAIR ORNA-
MENTS IN THE FORM OF COMBS

U.S. Registration | 4882454 Application Date 07/09/2014

No.

Registration Date | 01/05/2016 Foreign Priority NONE
Date

Word Mark J. CREW

Design Mark

Description of NONE

Mark

Goods/Services

Class 009. First use: First Use: 1986/12/31 First Use In Commerce: 1986/12/31

EYEGLASSES; SUNGLASSES; EYEGLASS AND SUNGLASS CASES; ELEC-
TRONIC AND MAGNETIC ENCODED GIFT CARDS; BATTERY CHARGERS;
CELLPHONE BATTERY CHARGERS; PROTECTIVE COVERS AND CASES
FOR TABLET COMPUTERS; PROTECTIVE COVERS FOR SMARTPHONES

Class 014. First use: First Use: 2000/06/10 First Use In Commerce: 2000/06/10
Necklaces, bracelets, earrings and rings, cuff links, bangles, brooches, jewelry,
watch bands and straps, tie clips, tie bars, and jewelry, namely, arm cuffs
Class 018. First use: First Use: 1982/12/30 First Use In Commerce: 1982/12/30
Umbrellas, luggage, handbags, duffel bags, tote bags, travel bags, backpacks,
school bags, sports bags, beach bags, haversacks, clutch bags, messenger
bags, satchels, travel kits, namely, toiletry cases sold empty, briefcases, wallets,
valises, garment bags for travel, key cases, attachA®© cases, billfolds and busi-
ness card cases, credit card cases

Class 021. First use: First Use: 2014/04/30 First Use In Commerce: 2014/04/30
Eyeglass cleaning cloths; water bottlessold empty

Class 024. First use: First Use: 2001/08/31 First Use In Commerce: 2001/08/31
beach towels, baby blankets handkerchiefs

Class 025. First use: First Use: 1982/12/30 First Use In Commerce: 1982/12/30

SHIRTS, SWEATERS, CARDIGANS, SHORTS, DRESS PANTS, PANTS,
OVERALLS, SWEATSHIRTS,BLOUSES, DRESSES, GOWNS, WEDDING
DRESSES, SKIRTS, KNIT TOPS, BOXER SHORTS, PAJAMAS, NIGHT-
GOWNS, UNDERSHIRTS, UNDERWEAR,TANK TOPS, LINGERIE, BODY-
SUITS, HALTERS TOPS, CAMISOLES, LOUNGEWEAR, AND EXERCISE
AND AEROBIC WEAR, NAMELY, PANTS, SHORTS, T-SHIRTS, SKIRTS,




TIGHTS, TANK TOPS; CLOTHING OF LEATHER, NAMELY, LEATHER
VESTS, SKIRTS, JACKETS, PANTS, HATS, COATS, AND BELTS; SLIPS, T-
SHIRTS, NECKTIES,TROUSERS, VESTS, SUITS, BLAZERS, WAISTCOATS,
TUXEDOS, JEANS, ROBES, LEGGINGS, SOCKS, BELTS, SCARVES, HATS,
CAPS, BANDANNAS, HEADBANDS, BERETS, EAR MUFFS, SPORTS JACK-
ETS, AND OUTERWEAR, NAMELY, COATS,RAIN COATS, JACKETS, PAR-
KAS, SLICKERS; JUMPSUITS, SWIMWEAR, GLOVES, MITTENS, BOW TIES,
SHAWLS, MUFFLERS, VEILS, SHOES, SNEAKERS, SANDALS, AND BOOTS;
DRESS SHOES; FOOTWEAR; INTIMATE APPAREL, NAMELY, PANTS, TANK
TOPS, SHORTS, T-SHIRTS, AND PAJAMAS; POCKET SQUARES; AND SUS-
PENDERS

Class 035. First use: First Use: 1982/12/30 First Use In Commerce: 1982/12/30

Electronic, mail order, and web-based retail catalog services in the fields of
clothing, headgear, swimwear, footwear, bags, fashion accessories, eyewear,
sunglasses, jewelry, watches, personal care products, perfumes, fragrances,
toys, games, sporting goods, books, paper stationery, and playthings; online re-
tail store, retail outlet store, and retail storeservices in the fields of clothing,
headgear, swimwear, footwear, bags, fashionaccessories, eyewear, sunglasses,
jewelry, watches, personal care products, perfumes, fragrances, toys, games,
sportinggoods, books, paper stationery, and playthings; online retail store, retalil
outlet store, and retail store services featuring men's, women's, children's, and
baby's clothing, headgear, swimwear, footwear, bags, fashion accessories, eye-
wear, sunglasses, jewelry, watches, personalcare products, perfumes, fra-
grances, toys, games, sporting goods, books, paper stationery, and playthings;
online retail store and retail store services featuring a wide variety of consumer
goods of others; retail department store services; on-line retail department store
services; promoting public awareness of socially responsible business practices;
providing information on-line relating to socially responsible business practices;
issuing gift certificates which may then be redeemed for goods or services

U.S. Registration | 3870032 Application Date 03/25/2010

No.

Registration Date | 11/02/2010 Foreign Priority NONE
Date

Word Mark J. CREW

Design Mark

Description of
Mark

The mark consists of the word "J. CREW"in a stylized format.

Goods/Services

Class 014. First use: First Use: 2000/06/10 First Use In Commerce: 2000/06/10
NECKLACES, BRACELETS, EARRINGS AND RINGS

Class 018. First use: First Use: 1982/12/30 First Use In Commerce: 1982/12/30
UMBRELLAS, HANDBAGS, MESSENGER BAGS, DUFFEL BAGS

Class 025. First use: First Use: 1982/12/30 First Use In Commerce: 1982/12/30

SHIRTS, SWEATERS, SHOES, CAPS, HATS, SHORTS, SWEATSHIRTS,
PANTS, BELTS, SOCKS, JACKETS, SKIRTS, BLOUSES, DRESSES; T-
SHIRTS, SWEAT PANTS, COATS, JACKETS, SUITS,SWIMWEAR, UNDER-
WEAR, SLEEPWEAR, LOUNGEWEAR, TIGHTS, GLOVES, SCARVES, TIES,
AND FOOTWEAR,; INTIMATE APPAREL, NAMELY, PANTS, TANK TOPS,
SHORTS, T-SHIRTS, PAJAMAS

Class 035. First use: First Use: 1982/12/30 First Use In Commerce: 1982/12/30

ONLINE STORE, RETAIL OUTLET, AND RETAILSTORE SERVICES IN THE
FIELDS OF CLOTHING, FOOTWEAR, BAGS, ACCESSORIES,
SUNGLASSES, JEWELRY, AND WATCHES [ ; MAIL ORDER CATALOG SER-
VICES IN THE FIELDS OF CLOTHING AND ACCESSORIES ]

Class 036. First use: First Use: 1992/10/00 First Use In Commerce: 1992/10/00




CREDIT CARD SERVICES

U.S. Registration | 4935633 Application Date 06/29/2015

No.

Registration Date | 04/12/2016 Foreign Priority NONE
Date

Word Mark J. CREW

Design Mark

Description of
Mark

The mark consists of the term "J. CREW"in script.

Goods/Services

Class 009. First use: First Use: 2012/10/31 First Use In Commerce: 2012/10/31
PROTECTIVE COVERS AND CASES FOR SMARTPHONES
Class 014. First use: First Use: 2014/04/30 First Use In Commerce: 2014/04/30

JEWELRY, BANGLES, BRACELETS, EARRINGS, NECKLACES, RINGS, TIE
CLIPS

Class 018. First use: First Use: 2011/04/30 First Use In Commerce: 2011/04/30

CREDIT CARD CASES AND HOLDERS, MESSENGER BAGS, TOTE BAGS,
WALLETS, PASSPORT HOLDERS

Class 025. First use: First Use: 2009/10/31 First Use In Commerce: 2009/10/31

CLOTHING, NAMELY, SHIRTS, T-SHIRTS, POLOS, SWEATSHIRTS, KNIT
TOPS, BANDANAS, PANTS, JEANS, SHORTS, KNIT BOTTOMS, SWIM-
WEAR, SLEEPWEAR; OUTERWEAR, NAMELY, JACKETS, LEATHER JACK-
ETS, COATS, RAIN COATS, VESTS; BELTS; FOOTWEAR, SHOES, SAN-
DALS, BOOTS, DRESS SHOES

Class 035. First use: First Use: 2008/08/21 First Use In Commerce: 2008/08/21

CATALOG ORDERING SERVICES FEATURING CLOTHING, FOOTWEAR,
BAGS, SUNGLASSES, JEWELRY, WATCHES, AND FASHION ACCESSOR-
IES; RETAIL STORE SERVICES IN THE FIELDS OF CLOTHING, FOOT-
WEAR, BAGS, SUNGLASSES, JEWELRY, WATCHES, AND FASHION AC-
CESSORIES ; MAIL ORDER CATALOG SERVICES IN THE FIELDSOF
CLOTHING, FOOTWEAR, BAGS, SUNGLASSES, JEWELRY, WATCHES,
AND FASHION ACCESSORIES

Class 036. First use: First Use: 2015/03/31 First Use In Commerce: 2015/03/31
CREDIT CARD SERVICES

H.S. Registration | 3107778 Application Date 05/12/2004

0.

Registration Date | 06/20/2006 Foreign Priority NONE
Date

Word Mark CREWCUTS

Design Mark

Description of NONE

Mark

Goods/Services

Class 025. First use: First Use: 2004/11/13 First Use In Commerce: 2004/11/13

SHIRTS, SWEATERS, SWEATSHIRTS, JACKETS,PANTS, SKIRTS, COATS,
CAPS, HATS, SOCKSAND FOOTWEAR

U.S. Registration | 3163866 Application Date 02/16/2005

No.

Registration Date | 10/24/2006 Foreign Priority NONE
Date




Word Mark CREWCUTS
Design Mark
Description of NONE

Mark

Goods/Services

Class 018. First use: First Use: 2006/03/27 First Use In Commerce: 2006/03/27

TOTEBAGS, BACKPACKS, WALLETS, SCHOOL BAGS, SCHOOL BOOK
BAGS, SPORTS BAGS

Class 026. First use: First Use: 2006/06/00 First Use In Commerce: 2006/06/00

HAIR ACCESSORIES, namely, TWISTERS; [ CLAW CLIPS; ] SNAP CLIPS; |
CLAM CLIPS FOR HAIR; ] BARRETTES; HAIR BANDS; HAIR BOWS; HAIR
BUCKLES; HAIR CLIPS; (( HAIR ORNAMENTS IN THE FORM OF COMBS; ))
HAIR RIBBONS [ ; HAIR SCRUNCHIES ]

Class 035. First use: First Use: 2006/03/27 First Use In Commerce: 2006/03/27

RETAIL STORES AND ON-LINE RETAIL STORE SERVICES ALL FEATURING
CHILDREN'S CLOTHING

H.S. Registration | 4652335 Application Date 04/24/2014

0.

Registration Date | 12/09/2014 Foreign Priority NONE
Date

Word Mark CREWCUTS

Design Mark

Description of NONE

Mark

Goods/Services

Class 014. First use: First Use: 2007/09/12 First Use In Commerce: 2007/09/12
JEWELRY; NECKLACES, BRACELETS, RINGS [,PINS BEING JEWELRY ]

U.S. Registration | 4781357 Application Date 12/02/2014

No.

Registration Date | 07/28/2015 Foreign Priority NONE
Date

Word Mark J. CREW COLLECTION

Design Mark

Description of
Mark

NONE

Goods/Services

Class 025. First use: First Use: 1996/02/04 First Use In Commerce: 1996/02/04

CLOTHING, NAMELY, BLAZERS, BLOUSES, CARDIGANS, DRESS PANTS,
DRESSES, JUMPSUITS,KNIT TOPS, LEGGINGS, PANTS, SCARVES,
SHAWLS, SHIRTS, SHORTS, SKIRTS, SWEATERS, SWEATSHIRTS,
SWEATPANTS, TANK TOPS, TROUSERS, TUNICS, T-SHIRTS, VESTS; OUT-
ERWEAR, NAMELY, COATS, JACKETS, PARKAS, PONCHOS, RAIN COATS;
CLOTHING OF LEATHER, NAMELY, SKIRTS, SHORTS, JACKETS, PANTS,
COATS; FOOTWEAR, SHOES, DRESS SHOES, SANDALS, BOOTS

Class 035. First use: First Use: 1996/02/04 First Use In Commerce: 1996/02/04

ONLINE RETAIL STORE AND RETAIL STORE SERVICES IN THE FIELDS OF
CLOTHING, FOOTWEAR AND JEWELRY

U.S. Registration | 4084606 Application Date 06/21/2010

No.

Registration Date | 01/10/2012 Foreign Priority NONE
Date




Word Mark

J. CREW FACTORY

Design Mark

Description of
Mark

NONE

Goods/Services

Class 035. First use: First Use: 1989/01/25 First Use In Commerce: 1989/01/25

ONLINE STORE AND RETAIL STORE SERVICES IN THE FIELDS OF
CLOTHING, FOOTWEAR, BAGS, SUNGLASSES, JEWELRY [, WATCHES, ]
ANDACCESSORIES

U.S. Registration | 3240424 Application Date 10/08/2004

No.

Registration Date | 05/08/2007 Foreign Priority NONE
Date

Word Mark J. CREW UNTUCKED

Design Mark

Description of
Mark

NONE

Goods/Services

Class 025. First use: First Use: 2005/06/06 First Use In Commerce: 2005/06/06

SHIRTS, T-SHIRTS, [ BLOUSES, ] SWEATERS, SWEAT SHIRTS, [ SWEAT
PANTS, ] COATS, JACKETS, [ SHORTS, ] PANTS, [ SUITS, DRESSES,
SKIRTS, SWIMWEAR, UNDERWEAR, ] SLEEPWEAR, LOUNGEWEAR, |
TIGHTS, CAPS, HATS, GLOVES, SCARVES, TIES, POCKET
SQUARES,BELTS, ] SOCKS AND FOOTWEAR

U.S. Registration | 4261541 Application Date 05/14/2012

No.

Registration Date | 12/18/2012 Foreign Priority NONE
Date

Word Mark J. CREW STYLE GUIDE

Design Mark

Description of
Mark

NONE

Goods/Services

Class 035. First use: First Use: 2012/04/01 First Use In Commerce: 2012/04/01

MAIL ORDER CATALOG AND ONLINE CATALOG SERVICES FEATURING
CLOTHING, FOOTWEAR, BAGS, LUGGAGE, SUNGLASSES, JEWELRY,
WATCHES, AND FASHION ACCESSORIES

U.S. Registration | 5744918 Application Date 09/20/2018

No.

Registration Date | 05/07/2019 Foreign Priority NONE
Date

Word Mark J. CREW REWARDS

Design Mark

Description of
Mark

NONE

Goods/Services

Class 035. First use: First Use: 2018/07/31 First Use In Commerce: 2018/07/31

CUSTOMER LOYALTY SERVICES AND CUSTOMER CLUB SERVICES FOR
COMMERCIAL, PROMOTIONAL, AND/OR ADVERTISING PURPOSES; BUSI-
NESSADMINISTRATION OF CONSUMER LOYALTY PROGRAMS FOR EN-
ABLING PARTICIPANTS TO OBTAINDISCOUNTS AND SPECIAL OFFERS
ON PRODUCTS AND SERVICES; ONLINE RETAIL STORE AND RETAIL




STORE SERVICES IN THE FIELDS OF CLOTHING, FOOTWEAR, BAGS,
SUNGLASSES, JEWELRY, WATCHES, AND FASHION ACCESSORIES

U.S. Application/ Registra- NONE Application Date NONE

tion No.

Registration Date NONE

Word Mark marks comprising or containing the word CREW, alone or with other

word, letter and/or design elements

Goods/Services

design, sale and/or marketing of a wide variety of clothing, jewelry,
footwear, headwear, bags, accessories and home goods, as well as
the provision of retail store, online store, and factory store services in
these fields and wholesale services in the fields of clothing and fash-
ion accessories

Attachments TAGCREW - Letter to Commissioner.pdf(54880 bytes )
TAGCREW - Notice of Opposition.pdf(66236 bytes )

Signature /Maryann E. Licciardi/

Name MARYANN E. LICCIARDI

Date

02/19/2021




COWAN Cowan, Liebowitz & Latman, P.C.

1133 Avenue of the Americas

LIEBOWITZ New York, NY 10036
LATMAN (212) 790-9200 Tel

(212) 575-0671 Fax
www.cll.com

Maryann E. Licciardi
(212) 790-9218
mel@cll.com

February 19, 2021

By Electronic Filing

Commissioner for Trademarks
Attn: TTAB

P.O. Box 1451

Alexandria, VA 22313-1451

Re:  J. Crew Domestic Brand, LLC’s
Notice of Opposition against
Rhombus Canvas LLC’s
Application to Register TAG&CREW (Stylized) & Design
Attorney Ref. No. 18863.450

Dear Commissioner:

We enclose a Notice of Opposition against Application Serial Number 88883985
published in the Official Gazette on August 25, 2020. Contemporaneously with the electronic
filing of this Notice of Opposition, we are arranging for an electronic payment in the amount of
$600 to cover the filing fee.

If the amount received is insufficient and additional fees are required, please charge our
Deposit Account No. 03 3415.

Respectfully submitted,
/Maryann E. Licciardi/
Maryann E. Licciardi

Enclosures

18863/447/3571457.1



Docket No. 18863.443 TRADEMARK

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of Application Serial No. 88883985
Mark: TAG&CREW (Stylized) & Design

Filed: April 23, 2020

Published in the Official Gazette of August 25, 2020

________________________________________________________________ X
J. CREW DOMESTIC BRAND, LLC, : NOTICE OF OPPOSITION
Opposer, : Opposition No.
V.
RHOMBUS CANVAS LLC,
Applicant.
________________________________________________________________ X

Commissioner for Trademarks

Attn: Trademark Trial and Appeal Board
P.O. Box 1451

Alexandria, VA 22313-1451

J. Crew Domestic Brand, LLC believes it will be damaged by registration of the mark
shown in Application Serial No. 88883985 filed on April 23, 2020 by Rhombus Canvas LLC
(“Applicant”), and hereby opposes the same.

As grounds for opposition, it is alleged that:

1. For many years and since long prior to August 8, 2019, Applicant’s claimed first
use date, J. Crew Domestic Brand, LLC, its affiliates, and their predecessors (referred to as
“Opposer”) have engaged throughout the United States in the design, sale and/or marketing of a
wide variety of clothing, jewelry, footwear, headwear, bags, accessories and home goods, as well
as the provision of retail store, online store, and factory store services in these fields and
wholesale services in the fields of clothing and fashion accessories.

2. For many years and since long prior to August 8, 2019, Applicant’s claimed first
use date, Opposer has used names and marks comprising or containing the word CREW, alone or

with other word, letter and/or design elements (“Opposer’s CREW Marks”) in connection with



its broad range of goods and services.

3.

Opposer is the owner of the following federal registrations for Opposer’s CREW Marks:

Mark

Reg. No.

Reg. Date

Goods/Services

CREW

1348064

7/9/1985

Dress shirts, vests, skirts, pants and shorts

CREW

2431701

2/27/2001

Shirts, vests, pullovers, tops, skirts, dresses, jackets, coats,
pants, jeans, trousers, shorts, sweaters, hats, caps, scarves,
neckties, belts, coats, pajamas, boxer shorts, swimwear, socks
and footwear

J. CREW

1308888

12/11/1984

Luggage, umbrellas, handbags, duffel bags, men’s and
women’s shirts, sweaters, shoes, caps, hats, bandanas, shorts,
sweatshirts, pants, belts, socks, jackets, slickers, skirts,
blouses, dresses, retail catalog services in the field of
clothing, luggage and clothing accessories

J. CREW

2351667

5/23/2000

Retail outlet and retail store services in the field of clothing
and accessories

J. CREW

2462509

6/19/2001

Necklaces, bracelets, earrings, rings

J. CREW

3737898

1/12/2010

Intimate apparel, namely, pants, tank tops, shorts, t-shirts,
pajamas; swimwear

J. CREW

3622997

5/19/2009

Credit card services

J. CREW

4190784

8/14/2012

Magnetic coded gift cards; Issuing gift certificates which may
then be redeemed for goods or services

J. CREW

4144171

5/15/2012

Promoting public awareness of socially responsible business
practices; providing information on-line relating to socially
responsible business practices

J. CREW

4598134

9/2/2014

Battery chargers; cell phone battery chargers; protective
covers and cases for tablet computers; protective covers for
smartphones; Stationery; date books; rubber stamps;
notebooks; paper napkins; coasters made of paper; Picture
frames; personal compact mirrors; Water bottles sold empty;
Playing cards and card games

J. CREW

3098101

5/30/2006

On-line catalog services featuring clothing and accessories
distributed by means of a global computer information
network

J. CREW

4756806

6/16/2015

Baby blankets and beach towels; Hair accessories, namely,
barrettes, bobby pins, claw clips, hair ties, hair bands, hair
clips, hair elastics and hair ornaments in the form of combs

J. CREW

4882454

1/5/2016

Eyeglasses; sunglasses; eyeglass and sunglass cases;
electronic and magnetic encoded gift cards; battery chargers;
cell phone battery chargers; protective covers and cases for
tablet computers; protective covers for smartphones;
Necklaces, bracelets, earrings and rings, cuff links, bangles,
brooches, jewelry, watch bands and straps, tie clips, tie bars,
and jewelry, namely, arm cuffs; Umbrellas, luggage,
handbags, duffel bags, tote bags, travel bags, backpacks,
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Mark

Reg. No.

Reg. Date

Goods/Services

school bags, sports bags, beach bags, haversacks, clutch bags,
messenger bags, satchels, travel kits, namely, toiletry cases
sold empty, briefcases, wallets,

valises, garment bags for travel, key cases, attaché cases,
billfolds and business card cases, credit card cases; Eyeglass
cleaning cloths; water bottles sold empty; Beach towels, baby
blankets handkerchiefs; Shirts, sweaters, cardigans, shorts,
dress pants, pants, overalls, sweatshirts, blouses, dresses,
gowns, wedding dresses, skirts, knit tops, boxer shorts,
pajamas, nightgowns, undershirts, underwear, tank tops,
lingerie, bodysuits, halters tops, camisoles, loungewear, and
exercise and aerobic wear, namely, pants, shorts, t-shirts,
skirts, tights, tank tops; clothing of leather, namely, leather
vests, skirts, jackets, pants, hats, coats, and belts; slips, t-
shirts, neckties, trousers, vests, suits, blazers, waistcoats,
tuxedos, jeans, robes, leggings, socks, belts, scarves, hats,
caps, bandannas, headbands, berets, ear muffs, sports jackets,
and outerwear, namely, coats, rain coats, jackets, parkas,
slickers; jumpsuits, swimwear, gloves, mittens, bow ties,
shawls, mufflers, veils, shoes, sneakers, sandals, and boots;
dress shoes; footwear; intimate apparel, namely, pants, tank
tops, shorts, t-shirts, and pajamas; pocket squares; and
suspenders; Electronic, mail order, and web-based retail
catalog services in the fields of clothing, headgear, swimwear,
footwear, bags, fashion accessories, eyewear, sunglasses,
jewelry, watches, personal care products, perfumes,
fragrances, toys, games, sporting goods, books, paper
stationery, and playthings; online retail store, retail outlet
store, and retail store services in the fields of clothing,
headgear, swimwear, footwear, bags, fashion accessories,
eyewear, sunglasses, jewelry, watches, personal care
products, perfumes, fragrances, toys, games, sporting goods,
books, paper stationery, and playthings; online retail store,
retail outlet store, and retail store services featuring men's,
women's, children's, and baby's clothing, headgear,
swimwear, footwear, bags, fashion accessories, eyewear,
sunglasses, jewelry, watches, personal care products,
perfumes, fragrances, toys, games, sporting goods, books,
paper stationery, and playthings; online retail store and retail
store services featuring a wide variety of consumer goods of
others; retail department store services; on-line retail
department store services; promoting public awareness of
socially responsible business practices; providing information
on-line relating to socially responsible business practices;
issuing gift certificates which may then be redeemed for
goods or services

J. CREW

3870032

11/2/2010

Necklaces, bracelets, earrings and rings; umbrellas, handbags,
messenger bags, duffel bags; shirts, sweaters, shoes, caps,
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Mark

Reg. No.

Reg. Date

Goods/Services

(Stylized)

hats, shorts, sweatshirts, pants, belts, socks, jackets, skirts,
blouses, dresses; t-shirts, sweat pants, coats, jackets, suits,
swimwear, underwear, sleepwear, loungewear, tights, gloves,
scarves, ties, and footwear; intimate apparel, namely, pants,
tank tops, shorts, t-shirts, pajamas; online store, retail outlet,
and retail store services in the fields of clothing, footwear,
bags, accessories, sunglasses, jewelry, and watches; mail
order catalog services in the fields of clothing and
accessories; credit card services

J. CREW
(Stylized)

4935633

4/12/2016

Protective covers and cases for smartphones; Jewelry,
bangles, bracelets, earrings, necklaces, rings, tie clips; Credit
card cases and holders, messenger bags, tote bags, wallets,
passport holders; Clothing, namely, shirts, t-shirts, polos,
sweatshirts, knit tops, bandanas, pants, jeans, shorts, knit
bottoms, swimwear, sleepwear; outerwear, namely, jackets,
leather jackets, coats, rain coats, vests; belts; footwear, shoes,
sandals, boots, dress shoes; Catalog ordering services
featuring clothing, footwear, bags, sunglasses, jewelry,
watches, and fashion accessories; retail store services in the
fields of clothing, footwear, bags, sunglasses, jewelry,
watches, and fashion accessories ; mail order catalog services
in the fields of clothing, footwear, bags, sunglasses, jewelry,
watches, and fashion accessories; Credit card services

CREWCUTS

3107778

6/20/2006

Shirts, sweaters, sweatshirts, jackets, pants, skirts, coats, caps,
hats, socks and footwear

CREWCUTS

3163866

10/24/2006

Totebags, backpacks, wallets, school bags, school book bags,
sports bags; hair accessories, namely, twisters, snap clips;
barrettes; hair bands; hair bows; hair buckles; hair clips; hair
ornaments in the form of combs; hair ribbons; retail stores
and on-line retail store services all featuring children's
clothing

CREWCUTS

4652335

12/9/2014

Jewelry; necklaces, bracelets, rings

J. CREW
COLLECTION

4781357

7/28/2015

clothing, namely, blazers, blouses, cardigans, dress pants,
dresses, jumpsuits, knit tops, leggings, pants, scarves, shawls,
shirts, shorts, skirts, sweaters, sweatshirts, sweatpants, tank
tops, trousers, tunics, t-shirts, vests; outerwear, namely, coats,
jackets, parkas, ponchos, rain coats; clothing of leather,
namely, skirts, shorts, jackets, pants, coats; footwear, shoes,
dress shoes, sandals, boots; online retail store and retail store
services in the fields of clothing, footwear and jewelry

J. CREW
FACTORY

4084606

1/10/2012

Online store and retail store services in the fields of clothing,
footwear, bags, sunglasses, jewelry and accessories




Mark Reg. No. Reg. Date Goods/Services

J. CREW 3240424 5/8/2007 Shirts, t-shirts, sweaters, sweat shirts, coats, jackets, pants,

UNTUCKED sleepwear, loungewear, socks and footwear

J. CREW 4261541 12/18/2012 Mail order catalog and online catalog services featuring

STYLE GUIDE clothing, footwear, bags, luggage, sunglasses, jewelry,
watches, and fashion accessories

J. CREW 5744918 5/7/2019 Customer loyalty services and customer club services for

REWARDS commercial, promotional, and/or advertising purposes;

business administration of consumer loyalty programs for
enabling participants to obtain discounts and special offers on
products and services; online retail store and retail store
services in the fields of clothing, footwear, bags, sunglasses,
jewelry, watches, and fashion accessories

Registration Nos. 1308888; 1348064; 2431701; 2351667, 2462509; 3098101; 3107778;
3163866; 3240424; 3622997; 3737898; 3870032; 4084606; 4144171, 4190784, 4261541 and
4652335 are incontestable.

4. Through long and extensive use of Opposer’s CREW Marks, Opposer has
informally come to be known as “Crew”” by both the public and within the trade.

5. Opposer has also engaged in many collaborations and co-branding initiatives in
which Opposer collaborates with other brands for the design, production and sale of various
goods and services. A plus (+) sign (which is equivalent to the “&” symbol in the applied-for
mark) as well as other symbols and words are often used to signify such collaborations (e.g.,
D.S. & Durga + J. Crew and Universal Standard x J. Crew).

6. On April 23, 2020, Applicant filed the Application in the United States Patent and

Trademark Office (“USPTO”), Serial No. 88883985, for registration on the Principal Register of




TAG&CREW

the stylized TAG&CREW mark shown here: (“Applicant’s Mark’), which
covers “Canvas shopping bags, Tote bags, Travel Bags, Drawstring bags, Duffle bags, Amenity
bag sold empty” in International Class 18, claiming a first date of August 8, 2019.

7. Commencing long prior to August 8, 2019, Applicant’s claimed first use date,
Opposer has extensively advertised and otherwise promoted the sale of its goods and services
bearing or in connection with Opposer’s CREW Marks and has sold such goods and rendered
such services in interstate commerce.

8. Upon information and belief, Applicant made no use in United States commerce
of Applicant’s Mark in connection with the applied-for goods prior to its claimed first use date of
August 8, 2019.

9. The goods covered by the Application are identical and/or closely related to the
goods and services in connection with which Opposer has used Opposer’s CREW Marks.

10. Applicant’s Mark contains the exact same word “CREW?” as in Opposer’s CREW
Marks.

11. The additional wording “TAG&” in Applicant’s Mark could suggest that
Applicant’s Mark represents a collaboration with Opposer and Opposer’s CREW brand.

12. Applicant’s Mark so resembles Opposer’s CREW Marks, as to be likely, when
applied to Applicant’s goods, to cause confusion, or to cause mistake, or to deceive because
consumers are likely to believe that Applicant’s Mark refers to goods either from, licensed by or

otherwise connected to Opposer and that Applicant’s goods have their origin with Opposer



and/or that such goods are approved, endorsed or sponsored by Opposer or associated in some
way with Opposer. Opposer would thereby be injured by the granting to Applicant of a
certificate of registration for Applicant’s Mark.

WHEREFORE, Opposer believes it will be damaged by registration of Applicant’s Mark
and requests that the opposition be sustained and said registration be denied.

Please recognize as attorneys for Opposer in this proceeding Joel Karni Schmidt and
Maryann E. Licciardi (members of the bar of the State of New York) and the firm Cowan,
Liebowitz & Latman, P.C., 114 West 47th Street, New York, New York 10036-1525.

Dated: New York, New York
February 19, 2021 Respectfully submitted,

COWAN, LIEBOWITZ & LATMAN, P.C.
Attorneys for Opposer

By:_ /Maryann E. Licciardi/

Joel Karni Schmidt
Maryann E. Licciardi

114 West 47th Street
New York, NY 10036-1525
(212) 790-9200
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