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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name IW Apparel, LLC

Entity Limited Liability Company Citizenship Delaware

Address 251 LITTLE FALLS DRIVE
WILMINGTON, DE 19808
UNITED STATES

Attorney informa-
tion

PAUL J. KENNEDY
TROUTMAN PEPPER HAMILTON SANDERS LLP
3000 TWO LOGAN SQUARE
EIGHTEENTH AND ARCH STREETS
PHILADELPHIA, PA 19103-2799
UNITED STATES
Primary Email: paul.kennedy@troutman.com
Secondary Email(s): sean.mcconnell@troutman.com,
theresa.catalano@troutman.com, vincent.martell@troutman.com
215-981-4194

Docket Number

Applicant Information

Application No. 90136816 Publication date 01/26/2021

Opposition Filing
Date

02/17/2021 Opposition Peri-
od Ends

02/25/2021

Applicant Emily Landsman
165 MONUMENT ROAD
ORLEANS, MA 02653
UNITED STATES

Goods/Services Affected by Opposition

Class 025. First Use: 2020/07/06 First Use In Commerce: 2020/07/06
All goods and services in the class are opposed, namely: Footwear; Tops as clothing

Grounds for Opposition

Priority and likelihood of confusion Trademark Act Section 2(d)

Other Common law rights

Marks Cited by Opposer as Basis for Opposition

U.S. Registration
No.

2115071 Application Date 10/19/1995

http://estta.uspto.gov


Registration Date 11/25/1997 Foreign Priority
Date

NONE

Word Mark TERRA

Design Mark

Description of
Mark

NONE

Goods/Services Class 025. First use: First Use: 1972/05/01 First Use In Commerce: 1981/00/00

footwear

U.S. Registration
No.

1533248 Application Date 07/06/1988

Registration Date 04/04/1989 Foreign Priority
Date

NONE

Word Mark TERRA-LITES

Design Mark

Description of
Mark

NONE

Goods/Services Class 025. First use: First Use: 1987/12/31 First Use In Commerce: 1987/12/31

WORK BOOTS, [ CASUAL SHOES ] AND BOOTS

U.S. Registration
No.

2449316 Application Date 06/06/2000

Registration Date 05/08/2001 Foreign Priority
Date

NONE

Word Mark TERRA

Design Mark

Description of
Mark

NONE

Goods/Services Class 025. First use: First Use: 1972/05/01 First Use In Commerce: 1981/00/00

FOOTWEAR

U.S. Registration
No.

5533347 Application Date 08/22/2017

Registration Date 08/07/2018 Foreign Priority
Date

NONE

Word Mark TERRA

Design Mark

Description of
Mark

The mark consists of the word "TERRA" in stylized format with the outline of a
diamond to the right of the word that contains a drawing of a stylized worker us-
ing a shovel.

Goods/Services Class 009. First use: First Use: 2002/09/25 First Use In Commerce: 2002/09/25

Safety equipment, namely, safety helmets; hard hats, safety visors and protect-
ive face shields; safety harnesses other than for vehicles or sports purposes;
Lanyards for safety purposes for fall protection; protective glasses; safety
goggles; knee pads for workers; reflective safety vests; respiratory masks for
non-medical purposes; Sunglasses; Men's and women's industrial work related
garments for protection against accidents including reflective clothing, namely,
industrial grade coveralls and overalls, industrial grade work smocks and ap-
rons, industrial grade work pants and work jeans, industrial grade work outer-
wear jackets andparkas, industrial grade work vests, industrial grade work shirts,
industrial grade quilted flannel shirts and industrial grade flannels shirts



Class 025. First use: First Use: 2002/09/25 First Use In Commerce: 2002/09/25

Footwear, namely, boots and shoes; Clothing, namely, gloves, socks, hosiery,
caps, hats, rainwear; Men's and women's industrial work related garments not
for safety or reflective purposes, namely, industrial grade coveralls and overalls,
industrial grade work smocks and aprons, industrial grade work pants and work
jeans, industrial grade work outerwear jackets and parkas, industrial grade work
vests, industrial grade work shirts, industrial grade quilted flannel shirts and in-
dustrial grade flannels shirts

U.S. Registration
No.

5727981 Application Date 11/13/2018

Registration Date 04/16/2019 Foreign Priority
Date

NONE

Word Mark TERRA

Design Mark

Description of
Mark

The mark consists of the stylized word "TERRA" following by the outline of a dia-
mond with a stylized worker inside witha shovel.

Goods/Services Class 035. First use: First Use: 2001/00/00 First Use In Commerce: 2001/00/00

providing consumer product information via the internet in the field of footwear
and protective footwear and protectiveaccessories

U.S. Application/ Registra-
tion No.

NONE Application Date NONE

Registration Date NONE

Word Mark Common law use of above-referenced marks

Goods/Services Footwear; work boots and boots; safety equipment, including but not
limited to safety helmets, hard hats, visors and shields; sunglasses;
work related garments; clothing, including but not limited to gloves,
socks; hosiery, pants and shirts; shoes

Attachments Notice of Opposition w Exhibits - DELLA TERRA.pdf(371434 bytes )

Signature /Paul J. Kennedy/

Name Paul J. Kennedy

Date 02/17/2021



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

   

 

IW APPAREL, LLC 

: 

: 

: 

: 

 

Opposition No. 

Opposer : 

: 

Mark:  DELLA TERRA 

v. : Application Serial No.:  90/136816 

 :  

EMILY LANDSMAN : 

: 

: 

Published in Official Gazette: January 26, 2021 

 

Filed:  August 25, 2020 

Applicant :  
   

 

NOTICE OF OPPOSITION 

United States Patent and Trademark Office 

Trademark Trial and Appeal Board 

P.O. Box 1451 

Alexandria, VA   22313-1451 

Dear Sir or Madam: 

IW Apparel, LLC, a Delaware limited liability company, with offices at 251 Little 

Falls Drive, Wilmington, Delaware 19808 (“Opposer”), believes it will be damaged by the 

issuance of a trademark registration to Emily Landsman, an individual, with a mailing address at 

165 Monument Road, Orleans, Massachusetts 02653 (“Applicant”), for the mark DELLA 

TERRA (Serial No. 90/136816) in International Class 25, and hereby opposes the application. 

As grounds for the opposition, Opposer alleges that: 

1. Applicant is seeking to obtain, under the provisions of the Trademark Act 

of 1946, as amended, registration on the Principal Register of the mark DELLA TERRA (Serial 

No. 90/136816) for “Footwear; Tops as clothing” in International Class 25 (“Applicant’s Mark”). 
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2. Applicant is not now, and never was, entitled to registration on the 

Principal Register of Applicant’s Mark either on August 25, 2020, the date of Applicant’s filing 

of the application, or on January 26, 2021, the date of publication in the Official Gazette. 

3. Opposer is the owner of federal trademark registrations, including: 

a. TERRA (Stylized)® (Registration No. 2115071) (1997) for 

“footwear” in International Class 25; 

b. TERRA-LITES® (Registration No. 1533248) (1989) for “work 

boots and boots” in International Class 25; 

c. TERRA® (Registration No. 2449316) (2001) for “footwear” in 

International Class 25;  

d. TERRA & Design® (Registration No. 5533347) (2018) for “safety 

equipment, namely, safety helmets; hard hats, visors and shields; safety harnesses other than for 

vehicles or sports purposes; lanyards for safety purposes for fall protection; protective glasses; 

safety goggles; knee pads for workers; reflective safety vests; respiratory masks for non-medical 

purposes; sunglasses; men’s and women’s industrial work related garments for safety or 

reflective purposes, namely, industrial grade coveralls and overalls, industrial grade work 

smocks and aprons, industrial grade work pants and work jeans, industrial grade work outerwear 

jackets and parkas, industrial grade work vests, industrial grade work shirts, industrial grade 

quilted flannel shirts and industrial grade flannels shirts” in International Class 9; and “footwear, 

namely, boots and shoes; clothing, namely, gloves, socks, hosiery, caps, hats, rainwear; men’s 

and women’s industrial work related garments not for safety or reflective purposes, namely, 

industrial grade coveralls and overalls, industrial grade work smocks and aprons, industrial grade 

work pants and work jeans, industrial grade work outerwear jackets and parkas, industrial grade 
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work vests, industrial grade work shirts, industrial grade quilted flannel shirts and industrial 

grade flannels shirts” in International Class 25; and 

e. TERRA and Design® (Registration No. 5727981) (2019) for 

“providing consumer product information via the internet in the field of footwear and protective 

footwear and protective accessories” in International Class 35,  

(collectively, “Opposer’s Marks”).  True and correct copies of the TSDR reports are attached 

hereto as Exhibit “A.” 

4. Opposer has, since long prior to the filing date of Applicant’s application, 

sold in commerce its goods under Opposer’s Marks.  Through usage by Opposer, the Opposer’s 

Marks have become well-known to consumers and potential customers as trademarks of Opposer 

and as an origin and source indicator of the goods sold and provided by Opposer. 

5. Opposer has also used Opposer’s Marks at common law, before it 

obtained registrations, and long before the filing date of Applicant’s application. 

6. A primary feature, focus and emphasis of Applicant’s Mark is the word 

“TERRA”, which Applicant employs as a separate word, and therefore a prominent feature, of its 

mark, which is the exact mark of Opposer’s Marks (“TERRA”). 

7. The Applicant’s Mark is also for the same or related goods as Opposer’s 

Marks (“footwear”).  Therefore, Applicant’s Mark is or may be viewed by the same consumers 

as those of the Opposer, which is likely to cause confusion, mistake, or deception amongst the 

general and consuming public as to whether Applicant’s goods are being offered by, or in 

affiliation with, Opposer, hence causing damage to Opposer.     
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Accordingly, Opposer requests that registration of the mark DELLA TERRA 

(Serial No. 90/136816) be denied to Applicant and this opposition be sustained. 

 

 

 

 

 

DATE:  February 17, 2021 

Respectfully submitted, 

 

 

/Paul J. Kennedy/      

Paul J. Kennedy 

Sean P. McConnell 
TROUTMAN PEPPER HAMILTON SANDERS LLP 

3000 Two Logan Square 

Eighteenth and Arch Streets 

Philadelphia, PA  19103-2799 

Tel.: (215) 981-4000 

Fax: (215) 981-4750 

Email: paul.kennedy@troutman.com 

 sean.mcconnell@troutman.com 

 

Attorneys for Opposer, 

IW Apparel, LLC 

  

mailto:paul.kennedy@troutman.com
mailto:sean.mcconnell@troutman.com


 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 

EXHIBIT “A”  



 

Mark Information

Mark Literal
Elements:

TERRA

Standard Character
Claim:

No

Mark Drawing
Type:

5 - AN ILLUSTRATION DRAWING WITH WORD(S) /LETTER(S)/ NUMBER(S) INSTYLIZED FORM

Related Properties Information

Claimed Ownership
of US

Registrations:

1533248, 1608312

Goods and Services

Note:
The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: footwear

International
Class(es):

025 - Primary Class U.S Class(es): 022, 039

Class Status: ACTIVE

Basis: 1(a)

First Use: May 01, 1972 Use in Commerce: 1981

Basis Information (Case Level)

Filed Use: Yes Currently Use: Yes

Filed ITU: No Currently ITU: No

Filed 44D: No Currently 44E: No

Filed 44E: No Currently 66A: No

Filed 66A: No Currently No Basis: No

Generated on: This page was generated by TSDR on 2021-02-17 11:32:29 EST

Mark: TERRA

US Serial Number: 75007655 Application Filing
Date:

Oct. 19, 1995

US Registration
Number:

2115071 Registration Date: Nov. 25, 1997

Register: Principal

Mark Type: Trademark

TM5 Common Status
Descriptor:

LIVE/REGISTRATION/Issued and Active

The trademark application has been registered with the Office.

Status: The registration has been renewed.

Status Date: Mar. 01, 2018

Publication Date: Sep. 02, 1997



Filed No Basis: No

Current Owner(s) Information

Owner Name: IW APPAREL, LLC

Owner Address: 251 LITTLE FALLS DRIVE
WILMINGTON, DELAWARE UNITED STATES 19808

Legal Entity Type: LIMITED LIABILITY COMPANY State or Country
Where Organized:

DELAWARE

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Christine M. Hernandez Docket Number: WDAC27705-US

Attorney Primary
Email Address:

christine_hernandez@vfc.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

Christine M. Hernandez
VF Intellectual Property Services, Inc.
3411 Silverside Road
200 Hanby Building
Wilmington, DELAWARE UNITED STATES 19810

Phone: 3024773930 Fax: 3024773932

Correspondent e-
mail:

christine_hernandez@vfc.com pellegj@vfc.com Correspondent e-
mail Authorized:

Yes

Domestic Representative

Domestic
Representative

Name:

Reber M. Boult Phone: (615) 259-1450

Fax: (615) 259-1470

Prosecution History

Date Description
Proceeding
Number

Jun. 03, 2020 AUTOMATIC UPDATE OF ASSIGNMENT OF OWNERSHIP

Mar. 01, 2018 NOTICE OF ACCEPTANCE OF SEC. 8 & 9 - E-MAILED

Mar. 01, 2018 REGISTERED AND RENEWED (SECOND RENEWAL - 10 YRS) 59136

Mar. 01, 2018 REGISTERED - SEC. 8 (10-YR) ACCEPTED/SEC. 9 GRANTED 59136

Mar. 01, 2018 CASE ASSIGNED TO POST REGISTRATION PARALEGAL 59136

Feb. 13, 2018 TEAS SECTION 8 & 9 RECEIVED

Jan. 17, 2018 AUTOMATIC UPDATE OF ASSIGNMENT OF OWNERSHIP

Dec. 21, 2017 ATTORNEY/DOM.REP.REVOKED AND/OR APPOINTED

Dec. 21, 2017 TEAS REVOKE/APP/CHANGE ADDR OF ATTY/DOM REP RECEIVED

Nov. 25, 2016 COURTESY REMINDER - SEC. 8 (10-YR)/SEC. 9 E-MAILED

Jul. 13, 2016 ASSIGNMENT OF OWNERSHIP NOT UPDATED AUTOMATICALLY

Dec. 03, 2008 AUTOMATIC UPDATE OF ASSIGNMENT OF OWNERSHIP

Oct. 03, 2007 REGISTERED AND RENEWED (FIRST RENEWAL - 10 YRS) 66607

Oct. 03, 2007 REGISTERED - SEC. 8 (10-YR) ACCEPTED/SEC. 9 GRANTED

Sep. 21, 2007 ASSIGNED TO PARALEGAL 66607

Sep. 10, 2007 REGISTERED - COMBINED SECTION 8 (10-YR) & SEC. 9 FILED

Sep. 10, 2007 TEAS SECTION 8 & 9 RECEIVED

Feb. 07, 2007 CASE FILE IN TICRS

Oct. 26, 2006 ATTORNEY/DOM.REP.REVOKED AND/OR APPOINTED

Oct. 26, 2006 TEAS REVOKE/APP/CHANGE ADDR OF ATTY/DOM REP RECEIVED

Jul. 02, 2003 REGISTERED - SEC. 8 (6-YR) ACCEPTED & SEC. 15 ACK.

Mar. 26, 2003 REGISTERED - SEC. 8 (6-YR) & SEC. 15 FILED

Mar. 26, 2003 PAPER RECEIVED

Nov. 25, 1997 REGISTERED-PRINCIPAL REGISTER



Sep. 02, 1997 PUBLISHED FOR OPPOSITION

Aug. 01, 1997 NOTICE OF PUBLICATION

Jun. 25, 1997 APPROVED FOR PUB - PRINCIPAL REGISTER

Dec. 24, 1996 FINAL REFUSAL MAILED

Oct. 10, 1996 CORRESPONDENCE RECEIVED IN LAW OFFICE

Apr. 30, 1996 NON-FINAL ACTION MAILED

Mar. 15, 1996 ASSIGNED TO EXAMINER 72153

Dec. 21, 1995 CORRESPONDENCE RECEIVED IN LAW OFFICE

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: GENERIC WEB UPDATE Date in Location: Mar. 01, 2018

Assignment Abstract Of Title Information

Summary

Total Assignments: 4 Registrant: TERRA NOVA SHOES LTD.

 
Assignment 1 of 4

Conveyance: CHANGE OF NAME

Reel/Frame: 3892/0892 Pages: 7

Date Recorded: Nov. 24, 2008

Supporting
Documents:

assignment-tm-3892-0892.pdf 

Assignor

Name: TERRA NOVA SHOES LIMITED Execution Date: Apr. 17, 2008

Legal Entity Type: CORPORATION State or Country
Where Organized:

CANADA

Assignee

Name: TERRA NOVA SHOES ULC 

Legal Entity Type: CORPORATION State or Country
Where Organized:

CANADA

Address: 250 WATER STREET
P.O. BOX 250
HARBOUR GRACE, NEWFOUNDLAND, CANADA A0A - 2MO

Correspondent

Correspondent
Name:

HAVERLY A. RAUEN

Correspondent
Address:

424 CHURCH STREET
SUITE 2800
NASHVILLE, TN 37219

Domestic Representative - Not Found

Assignment 2 of 4

Conveyance: AMALGAMATION

Reel/Frame: 5820/0851 Pages: 4

Date Recorded: Jun. 23, 2016

Supporting
Documents:

assignment-tm-5820-0851.pdf 

Assignor

Name: TERRA NOVA SHOES ULC Execution Date: Jan. 03, 2016

Legal Entity Type: CORPORATION State or Country
Where Organized:

CANADA

Assignee

Name: KODIAK GROUP HOLDINGS CO. 



Legal Entity Type: UNLIMITED LIABILITY OF NOVA SCOTIA State or Country
Where Organized:

CANADA

Address: 415 THOMPSON DRIVE
CAMBRIDGE, ONTARIO, CANADA N1T 2K7

Correspondent

Correspondent
Name:

HAVERLY MACARTHUR

Correspondent
Address:

424 CHURCH STREET
SUITE 2700
NASHVILLE, TN 37219

Domestic Representative - Not Found

Assignment 3 of 4

Conveyance: ASSIGNS THE ENTIRE INTEREST

Reel/Frame: 6232/0773 Pages: 23

Date Recorded: Dec. 20, 2017

Supporting
Documents:

assignment-tm-6232-0773.pdf 

Assignor

Name: KODIAK GROUP HOLDINGS CO. Execution Date: Oct. 02, 2017

Legal Entity Type: NOVA SCOTIA UNLIMITED COMPANY State or Country
Where Organized:

CANADA

Assignee

Name: W-D APPAREL COMPANY, LLC 

Legal Entity Type: LIMITED LIABILITY COMPANY State or Country
Where Organized:

DELAWARE

Address: 251 LITTLE FALLS DRIVE
WILMINGTON, DELAWARE 19808

Correspondent

Correspondent
Name:

CHRISTINE M. HERNANDEZ

Correspondent
Address:

3411 SILVERSIDE ROAD
200 HANBY BUILDING
WILMINGTON, DE 19810

Domestic Representative - Not Found

Assignment 4 of 4

Conveyance: ASSIGNS THE ENTIRE INTEREST

Reel/Frame: 6946/0777 Pages: 29

Date Recorded: May 27, 2020

Supporting
Documents:

assignment-tm-6946-0777.pdf 

Assignor

Name: W-D APPAREL COMPANY, LLC Execution Date: Mar. 30, 2020

Legal Entity Type: LIMITED LIABILITY COMPANY State or Country
Where Organized:

DELAWARE

Assignee

Name: IW APPAREL, LLC 

Legal Entity Type: LIMITED LIABILITY COMPANY State or Country
Where Organized:

DELAWARE

Address: 251 LITTLE FALLS DRIVE
WILMINGTON, DELAWARE 19808

Correspondent

Correspondent
Name:

CHRISTINE M. HERNANDEZ

Correspondent
Address:

3411 SILVERSIDE ROAD
200 HANBY BUILDING
WILMINGTON, DE 19810



Domestic Representative - Not Found



 

Mark Information

Mark Literal
Elements:

TERRA-LITES

Standard Character
Claim:

No

Mark Drawing
Type:

1 - TYPESET WORD(S) /LETTER(S) /NUMBER(S)

Foreign Information

Foreign
Registration

Number:

311188 Foreign
Registration Date:

Feb. 07, 1986

Foreign
Application/Registration

Country:

CANADA Foreign Expiration
Date:

Feb. 07, 2001

Goods and Services

Note:
The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: WORK BOOTS, [ CASUAL SHOES ] AND BOOTS

International
Class(es):

025 - Primary Class U.S Class(es): 022, 039

Class Status: ACTIVE

Basis: 1(a) 44(e)

First Use: Dec. 31, 1987 Use in Commerce: Dec. 31, 1987

Basis Information (Case Level)

Generated on: This page was generated by TSDR on 2021-02-17 11:40:09 EST

Mark: TERRA-LITES

US Serial Number: 73738465 Application Filing
Date:

Jul. 06, 1988

US Registration
Number:

1533248 Registration Date: Apr. 04, 1989

Register: Principal

Mark Type: Trademark

TM5 Common Status
Descriptor:

LIVE/REGISTRATION/Issued and Active

The trademark application has been registered with the Office.

Status: The registration has been renewed.

Status Date: Feb. 09, 2019

Publication Date: Jan. 10, 1989



Filed Use: Yes Currently Use: Yes

Filed ITU: No Currently ITU: No

Filed 44D: No Currently 44E: Yes

Filed 44E: Yes Currently 66A: No

Filed 66A: No Currently No Basis: No

Filed No Basis: No

Current Owner(s) Information

Owner Name: IW APPAREL, LLC

Owner Address: 251 LITTLE FALLS DRIVE
WILMINGTON, DELAWARE UNITED STATES 19808

Legal Entity Type: LIMITED LIABILITY COMPANY State or Country
Where Organized:

DELAWARE

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Christine M. Hernandez Docket Number: WDAC03671/US

Correspondent

Correspondent
Name/Address:

Christine M. Hernandez
VF Intellectual Property Services, Inc.
3411 Silverside Road
200 Hanby Building
Wilmington, DELAWARE UNITED STATES 19810

Phone: 302-529-3247 Fax: 302-477-1399

Correspondent e-
mail:

christine_hernandez@vfc.com pellegj@vfc.com Correspondent e-
mail Authorized:

Yes

Domestic Representative

Domestic
Representative

Name:

Reber M. Boult

Prosecution History

Date Description
Proceeding
Number

Jun. 03, 2020 AUTOMATIC UPDATE OF ASSIGNMENT OF OWNERSHIP

Feb. 09, 2019 NOTICE OF ACCEPTANCE OF SEC. 8 & 9 - E-MAILED

Feb. 09, 2019 REGISTERED AND RENEWED (SECOND RENEWAL - 10 YRS) 67723

Feb. 09, 2019 REGISTERED - SEC. 8 (10-YR) ACCEPTED/SEC. 9 GRANTED 67723

Feb. 09, 2019 CASE ASSIGNED TO POST REGISTRATION PARALEGAL 67723

Jan. 11, 2019 TEAS CHANGE OF CORRESPONDENCE RECEIVED

Jan. 11, 2019 TEAS SECTION 8 & 9 RECEIVED

Apr. 04, 2018 COURTESY REMINDER - SEC. 8 (10-YR)/SEC. 9 E-MAILED

Jan. 17, 2018 AUTOMATIC UPDATE OF ASSIGNMENT OF OWNERSHIP

Dec. 21, 2017 ATTORNEY/DOM.REP.REVOKED AND/OR APPOINTED

Dec. 21, 2017 TEAS REVOKE/APP/CHANGE ADDR OF ATTY/DOM REP RECEIVED

Jul. 13, 2016 ASSIGNMENT OF OWNERSHIP NOT UPDATED AUTOMATICALLY

Apr. 13, 2009 REGISTERED AND RENEWED (FIRST RENEWAL - 10 YRS) 68335

Apr. 13, 2009 REGISTERED - SEC. 8 (10-YR) ACCEPTED/SEC. 9 GRANTED

Apr. 06, 2009 ASSIGNED TO PARALEGAL 68335

Apr. 02, 2009 TEAS SECTION 8 & 9 RECEIVED

Dec. 03, 2008 AUTOMATIC UPDATE OF ASSIGNMENT OF OWNERSHIP

Aug. 08, 2008 CASE FILE IN TICRS

Oct. 26, 2006 ATTORNEY/DOM.REP.REVOKED AND/OR APPOINTED

Oct. 26, 2006 TEAS REVOKE/APP/CHANGE ADDR OF ATTY/DOM REP RECEIVED



Nov. 22, 1995 REGISTERED - SEC. 8 (6-YR) ACCEPTED & SEC. 15 ACK.

Mar. 24, 1995 REGISTERED - SEC. 8 (6-YR) & SEC. 15 FILED

Apr. 04, 1989 REGISTERED-PRINCIPAL REGISTER

Jan. 10, 1989 PUBLISHED FOR OPPOSITION

Dec. 12, 1988 NOTICE OF PUBLICATION

Dec. 10, 1988 NOTICE OF PUBLICATION

Nov. 04, 1988 APPROVED FOR PUB - PRINCIPAL REGISTER

Oct. 31, 1988 EXAMINERS AMENDMENT MAILED

Sep. 20, 1988 CORRESPONDENCE RECEIVED IN LAW OFFICE

Aug. 26, 1988 NON-FINAL ACTION MAILED

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: GENERIC WEB UPDATE Date in Location: Feb. 09, 2019

Assignment Abstract Of Title Information

Summary

Total Assignments: 5 Registrant: TERRA FOOTWEAR LIMITED

 
Assignment 1 of 5

Conveyance: ASSIGNS THE ENTIRE INTEREST AND THE GOODWILL

Reel/Frame: 0820/0892 Pages: 4

Date Recorded: Oct. 21, 1991

Supporting
Documents:

No Supporting Documents Available

Assignor

Name: TERRA FOOTWEAR LIMITED Execution Date: Aug. 07, 1991

Legal Entity Type: SEE DOCUMENT FOR DETAILS. State or Country
Where Organized:

No Place Where Organized Found

Assignee

Name: TERRA NOVA SHOES LTD. 

Legal Entity Type: SEE DOCUMENT FOR DETAILS. State or Country
Where Organized:

No Place Where Organized Found

Address: P.O. BOX 250, WATER STREET
HARBOUR GRACE, NEWFOUNDLAND, CANADA A0A-2M0

Correspondent

Correspondent
Name:

MARK B. EISEN

Correspondent
Address:

Ridout & Maybee
101 Richmond Street West
Suite 2300
Toronto, Ontario, Canada M5H 2J7

Domestic Representative - Not Found

Assignment 2 of 5

Conveyance: CHANGE OF NAME

Reel/Frame: 3892/0892 Pages: 7

Date Recorded: Nov. 24, 2008

Supporting
Documents:

assignment-tm-3892-0892.pdf 

Assignor

Name: TERRA NOVA SHOES LIMITED Execution Date: Apr. 17, 2008

Legal Entity Type: CORPORATION State or Country
Where Organized:

CANADA



Assignee

Name: TERRA NOVA SHOES ULC 

Legal Entity Type: CORPORATION State or Country
Where Organized:

CANADA

Address: 250 WATER STREET
P.O. BOX 250
HARBOUR GRACE, NEWFOUNDLAND, CANADA A0A - 2MO

Correspondent

Correspondent
Name:

HAVERLY A. RAUEN

Correspondent
Address:

424 CHURCH STREET
SUITE 2800
NASHVILLE, TN 37219

Domestic Representative - Not Found

Assignment 3 of 5

Conveyance: AMALGAMATION

Reel/Frame: 5820/0851 Pages: 4

Date Recorded: Jun. 23, 2016

Supporting
Documents:

assignment-tm-5820-0851.pdf 

Assignor

Name: TERRA NOVA SHOES ULC Execution Date: Jan. 03, 2016

Legal Entity Type: CORPORATION State or Country
Where Organized:

CANADA

Assignee

Name: KODIAK GROUP HOLDINGS CO. 

Legal Entity Type: UNLIMITED LIABILITY OF NOVA SCOTIA State or Country
Where Organized:

CANADA

Address: 415 THOMPSON DRIVE
CAMBRIDGE, ONTARIO, CANADA N1T 2K7

Correspondent

Correspondent
Name:

HAVERLY MACARTHUR

Correspondent
Address:

424 CHURCH STREET
SUITE 2700
NASHVILLE, TN 37219

Domestic Representative - Not Found

Assignment 4 of 5

Conveyance: ASSIGNS THE ENTIRE INTEREST

Reel/Frame: 6232/0773 Pages: 23

Date Recorded: Dec. 20, 2017

Supporting
Documents:

assignment-tm-6232-0773.pdf 

Assignor

Name: KODIAK GROUP HOLDINGS CO. Execution Date: Oct. 02, 2017

Legal Entity Type: NOVA SCOTIA UNLIMITED COMPANY State or Country
Where Organized:

CANADA

Assignee

Name: W-D APPAREL COMPANY, LLC 

Legal Entity Type: LIMITED LIABILITY COMPANY State or Country
Where Organized:

DELAWARE

Address: 251 LITTLE FALLS DRIVE
WILMINGTON, DELAWARE 19808

Correspondent

Correspondent
Name:

CHRISTINE M. HERNANDEZ



Correspondent
Address:

3411 SILVERSIDE ROAD
200 HANBY BUILDING
WILMINGTON, DE 19810

Domestic Representative - Not Found

Assignment 5 of 5

Conveyance: ASSIGNS THE ENTIRE INTEREST

Reel/Frame: 6946/0777 Pages: 29

Date Recorded: May 27, 2020

Supporting
Documents:

assignment-tm-6946-0777.pdf 

Assignor

Name: W-D APPAREL COMPANY, LLC Execution Date: Mar. 30, 2020

Legal Entity Type: LIMITED LIABILITY COMPANY State or Country
Where Organized:

DELAWARE

Assignee

Name: IW APPAREL, LLC 

Legal Entity Type: LIMITED LIABILITY COMPANY State or Country
Where Organized:

DELAWARE

Address: 251 LITTLE FALLS DRIVE
WILMINGTON, DELAWARE 19808

Correspondent

Correspondent
Name:

CHRISTINE M. HERNANDEZ

Correspondent
Address:

3411 SILVERSIDE ROAD
200 HANBY BUILDING
WILMINGTON, DE 19810

Domestic Representative - Not Found



 

Mark Information

Mark Literal
Elements:

TERRA

Standard Character
Claim:

No

Mark Drawing
Type:

1 - TYPESET WORD(S) /LETTER(S) /NUMBER(S)

Goods and Services

Note:
The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: FOOTWEAR

International
Class(es):

025 - Primary Class U.S Class(es): 022, 039

Class Status: ACTIVE

Basis: 1(a)

First Use: May 01, 1972 Use in Commerce: 1981

Basis Information (Case Level)

Filed Use: Yes Currently Use: Yes

Filed ITU: No Currently ITU: No

Filed 44D: No Currently 44E: No

Filed 44E: No Currently 66A: No

Filed 66A: No Currently No Basis: No

Filed No Basis: No

Current Owner(s) Information

Owner Name: IW APPAREL, LLC

Owner Address: 251 LITTLE FALLS DRIVE

Generated on: This page was generated by TSDR on 2021-02-17 11:41:09 EST

Mark: TERRA

US Serial Number: 76064323 Application Filing
Date:

Jun. 06, 2000

US Registration
Number:

2449316 Registration Date: May 08, 2001

Register: Principal

Mark Type: Trademark

TM5 Common Status
Descriptor:

LIVE/REGISTRATION/Issued and Active

The trademark application has been registered with the Office.

Status: The registration has been renewed.

Status Date: May 23, 2011

Publication Date: Feb. 13, 2001



WILMINGTON, DELAWARE UNITED STATES 19808

Legal Entity Type: LIMITED LIABILITY COMPANY State or Country
Where Organized:

DELAWARE

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Christine M. Hernandez Docket Number: WDAC33295126

Attorney Primary
Email Address:

christine_hernandez@vfc.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

Christine M. Hernandez
VF Intellectual Property Services, Inc.
3411 Silverside Road
200 Hanby Building
Wilmington, DELAWARE UNITED STATES 19810

Phone: 3024773930 Fax: 3024773932

Correspondent e-
mail:

christine_hernandez@vfc.com pellegj@vfc.com Correspondent e-
mail Authorized:

Yes

Domestic Representative

Domestic
Representative

Name:

Haverly MacArthur Phone: 615-259-1308

Fax: 615-259-1470

Domestic
Representative e-

mail:

trademarks@arlaw.com Domestic
Representative e-
mail Authorized:

Yes

Prosecution History

Date Description
Proceeding
Number

Jun. 03, 2020 AUTOMATIC UPDATE OF ASSIGNMENT OF OWNERSHIP

May 08, 2020 COURTESY REMINDER - SEC. 8 (10-YR)/SEC. 9 E-MAILED

Jan. 17, 2018 AUTOMATIC UPDATE OF ASSIGNMENT OF OWNERSHIP

Dec. 21, 2017 ATTORNEY/DOM.REP.REVOKED AND/OR APPOINTED

Dec. 21, 2017 TEAS REVOKE/APP/CHANGE ADDR OF ATTY/DOM REP RECEIVED

Jul. 13, 2016 ASSIGNMENT OF OWNERSHIP NOT UPDATED AUTOMATICALLY

May 23, 2011 REGISTERED AND RENEWED (FIRST RENEWAL - 10 YRS) 69934

May 23, 2011 REGISTERED - SEC. 8 (10-YR) ACCEPTED/SEC. 9 GRANTED

May 06, 2011 TEAS SECTION 8 & 9 RECEIVED

Dec. 03, 2008 AUTOMATIC UPDATE OF ASSIGNMENT OF OWNERSHIP

May 04, 2007 REGISTERED - SEC. 8 (6-YR) ACCEPTED & SEC. 15 ACK. 69934

Apr. 27, 2007 ASSIGNED TO PARALEGAL 69934

Mar. 28, 2007 REGISTERED - SEC. 8 (6-YR) & SEC. 15 FILED

Mar. 28, 2007 TEAS SECTION 8 & 15 RECEIVED

Nov. 03, 2006 CASE FILE IN TICRS

Oct. 26, 2006 ATTORNEY/DOM.REP.REVOKED AND/OR APPOINTED

Oct. 26, 2006 TEAS REVOKE/APP/CHANGE ADDR OF ATTY/DOM REP RECEIVED

May 08, 2001 REGISTERED-PRINCIPAL REGISTER

Feb. 13, 2001 PUBLISHED FOR OPPOSITION

Jan. 12, 2001 NOTICE OF PUBLICATION

Dec. 07, 2000 APPROVED FOR PUB - PRINCIPAL REGISTER

Dec. 04, 2000 ASSIGNED TO EXAMINER 68788

TM Staff and Location Information

TM Staff Information - None

File Location



Current Location: GENERIC WEB UPDATE Date in Location: May 23, 2011

Assignment Abstract Of Title Information

Summary

Total Assignments: 4 Registrant: Terra Nova Shoes Ltd.

 
Assignment 1 of 4

Conveyance: CHANGE OF NAME

Reel/Frame: 3892/0892 Pages: 7

Date Recorded: Nov. 24, 2008

Supporting
Documents:

assignment-tm-3892-0892.pdf 

Assignor

Name: TERRA NOVA SHOES LIMITED Execution Date: Apr. 17, 2008

Legal Entity Type: CORPORATION State or Country
Where Organized:

CANADA

Assignee

Name: TERRA NOVA SHOES ULC 

Legal Entity Type: CORPORATION State or Country
Where Organized:

CANADA

Address: 250 WATER STREET
P.O. BOX 250
HARBOUR GRACE, NEWFOUNDLAND, CANADA A0A - 2MO

Correspondent

Correspondent
Name:

HAVERLY A. RAUEN

Correspondent
Address:

424 CHURCH STREET
SUITE 2800
NASHVILLE, TN 37219

Domestic Representative - Not Found

Assignment 2 of 4

Conveyance: AMALGAMATION

Reel/Frame: 5820/0851 Pages: 4

Date Recorded: Jun. 23, 2016

Supporting
Documents:

assignment-tm-5820-0851.pdf 

Assignor

Name: TERRA NOVA SHOES ULC Execution Date: Jan. 03, 2016

Legal Entity Type: CORPORATION State or Country
Where Organized:

CANADA

Assignee

Name: KODIAK GROUP HOLDINGS CO. 

Legal Entity Type: UNLIMITED LIABILITY OF NOVA SCOTIA State or Country
Where Organized:

CANADA

Address: 415 THOMPSON DRIVE
CAMBRIDGE, ONTARIO, CANADA N1T 2K7

Correspondent

Correspondent
Name:

HAVERLY MACARTHUR

Correspondent
Address:

424 CHURCH STREET
SUITE 2700
NASHVILLE, TN 37219

Domestic Representative - Not Found

Assignment 3 of 4

Conveyance: ASSIGNS THE ENTIRE INTEREST



Reel/Frame: 6232/0773 Pages: 23

Date Recorded: Dec. 20, 2017

Supporting
Documents:

assignment-tm-6232-0773.pdf 

Assignor

Name: KODIAK GROUP HOLDINGS CO. Execution Date: Oct. 02, 2017

Legal Entity Type: NOVA SCOTIA UNLIMITED COMPANY State or Country
Where Organized:

CANADA

Assignee

Name: W-D APPAREL COMPANY, LLC 

Legal Entity Type: LIMITED LIABILITY COMPANY State or Country
Where Organized:

DELAWARE

Address: 251 LITTLE FALLS DRIVE
WILMINGTON, DELAWARE 19808

Correspondent

Correspondent
Name:

CHRISTINE M. HERNANDEZ

Correspondent
Address:

3411 SILVERSIDE ROAD
200 HANBY BUILDING
WILMINGTON, DE 19810

Domestic Representative - Not Found

Assignment 4 of 4

Conveyance: ASSIGNS THE ENTIRE INTEREST

Reel/Frame: 6946/0777 Pages: 29

Date Recorded: May 27, 2020

Supporting
Documents:

assignment-tm-6946-0777.pdf 

Assignor

Name: W-D APPAREL COMPANY, LLC Execution Date: Mar. 30, 2020

Legal Entity Type: LIMITED LIABILITY COMPANY State or Country
Where Organized:

DELAWARE

Assignee

Name: IW APPAREL, LLC 

Legal Entity Type: LIMITED LIABILITY COMPANY State or Country
Where Organized:

DELAWARE

Address: 251 LITTLE FALLS DRIVE
WILMINGTON, DELAWARE 19808

Correspondent

Correspondent
Name:

CHRISTINE M. HERNANDEZ

Correspondent
Address:

3411 SILVERSIDE ROAD
200 HANBY BUILDING
WILMINGTON, DE 19810

Domestic Representative - Not Found



 

Mark Information

Mark Literal
Elements:

TERRA

Standard Character
Claim:

No

Mark Drawing
Type:

3 - AN ILLUSTRATION DRAWING WHICH INCLUDES WORD(S)/ LETTER(S)/NUMBER(S)

Description of
Mark:

The mark consists of the word "TERRA" in stylized format with the outline of a diamond to the right of the word that contains a drawing
of a stylized worker using a shovel.

Color(s) Claimed: Color is not claimed as a feature of the mark.

Design Search
Code(s):

02.09.11 - Humans, including men, women and children, depicted engaged in other work; Humans engaged in other work
14.07.01 - Shovels; Farm equipment, agricultural implements (non-motorized), spades; Farm equipment, agricultural implements (non-
motorized), shovels; Agricultural implements (non-motorized), shovels; Spades, agricultural; Trowels (gardening); Agricultural
implements (non-motorized), spades
26.07.01 - Diamonds with plain single line border; Diamonds with plain multiple line border

Related Properties Information

Claimed Ownership
of US

Registrations:

2115071, 2138114, 2449316

Goods and Services

Note:
The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: Safety equipment, namely, safety helmets; hard hats, safety visors and protective face shields; safety harnesses other than for vehicles
or sports purposes; Lanyards for safety purposes for fall protection; protective glasses; safety goggles; knee pads for workers;
reflective safety vests; respiratory masks for non-medical purposes; Sunglasses; Men's and women's industrial work related garments
for protection against accidents including reflective clothing, namely, industrial grade coveralls and overalls, industrial grade work
smocks and aprons, industrial grade work pants and work jeans, industrial grade work outerwear jackets and parkas, industrial grade
work vests, industrial grade work shirts, industrial grade quilted flannel shirts and industrial grade flannels shirts

International
Class(es):

009 - Primary Class U.S Class(es): 021, 023, 026, 036, 038

Class Status: ACTIVE

Generated on: This page was generated by TSDR on 2021-02-17 11:41:43 EST

Mark: TERRA

US Serial Number: 87579471 Application Filing
Date:

Aug. 22, 2017

US Registration
Number:

5533347 Registration Date: Aug. 07, 2018

Filed as TEAS RF: Yes Currently TEAS RF: Yes

Register: Principal

Mark Type: Trademark

TM5 Common Status
Descriptor:

LIVE/REGISTRATION/Issued and Active

The trademark application has been registered with the Office.

Status: Registered. The registration date is used to determine when post-registration maintenance documents are due.

Status Date: Aug. 07, 2018

Publication Date: May 22, 2018



Basis: 1(a)

First Use: Sep. 25, 2002 Use in Commerce: Sep. 25, 2002

For: Footwear, namely, boots and shoes; Clothing, namely, gloves, socks, hosiery, caps, hats, rainwear; Men's and women's industrial work
related garments not for safety or reflective purposes, namely, industrial grade coveralls and overalls, industrial grade work smocks
and aprons, industrial grade work pants and work jeans, industrial grade work outerwear jackets and parkas, industrial grade work
vests, industrial grade work shirts, industrial grade quilted flannel shirts and industrial grade flannels shirts

International
Class(es):

025 - Primary Class U.S Class(es): 022, 039

Class Status: ACTIVE

Basis: 1(a)

First Use: Sep. 25, 2002 Use in Commerce: Sep. 25, 2002

Basis Information (Case Level)

Filed Use: Yes Currently Use: Yes

Filed ITU: No Currently ITU: No

Filed 44D: No Currently 44E: No

Filed 44E: No Currently 66A: No

Filed 66A: No Currently No Basis: No

Filed No Basis: No

Current Owner(s) Information

Owner Name: IW APPAREL, LLC

Owner Address: 251 LITTLE FALLS DRIVE
WILMINGTON, DELAWARE UNITED STATES 19808

Legal Entity Type: LIMITED LIABILITY COMPANY State or Country
Where Organized:

DELAWARE

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Christine M. Hernandez Docket Number: WDAC33295335

Attorney Primary
Email Address:

christine_hernandez@vfc.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

Christine M. Hernandez
VF Intellectual Property Services, Inc.
3411 Silverside Road
200 Hanby Building
Wilmington, DELAWARE UNITED STATES 19810

Phone: 3024773930 Fax: 3024773932

Correspondent e-
mail:

christine_hernandez@vfc.com pellegj@vfc.com Correspondent e-
mail Authorized:

Yes

Domestic Representative - Not Found

Prosecution History

Date Description
Proceeding
Number

Jun. 03, 2020 AUTOMATIC UPDATE OF ASSIGNMENT OF OWNERSHIP

Aug. 07, 2018 REGISTERED-PRINCIPAL REGISTER

May 22, 2018 OFFICIAL GAZETTE PUBLICATION CONFIRMATION E-MAILED

May 22, 2018 PUBLISHED FOR OPPOSITION

May 02, 2018 NOTIFICATION OF NOTICE OF PUBLICATION E-MAILED

Apr. 13, 2018 APPROVED FOR PUB - PRINCIPAL REGISTER

Apr. 11, 2018 TEAS/EMAIL CORRESPONDENCE ENTERED 88889

Apr. 10, 2018 CORRESPONDENCE RECEIVED IN LAW OFFICE 88889



Apr. 10, 2018 TEAS RESPONSE TO OFFICE ACTION RECEIVED

Jan. 17, 2018 AUTOMATIC UPDATE OF ASSIGNMENT OF OWNERSHIP

Dec. 21, 2017 ATTORNEY/DOM.REP.REVOKED AND/OR APPOINTED

Dec. 21, 2017 TEAS REVOKE/APP/CHANGE ADDR OF ATTY/DOM REP RECEIVED

Dec. 01, 2017 NOTIFICATION OF PRIORITY ACTION E-MAILED 6326

Dec. 01, 2017 PRIORITY ACTION E-MAILED 6326

Dec. 01, 2017 PRIORITY ACTION WRITTEN 81131

Nov. 27, 2017 ASSIGNED TO EXAMINER 81131

Aug. 29, 2017 NOTICE OF DESIGN SEARCH CODE E-MAILED

Aug. 28, 2017 NEW APPLICATION OFFICE SUPPLIED DATA ENTERED IN TRAM

Aug. 25, 2017 NEW APPLICATION ENTERED IN TRAM

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: PUBLICATION AND ISSUE SECTION Date in Location: Aug. 07, 2018

Assignment Abstract Of Title Information

Summary

Total Assignments: 2 Registrant: W-D APPAREL COMPANY, LLC

 
Assignment 1 of 2

Conveyance: ASSIGNS THE ENTIRE INTEREST

Reel/Frame: 6232/0773 Pages: 23

Date Recorded: Dec. 20, 2017

Supporting
Documents:

assignment-tm-6232-0773.pdf 

Assignor

Name: KODIAK GROUP HOLDINGS CO. Execution Date: Oct. 02, 2017

Legal Entity Type: NOVA SCOTIA UNLIMITED COMPANY State or Country
Where Organized:

CANADA

Assignee

Name: W-D APPAREL COMPANY, LLC 

Legal Entity Type: LIMITED LIABILITY COMPANY State or Country
Where Organized:

DELAWARE

Address: 251 LITTLE FALLS DRIVE
WILMINGTON, DELAWARE 19808

Correspondent

Correspondent
Name:

CHRISTINE M. HERNANDEZ

Correspondent
Address:

3411 SILVERSIDE ROAD
200 HANBY BUILDING
WILMINGTON, DE 19810

Domestic Representative - Not Found

Assignment 2 of 2

Conveyance: ASSIGNS THE ENTIRE INTEREST

Reel/Frame: 6946/0777 Pages: 29

Date Recorded: May 27, 2020

Supporting
Documents:

assignment-tm-6946-0777.pdf 

Assignor

Name: W-D APPAREL COMPANY, LLC Execution Date: Mar. 30, 2020

Legal Entity Type: LIMITED LIABILITY COMPANY State or Country
Where Organized:

DELAWARE



Assignee

Name: IW APPAREL, LLC 

Legal Entity Type: LIMITED LIABILITY COMPANY State or Country
Where Organized:

DELAWARE

Address: 251 LITTLE FALLS DRIVE
WILMINGTON, DELAWARE 19808

Correspondent

Correspondent
Name:

CHRISTINE M. HERNANDEZ

Correspondent
Address:

3411 SILVERSIDE ROAD
200 HANBY BUILDING
WILMINGTON, DE 19810

Domestic Representative - Not Found



 

Mark Information

Mark Literal
Elements:

TERRA

Standard Character
Claim:

No

Mark Drawing
Type:

3 - AN ILLUSTRATION DRAWING WHICH INCLUDES WORD(S)/ LETTER(S)/NUMBER(S)

Description of
Mark:

The mark consists of the stylized word "TERRA" following by the outline of a diamond with a stylized worker inside with a shovel.

Color(s) Claimed: Color is not claimed as a feature of the mark.

Design Search
Code(s):

02.01.02 - Men depicted as shadows or silhouettes of men; Silhouettes of men
02.09.11 - Humans engaged in other work; Humans, including men, women and children, depicted engaged in other work
09.05.25 - Caps, nurses; Batting helmets; Caps, swimming; Dunce caps; Football helmets; Helmets, athletic; Helmets, construction;
Helmets, military; Helmets, protective; Safety helmets
14.07.01 - Trowels (gardening); Spades, agricultural; Shovels; Agricultural implements (non-motorized), spades; Farm equipment,
agricultural implements (non-motorized), shovels; Farm equipment, agricultural implements (non-motorized), spades; Agricultural
implements (non-motorized), shovels
26.07.01 - Diamonds with plain single line border; Diamonds with plain multiple line border

Related Properties Information

Claimed Ownership
of US

Registrations:

2115071, 2449316, 5533347 and others

Goods and Services

Note:
The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

Generated on: This page was generated by TSDR on 2021-02-17 11:42:23 EST

Mark: TERRA

US Serial Number: 88192498 Application Filing
Date:

Nov. 13, 2018

US Registration
Number:

5727981 Registration Date: Apr. 16, 2019

Filed as TEAS RF: Yes Currently TEAS RF: Yes

Register: Principal

Mark Type: Service Mark

TM5 Common Status
Descriptor:

LIVE/REGISTRATION/Issued and Active

The trademark application has been registered with the Office.

Status: Registered. The registration date is used to determine when post-registration maintenance documents are due.

Status Date: Apr. 16, 2019

Publication Date: Jan. 29, 2019



For: providing consumer product information via the internet in the field of footwear and protective footwear and protective accessories

International
Class(es):

035 - Primary Class U.S Class(es): 100, 101, 102

Class Status: ACTIVE

Basis: 1(a)

First Use: 2001 Use in Commerce: 2001

Basis Information (Case Level)

Filed Use: Yes Currently Use: Yes

Filed ITU: No Currently ITU: No

Filed 44D: No Currently 44E: No

Filed 44E: No Currently 66A: No

Filed 66A: No Currently No Basis: No

Filed No Basis: No

Current Owner(s) Information

Owner Name: IW APPAREL, LLC

Owner Address: 251 LITTLE FALLS DRIVE
WILMINGTON, DELAWARE UNITED STATES 19808

Legal Entity Type: LIMITED LIABILITY COMPANY State or Country
Where Organized:

DELAWARE

Attorney/Correspondence Information

Attorney of Record

Docket Number: WD03659/US-2

Correspondent

Correspondent
Name/Address:

CHRISTINE M. HERNANDEZ
VF INTELLECTUAL PROPERTY SERVICES, INC.
3411 SILVERSIDE ROAD
200 HANBY BUILDING
WILMINGTON, DELAWARE UNITED STATES 19810

Phone: 302-529-3247 Fax: 302-477-1399

Domestic Representative - Not Found

Prosecution History

Date Description
Proceeding
Number

Jun. 03, 2020 AUTOMATIC UPDATE OF ASSIGNMENT OF OWNERSHIP

Apr. 16, 2019 REGISTERED-PRINCIPAL REGISTER

Jan. 29, 2019 OFFICIAL GAZETTE PUBLICATION CONFIRMATION E-MAILED

Jan. 29, 2019 PUBLISHED FOR OPPOSITION

Jan. 09, 2019 NOTIFICATION OF NOTICE OF PUBLICATION E-MAILED

Dec. 18, 2018 APPROVED FOR PUB - PRINCIPAL REGISTER

Dec. 11, 2018 ASSIGNED TO EXAMINER 75593

Dec. 04, 2018 NOTICE OF DESIGN SEARCH CODE E-MAILED

Dec. 03, 2018 NEW APPLICATION OFFICE SUPPLIED DATA ENTERED IN TRAM

Nov. 16, 2018 NEW APPLICATION ENTERED IN TRAM

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: PUBLICATION AND ISSUE SECTION Date in Location: Apr. 16, 2019

Assignment Abstract Of Title Information



Summary

Total Assignments: 1 Registrant: W-D Apparel Company, LLC

 
Assignment 1 of 1

Conveyance: ASSIGNS THE ENTIRE INTEREST

Reel/Frame: 6946/0777 Pages: 29

Date Recorded: May 27, 2020

Supporting
Documents:

assignment-tm-6946-0777.pdf 

Assignor

Name: W-D APPAREL COMPANY, LLC Execution Date: Mar. 30, 2020

Legal Entity Type: LIMITED LIABILITY COMPANY State or Country
Where Organized:

DELAWARE

Assignee

Name: IW APPAREL, LLC 

Legal Entity Type: LIMITED LIABILITY COMPANY State or Country
Where Organized:

DELAWARE

Address: 251 LITTLE FALLS DRIVE
WILMINGTON, DELAWARE 19808

Correspondent

Correspondent
Name:

CHRISTINE M. HERNANDEZ

Correspondent
Address:

3411 SILVERSIDE ROAD
200 HANBY BUILDING
WILMINGTON, DE 19810

Domestic Representative - Not Found

Proceedings

Summary

Number of
Proceedings:

12

 
Type of Proceeding: Opposition

Proceeding
Number:

91267095 Filing Date: Jan 18, 2021

Status: Pending Status Date: Jan 18, 2021

Interlocutory
Attorney:

KATIE BUKRINSKY

Defendant

Name: Ground Control Concepts

Correspondent
Address:

GROUND CONTROL CONCEPTS
5011 FOOTHILLS RD APT D
LAKE OSWEGO OR UNITED STATES , 97034

Correspondent e-
mail:

ryan@trailunited.com , ryanjfoust@gmail.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

TERRA CURVE Opposition Pending 90087558

Plaintiff(s)

Name: IW Apparel, LLC

Correspondent
Address:

PAUL J. KENNEDY
TROUTMAN PEPPER HAMILTON SANDERS LLP
3000 TWO LOGAN SQUARE, EIGHTEENTH AND ARCH STREETS
PHILADELPHIA PA UNITED STATES , 19103-2799

Correspondent e- paul.kennedy@troutman.com , sean.mcconnell@troutman.com , theresa.catalano@troutman.com , vincent.martell@troutman.com



mail:

Associated marks

Mark Application Status
Serial
Number

Registration
Number

TERRA REGISTERED AND RENEWED 75007655 2115071

TERRA-LITES REGISTERED AND RENEWED 73738465 1533248

TERRA REGISTERED AND RENEWED 76064323 2449316

TERRA Registered 87579471 5533347

TERRA Registered 88192498 5727981

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Jan 18, 2021

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Jan 18, 2021 Feb 27, 2021

3 INSTITUTED Jan 18, 2021

Type of Proceeding: Opposition

Proceeding
Number:

91266352 Filing Date: Dec 07, 2020

Status: Suspended Status Date: Jan 27, 2021

Interlocutory
Attorney:

ELIZABETH WINTER

Defendant

Name: Ruben Ramos Flores

Correspondent
Address:

MELISSA K. DAGODAG
THE LAW OFFICES OF MELISSA K. DAGODAG
468 N. CAMDEN DRIVE
BEVERLY HILLS CA UNITED STATES , 90210

Correspondent e-
mail:

melissa@melissakdagodag.com , melissakerry@gmail.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

TERRAFLEX BY BONANZA BOOTS Opposition Pending 88695665

Plaintiff(s)

Name: IW Apparel, LLC

Correspondent
Address:

PAUL J. KENNEDY
TROUTMAN PEPPER HAMILTON SANDERS LLP
3000 TWO LOGAN SQUARE, EIGHTEENTH AND ARCH STREETS
PHILADELPHIA PA UNITED STATES , 19103-2799

Correspondent e-
mail:

paul.kennedy@troutman.com , sean.mcconnell@troutman.com , theresa.catalano@troutman.com , vincent.martell@troutman.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

TERRA REGISTERED AND RENEWED 75007655 2115071

TERRA-LITES REGISTERED AND RENEWED 73738465 1533248

TERRA REGISTERED AND RENEWED 76064323 2449316

TERRA Registered 87579471 5533347

TERRA Registered 88192498 5727981

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Dec 07, 2020

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Dec 07, 2020 Jan 16, 2021

3 INSTITUTED Dec 07, 2020

4 NOTICE OF DEFAULT Jan 27, 2021

Type of Proceeding: Opposition



Proceeding
Number:

91264730 Filing Date: Sep 11, 2020

Status: Pending Status Date: Sep 11, 2020

Interlocutory
Attorney:

MIKE WEBSTER

Defendant

Name: Gallant International Inc.

Correspondent
Address:

MARIN CIONCA
CIONCA IP LAW PC
2030 MAIN ST STE 1300
IRVINE CA UNITED STATES , 92614

Correspondent e-
mail:

marin@cioncaip.com , beverly@cioncaip.com , jessica@cioncaip.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

TERRA THREAD Opposition Pending 88864635

Plaintiff(s)

Name: IW Apparel, LLC

Correspondent
Address:

PAUL J KENNEDY
TROUTMAN PEPPER HAMILTON SANDERS LLP
3000 TWO LOGAN SQUARE, EIGHTEENTH AND ARCH STREETS
PHILADELPHIA PA UNITED STATES , 19103-2799

Correspondent e-
mail:

paul.kennedy@troutman.com , sean.mcconnell@troutman.com , theresa.catalano@troutman.com , michael.tier@troutman.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

TERRA REGISTERED AND RENEWED 75007655 2115071

TERRA-LITES REGISTERED AND RENEWED 73738465 1533248

TERRA REGISTERED AND RENEWED 76064323 2449316

TERRA Registered 87579471 5533347

TERRA Registered 88192498 5727981

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Sep 11, 2020

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Sep 11, 2020 Oct 21, 2020

3 INSTITUTED Sep 11, 2020

4 D REQ TO W/DRAW AS ATTORNEY Sep 18, 2020

5 RESPONSE DUE 30 DAYS (DUE DATE) Sep 21, 2020 Oct 21, 2020

6 D APPEARANCE / POWER OF ATTORNEY Oct 07, 2020

7 RESPONSE DUE 30 DAYS (DUE DATE) Oct 09, 2020 Nov 08, 2020

8 D CHANGE OF CORRESP ADDRESS Oct 14, 2020

9 TRIAL DATES RESET Nov 16, 2020

10 ANSWER Dec 24, 2020

Type of Proceeding: Opposition

Proceeding
Number:

91264946 Filing Date: Sep 23, 2020

Status: Terminated Status Date: Dec 23, 2020

Interlocutory
Attorney:

LAWRENCE (LARRY) T STANLEY

Defendant

Name: TerrApparel LLC

Correspondent
Address:

TERRAPPAREL LLC
65 MAIN STREET
POTSDAM NY UNITED STATES , 13676

Correspondent e- maura@terrapparel.co , matt@terrapparel.co



mail:

Associated marks

Mark Application Status
Serial
Number

Registration
Number

TERRAPPAREL Abandoned - After Inter-Partes Decision 88787090

Plaintiff(s)

Name: IW Apparel, LLC

Correspondent
Address:

PAUL J KENNEDY
TROUTMAN PEPPER HAMILTON SANDERS LLP
3000 TWO LOGAN SQUARE, EIGHTEENTH AND ARCH STREETS
PHILADELPHIA PA UNITED STATES , 19103-2799

Correspondent e-
mail:

paul.kennedy@troutman.com , sean.mcconnell@troutman.com , theresa.catalano@troutman.com , michael.tier@troutman.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

TERRA REGISTERED AND RENEWED 75007655 2115071

TERRA-LITES REGISTERED AND RENEWED 73738465 1533248

TERRA REGISTERED AND RENEWED 76064323 2449316

TERRA Registered 87579471 5533347

TERRA Registered 88192498 5727981

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Sep 23, 2020

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Sep 23, 2020 Nov 02, 2020

3 INSTITUTED Sep 23, 2020

4 NOTICE OF DEFAULT Nov 13, 2020

5 BD DECISION: OPP SUSTAINED Dec 23, 2020

6 TERMINATED Dec 23, 2020

Type of Proceeding: Opposition

Proceeding
Number:

91264751 Filing Date: Sep 14, 2020

Status: Terminated Status Date: Jan 15, 2021

Interlocutory
Attorney:

JENNIFER ELGIN

Defendant

Name: Blake Pinsker

Correspondent
Address:

VICTORIA NEWLAND
LAW OFFICES OF VICTORIA NEWLAND, APC
3460 MARRON ROAD SUITE 103-356
OCEANSIDE CA UNITED STATES , 92056

Correspondent e-
mail:

victoria@vnewlandlaw.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

MORE TERRA Abandoned - After Inter-Partes Decision 88890141

Plaintiff(s)

Name: IW Apparel, LLC

Correspondent
Address:

PAUL J. KENNEDY
TROUTMAN PEPPER HAMILTON SANDERS LLP
3000 TWO LOGAN SQUARE, EIGHTEENTH AND ARCH STREETS
PHILADELPHIA PA UNITED STATES , 19103-2799

Correspondent e-
mail:

paul.kennedy@troutman.com , sean.mcconnell@troutman.com , theresa.catalano@troutman.com , michael.tier@troutman.com

Associated marks

Mark Application Status
Serial Registration



Number Number

TERRA REGISTERED AND RENEWED 75007655 2115071

TERRA-LITES REGISTERED AND RENEWED 73738465 1533248

TERRA REGISTERED AND RENEWED 76064323 2449316

TERRA Registered 87579471 5533347

TERRA Registered 88192498 5727981

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Sep 14, 2020

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Sep 14, 2020 Oct 24, 2020

3 INSTITUTED Sep 14, 2020

4 D MOT FOR EXT W/ CONSENT Oct 15, 2020

5 EXTENSION OF TIME GRANTED Oct 15, 2020

6 NOTICE OF DEFAULT Dec 04, 2020

7 BD DECISION: OPP SUSTAINED Jan 15, 2021

8 TERMINATED Jan 15, 2021

Type of Proceeding: Opposition

Proceeding
Number:

91254695 Filing Date: Mar 17, 2020

Status: Terminated Status Date: Oct 23, 2020

Interlocutory
Attorney:

ANN LINNEHAN VOGLER

Defendant

Name: Equal Footing, LLC

Correspondent
Address:

EQUAL FOOTING, LLC
LITTLE TERRA, 1108 CANTON AVE
MILTON MA UNITED STATES , 02186

Correspondent e-
mail:

dafontes65@gmail.com , eqf.mags@gmail.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

LITTLE TERRA Abandoned - After Inter-Partes Decision 88537524

Plaintiff(s)

Name: W-D Apparel Company, LLC

Correspondent
Address:

PAUL J KENNEDY
PEPPER HAMILTON LLP
3000 TWO LOGAN SQUARE, EIGHTEENTH AND ARCH STREETS
PHILADELPHIA PA UNITED STATES , 19103-2799

Correspondent e-
mail:

kennedyp@pepperlaw.com , mcconnells@pepperlaw.com , catalant@pepperlaw.com , tierm@pepperlaw.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

TERRA REGISTERED AND RENEWED 75007655 2115071

TERRA-LITES REGISTERED AND RENEWED 73738465 1533248

TERRA REGISTERED AND RENEWED 76064323 2449316

TERRA Registered 87579471 5533347

TERRA Registered 88192498 5727981

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Mar 17, 2020

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Mar 17, 2020 Apr 26, 2020

3 INSTITUTED Mar 17, 2020

4 NOTICE OF DEFAULT May 06, 2020

5 W/DRAW OF APPLICATION May 11, 2020



6 SUSPENDED Jun 23, 2020

7 NOTICE OF DEFAULT Aug 26, 2020

8 W/DRAW OF APPLICATION Sep 24, 2020

9 BD DECISION: OPP SUSTAINED Oct 23, 2020

10 TERMINATED Oct 23, 2020

Type of Proceeding: Opposition

Proceeding
Number:

91254355 Filing Date: Feb 27, 2020

Status: Pending Status Date: Feb 27, 2020

Interlocutory
Attorney:

MIKE WEBSTER

Defendant

Name: Bangarang Enterprises, LLC

Correspondent
Address:

DANA DELMAN
DELMAN VUKMANVOIC LLP
2600 MICHELSON DRIVE, SUITE 1700
IRVINE CA UNITED STATES , 92612

Correspondent e-
mail:

dana@delvuklaw.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

TERRA TRAILS Opposition Pending 88500305

Plaintiff(s)

Name: W-D Apparel Company, LLC

Correspondent
Address:

PAUL J KENNEDY
PEPPER HAMILTON LLP
3000 TWO LOGAN SQUARE , EIGHTEENTH AND ARCH STREETS
PHILADELPHIA PA UNITED STATES , 19103-2799

Correspondent e-
mail:

kennedyp@pepperlaw.com , mcconnells@pepperlaw.com , catalant@pepperlaw.com , tierm@pepperlaw.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

TERRA REGISTERED AND RENEWED 75007655 2115071

TERRA-LITES REGISTERED AND RENEWED 73738465 1533248

TERRA REGISTERED AND RENEWED 76064323 2449316

TERRA Registered 87579471 5533347

TERRA Registered 88192498 5727981

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Feb 27, 2020

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Feb 27, 2020 Apr 07, 2020

3 INSTITUTED Feb 27, 2020

4 D MOT FOR EXT W/ CONSENT Apr 06, 2020

5 EXTENSION OF TIME GRANTED Apr 08, 2020

6 D MOT FOR EXT W/ CONSENT May 07, 2020

7 EXTENSION OF TIME GRANTED May 08, 2020

8 ANSWER Jun 08, 2020

9 P MOT FOR EXT W/ CONSENT Jul 30, 2020

10 EXTENSION OF TIME GRANTED Jul 30, 2020

Type of Proceeding: Opposition

Proceeding
Number:

91254323 Filing Date: Feb 26, 2020

Status: Pending Status Date: Feb 26, 2020



Interlocutory
Attorney:

ELIZABETH WINTER

Defendant

Name: Terrascout Brand, LLC

Correspondent
Address:

DARREN J QUINN
LAW OFFICES OF DARREN J QUINN
12702 VIA CORTINA, SUITE 105
DEL MAR CA UNITED STATES , 92014

Correspondent e-
mail:

dq@dqlaw.com , staff@dqlaw.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

TERRASCOUT Opposition Pending 88498387

Plaintiff(s)

Name: W-D Apparel Company, LLC

Correspondent
Address:

PAUL J. KENNEDY
TROUTMAN PEPPER HAMILTON SANDERS LLP
3000 TWO LOGAN SQUARE, EIGHTEENTH AND ARCH STREETS
PHILADELPHIA PA UNITED STATES , 19103-2799

Correspondent e-
mail:

paul.kennedy@troutman.com , sean.mcconnell@troutman.com , theresa.catalano@troutman.com , vincent.martell@troutman.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

TERRA REGISTERED AND RENEWED 75007655 2115071

TERRA-LITES REGISTERED AND RENEWED 73738465 1533248

TERRA REGISTERED AND RENEWED 76064323 2449316

TERRA Registered 87579471 5533347

TERRA Registered 88192498 5727981

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Feb 26, 2020

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Feb 26, 2020 Apr 06, 2020

3 INSTITUTED Feb 26, 2020

4 D APPEARANCE / POWER OF ATTORNEY Apr 06, 2020

5 ANSWER Apr 06, 2020

6 D CHANGE OF CORRESP ADDRESS Apr 06, 2020

7 D MOT TO CONSOLIDATE Nov 23, 2020

8 P CHANGE OF CORRESP ADDRESS Dec 10, 2020

9 P OPP/RESP TO MOTION Dec 21, 2020

Type of Proceeding: Opposition

Proceeding
Number:

91253015 Filing Date: Dec 18, 2019

Status: Terminated Status Date: Mar 21, 2020

Interlocutory
Attorney:

LAWRENCE (LARRY) T STANLEY

Defendant

Name: Eddiely Quejado

Correspondent
Address:

EDDIELY QUEJADO
42220 CORTE VILLOSA
TEMECULA CA UNITED STATES , 92592

Correspondent e-
mail:

terraequipltd@gmail.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number



TERRA EQUIP Abandoned - After Inter-Partes Decision 88484415

Plaintiff(s)

Name: W-D Apparel Company, LLC

Correspondent
Address:

PAUL J KENNEDY
PEPPER HAMILTON LLP
3000 TWO LOGAN SQUARE EIGHTEENTH AND ARCH STREETS
PHILADELPHIA PA UNITED STATES , 19103

Correspondent e-
mail:

kennedyp@pepperlaw.com , mcconnells@pepperlaw.com , catalant@pepperlaw.com , tierm@pepperlaw.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

TERRA REGISTERED AND RENEWED 75007655 2115071

TERRA-LITES REGISTERED AND RENEWED 73738465 1533248

TERRA REGISTERED AND RENEWED 76064323 2449316

TERRA Registered 87579471 5533347

TERRA Registered 88192498 5727981

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Dec 18, 2019

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Dec 18, 2019 Jan 27, 2020

3 INSTITUTED Dec 18, 2019

4 NOTICE OF DEFAULT Feb 06, 2020

5 BD DECISION: OPP SUSTAINED Mar 21, 2020

6 TERMINATED Mar 21, 2020

Type of Proceeding: Opposition

Proceeding
Number:

91252156 Filing Date: Nov 08, 2019

Status: Terminated Status Date: Feb 06, 2020

Interlocutory
Attorney:

ELIZABETH WINTER

Defendant

Name: Inoveight Limited

Correspondent
Address:

MARTIN P HOFFMAN
STEIN IP LLC
1990 M STREET NW, SUITE 610
WASHINGTON DC UNITED STATES , 20036

Correspondent e-
mail:

docketing@steinip.com , mhoffman@steinip.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

TERRAULTRA Abandoned - After Inter-Partes Decision 87701784

Plaintiff(s)

Name: W-D Apparel Company, LLC

Correspondent
Address:

PAUL J KENNEDY
PEPPER HAMILTON LLP
3000 TWO LOGAN SQUARE , EIGHTEENTH AND ARCH STREETS
PHILADELPHIA PA UNITED STATES , 19103

Correspondent e-
mail:

kennedyp@pepperlaw.com , mcconnells@pepperlaw.com , catalant@pepperlaw.com , tierm@pepperlaw.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

TERRA REGISTERED AND RENEWED 75007655 2115071

TERRA-LITES REGISTERED AND RENEWED 73738465 1533248

TERRA REGISTERED AND RENEWED 76064323 2449316



TERRA Registered 87579471 5533347

TERRA Registered 88192498 5727981

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Nov 08, 2019

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Nov 08, 2019 Dec 18, 2019

3 INSTITUTED Nov 08, 2019

4 NOTICE OF DEFAULT Dec 28, 2019

5 BD DECISION: OPP SUSTAINED Feb 06, 2020

6 TERMINATED Feb 06, 2020

Type of Proceeding: Opposition

Proceeding
Number:

91246330 Filing Date: Feb 11, 2019

Status: Terminated Status Date: May 21, 2019

Interlocutory
Attorney:

JENNIFER KRISP

Defendant

Name: I4E Inc.

Correspondent
Address:

RANDY MICHELS
TRUST TREE LEGAL PC
1321 ADAMS STREET
NASHVILLE TN UNITED STATES , 37208

Correspondent e-
mail:

randy@trust-tree.com , docket@trust-tree.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

SOLE TERRA Abandoned - After Inter-Partes Decision 87066209

Plaintiff(s)

Name: W-D Apparel Company, LLC

Correspondent
Address:

PAUL J KENNEDY
PEPPER HAMILTON LLP
3000 TWO LOGAN SQUAREEIGHTEENTH AND ARCH STREETS
PHILADELPHIA PA UNITED STATES , 19103

Correspondent e-
mail:

kennedyp@pepperlaw.com , mcconnells@pepperlaw.com , catalant@pepperlaw.com , tierm@pepperlaw.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

TERRA REGISTERED AND RENEWED 75007655 2115071

TERRA-LITES REGISTERED AND RENEWED 73738465 1533248

TERRA REGISTERED AND RENEWED 76064323 2449316

TERRA Registered 87579471 5533347

TERRA Registered 88192498 5727981

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Feb 11, 2019

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Feb 11, 2019 Mar 23, 2019

3 PENDING, INSTITUTED Feb 11, 2019

4 NOTICE OF DEFAULT Apr 02, 2019

5 BD DECISION: OPP SUSTAINED May 21, 2019

6 TERMINATED May 21, 2019

Type of Proceeding: Opposition

Proceeding
Number:

91246226 Filing Date: Feb 05, 2019



Status: Terminated Status Date: Oct 01, 2019

Interlocutory
Attorney:

KATIE W MCKNIGHT

Defendant

Name: R.G. Barry Corporation

Correspondent
Address:

LAURA T GEYER
VORYS SATER SEYMOUR AND PEASE LLP
PO BOX 2255
COLUMBUS OH UNITED STATES , 43216-2255

Correspondent e-
mail:

iplaw@vorys.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

TERRASOLES Abandoned - No Statement Of Use Filed 87431427

Plaintiff(s)

Name: W-D Apparel Company, LLC

Correspondent
Address:

PAUL J KENNEDY
PEPPER HAMILTON LLP
3000 TWO LOGAN SQUARE, EIGHTEENTH AND ARCH STREETS
PHILADELPHIA PA UNITED STATES , 19103

Correspondent e-
mail:

kennedyp@pepperlaw.com , mcconnells@pepperlaw.com , catalant@pepperlaw.com , tierm@pepperlaw.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

TERRA REGISTERED AND RENEWED 75007655 2115071

TERRA-LITES REGISTERED AND RENEWED 73738465 1533248

TERRA REGISTERED AND RENEWED 76064323 2449316

TERRA Registered 87579471 5533347

TERRA Registered 88192498 5727981

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Feb 05, 2019

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Feb 05, 2019 Mar 17, 2019

3 PENDING, INSTITUTED Feb 05, 2019

4 D MOT FOR EXT W/ CONSENT Mar 14, 2019

5 EXTENSION OF TIME GRANTED Mar 14, 2019

6 D MOT FOR EXT W/ CONSENT Apr 15, 2019

7 EXTENSION OF TIME GRANTED Apr 15, 2019

8 D MOT TO SUSP W/ CONSENT PEND SETTL NEGOTIATIONS May 13, 2019

9 SUSPENDED May 13, 2019

10 D MOT TO SUSP W/ CONSENT PEND SETTL NEGOTIATIONS Jun 17, 2019

11 SUSPENDED Jun 17, 2019

12 ANSWER Jul 17, 2019

13 W/DRAW OF APPLICATION Sep 20, 2019

14 BD DECISION: OPP SUSTAINED Sep 26, 2019

15 TERMINATED Oct 01, 2019



CERTIFICATE OF ESTTA FILING 

I, Paul J. Kennedy, hereby certify that on February 17, 2021, this Notice of 

Opposition is being electronically filed with the U.S. Patent and Trademark Office Trademark 

Trial and Appeal Board, P.O. Box 1451, Alexandria, VA 22313, via ESTTA. 

 

 

 

 

 

 

 

 

 

 

/Paul J. Kennedy/     

Paul J. Kennedy  



CERTIFICATE OF SERVICE 

I, Paul J. Kennedy, hereby certify that on February 17, 2021, a true and correct 

courtesy copy of the foregoing Notice of Opposition was served via electronic mail 

(tm@lzlegalservices.com) upon the following: 

Sergiy M. Sivochek, Esquire 

LEGALZOOM LEGAL SERVICES 

101 N. Brand Boulevard, 11th Floor 

Glendale, CA   91203 

 

Attorneys for Applicant 

 

 

 

/Paul J. Kennedy/     

Paul J. Kennedy 

mailto:tm@lzlegalservices.com

	1. Applicant is seeking to obtain, under the provisions of the Trademark Act of 1946, as amended, registration on the Principal Register of the mark DELLA TERRA (Serial No. 90/136816) for “Footwear; Tops as clothing” in International Class 25 (“Applic...
	2. Applicant is not now, and never was, entitled to registration on the Principal Register of Applicant’s Mark either on August 25, 2020, the date of Applicant’s filing of the application, or on January 26, 2021, the date of publication in the Officia...
	3. Opposer is the owner of federal trademark registrations, including:
	a. TERRA (Stylized)® (Registration No. 2115071) (1997) for “footwear” in International Class 25;
	b. TERRA-LITES® (Registration No. 1533248) (1989) for “work boots and boots” in International Class 25;
	c. TERRA® (Registration No. 2449316) (2001) for “footwear” in International Class 25;
	d. TERRA & Design® (Registration No. 5533347) (2018) for “safety equipment, namely, safety helmets; hard hats, visors and shields; safety harnesses other than for vehicles or sports purposes; lanyards for safety purposes for fall protection; protectiv...
	e. TERRA and Design® (Registration No. 5727981) (2019) for “providing consumer product information via the internet in the field of footwear and protective footwear and protective accessories” in International Class 35,

	4. Opposer has, since long prior to the filing date of Applicant’s application, sold in commerce its goods under Opposer’s Marks.  Through usage by Opposer, the Opposer’s Marks have become well-known to consumers and potential customers as trademarks ...
	5. Opposer has also used Opposer’s Marks at common law, before it obtained registrations, and long before the filing date of Applicant’s application.
	6. A primary feature, focus and emphasis of Applicant’s Mark is the word “TERRA”, which Applicant employs as a separate word, and therefore a prominent feature, of its mark, which is the exact mark of Opposer’s Marks (“TERRA”).
	7. The Applicant’s Mark is also for the same or related goods as Opposer’s Marks (“footwear”).  Therefore, Applicant’s Mark is or may be viewed by the same consumers as those of the Opposer, which is likely to cause confusion, mistake, or deception am...
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