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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name doTERRA Holdings, LLC
Entity Limited Liability Company Citizenship Utah
Address 389 SOUTH 1300 WEST

PLEASANT GROVE, UT 84062
UNITED STATES

Attorney informa-
tion

KRISTA WEBER POWELL

TRASKBRITT, P.C.

230 SOUTH 500 EAST

SUITE 300

SALT LAKE CITY, UT 84102

UNITED STATES

Primary Email: trademark@traskbritt.com

Secondary Email(s): kwpowell@traskbritt.com, rpmerrill@traskbritt.com, grbron-
son@traskbritt.com, cawatters@traskbritt.com

8015321922

Docket Number

3725-102

Applicant Information

Application No. 79282158 Publication date 09/08/2020
Opposition Filing | 09/18/2020 Opposition Peri- 10/08/2020
Date od Ends

International Re- 1522730 International Re- 02/24/2020
gistration No. gistration Date

Applicant

Guangzhou Fourto Sanitary Products Co.,Ltd.

NO.1 SHIYUAN RD2, XIUQUAN STREET,

HUADU DISTRICT, GUANGZHOU, 510623 GUANGD
CHINA

Goods/Services Affected by Opposition

Class 003. First Use: 0 First Use In Commerce: 0
Opposed goods and services in the class: essential oils; perfumes

Grounds for Opposition

| Priority and likelihood of confusion | Trademark Act Section 2(d)

Mark Cited by Opposer as Basis for Opposition

U.S. Registration | 4887868 Application Date

No.

11/19/2014



http://estta.uspto.gov

Registration Date | 01/19/2016 Foreign Priority NONE
Date

Word Mark WHISPER

Design Mark

Description of NONE

Mark

Goods/Services

Class 003. First use: First Use: 2008/04/01 First Use In Commerce: 2008/04/01

Essential oils; Essential oils for aromatherapy use; Essential oils for household
use; Essential oils for personal use;Natural essential oils

Attachments Notice of Opposition NAILWHISPER 20-09-16 - final.pdf(227480 bytes )
Exhibt 1 doTerra - Whisper Registration 48878868 Ser 86458993.pdf(176782
bytes )

Signature /Krista Weber Powell/

Name Krista Weber Powell

Date

09/18/2020




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

DOTERRA HOLDINGS, LLC
\{ \ 4
Opposer Nailwhisper
V. Mark: NAILWHISPER
Int’] Class: 003

GUANGZHOU FOURTO  SANITARY Serial No.: 79282158
PRODUCTS CO., LTD. Filed: February 24, 2020

Applicant.

NOTICE OF OPPOSITION

Opposer, dOTERRA Holdings, LLC (“d0TERRA”) is a limited liability company
organized and existing under the laws of the State of Utah, with its principal place of business
located at 389 South 1300 West, Pleasant Grove, Utah 84062. dOTERRA believes that it will be
damaged by the registration of the mark appearing in pending Trademark Application Serial No.
79282158 (the “subject mark™) of Guangzhou Fourto Sanitary Products Co., Ltd. (“Applicant’)
and hereby opposes the same.

As grounds for the present opposition, dOTERRA alleges, upon actual knowledge with
respect to itself and its own acts, and upon information and belief as to other matters, as follows:

1. doTERRA began using its WHISPER trademark in interstate commerce in
connection with the sale and promotion of essential oils which can be a personal fragrance at least
as early as 2008. dOTERRA has thereafter continuously used WHISPER in advertising,
promoting, marketing and selling its products throughout the United States. Since at least as early
as 2008, doTERRA has used WHISPER, in various forms, in interstate commerce in connection

with the sale and promotion of its essential oils and personal fragrance.



2. doTERRA’s WHISPER trademark is inherently distinctive as applied to its
products.

3. By virtue of dOTERRA’s continuous use in commerce of its WHISPER mark in
connection with its goods, such goods have become well and favorably known to the relevant trade
and public.

4. doTERRA has invested substantial time, effort and expense in extensive promotion
throughout the United States of the goods sold under its WHISPER mark. As a result, considerable
goodwill has attached to the mark WHISPER to doTERRA’s benefit.

5. The WHISPER mark is representative of dOTERRA’s reputation for designing and
providing high quality products and symbolizes the goodwill of dAOTERRA, which is invaluable.

6. Applicant is the listed owner of the subject mark, Application Serial No. 79282158,
for the stylized mark NAILWHISPER in Class 003 for, among other goods, “essential oils,” and
“perfumes.”

7. doTERRA has priority of use in the WHISPER mark. doTERRA has continuously
used the WHISPER mark in advertising, promoting, and marketing its products throughout the
United States years prior to the date of Applicant’s application to register the subject mark.

8. In addition to common law rights, dOTERRA owns U.S. Registration No. 4887868
for the word mark WHISPER in International Class 003 (a current printout of information from
the electronic database records of the USPTO showing the current status and title of the registration
is attached hereto as Exhibit 1), for “Essential oils; Essential oils for aromatherapy use; Essential
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oils for household use; Essential oils for personal use; Natural essential oils.

! d0TERRA recently discovered a misstatement in the first date of use of WHISPER. The trademark was first used
on essential oils sold on May 2, 2008. dOTERRA has filed a Section 7 Request to amend the dates of use.
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0. The subject mark will be or is being used for goods that are identical or highly
similar to the goods offered by doTERRA in connection with its WHISPER mark.

10. Applicant’s goods would be directed to the same customer segment of the
consuming public as dOTERRA’s goods.

11. The subject mark is substantially similar to dOTERRA’s WHISPER mark in sound,
appearance, connotation, and commercial impression.

12. The subject mark is confusingly similar to the WHISPER mark.

13.  Applicant’s use of the subject mark is likely to cause confusion, mistake, or
deception as to the source of origin, sponsorship, or approval of Applicant’s goods.

14.  Due to the confusingly similar nature of dOTERRA’s and Applicant’s marks and
the similarity of the goods offered under the respective marks, the relevant consuming public and
the consuming public generally are likely to believe that Applicant’s goods are those of dOTERRA
or are in some way connected with, licensed by, or otherwise approved by dOTERRA.

15. Such confusion, mistake and/or deception are likely to damage and injure the
purchasing public and dOTERRA.

16.  Applicant’s application and use of the subject mark is without the consent or
approval of dOTERRA.

17. Based on the foregoing, dOTERRA believes that it will be damaged by the
registration of the subject mark in the United States Patent and Trademark Office.

ACCORDINGLY, doTERRA prays that the present opposition be sustained and that

registration of the subject mark be refused.

DATED this 18" day of September, 2020.



TRASKBRITT, P.C.

Attorneys for dOTERRA Holdings, LLC.

By: /s/ Krista Weber Powell

Krista Weber Powell

Glenn R. Bronson
TRASKBRITT, P.C.

230 South 500 East, Suite 300
P.O. Box 2550

Salt Lake City, Utah 84110
Telephone: 1.801.532.1922

Enclosures:  Exhibit 1 — U.S. Trademark Registration No. 4887868
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Generated on: This page was generated by TSDR on 2020-09-18 11:51:49 EDT
Mark: WHISPER

US Serial Number: 86458993

US Registration 4887868

Number:

Filed as TEAS Yes

Plus:

Register:

Principal

Mark Type: Trademark

TM5 Common Status
Descriptor:

Application Filing Nov. 19, 2014
Date:

Registration Date: Jan. 19, 2016

Currently TEAS Yes
Plus:

LIVE/REGISTRATION/Issued and Active

The trademark application has been registered with the Office.

Status: Registered. The registration date is used to determine when post-registration maintenance documents are due.

Status Date:

Publication Date:

Jan. 19, 2016
Nov. 03, 2015

Whisper

Mark Information

Mark Literal
Elements:

WHISPER

Standard Character Yes. The mark consists of standard characters without claim to any particular font style, size, or color.

Claim:

Mark Drawing 4 - STANDARD CHARACTER MARK

Type:

Goods and Services

Note:

The following symbols indicate that the registrant/owner has amended the goods/services:

e Brackets [..] indicate deleted goods/services;

e Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
e Asterisks *..* identify additional (new) wording in the goods/services.

For: Essential oils; Essential oils for aromatherapy use; Essential oils for household use; Essential oils for personal use; Natural essential
oils
International 003 - Primary Class U.S Class(es): 001, 004, 006, 050, 051, 052
Class(es):
Class Status: ACTIVE
Basis: 1(a)
First Use: Apr. 01, 2008 Use in Commerce: Apr. 01, 2008
Basis Information (Case Level)
Filed Use: Yes Currently Use: Yes
Filed ITU: No Currently ITU: No
Filed 44D: No Currently 44E: No
Filed 44E: No Currently 66A: No
Filed 66A: No Currently No Basis: No
Filed No Basis: No

Current Owner(s) Information




Owner Name: doTERRA Holdings, LLC

Owner Address: 389 South 1300 West
Pleasant Grove, UTAH UNITED STATES 84062

Legal Entity Type: LIMITED LIABILITY COMPANY State or Country UTAH
Where Organized:

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Krista Weber Powell Docket Number: 3725TM3855US
Attorney Primary trademark@traskbritt.com Attorney Email Yes
Email Address: Authorized:
Correspondent

Correspondent Krista Weber Powell
Name/Address: Traskbritt, P.C.
230 South 500 East, #300
Salt Lake City, UTAH UNITED STATES 84102

Phone: 8015321922 Fax: 8015319168
Correspondent e- trademark@traskbritt.com Correspondent e- Yes
mail: kwpowell@traskbritt.com slrogers@traskbritt.com mail Authorized:

Domestic Representative - Not Found

Prosecution History

Date Description ELonigz?ing
Sep. 09, 2020 TEAS SECTION 7 REQUEST RECEIVED
Nov. 06, 2017 NOTICE OF SUIT
Jan. 19, 2016 REGISTERED-PRINCIPAL REGISTER
Nov. 03, 2015 OFFICIAL GAZETTE PUBLICATION CONFIRMATION E-MAILED
Nov. 03, 2015 PUBLISHED FOR OPPOSITION
Oct. 14, 2015 NOTIFICATION OF NOTICE OF PUBLICATION E-MAILED
Sep. 28, 2015 LAW OFFICE PUBLICATION REVIEW COMPLETED 77312
Sep. 28, 2015 ASSIGNED TO LIE 77312
Sep. 01, 2015 APPROVED FOR PUB - PRINCIPAL REGISTER
Aug. 12, 2015 TEAS/EMAIL CORRESPONDENCE ENTERED 88889
Aug. 11, 2015 CORRESPONDENCE RECEIVED IN LAW OFFICE 88889
Aug. 11, 2015 TEAS RESPONSE TO OFFICE ACTION RECEIVED
Feb. 11,2015 NOTIFICATION OF NON-FINAL ACTION E-MAILED 6325
Feb. 11,2015 NON-FINAL ACTION E-MAILED 6325
Feb. 11,2015 NON-FINAL ACTION WRITTEN 83184
Feb. 04, 2015 ASSIGNED TO EXAMINER 83184

Nov. 25, 2014 NEW APPLICATION OFFICE SUPPLIED DATA ENTERED IN TRAM
Nov. 22, 2014 NEW APPLICATION ENTERED IN TRAM

TM Staff and Location Information

TM Staff Information - None
File Location
Current Location: PUBLICATION AND ISSUE SECTION Date in Location: Jan. 19, 2016

Assignment Abstract Of Title Information

Summary

Total Assignments: 1 Registrant: doTERRA Holdings, LLC

Assignment 1 of 1

Conveyance: SECURITY INTEREST



Reel/Frame: 6792/0806 Pages: 19
Date Recorded: Nov. 08, 2019
Supporting assignment-tm-6792-0806.pdf

Documents:
Assignor
Name: DOTERRA HOLDINGS, LLC Execution Date: Nov. 08,2019
Legal Entity Type: LIMITED LIABILITY COMPANY State or Country UTAH
Where Organized:
Assignee
Name: JPMORGAN CHASE BANK, N.A., AS ADMINISTRATIVE AGENT
Legal Entity Type: NATIONAL BANKING ASSOCIATION State or Country UNITED STATES
Where Organized:
Address: [L1-1145/54/63, P.O. BOX 6026
CHICAGO, ILLINOIS 60680-6026
Correspondent

Correspondent HEATHER POITRAS
Name:

Correspondent 330 NORTH WABASH
Address: SUITE 2800
CHICAGO, IL 60611

Domestic Representative - Not Found



B nited

States of Ampy,,

Anited States Patent and Trademark Office (?

Whisper

Reg. No. 4,887,868
Registered Jan. 19, 2016

Int. Cl.: 3

TRADEMARK
PRINCIPAL REGISTER

N csette X Lo

Director of the United States
Patent and Trademark Office

DOTERRA HOLDINGS, LLC (UTAH LIMITED LIABILITY COMPANY)
389 SOUTH 1300 WEST

PLEASANT GROVE, UT 84062

FOR: ESSENTIAL OILS; ESSENTIAL OILS FOR AROMATHERAPY USE; ESSENTIAL OILS
FOR HOUSEHOLD USE; ESSENTIAL OILS FOR PERSONAL USE; NATURAL ESSENTIAL
OILS , IN CLASS 3 (U.S. CLS. 1, 4, 6, 50, 51 AND 52).

FIRST USE 4-1-2008; IN COMMERCE 4-1-2008.

THE MARK CONSISTS OF STANDARD CHARACTERS WITHOUT CLAIM TO ANY PAR-
TICULAR FONT, STYLE, SIZE, OR COLOR.

SER. NO. 86-458,993, FILED 11-19-2014.

LINDSEY BEN, EXAMINING ATTORNEY



REQUIREMENTS TO MAINTAIN YOUR FEDERAL
TRADEMARK REGISTRATION

WARNING: YOUR REGISTRATION WILL BE CANCELLED IF YOU DO NOT FILE THE
DOCUMENTS BELOW DURING THE SPECIFIED TIME PERIODS.

Requirements in the First Ten Years*
What and When to File:

First Filing Deadline: You must file a Declaration of Use (or Excusable Nonuse) between the
5th and 6th years after the registration date. See 15 U.S.C. §§1058, 1141k. If the declaration is
accepted, the registration will continue in force for the remainder of the ten-year period, calculated
from the registration date, unless cancelled by an order of the Commissioner for Trademarks or a
federal court.

Second Filing Deadline: You must file a Declaration of Use (or Excusable Nonuse) and an
Application for Renewal between the 9th and 10th years after the registration date.*
See 15 U.S.C. §1059.

Requirements in Successive Ten-Year Periods*
What and When to File:

You must file a Declaration of Use (or Excusable Nonuse) and an Application for Renewal between
every 9th and 10th-year period, calculated from the registration date.*

Grace Period Filings*

The above documents will be accepted as timely if filed within six months after the deadlines listed above
with the payment of an additional fee.

*ATTENTION MADRID PROTOCOL REGISTRANTS: The holder of an international registration with
an extension of protection to the United States under the Madrid Protocol must timely file the Declarations
of Use (or Excusable Nonuse) referenced above directly with the United States Patent and Trademark Office
(USPTO). The time periods for filing are based on the U.S. registration date (not the international registration
date). The deadlines and grace periods for the Declarations of Use (or Excusable Nonuse) are identical to
those for nationally issued registrations. See 15 U.S.C. §§1058, 1141k. However, owners of international
registrations do not file renewal applications at the USPTO. Instead, the holder must file a renewal of the
underlying international registration at the International Bureau of the World Intellectual Property Organization,
under Article 7 of the Madrid Protocol, before the expiration of each ten-year term of protection, calculated
from the date of the international registration. See 15 U.S.C. §1141j. For more information and renewal
forms for the international registration, see http://www.wipo.int/madrid/en/.

NOTE: Fees and requirements for maintaining registrations are subject to change. Please check the
USPTO website for further information. With the exception of renewal applications for registered
extensions of protection, you can file the registration maintenance documents referenced above online
at http://www.uspto.gov.

NOTE: A courtesy e-mail reminder of USPTO maintenance filing deadlines will be sent to trademark
owners/holders who authorize e-mail communication and maintain a current e-mail address with the
USPTO. To ensure that e-mail is authorized and your address is current, please use the Trademark
Electronic Application System (TEAS) Correspondence Address and Change of Owner Address Forms
available at http://www.uspto.gov.

Page: 2 / RN # 4,887,868



	Case Status
	Registration Certificate - 2016-01-19

