
Trademark Trial and Appeal Board Electronic Filing System. http://estta.uspto.gov

ESTTA Tracking number: ESTTA1081785

Filing date: 09/14/2020

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Proceeding 91264403

Party Defendant
BMC Software, Inc.

Correspondence
Address

NATHAN C. BELZER
BELZER PC
2905 BULL STREET
SAVANNAH, GA 31405
UNITED STATES
Primary Email: nbelzer@belzerlaw.com
Secondary Email(s): rwomack@belzerlaw.com, abelzer@belzerlaw.com
912-236-3001

Submission Other Motions/Papers

Filer's Name Michael Cerrati

Filer's email mcerrati@belzerlaw.com, nbelzer@belzerlaw.com

Signature /michael cerrati/

Date 09/14/2020

Attachments 2020-09-14 BMC - Response to Motion to Suspend Final.pdf(199227 bytes )

http://estta.uspto.gov


 1 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

 

BAKER HUGHES COMPANY and 

BAKER HUGHES HOLDINGS LLC,  

       

 Opposers,         

           

 v.          

           

BMC SOFTWARE, INC.,       

           

 Applicant. 

) 

) 

) 

) 

) 

) 

) 

) 

) 

) 

 

 

Opposition No.: 91264403  

Serial Nos: 88/708,723 and 88/817,629    

Mark:  

 

 

 

 

 

APPLICANT’S RESPONSE TO OPPOSERS’  

MOTION TO SUSPEND FOR CIVIL ACTION 

 

 Applicant BMC Software, Inc. (“Applicant”) hereby submits this response to the Motion 

to Suspend for Civil Action (“Motion to Suspend”) filed by Baker Hughes Company and Baker 

Hughes Holdings LLC (collectively “Opposer”).  

 Opposer filed its Consolidated Notice of Opposition on August 19, 2020.  Less than a week 

later, on August 25, 2020, Opposer sought to suspend the current proceeding by the filing of the 

Motion to Suspend.  Applicant respectfully requests that Applicant’s concurrently filed Motion to 

Dismiss be decided before the Opposer’s Motion to Suspend is considered.  Applicant opposes the 

Motion to Suspend on the grounds that (1) the civil action serving as the basis for the Motion to 

Suspend, styled BMC Software, Inc. v. Baker Hughes, a GE Company, LLC and Baker Hughes 

Company, Civil Action No. 4:19-cv-04810 (the “Civil Action”) has no bearing on the current 

proceeding, Opposition No. 91264403 (the “Opposition”) and (2) Applicant will be unfairly 

prejudiced by the delay in the granting of the registration of the mark that is the subject of U.S. 

Application Serial Nos: 88/708,723 and 88/817,629 (“Mark”).  



 2 

 Trademark Rule 2.117(a), 37 C.F.R. § 2.117(a), provides that “[w]henever it shall come to 

the attention of the Trademark Trial and Appeal Board that a party or parties to a pending case are 

engaged in a civil action or another Board proceeding which may have a bearing on the case, 

proceedings before the Board may be suspended until termination of the civil action or the other 

Board proceeding.”  TBMP § 510 (emphasis added).  As indicated by the permissive language of 

Trademark Rule 2.117(a), suspension is not mandatory and is subject to discretion of the Board.  

The more relevant rule here, however, is Trademark Rule 2.117(b), 37 C.F.R. § 2.117(b), which 

permits this Board to decide a potentially dispositive motion before a motion to suspend.  Auritt v. 

Take A Shower LLC, 2019 TTAB LEXIS 155, 4-5 (TTAB 2019) (denying a motion to suspend 

pending final determination of the civil action, “[w]henever there is pending before the Board both 

a motion to suspend and a motion which is potentially dispositive of the case, the potentially 

dispositive motion may be decided before the question of suspension is considered,” citing 

Trademark Rule 2.117(b), 37 C.F.R. § 2.117(b); TBMP § 510).  

 Applicant’s pending Motion to Dismiss filed concurrently herewith, demonstrates that 

Opposer’s sole claim in the Opposition is meritless.  Pursuant to Trademark Rule 2.117(b), 37 

C.F.R. § 2.117(b), Applicant, therefore, respectfully requests that Applicant’s Motion to Dismiss 

be decided before the question of suspension is considered. 

 The Opposer’s Motion to Suspend should also be denied because it contains misleading 

and erroneous statements and is filed only for the purpose of seeking to further delay the 

registration of Applicant’s recently filed applications for the Mark.  As a basis for its Motion to 

Suspend, Opposer speciously asserts that “both cases seek a determination that Applicant’s use of 

‘mobius’ in the descriptions of the marks covered by the BMC Helix Applications (as defined in 

Opposer’s Consolidated Notice of Opposition) was an improper attempt to influence its position 
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against Baker Hughes in both the Civil Action and in the USPTO.”  This statement is wholly 

inaccurate.  As the Complaint in the Civil Action makes clear, that case seeks a determination on 

the federal and state law claims for trademark infringement and unfair competition raised by 

Applicant against Opposer.  These claims arise from Opposer’s use of infringing marks beginning 

on or about October 9, 2019 and have nothing to do with Applicant’s use of the term “mobius” to 

allegedly improperly describe the Mark in the pending applications for registration.   

 The applications at issue in the Opposition were filed on November 27, 2019 and March 

2, 2020, respectively.  There is no dispute that the infringing activity Applicant is seeking to redress 

in the Civil Action commenced before the applications at issue were even filed.   

 Moreover, the Civil Action, as pled, presently involves Applicant’s Registration Numbers 

4,759,874; 4,759,872; 4,759,870 and 4,759,869, and Applicant’s common law rights to the 

presently unregistered mark that is the subject of U.S. Trademark Application No. 88/708,723, 

which is a subject of the Opposition.  Opposer either misstates, misunderstands, or attempts to 

misinform this Board as to the scope of its own unclean hands defense in the Civil Action.  “The 

doctrine of unclean hands must relate to the creation or acquisition of the trademark itself.”  Abbott 

Labs. v. Adelphia Supply USA, 2019 U.S. Dist. LEXIS 194268 *65; 2019 WL 5696148 (E.D.N.Y. 

Sept. 27, 2019); Procter & Gamble Co. v. Quality King Distributors. Inc., 123 F. Supp. 2d 108, 

116 (E.D.N.Y. 2000).  An unclean hands defense will only bar recovery “if the inequitable conduct 

is related to the plaintiff’s cause of action.” 1-800 Contacts, Inc. v. Lens.com, Inc., 722 F.3d 1229, 

1255 (10th Cir. 2013); Array Techs., Inc. v. Mitchell, Civ. No. 17-087 JCH/LF; 2020 U.S. Dist. 

LEXIS 72933 *11 (D. N.M. April 24, 2020). See also Warner Bros. v. Gay Toys. Inc., 724 F.2d 

327, 334 (2d Cir. 1983) (“defense of unclean hands applies only with respect to the right in suit”). 

The unclean hands defense does not apply to a separate trademark from the trademark at issue in 
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the suit. 1-800 Contacts, 722 F.3d at 1255.  For the purposes of an unclean hands defense, a 

plaintiff’s alleged misdeed is considered unrelated to the litigation’s subject matter when the right 

for which the plaintiff seeks protection in the injunction suit did not accrue to him because of the 

misdeed.  Weifang Tengyi Jewelry Trading Co. v. Intuii LLC, No. 18 C 4651; 2019 U.S. Dist. 

LEXIS 140160 *21; 2019 WL 3889626 (N.D. Ill. Aug. 19, 2019). See Republic Molding Corp. v. 

B.W. Photo Utils., 319 F.2d 347, 350 (9th Cir. 1963) (“Unless the secondary meaning was acquired 

by virtue of Republic’s misrepresentations, we find no significant connection between that 

misrepresentation and Republic’s asserted right to be free from unfair competition.”).   

 To prevail on the affirmative defense of unclean hands in a trademark suit, the defendant 

must ultimately show that plaintiff used the trademark “to deceive consumers.”  Japan Telecom, 

Inc. v. Japan Telecom Am. Inc., 287 F.3d 866, 870 (9th Cir. 2002) (emphasis added); J.G.G. 

Tobacco Holding Co. v. Antigua Esteli Tobacco, No. 19-23732; 2020 U.S. Dist. LEXIS 155129 * 

7 (S.D. Fl. May 20, 2020); New Age Imps., Inc. v. VD Imps., Inc., No. 17-02154-CJC-KES, 2019 

U.S. Dist. LEXIS 165653 *, 2019 WL 4570035 (C.D. Cal. June 18, 2019); Pandora Jewelers 

1995, Inc. v. Pandora Jewelry, LLC, No. 09-61490-CIV, 2011 U.S. Dist. LEXIS 59465, 2011 WL 

2174012, at *8 (S.D. Fla. June 2, 2011).  The issues to be resolved in the Opposition lack any 

meaningful relationship to whether, if the applied-for Mark is registered, Applicant might 

somehow use the resulting registrations in the Civil Action to deceive consumers.  Consumers are 

almost certainly not privy to the description of a mark contained in a trademark registration.  It is, 

therefore, hard to fathom how any mark description (regardless of its accuracy) could deceive a 

consumer. 
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 Further, Opposer’s affirmative defense does not request any relief relating to the 

applications for the Mark at issue in this proceeding; it neither seeks to have the Mark descriptions 

amended nor to deny the applications from registering.   

 Consequently, the outcome of Opposer’s First Affirmative Defense will have no impact on 

the registrability of the applications at issue in the Opposition, and the Civil Action will not “allow 

for final resolution of all disputes between the parties” as the Motion to Suspend deceptively 

asserts.  Unless the Board properly grants Applicant’s Motion to Dismiss, the parties will still be 

required to litigate the Opposition regardless of the outcome of the Civil Action. 

 Opposer’s true motivation behind the Opposition appears to be simply to delay the 

registration of Applicant’s recently filed applications.  This is not the intended purpose of 

opposition proceedings, and the delay it is causing in the prosecution of the applications is unfairly 

prejudicial to Applicant.     

 In light of the foregoing, the Motion to Suspend should be denied or at least considered 

only after the Board has made a determination on Applicant’s Motion to Dismiss. 

 

 Respectfully submitted, 

 

     

             BELZER PC 

 

Dated:  September 14, 2020 By:   /Nathan C. Belzer/       
  Nathan C. Belzer 

Michael C. Cerrati 

2905 Bull Street 

Savannah, GA 31405 

(912) 236-3001 phone 

(912) 236-3003 fax 

nbelzer@belzerlaw.com 

mcerrati@belzerlaw.com 

Attorneys for Applicant 
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CERTIFICATE OF SERVICE 

The undersigned certifies that a true and correct copy of the foregoing Applicant’s 

Response to Opposers’ Motion to Suspend for Civil Action was served on Opposers by delivering 

copies of the same via electronic mail on September 14, 2020, to Opposers’ attorneys of record 

addressed to:  

Stephen P. Meleen, smeleen@pirkeybarber.com 

Tyson D. Smith, tsmith@pirkeybarber.com 

tmcentral@pirkeybarber.com, eolson@pirkeybarber.com 

 

             BELZER PC 

 

Dated:  September 14, 2020 By:   /Michael C. Cerrati/ 
  Michael C. Cerrati 

2905 Bull Street 

Savannah, GA 31405 

(912) 236-3001 phone 

(912) 236-3003 fax 

mcerrati@belzerlaw.com 

Attorneys for Applicant 

 


