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ESTTA Tracking number: ESTTA1064365

Filing date: 06/25/2020

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name Mapei S.p.A.
Entity Corporation Citizenship Italy
Address Via Cafiero, 22

Milano, 20158

ITALY

Attorney informa-
tion

JEFFREY A. LINDENBAUM

COLLEN IP, INTELLECTUAL PROPERTY LAW, P.C.
The Holyoke-Manhattan Building

80 South Highland Avenue

Ossining, NY 10562
UNITED STATES

jlindenbaum@collenip.com, docket@collenip.com

914-941-5668

Applicant Information

Application No 79270722 Publication date 06/16/2020
Opposition Filing | 06/25/2020 Opposition Peri- 07/16/2020
Date od Ends

International Re- 1495259 International Re- | 07/18/2019
gistration No. gistration Date

Applicant MAFLON S.P.A.

VIALE BIANCA MARIA, 41

[-20122 MILANO
ITALY

Goods/Services Affected by Opposition

Class 001. First Use: 0 First Use In Commerce: 0
All goods and services in the class are opposed, namely: Waterproofing chemical preparations

Grounds for Opposition

| Priority and likelihood of confusion

| Trademark Act Section 2(d)

Marks Cited by Opposer as Basis for Opposition

U.S. Registration | 2252757 Application Date 10/14/1997

No.

Registration Date | 06/15/1999 Foreign Priority NONE
Date



http://estta.uspto.gov

Word Mark

MAPEI

Design Mark

B\ MAPEI

Description of
Mark

The mark consists in part of the designof overlapping cubes inside a laboratory
beaker.

Goods/Services

Class 001. First use: First Use: 1979/00/00 First Use In Commerce: 1979/00/00
adhesives for use in the cement and mortar industry

Class 017. First use: First Use: 1985/00/00 First Use In Commerce: 1985/00/00
adhesive sealant and caulking compounds

Class 019. First use: First Use: 1981/00/00 First Use In Commerce: 1981/00/00
cement mixes for skim coating, concrete, marble, tile or wood

U.S. Registration | 3493022 Application Date 12/11/2007
No.
Registration Date | 08/26/2008 Foreign Priority NONE
Date
Word Mark MAPELASTIC
o MJ \PEL‘ hSTIC
Description of NONE

Mark

Goods/Services

Class 001. First use: First Use: 0 First Use In Commerce: 0

Chemicals for industrial purposes; industrial chemicals for use in the buildingin-
dustry; dual component chemical additives for use as binding agents in cement-
mortars; chemicals used in science; artificial and synthetic resins; dispersions of
unprocessed plastics; unprocessed plastics in powder, liquid or paste form;fire
extinguishing compositions; chemicals for welding and soldering purposes; ad-
hesive used in industry; antifreeze; chemical products for preventing scale; in-
dustrial adhesives for stone slabs and strips

Class 019. First use: First Use: 0 First Use In Commerce: 0

Building supplies, namely, plastic pipesupports, adhesive mortar for building pur-
poses; bricks; slabs of cement, concrete, clay, slate, non metal tiles; cement
mixes; non agricultural lime for use in construction, mortars; dual component ce-
ment mortars, elastic cement mortars; damp-proofing cement mortars for pro-
tecting concretes, swimming pools and balconies; plaster and gravel; tubing
made of sandstone and cement; road building materials, namely, cement mixes;
asphalt; pitch and bitumen; semi-worked wood; building timber; non-metal
beams; planks; wood paneling; wood veneers; compound wood boards; building
glass; glass panels forbuilding construction purposes; and glass tiles

U.S. Registration | 3825301 Application Date 03/24/2009
No.
Registration Date | 07/27/2010 Foreign Priority 03/11/2009




Date

Word Mark MAPEPLAN
o MAPE PLAN
Description of NONE

Mark

Goods/Services

Class 001. First use: First Use: 0 First Use In Commerce: 0

Industrial chemicals; chemicals used inscience; unprocessed artificial and syn-
thetic resins; dispersions of plastics, namely, epoxy resin dispersion for the pre-
paration of clear coats, enamels, and primers; unprocessed plastic materials in
powder, liquid or paste form; fire extinguishing products, namely, fire extinguish-
ing preparations; tempering substances; chemical preparations for welding;
chemical preparations for preserving foodstuffs; adhesive substances for indus-
trial use; antifreeze; anti-incrustant chemicals for industrial use

Class 017. First use: First Use: 0 First Use In Commerce: 0

Gutta-percha; elastic rubber; balata and substitutes, namely, latex for industrial
use; objects made of elastic rubber,namely, packing padding of rubber for ship-
ping containers; sheets and foils, namely, plastic sheets and metal foils forbuild-
ing insulation; plates and rods ofplastic materials, namely, semi-processed
plastic in the form of plates and rods; materials for blocking hermetically, stuffing
and insulating, namely, fiberglass building insulation; non-metal flexible tubes,
namely, flexible plastic pipes, plastic hoses for use in ventilation;electric, thermal
and acoustic insulators; insulating fabrics; sheets and plates used as synthetic
waterproofing diaphragm made of polymers, namely, water proofing membranes
for foundations of buildings; flexible membranes for protection against water and
humidity to be used in natural and artificial galleries; plastic materials in sheet
and plate form for waterproofing tubs for food and non-foodliquids; plastic mem-
branes for waterproofing hydraulic basins

U.S. Registration | 4204030 Application Date 07/02/2009

No.

Registration Date | 09/11/2012 Foreign Priority NONE
Date

Word Mark MAPEI ULTRALITE

Design Mark

MAPEI ULTRALITE

Description of
Mark

NONE

Goods/Services

Class 001. First use: First Use: 0 First Use In Commerce: 0

Chemical products for use in industry; unprocessed artificial and synthetic res-
ins; dispersions of plastics, namely, plasticizers and plastisols for use as addit-
ives in cement and concrete; adhesivesfor industrial use; roofing adhesives;
construction industry adhesives, adhesives for general industrial use, adhes-
ivesfor use in applying wall coverings, adhesives for use in the manufacture of
furniture; scale preventive agents, namely,chemical products for preventing
scale;chemical products for improving the characteristics of mortars and cement
blocks, namely, dual component chemical additives for use as a binding agent in
cement mortars

Class 019. First use: First Use: 0 First Use In Commerce: 0

Cement mixes; cement, namely, Portland cement, magnesia cement, non-
agricultural lime for use in construction; cement glue, namely, filling cement;
slag-lime cement; mortar; concrete; concrete road pavement boards, crash bar-




riers of concrete for roads; concrete panels; latex formixing with cement and
sand and for usein the building industry

U.S. Registration | 4665287 Application Date 10/04/2013
No.
Registration Date | 01/06/2015 Foreign Priority 09/20/2013
Date
Word Mark MAPEGUARD
" MAPEGUARD
Description of NONE

Mark

Goods/Services

Class 001. First use: First Use: 0 First Use In Commerce: 0

Industrial chemicals; Chemical for use in the construction industry; Chemical
preparations for scientific purposes; Unprocessed artificial and synthetic resins;
Dispersions of plastics for use in themanufacture of buildings; Unprocessed
plastics in powder, liquid or paste form;Tempering preparations; Chemical pre-
parations for soldering; Adhesive substances used in industry; Adhesives for
floor tiles and ceramic tiles; Adhesives for use in the construction industry; Ad-
hesives for cement manufactured products; Antifreeze; Chemicals for preventing
scale

Class 017. First use: First Use: 0 First Use In Commerce: 0

Gutta-percha; Raw or partly processed elastic gum; Objects made of rubber and
gutta-percha, namely, air hoses, acoustictiles, rubber sheets; Synthetic plasticas
semi-finished products in the form of plates and rods; Mica; Electrical insulating
mica products; Packing material for forming hermetic seals; Stuffing of plastic;
Insulating materials; Flexible pipes, not of metal; Electric, thermal and acoustic
insulators; Insulating fabrics; Nonmetal subfloor membrane for residential and
commercial soundproofing use; Sound absorbing flooring underlayment for use
with floors of ceramic tile and parquet flooring

U.S. Registration | 4876363 Application Date 09/23/2014

No.

Registration Date | 12/29/2015 Foreign Priority 09/15/2014
Date

Word Mark MAPEI FLEXCOLOR

Design Mark

MAPEI FLEXCOLOR

Description of
Mark

NONE

Goods/Services

Class 001. First use: First Use: 0 First Use In Commerce: 0

Concrete additives, namely, chemicals for use as liquefiers for prefabricated
concrete; polymers compositions used in the manufacture of commercial and in-
dustrial goods, namely, modified vinyl polymers; chemical preparations for use
in industry; chemical preparations for use in the chemical industry for construc-
tion; chemical preparations for scientific use; polymers compositions used in the
manufacture of commercial and industrial goods, namely, paste polymeric ma-
terials; unprocessed synthetic resins; dispersionsof plastics for use in the manu-
facture of lacquers, printing inks, additives and chemical products; unprocessed
plastics, in powder, liquid or paste form; tempering substances; chemical
products for soldering, namely, soldering chemicals; adhesives for use in in-
dustry; adhesive materials for the building industry, namely, adhesives for floors
and for ceramic coverings; adhesive materials for the building industry, namely,




adhesives forbuilding; adhesives for cement manufactured products; antifreeze;
chemicals used in industry, namely, anti-incrustants;adhesive materials for the
building industry, namely, adhesives for floors, forcoatings and for other building
materials

Class 017. First use: First Use: 0 First Use In Commerce: 0

Insulating materials; injectable insulating products for waterproofing of tunnels,
namely, insulating water proofing membranes, waterproof sealants; tarred insu-
lating tapes for waterproofing joints between foundations and walls; materials for
packing and insulating; materials for stopping leaks, namely, insulating water
proofing membranes, insulating water proofing tiles, waterproof sealants, water-
tight rings for plumbing pipes; waterproof sealants, namely, waterproofing putty
for ceramic tiles

Class 019. First use: First Use: 0 First Use In Commerce: 0

Building materials, namely, wall boards, wall stone, non-metal sealing tiles, floor-
boards, non-metal floors; stucco in the nature of decorative concrete overlays,
namely, cement stucco for plasters, tiles and floors; natural and artificialstone;
bricks; flagstone tiles; cement;non-agricultural lime for use in the construction;
mortar; gypsum and gravel; sandstone and cement provided in the tubeform;
road building materials, namely, asphalt, pitch and bitumen

U.S. Registration | 4498363 Application Date 07/09/2010

No.

Registration Date | 03/18/2014 Foreign Priority NONE
Date

Word Mark MAPEI GROUT REFRESH

Design Mark

MAPEI GROUT REFRESH

Description of
Mark

NONE

Goods/Services

Class 001. First use: First Use: 2010/06/00 First Use In Commerce: 2010/06/00

Chemical products for use in industry, namely, unprocessed artificial and syn-
thetic resins; dispersions of plastic, namely, plasticizers and plastisols for useas
additives in cement and concrete; adhesive substances for industrial use,
namely, roofing adhesives; construction industry adhesives, adhesives for gen-
eral industrial use, adhesives for use in applying wall coverings, adhesives for
use in the manufacture of furniture; scale preventive agents, namely, chemical
products for preventing scale; chemical products improving the characteristics of
mortars and cement blocks, namely, dual component chemical additives for use
as binding agents in cement mortars; chemical additives for use as binding
agents in cement mortars; chemical additives for cement mortar to improve per-
formance thereof

U.S. Registration | 4498573 Application Date 01/13/2012

No.

Registration Date | 03/18/2014 Foreign Priority NONE
Date




Word Mark MAPEROD
Design Mark
Description of NONE

Mark

Goods/Services

Class 001. First use: First Use: 2011/09/00 First Use In Commerce: 2011/09/00

Composite carbon epoxy in the nature ofhigh resistance carbon bars impreg-
natedwith epoxy resin; chemical products forindustry; adhesives for industry;
synthetic resins

Class 019. First use: First Use: 2011/09/00 First Use In Commerce: 2011/09/00
Reinforcing non-metal bars for structural repairs in the construction sector; rein-
forcing non-metal bars for cement products for masonry and for other building-

products damaged by seismic events, by wear and tear, or other natural ele-
ments

U.S. Registration | 4317609 Application Date 02/03/2011

No.

Registration Date | 04/09/2013 Foreign Priority NONE
Date

Word Mark MAPESIL

Design Mark

Description of NONE

Mark

Goods/Services

Class 001. First use: First Use: 2012/05/14 First Use In Commerce: 2012/05/14

Solvent-free chemical products for the construction industry, namely, chemicals-
for industrial purposes, industrial chemicals for use in the building in-
dustry;silicone resins

Class 017. First use: First Use: 2012/05/14 First Use In Commerce: 2012/05/14

Products for waterproofing and sealing construction products, namely, water-
proof sealants; acetic reticulation silicone-based sealants

U.S. Registration | 3845452 Application Date 02/05/2009
No.
Registration Date | 09/07/2010 Foreign Priority 08/05/2008




| Date |

Word Mark MAPEBLOX
o MII \PEBLOX
Description of NONE

Mark

Goods/Services

Class 017. First use: First Use: 0 First Use In Commerce: 0

Insulating compounds, injectable insulation products of synthetic oil-proof rubber
for water-proofing and sealing of galleries; bituminous insulating tapes forwater-
proofing of joints between foundations and gallery walls; packing and insulating
materials; latex for mixing withcement and sand and for using in construction

H.S. Registration | 1835935 Application Date 12/27/1991

0.

Registration Date | 05/10/1994 Foreign Priority 09/11/1991
Date

Word Mark MAPECEM

Design Mark

Description of NONE

Mark

Goods/Services

Class 001. First use: First Use: 1991/12/00 First Use In Commerce: 1991/12/00

special fast setting, fast curing, shrinkage free, hydraulic binder for concrete
screed

U.S. Registration | 3889412 Application Date 01/22/2010
No.
Registration Date | 12/14/2010 Foreign Priority NONE
Date
Word Mark MAPEFLEX
o M‘ \P E F L Ex
Description of NONE

Mark

Goods/Services

Class 017. First use: First Use: 0 First Use In Commerce: 0

Packing and insulating material; stopping materials, namely, sealant and filler-
compounds for joints, door stops of rubber, rubber stoppers for industrial pack-
aging containers and for the construction industry

Class 019. First use: First Use: 0 First Use In Commerce: 0

Non-metallic building materials for ready-built constructions and cement con-
structions, namely, erosion control fabric for construction purposes; non-metallic
building materials for use in construction, namely, glass mosaics for use in build-
ing construction, prefabricated panelsfor the construction industry, cement pan-
els

U.S. Registration | 4601916 Application Date 05/17/2012

No.

Registration Date | 09/09/2014 Foreign Priority NONE
Date




Word Mark MAPESHIELD
Design Mark
Description of NONE

Mark

Goods/Services

Class 009. First use: First Use: 2014/06/00 First Use In Commerce: 2014/06/00

Pure zinc anodes coated with a special conductive paste for galvanic, cathodic
protection against corrosion of reinforcement rods in new structures and in struc-
tures requiring repairs

U.S. Registration | 4281190 Application Date 11/15/2011
No.
Registration Date | 01/29/2013 Foreign Priority NONE
Date
Word Mark MAPEWRAP
~~ MAPEWRAP
Description of NONE

Mark

Goods/Services

Class 017. First use: First Use: 0 First Use In Commerce: 0

Carbon fiber fabrics for the static adaptation of structural building elements of re-
inforced concrete and prestressed reinforced concrete for resin impregnation;
glass fiber cloths for use in building insulation; products made of semi-pro-
cessed plastics, namely, films, rods, sheets; packing and insulating materials
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/Jeffrey A. Lindenbaum/
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JEFFREY A. LINDENBAUM

Date

06/25/2020




ATTORNEY DOCKET AX688

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
TRADEMARK TRIAL AND APPEAL BOARD

Applicant : MAFLON S.P.A.

Serial No. 1 79/270,722
Filed : July 18, 2019
For : MAPLUS

Published : June 16, 2020

Commissioner for Trademarks
Trademark Trial and Appeal Board
P.O. Box 1451

Alexandria, VA 22313-1451

NOTICE OF OPPOSITION

The Opposer, MAPEI S.p.A. (“MAPEI” or “Opposer”), having its place of business at
Via Cafiero, 22, Milano, Italy, 20158, would be damaged by the registration of the Class 001
goods of the mark shown in the above-identified application, and hereby opposes the same,
pursuant to 15 USC § 1063 and 37 CFR § 2.104.

As grounds for the opposition, it is alleged that:

(D) MAPETI is and has been engaged in the business of manufacturing, marketing, and
selling a variety of goods, including various adhesives, waterproofing products, polymers and
resins for over eighty years with ongoing sales in interstate commerce in the United States for
over forty years.

2) MAPEI owns the following trademarks in connection with various adhesives,
polymers and resins and has continuously used since prior to the Applicant’s filing date of its
application. MAPEGUARD for unprocessed artificial and synthetic resins; MAPEI
FLEXCOLOR for polymers compositions used in the manufacture of commercial and industrial
goods, unprocessed synthetic resins; MAPEI GROUT REFRESH for chemical products for use

in industry, namely, unprocessed artificial and synthetic resins; MAPEI ULTRALITE for



chemical products for use in industry; unprocessed artificial and synthetic resins; MAPELASTIC
for artificial and synthetic resins; MAPEPLAN for chemicals used in science; unprocessed
artificial and synthetic resins; MAPEROD for chemical products for industry; adhesives for
industry; synthetic resins; and MAPESIL for silicone resins.

3) MAPETI is also the owner of the following U.S. trademark registrations:

MAPEI Registration Number 2,252,757 Registered June 15, 1999
In International Class 19 for cement mixes for skim coating.

MAPELASTIC Registration Number 3,493,022 Registered August 26, 2008
In International Class 19 for road building materials, namely, cement mixes, asphalt; pitch
and bitumen.

MAPEPLAN Registration Number 3,825,301 Registered July 27, 2010
In International Class 1 for Industrial chemicals; chemicals used in science; unprocessed
artificial and synthetic resins.

MAPEI ULTRALITE Registration Number 4,204,030 Registered September 11, 2012
In International Class 19 for Cement; lime; mortar; light cement mortars; concrete; latex for
mixing with cement and sand and for use in the building industry.

MAPEGUARD Registration Number 4,665,287 Registered January 6, 2016

In International Class 1 for Industrial chemicals; Chemical for use in the construction
industry; Chemical preparations for scientific purposes; Unprocessed artificial and
synthetic resins; Dispersions of plastics for use in the manufacture of buildings; Unprocessed
plastics in powder, liquid or paste form.

MAPEI FLEXCOLOR Registration Number 4,876,363 Registered December 29, 2015
In International Class 1 for Concrete additives, namely, chemicals for use as liquefiers for
prefabricated concrete; polymers compositions used in the manufacture of commercial and
industrial goods, namely, modified vinyl polymers; chemical preparations for use in
industry; chemical preparations for use in the chemical industry for construction; chemical
preparations for scientific use; polymers compositions used in the manufacture of commercial
and industrial goods, namely, paste polymeric materials; unprocessed synthetic resins.

MAPEI GROUT REFRESH Registration Number 4,498,363 Registered March 18, 2014

In International Class 1 for Chemical products for use in industry, namely, unprocessed
artificial and synthetic resins; dispersions of plastic, namely, plasticizers and plastisols for use
as additives in cement and concrete.

MAPEROD Registration Number 4,498,573 Registered March 18, 2014



In International Class 1 for Composite carbon epoxy in the nature of high resistance carbon
bars impregnated with epoxy resin; chemical products for industry; adhesives for industry;
synthetic resins.

MAPESIL Registration Number 4,317,609 Registered April 9, 2013

In International Class 1 for Solvent-free chemical products for the construction industry,
namely, chemicals for industrial purposes, industrial chemicals for use in the building
industry; silicone resins.

MAPEBLOX Registration Number 3,845,452 Registered September 7, 2010
In International Class 17 for Insulating compounds, injectable insulation products of
synthetic oil-proof rubber for water-proofing and sealing of galleries; bituminous insulating
tapes for water-proofing of joints between foundations and gallery walls; packing

and insulating materials; latex for mixing with cement and sand and for using in construction.

MAPECEM Registration Number 1,835,935 Registered May 10, 1994
In International Class 1 for special fast setting, fast curing, shrinkage free, hydraulic binder for
concrete screed.

MAPEFLEX Registration Number 3,889,412 Registered December 14, 2010
In International Class 19 for Non-metallic building materials for ready-built constructions
and cement constructions, namely, erosion control fabric for construction purposes; non-
metallic building materials for use in construction, namely, glass mosaics for use in
building construction, prefabricated panels for the construction industry, cement panels.

MAPESHIELD Registration Number 4,601,916 Registered September 9, 2014

In International Class 9 for Pure zinc anodes coated with a special conductive paste for galvanic,
cathodic protection against corrosion of reinforcement rods in new structures and in structures
requiring repairs.

MAPEWRAP Registration Number 4,281,190 Registered January 29, 2013
In International Class 17 for Carbon fiber fabrics for the static adaptation of structural
building elements of reinforced concrete and prestressed reinforced concrete for resin
impregnation; glass fiber cloths for use in building insulation; products made of semi-
processed plastics, namely, films, rods, sheets; packing and insulating materials.

(Hereafter, collectively referred to as the “MAPEI Marks”.)

A copy of the United States Trademark Office’s records showing the status and title of the

above registrations is attached as Exhibit A.



4) MAPETI has used the MAPEI Marks in commerce and has acquired a considerable
and valuable goodwill and wide-scale recognition. The public has come to associate the MAPEI
Marks with Opposer and Opposer’s goods.

5) Opposer’s MAPEI Marks have acquired distinctiveness and were famous and
well-known in the United States and throughout the world prior to the filing date of Applicant’s
application.

(6) Opposer has priority based on it earlier use and earlier registrations.

(7 Applicant’s mark is confusingly similar to Opposer’s MAPEI Marks and is likely,
when used in conjunction with the Class 001 goods offered by the Applicant, to cause confusion,
or to cause mistake or to deceive. 15 USC § 1052(e).

(8) Applicant’s mark makes a highly similar commercial impression to Opposer’s
MAPEI Marks so as to cause confusion with the MAPEI Marks.

9) The overall commercial impression of Applicant’s mark, when applied to the
same or similar goods offered by the Opposer, would cause confusion, or be likely to cause
confusion, mistake, or deception.

(10)  Consumers encountering the Applicant’s mark and goods will likely believe that
such goods originate from or are authorized or sponsored by the Opposer, in view of the
similarity of goods and the indistinguishable differences between Opposer’s marks and the
Applicant’s mark.

(11)  Both the Applicant’s mark and the Opposer’s MAPEI Marks are applied to highly
related goods. Consumers would likely believe that the Applicant’s mark, as applied to its goods,

would designate the Opposer as the source of those goods.



(12)  On information and belief, both the Applicant’s mark and Opposer’s MAPEI
Marks are likely to be sold through the same or similar channels of distribution.

(13)  Applicant’s mark so resembles Opposer’s MAPEI Marks, as used in the United
States and not abandoned, as to likely cause confusion, or to cause mistake or to deceive.

(14)  Opposer will be damaged by registration of the Applicant’s confusingly similar

mark.

OPPOSER, MAPEI, prays that this application, Serial Number 79/270,722 be refused.

The Opposer respectfully requests that the opposition be sustained in favor of MAPEL

Respectfully submitted,

/Jeffrey A. Lindenbaum/
Jeffrey A. Lindenbaum
Jess M. Collen
Collen IP
The Holyoke-Manhattan Building
80 South Highland Avenue
Ossining, New York 10562
(914) 941-5668 Tel.
(914) 941-6091 Fax
Attorneys for Opposer

Dated: June 25, 2020

SHOULD ANY OTHER FEE BE REQUIRED, THE PATENT AND TRADEMARK OFFICE
IS HEREBY REQUESTED TO CHARGE SUCH FEE TO OUR DEPOSIT ACCOUNT 03-
2465.

I HEREBY CERTIFY THAT THIS CORRESPONDENCE IS BEING FILED
ELECTRONICALLY WITH THE UNITED STATES PATENT AND TRADEMARK OFFICE.

Date: June 25, 2020 /Jeffrey A. Lindenbaum/




EXHIBIT A

EXHIBIT A



Generated on: This page was generated by TSDR on 2020-06-25 17:34:25 EDT

Mark: MAPEI
US Serial Number: 75371999 Application Filing Oct. 14, 1997
Date:
US Registration 2252757 Registration Date: Jun. 15, 1999
Number:
Register: Principal
Mark Type: Trademark
TM5 Common Status LIVE/REGISTRATION/Issued and Active

Descriptor:

B\MAPEI

The trademark application has been registered with the Office.

Status: The registration has been renewed.
Status Date: Nov. 14,2019
Publication Date: Mar. 23, 1999

Mark Information

Mark Literal MAPEI
Elements:

Standard Character No
Claim:
Mark Drawing 3 - AN ILLUSTRATION DRAWING WHICH INCLUDES WORD(S)/ LETTER(S)/NUMBER(S)
Type:
Description of The mark consists in part of the design of overlapping cubes inside a laboratory beaker.
Mark:

Design Search 19.13.25 - Beakers
Code(s): 26.19.04 - Cubes (geometric)

Foreign Information

Foreign 240027 Foreign Feb. 22, 1980

Registration Registration Date:
Number:
Foreign CANADA Foreign Expiration Feb. 22, 1995
Application/Registration Date:
Country:

Foreign Feb. 22, 1995 Foreign Feb. 22,2010
Registration Registration
Renewal Date: Renewal Expiration
Date:

Goods and Services

Note:

The following symbols indicate that the registrant/owner has amended the goods/services:
e Brackets [..] indicate deleted goods/services;
e Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
e Asterisks *..* identify additional (new) wording in the goods/services.

For: adhesives for use in the cement and mortar industry

International 001 - Primary Class U.S Class(es): 001, 005, 006, 010, 026, 046

Class(es):
Class Status: ACTIVE
Basis: 1(a) 44(e)



First Use: 1979 Use in Commerce: 1979
For: adhesive sealant and caulking compounds
International 017 - Primary Class U.S Class(es): 001, 005, 012, 013, 035, 050
Class(es):
Class Status: ACTIVE
Basis: 1(a) 44(e)
First Use: 1985 Use in Commerce: 1985
For: cement mixes for skim coating, concrete, marble, tile or wood
International 019 - Primary Class U.S Class(es): 001, 012, 033, 050
Class(es):
Class Status: ACTIVE
Basis: 1(a) 44(e)
First Use: 1981 Use in Commerce: 1981
Basis Information (Case Level)
Filed Use: Yes Currently Use: Yes
Filed ITU: No Currently ITU: No
Filed 44D: No Currently 44E: Yes
Filed 44E: Yes Currently 66A: No
Filed 66A: No Currently No Basis: No
Filed No Basis: No
Current Owner(s) Information
Owner Name: MAPEI S.P.A.

Owner Address:

Legal Entity Type:

VIA CAFIERO 22
20158 MILAN ITALY

CORPORATION State or Country

Where Organized:

ITALY

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Jess M. Collen Docket Number: 56635
Attorney Primary trademark@collenip.com Attorney Email Yes
Email Address: Authorized:
Correspondent
Correspondent Jess M. Collen
Name/Address: Collen IP Intellectual Property Law
80 South Highland Avenue
THE HOLYOKE-MANHATTAN BUILDING
Ossining, NEW YORK UNITED STATES 10562
Phone: 9149415668
Correspondent e- trademark@collenip.com Correspondent e- Yes
mail: mail Authorized:
Domestic Representative
Domestic Jess M. Collen Phone: 9149415668
Representative
Name:
Domestic trademark@collenip.com Domestic Yes
Representative e- Representative e-
mail: mail Authorized:
Prosecution History
Date Description cceediig

Number



Nov. 14, 2019 NOTICE OF ACCEPTANCE OF SEC. 8 & 9 - E-MAILED

Nov. 14, 2019 REGISTERED AND RENEWED (SECOND RENEWAL - 10 YRS) 68973
Nov. 14, 2019 REGISTERED - SEC. 8 (10-YR) ACCEPTED/SEC. 9 GRANTED 68973
Nov. 12,2019 TEAS RESPONSE TO OFFICE ACTION-POST REG RECEIVED

May 09, 2019 POST REGISTRATION ACTION MAILED - SEC. 8 &9 68973

Apr. 29, 2019 TEAS SECTION 8 & 9 RECEIVED

Jun. 15,2018 COURTESY REMINDER - SEC. 8 (10-YR)/SEC. 9 E-MAILED

Apr. 18,2017 NOTICE OF SUIT

Apr. 18,2017 NOTICE OF SUIT

Apr. 14,2016 NOTICE OF SUIT

Apr. 14,2016 NOTICE OF SUIT

Apr. 14,2016 NOTICE OF SUIT

Jun. 29, 2010 ATTORNEY/DOM.REP.REVOKED AND/OR APPOINTED

Jun. 29, 2010 TEAS REVOKE/APP/CHANGE ADDR OF ATTY/DOM REP RECEIVED
May 06, 2010 AUTOMATIC UPDATE OF ASSIGNMENT OF OWNERSHIP

Apr. 08, 2009 REGISTERED AND RENEWED (FIRST RENEWAL - 10 YRS) 68973
Apr. 08, 2009 REGISTERED - SEC. 8 (10-YR) ACCEPTED/SEC. 9 GRANTED
Mar. 27, 2009 ASSIGNED TO PARALEGAL 68973

Mar. 20, 2009 REGISTERED - COMBINED SECTION 8 (10-YR) & SEC. 9 FILED

Mar. 20, 2009 PAPER RECEIVED

Jul. 27, 2005 REGISTERED - SEC. 8 (6-YR) ACCEPTED & SEC. 15 ACK.

Jul. 26, 2005 ASSIGNED TO PARALEGAL 61619
Jun. 17,2005 REGISTERED - SEC. 8 (6-YR) & SEC. 15 FILED

Jun. 17, 2005 PAPER RECEIVED

Feb. 14,2002 CORRECTION UNDER SECTION 7 A- PROCESSED

Sep. 20, 2000 RESPONSE RECEIVED TO POST REG. ACTION

Mar. 20, 2000 POST REGISTRATION ACTION MAILED - SEC. 7

Aug. 09, 1999 SEC 7 REQUEST FILED

Jun. 15, 1999 REGISTERED-PRINCIPAL REGISTER

Mar. 23, 1999 PUBLISHED FOR OPPOSITION

Feb. 19, 1999 NOTICE OF PUBLICATION

Jan. 08, 1999 APPROVED FOR PUB - PRINCIPAL REGISTER

Dec. 14, 1998 CORRESPONDENCE RECEIVED IN LAW OFFICE

Jun. 12,1998 NON-FINAL ACTION MAILED

Jun. 02, 1998 ASSIGNED TO EXAMINER 63030

TM Staff and Location Information

Current Location:

TM Staff Information - None
File Location
GENERIC WEB UPDATE Date in Location: Nov. 14, 2019

Assignment Abstract Of Title Information

Summary

Total Assignments:

1 Registrant: Mapei Inc.

Assignment 1 of 1

Conveyance:
Reel/Frame:
Date Recorded:

Supporting
Documents:

Name:

Legal Entity Type:

ASSIGNS THE ENTIRE INTEREST

4190/0513 Pages: 5
Apr. 22,2010

assignment-tm-4190-0513.pdf

Assignor
MAPEI INC. Execution Date: Apr. 06, 2010
CORPORATION State or Country CANADA



Name:

Legal Entity Type:

Address:

Correspondent
Name:

Correspondent
Address:

Domestic
Representative
Name:

Domestic
Representative
Address:

Where Organized:
Assignee
MAPEI S.P.A.

CORPORATION State or Country ITALY

Where Organized:

VIA CAFIERO 22
20158 MILAN, ITALY

Correspondent
JANE F. COLLEN

80 SOUTH HIGHLAND AVENUE
THE HOLYOKE-MANHATTAN BUILDING
OSSINING, NY 10562

Domestic Representative
JESS M. COLLEN

80 SOUTH HIGHLAND AVENUE
THE HOLYOKE-MANHATTAN BUILDING
OSSINING, NY 10562

Proceedings

Summary

Number of
Proceedings:

Type of Proceeding: Opposition

Proceeding
Number:

Status:

Interlocutory
Attorney:

Name:

Correspondent
Address:

Correspondent e-
mail:

Associated marks

Mark
AEPEI
Name:
Correspondent
Address:

Correspondent e-
mail:

Associated marks
Mark

MAPEI
MAPELASTIC
MAPEPLAN

MAPEI ULTRALITE

91253406 Filing Date: Dec 24, 2019

Terminated
REBECCA J STEMPIEN_COYLE

Status Date: Apr 17, 2020

Defendant
Li Juan

LI JUAN
WUHUA COUNTY GUANGDONG PROVINCE, XIN TIAN ZHUKENG VILLAGE MIANYANG TOWN
MEIZHOU CHINA , 514021

yh@xiansen365.com
Application Status ﬁzr:ll) - nzﬁils)::tion
Abandoned - After Inter-Partes Decision 88543519
Plaintiff(s)
MAPEI S.p.A.
JESS M COLLEN
COLLEN
THE HOLYOKE-MANHATTAN BUILDING, 80 SOUTH HIGHLAND AVENUE
OSSINING NY UNITED STATES, 10562
jcollen@collenip.com , mnesheiwat@collenip.com , docket@collenip.com , pmulhern@collenip.com
Application Status ﬁi"n?ti o nﬁg:f)ter? Ui
REGISTERED AND RENEWED 75371999 2252757
SECTION 71 ACCEPTED 79050270 3493022
SECTION 71 & 15-ACCEPTED AND ACKNOWLEDGED 79071986 3825301
SECTION 71 ACCEPTED 79074712 4204030




MAPEGUARD Registered 79143163 4665287
MAPEI FLEXCOLOR Registered 79157280 4876363
MAPEI GROUT REFRESH Section 8 and 15 - Accepted and Acknowledged 85081511 4498363
MAPEROD Registered 85516201 4498573
MAPESIL Section 8 - Accepted 85233604 4317609
MAPEBLOX SECTION 71 ACCEPTED 79073554 3845452
MAPECEM REGISTERED AND RENEWED 74234518 1835935
MAPEFLEX SECTION 71 ACCEPTED 79080856 3889412
MAPESHIELD Section 8 and 15 - Accepted and Acknowledged 85628183 4601916
MAPEWRAP SECTION 71 & 15-ACCEPTED AND ACKNOWLEDGED 79109059 4281190
Prosecution History
Entry Number History Text Date Due Date
1 FILED AND FEE Dec 24, 2019
2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Jan 10, 2020 Feb 19, 2020
3 INSTITUTED Jan 10, 2020
4 NOTICE OF DEFAULT Feb 29, 2020
5 BD DECISION: OPP SUSTAINED Apr 17, 2020
6 TERMINATED Apr 17, 2020
Type of Proceeding: Opposition
Proceeding 91250413 Filing Date: Aug 23, 2019
Number:
Status: Terminated Status Date: Dec 02, 2019
Interlocutory GEOFFREY MCNUTT
Attorney:
Defendant
Name: Alcor Holding LLC
Correspondent DEREK FAHEY
Address: THE PLUS IP FIRM
101 NE 3RD AVENUE, SUITE 1500
FORT LAUDERDALE FL UNITED STATES , 33301
Correspondent e- derek@plusfirm.com , info@plusfirm.com
mail:
Associated marks
Mark Application Status ﬁﬁ':ll) - nzﬁils)t;:tion
MAPLEX Abandoned - After Inter-Partes Decision 88329688
Plaintiff(s)
Name: MAPEI S.p.A.
Correspondent JESS M COLLEN
Address: COLLEN
THE HOLYOKE-MANHATTAN BUILDING, 80 SOUTH HIGHLAND AVENUE
OSSINING NY UNITED STATES, 10562
Correspondent "T jcollen@collenip.com , docket@collenip.com , pmulhern@collenip.com
mail:
Associated marks
Mark Application Status ﬁiﬁn?tier nﬁgils)t;?tion
MAPEFLEX SECTION 71 ACCEPTED 79080856 3889412
MAPEI REGISTERED AND RENEWED 75371999 2252757
MAPE IR CANCELLED; US REGISTRATION CANCELLED 79052991 3623147
MAPELASTIC SECTION 71 ACCEPTED 79050270 3493022
MAPEPLAN SECTION 71 & 15-ACCEPTED AND ACKNOWLEDGED 79071986 3825301
MAPEI ULTRALITE SECTION 71 ACCEPTED 79074712 4204030
MAPEGUARD Registered 79143163 4665287
MAPEI FLEXCOLOR Registered 79157280 4876363
MAPEI GROUT REFRESH Section 8 and 15 - Accepted and Acknowledged 85081511 4498363



MAPEROD Registered 85516201 4498573
MAPESIL Section 8 - Accepted 85233604 4317609
MAPEBLOX SECTION 71 ACCEPTED 79073554 3845452
MAPESHIELD Section 8 and 15 - Accepted and Acknowledged 85628183 4601916
MAPEWRAP SECTION 71 & 15-ACCEPTED AND ACKNOWLEDGED 79109059 4281190
MAPECEM REGISTERED AND RENEWED 74234518 1835935
Prosecution History
Entry Number History Text Date Due Date
1 FILED AND FEE Aug 23, 2019
2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Aug 23, 2019 Oct 02, 2019
3 INSTITUTED Aug 23, 2019
4 NOTICE OF DEFAULT Oct 12, 2019
5 BD DECISION: OPP SUSTAINED Dec 02, 2019
6 TERMINATED Dec 02, 2019
Type of Proceeding: Opposition
Proceeding 91240340 Filing Date: Mar 28, 2018
Number:
Status: Terminated Status Date: Apr 26, 2018
Interlocutory MARY CATHERINE FAINT
Attorney:
Defendant
Name: Ginar Technology Co., Ltd.
Correspondent CHARLES E BAXLEY
Address: HART BAXLEY DANIELS & HOLTON
90 JOHN STREET SUITE 403
NEW YORK NY UNITED STATES , 10038-3242
Correspondent e- ceb@hartbaxley.com
mail:
Associated marks
Mark Application Status ﬁiﬁr:tier nﬁg:f)t;:ztion
MAPEX Abandoned - After Inter-Partes Decision 87540090
Plaintiff(s)
Name: MAPEI S.p.A.
Correspondent JESS M COLLEN
Address: COLLEN
THE HOLYOKE-MANHATTAN BUILDING, 80 SOUTH HIGHLAND AVENUE
OSSINING NY UNITED STATES , 10562
Correspondent ﬁ- jcollen@collenip.com , mnesheiwat@collenip.com , docket@collenip.com , pmulhern@collenip.com
mail:
Associated marks
Mark Application Status ﬁ?xl:?llaer nﬁﬁ:ﬁ:ﬁtion
MAPEI REGISTERED AND RENEWED 75371999 2252757
MAPELASTIC SECTION 71 ACCEPTED 79050270 3493022
MAPEPLAN SECTION 71 & 15-ACCEPTED AND ACKNOWLEDGED 79071986 3825301
MAPEI ULTRALITE SECTION 71 ACCEPTED 79074712 4204030
MAPEGUARD Registered 79143163 4665287
MAPEI FLEXCOLOR Registered 79157280 4876363
MAPEI GROUT REFRESH Section 8 and 15 - Accepted and Acknowledged 85081511 4498363
MAPEROD Registered 85516201 4498573
MAPESIL Section 8 - Accepted 85233604 4317609
MAPEBLOX SECTION 71 ACCEPTED 79073554 3845452
MAPECEM REGISTERED AND RENEWED 74234518 1835935
MAPEFLEX SECTION 71 ACCEPTED 79080856 3889412




MAPESHIELD Section 8 and 15 - Accepted and Acknowledged 85628183 4601916
MAPEWRAP SECTION 71 & 15-ACCEPTED AND ACKNOWLEDGED 79109059 4281190
Prosecution History
Entry Number History Text Date Due Date
1 FILED AND FEE Mar 28, 2018
2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Mar 29, 2018 May 08, 2018
3 PENDING, INSTITUTED Mar 29, 2018
4 W/DRAW OF APPLICATION Apr 25, 2018
5 BD DECISION: SUSTAINED Apr 26, 2018
6 TERMINATED Apr 26, 2018
Type of Proceeding: Opposition
Proceeding 91231811 Filing Date: Dec 19, 2016
Number:
Status: Terminated Status Date: Jan 27,2017
Interlocutory GEOFFREY MCNUTT
Attorney:
Defendant
Name: Ginar Technology Co., LTD.
Correspondent CHARLES E BAXLEY
Address: HART BAXLEY DANIELS & HOLTON
90 JOHN STREET , SUITE 403
NEW YORK NY UNITED STATES , 10038-3242
Correspondent e- ceb@hartbaxley.com
mail:
Associated marks
Mark Application Status flfl:?l;er nﬁ?‘:ls)t;:tion
MAPEX Abandoned - After Inter-Partes Decision 86967480
Plaintiff(s)
Name: MAPEI S.p.A.
Correspondent JESS M COLLEN
Address: COLLEN IP INTELLECTUAL PROPERTY LAW PC
THE HOLYOKE-MANHATTAN BUILDING , 80 SOUTH HIGHLAND AVENUE
OSSINING NY UNITED STATES , 10562
Correspondent ﬁ- jcollen@collenip.com , docket@collenip.com , tqulick@collenip.com , pmulhern@collenip.com
mail:
Associated marks
Mark Application Status flz:?tl;er nﬁgizt;?tion
MAPEI REGISTERED AND RENEWED 75371999 2252757
MAPE IR CANCELLED; US REGISTRATION CANCELLED 79052991 3623147
MAPELASTIC SECTION 71 ACCEPTED 79050270 3493022
MAPEPLAN SECTION 71 & 15-ACCEPTED AND ACKNOWLEDGED 79071986 3825301
MAPEI ULTRALITE SECTION 71 ACCEPTED 79074712 4204030
MAPEGUARD Registered 79143163 4665287
MAPEI FLEXCOLOR Registered 79157280 4876363
MAPEI GROUT REFRESH Section 8 and 15 - Accepted and Acknowledged 85081511 4498363
MAPEROD Registered 85516201 4498573
MAPESIL Section 8 - Accepted 85233604 4317609
MAPEBLOX SECTION 71 ACCEPTED 79073554 3845452
MAPECEM REGISTERED AND RENEWED 74234518 1835935
MAPEFLEX SECTION 71 ACCEPTED 79080856 3889412
MAPESHIELD Section 8 and 15 - Accepted and Acknowledged 85628183 4601916
MAPEWRAP SECTION 71 & 15-ACCEPTED AND ACKNOWLEDGED 79109059 4281190
Prosecution History
Entry Number History Text Date Due Date



1 FILED AND FEE Dec 19, 2016
2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Dec 19, 2016 Jan 28, 2017
3 PENDING, INSTITUTED Dec 19, 2016
4 W/DRAW OF APPLICATION Jan 17,2017
5 BD DECISION: SUSTAINED Jan 27,2017
6 TERMINATED Jan 27,2017

Type of Proceeding: Opposition

Proceeding 91203869 Filing Date: Feb 15,2012
Number:
Status: Terminated Status Date: Feb 12,2013
Interlocutory CHERYL S GOODMAN
Attorney:
Defendant

Name: Marine Advance Product Innovation, LLC

Correspondent ROBERT A BRANDT
Address: ROBERT A BRANDT PA
696 NE 125TH ST
NORTH MIAMI FL UNITED STATES , 33161-5546

Correspondent e- robert@attorneybrandt.com
mail:

Associated marks

Mark Application Status ﬁi:::er nﬁgils)t;?tion

MAPI Section 8 - Accepted 85199823 4358403
Plaintiff(s)
Name: Mapei S.p.A.
Correspondent JESS M COLLEN
Address: COLLEN IP
80 SOUTH HIGHLAND AVENUE, THE HOLYOKE-MANHATTAN BUILDING
OSSINING NY UNITED STATES , 10562
Correspondent gl- tgulick@collenip.com , docket@collenip.com , egarvey@collenip.com , tjordan@collenip.com
mail:

Associated marks

Mark Application Status ﬁﬁ':[l) T nﬁgizt;ftion
MAPEI REGISTERED AND RENEWED 75371999 2252757

Prosecution History

Entry Number History Text Date Due Date
1 FILED AND FEE Feb 15, 2012
2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Feb 15, 2012 Mar 26, 2012
3 PENDING, INSTITUTED Feb 15, 2012
4 ANSWER Mar 16, 2012
5 D'S INITIAL DISCLOSURES May 29, 2012
6 BOARD'S COMMUNICATION Jun 01, 2012
7 P'S MOT TO SUSP PEND SETLMT NEGOTIATIONS Jun 01, 2012
8 SUSPENDED Jun 01, 2012
9 WITHDRAWAL OF OPPOSITION Feb 07,2013
10 BD'S DECISION: DISMISSED W/O PREJUDICE Feb 12,2013
11 TERMINATED Feb 12,2013

Type of Proceeding: Opposition

Proceeding 91194691 Filing Date: Apr 28, 2010
Number:
Status: Terminated Status Date: Sep 11, 2012
Interlocutory MARY CATHERINE FAINT
Attorney:

Defendant



Name:

Correspondent
Address:

Correspondent e-
mail:

Associated marks

Mark
MAPEX
Name:
Correspondent
Address:

Correspondent e-
mail:

Associated marks

Mark

MAPEI

MAPE
MAPELASTIC
MAPEPLAN

MAPEI ULTRALITE

0 N oo o~ W N =
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Entry Number

A-1 Chipseal, LLC

CHRISTOPHER M PARENT

BROWNSTEIN HYATT FARBER SCHRECK LLP
410 17TH STREET , SUITE 2200

DENVER CO UNITED STATES , 80202-4432

akrause@bhfs.com , dnipdocket@bhfs.com

Application Status

Section 8 and 15 - Accepted and Acknowledged
Plaintiff(s)

MAPEI S.p.A.

JESS M COLLEN
COLLEN IP

THE HOLYOKE-MANHATTAN BUILDING, 80 SOUTH HIGHLAND AVENUE

OSSINING NY UNITED STATES , 10562

tgulick@collenip.com , egarvey@collenip.com , docket@collenip.com

Application Status

REGISTERED AND RENEWED

IR CANCELLED; US REGISTRATION CANCELLED

SECTION 71 ACCEPTED

SECTION 71 & 15-ACCEPTED AND ACKNOWLEDGED

SECTION 71 ACCEPTED
Prosecution History

History Text
FILED AND FEE
NOTICE AND TRIAL DATES SENT; ANSWER DUE:
PENDING, INSTITUTED
ANSWER
STIPULATION FOR AN EXTENSION OF TIME
EXTENSION OF TIME GRANTED
STIP TO SUSPEND PEND SETTLEMENT NEGOTNS
SUSPENDED
STIPULATION FOR AN EXTENSION OF TIME
EXTENSION OF TIME GRANTED
STIPULATION FOR AN EXTENSION OF TIME
EXTENSION OF TIME GRANTED
STIPULATION FOR AN EXTENSION OF TIME
EXTENSION OF TIME GRANTED
STIPULATION FOR AN EXTENSION OF TIME
EXTENSION OF TIME GRANTED
STIP TO SUSPEND PEND SETTLEMENT NEGOTNS
SUSPENDED
STIP TO SUSPEND PEND SETTLEMENT NEGOTNS
SUSPENDED
STIP TO SUSPEND PEND SETTLEMENT NEGOTNS
SUSPENDED
STIP TO SUSPEND PEND SETTLEMENT NEGOTNS
SUSPENDED
MOTION TO AMEND APPLICATION
RESPONSE DUE 30 DAYS (DUE DATE)
WITHDRAWAL OF OPPOSITION

Date
Apr 28, 2010
Apr 29, 2010
Apr 29, 2010
Jun 08, 2010
Sep 28, 2010
Oct 19, 2010
Nov 18, 2010
Nov 18, 2010
Mar 16, 2011
Mar 16, 2011
May 19, 2011
May 19, 2011
Aug 12, 2011
Aug 15, 2011
Oct 14, 2011
Oct 14, 2011
Dec 13, 2011
Dec 13, 2011
Feb 10, 2012
Feb 10, 2012
Apr 09, 2012
Apr 09, 2012
Jun 08, 2012
Jun 20, 2012
Aug 02, 2012
Aug 16, 2012
Sep 07, 2012

Serial Registration
Number Number
77706758 4488697
Serial Registration
Number Number
75371999 2252757
79052991 3623147
79050270 3493022
79071986 3825301
79074712 4204030
Due Date
Jun 08, 2010
Sep 15, 2012



28
29

BD'S DECISION: DISMISSED W/ PREJUDICE
TERMINATED

Sep 11, 2012
Sep 11, 2012



Generated on: This page was generated by TSDR on 2020-06-25 17:35:11 EDT
Mark: MAPELASTIC

MAPELASTIC

US Serial Number: 79050270 Application Filing Dec. 11, 2007
Date:
US Registration 3493022 Registration Date: Aug. 26, 2008
Number:

Register: Principal
Mark Type: Trademark

TM5 Common Status LIVE/REGISTRATION/Issued and Active

Descriptor:
The trademark application has been registered with the Office.

Status: A Section 71 declaration has been accepted.
Status Date: Sep. 12,2018
Publication Date: Jun. 10, 2008

Mark Information

Mark Literal MAPELASTIC
Elements:

Standard Character No
Claim:

Mark Drawing 5 - AN ILLUSTRATION DRAWING WITH WORD(S) /LETTER(S)/ NUMBER(S) INSTYLIZED FORM
Type:
Color(s) Claimed: Color is not claimed as a feature of the mark.

Translation: The wording "MAPELASTIC" has no meaning in a foreign language.

Related Properties Information

International 0954250
Registration
Number:

International Dec. 11, 2007
Registration Date:

Goods and Services

Note:

The following symbols indicate that the registrant/owner has amended the goods/services:
e Brackets [..] indicate deleted goods/services;
e Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
e Asterisks *..* identify additional (new) wording in the goods/services.

For: Chemicals for industrial purposes; industrial chemicals for use in the building industry; dual component chemical additives for use as
binding agents in cement mortars; chemicals used in science; artificial and synthetic resins; dispersions of unprocessed plastics;
unprocessed plastics in powder, liquid or paste form; fire extinguishing compositions; chemicals for welding and soldering purposes;
adhesive used in industry; antifreeze; chemical products for preventing scale; industrial adhesives for stone slabs and strips

International 001 - Primary Class U.S Class(es): 001, 005, 006, 010, 026, 046
Class(es):

Class Status: ACTIVE
Basis: 66(a)
For: Building supplies, namely, plastic pipe supports, adhesive mortar for building purposes; bricks; slabs of cement, concrete, clay, slate,
non metal tiles; cement mixes; non agricultural lime for use in construction, mortars; dual component cement mortars, elastic cement

mortars; damp-proofing cement mortars for protecting concretes, swimming pools and balconies; plaster and gravel; tubing made of
sandstone and cement; road building materials, namely, cement mixes; asphalt; pitch and bitumen; semi-worked wood; building timber;



International

non-metal beams; planks; wood paneling; wood veneers; compound wood boards; building glass; glass panels for building construction

purposes; and glass tiles

019 - Primary Class U.S Class(es): 001, 012, 033, 050

Class(es):
Class Status: ACTIVE
Basis: 66(a)
Basis Information (Case Level)
Filed Use: No Currently Use: No
Filed ITU: No Currently ITU: No
Filed 44D: No Currently 44E: No
Filed 44E: No Currently 66A: Yes
Filed 66A: Yes Currently No Basis: No
Filed No Basis: No
Current Owner(s) Information
Owner Name: MAPEI S.P.A.

Owner Address:

Legal Entity Type:

Via Cafiero, 22
1-20158 MILANO ITALY

S.p.A. State or Country ITALY
Where Organized:

Attorney/Correspondence Information

Attorney Name:

Attorney Primary
Email Address:

Correspondent
Name/Address:

Phone:

Correspondent e-

Attorney of Record

Jess M. Collen Docket Number: Q526
trademark@collenip.com Attorney Email Yes
Authorized:
Correspondent

Jess M. Collen

Collen IP Intellectual Property Law, P.C.

80 South Highland Avenue

THE HOLYOKE-MANHATTAN BUILDING
Ossining, NEW YORK UNITED STATES 10562

914-941-5668

trademark@collenip.com Correspondent e- Yes

mail: mail Authorized:
Domestic Representative
Domestic Jess M. Collen Phone: 914-941-5668
Representative
Name:
Domestic trademark@collenip.com Domestic Yes
Representative e- Representative e-
mail: mail Authorized:
Prosecution History
Date Description zLo"«:nging
Sep. 12,2018 NOTICE OF ACCEPTANCE OF SEC. 71 - E-MAILED
Sep. 12,2018 REGISTERED-SEC.71 ACCEPTED 76874
Sep. 06, 2018 TEAS SECTION 71 RECEIVED
Dec. 28, 2017 INTERNATIONAL REGISTRATION RENEWED
Aug. 26, 2017 COURTESY REMINDER - SEC. 71 (10-YR) E-MAILED
Jul. 23, 2015 NEW REPRESENTATIVE AT IB RECEIVED
Sep. 03, 2014 NOTICE OF ACCEPTANCE OF SEC. 71 - E-MAILED
Sep. 03, 2014 REGISTERED-SEC.71 ACCEPTED 76874
Sep. 03, 2014 CASE ASSIGNED TO POST REGISTRATION PARALEGAL 76874



Aug. 26, 2014 TEAS SECTION 71 RECEIVED

Apr. 14,2013 FINAL DECISION TRANSACTION PROCESSED BY 1B
May 31, 2010 TEAS CHANGE OF CORRESPONDENCE RECEIVED
Dec. 22, 2008 FINAL DISPOSITION NOTICE SENT TO IB

Dec. 22, 2008 FINAL DISPOSITION PROCESSED

Nov. 27, 2008 FINAL DISPOSITION NOTICE CREATED, TO BE SENT TO IB
Aug. 26, 2008 REGISTERED-PRINCIPAL REGISTER

Jun. 10, 2008 PUBLISHED FOR OPPOSITION

May 21, 2008 NOTICE OF PUBLICATION

May 08, 2008 LAW OFFICE PUBLICATION REVIEW COMPLETED
May 07, 2008 APPROVED FOR PUB - PRINCIPAL REGISTER

May 07, 2008 AMENDMENT FROM APPLICANT ENTERED

May 07, 2008 CORRESPONDENCE RECEIVED IN LAW OFFICE
May 07, 2008 ASSIGNED TO LIE

May 06, 2008 PAPER RECEIVED

Apr. 19, 2008 REFUSAL PROCESSED BY IB

Mar. 26, 2008 NON-FINAL ACTION MAILED - REFUSAL SENT TO IB
Mar. 26, 2008 REFUSAL PROCESSED BY MPU

Mar. 26, 2008 NON-FINAL ACTION (IB REFUSAL) PREPARED FOR REVIEW
Mar. 25, 2008 NON-FINAL ACTION WRITTEN

Mar. 21, 2008 ASSIGNED TO EXAMINER

Mar. 21, 2008 NEW APPLICATION ENTERED IN TRAM

Mar. 20, 2008 SN ASSIGNED FOR SECT 66A APPL FROM IB

72589

76539

76539

76539
76539

67445

81092
81092

International Registration Information (Section 66a)

International
Registration
Number:

Intl. Registration
Status:

Notification of
Designation Date:

International
Registration
Renewal Date:

First Refusal Flag:

0954250 International Dec. 11, 2007
Registration Date:

REQUEST FOR EXTENSION OF PROTECTION Date of Mar. 20, 2008
PROCESSED International
Registration
Status:
Mar. 20, 2008 Date of Automatic Sep. 20, 2009
Protection:
Dec. 11, 2027
Yes

TM Staff and Location Information

TM Staff Information - None

File Location
Current Location: GENERIC WEB UPDATE Date in Location: Sep. 12,2018
Proceedings
Summary
Number of 5
Proceedings:
Type of Proceeding: Opposition
Proceeding 91253406 Filing Date: Dec 24, 2019
Number:
Status: Terminated Status Date: Apr 17, 2020

Interlocutory
Attorney:

REBECCA J STEMPIEN_COYLE

Defendant



Name:

Correspondent
Address:

Correspondent e-
mail:

Associated marks

Li Juan
LI JUAN

WUHUA COUNTY GUANGDONG PROVINCE, XIN TIAN ZHUKENG VILLAGE MIANYANG TOWN

MEIZHOU CHINA , 514021
yh@xiansen365.com

Mark Application Status flz:?t:er nﬁﬁ:ﬂ:?tion
AEPEI Abandoned - After Inter-Partes Decision 88543519
Plaintiff(s)
Name: MAPEI S.p.A.
Correspondent JESS M COLLEN
Address: COLLEN
THE HOLYOKE-MANHATTAN BUILDING, 80 SOUTH HIGHLAND AVENUE
OSSINING NY UNITED STATES , 10562
Correspondent ﬁ- jcollen@collenip.com , mnesheiwat@collenip.com , docket@collenip.com , pmulhern@collenip.com
mail:
Associated marks
Mark Application Status ﬁﬁ':ll) - :z%:f)t;?tion
MAPEI REGISTERED AND RENEWED 75371999 2252757
MAPELASTIC SECTION 71 ACCEPTED 79050270 3493022
MAPEPLAN SECTION 71 & 15-ACCEPTED AND ACKNOWLEDGED 79071986 3825301
MAPEI ULTRALITE SECTION 71 ACCEPTED 79074712 4204030
MAPEGUARD Registered 79143163 4665287
MAPEI FLEXCOLOR Registered 79157280 4876363
MAPEI GROUT REFRESH Section 8 and 15 - Accepted and Acknowledged 85081511 4498363
MAPEROD Registered 85516201 4498573
MAPESIL Section 8 - Accepted 85233604 4317609
MAPEBLOX SECTION 71 ACCEPTED 79073554 3845452
MAPECEM REGISTERED AND RENEWED 74234518 1835935
MAPEFLEX SECTION 71 ACCEPTED 79080856 3889412
MAPESHIELD Section 8 and 15 - Accepted and Acknowledged 85628183 4601916
MAPEWRAP SECTION 71 & 15-ACCEPTED AND ACKNOWLEDGED 79109059 4281190
Prosecution History
Entry Number History Text Date Due Date
1 FILED AND FEE Dec 24, 2019
2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Jan 10, 2020 Feb 19, 2020
3 INSTITUTED Jan 10, 2020
4 NOTICE OF DEFAULT Feb 29, 2020
5 BD DECISION: OPP SUSTAINED Apr 17, 2020
6 TERMINATED Apr 17, 2020
Type of Proceeding: Opposition
Proceeding 91250413 Filing Date: Aug 23, 2019
Number:
Status: Terminated Status Date: Dec 02, 2019
Interlocutory GEOFFREY MCNUTT
Attorney:
Defendant
Name: Alcor Holding LLC
Correspondent DEREK FAHEY
Address: THE PLUS IP FIRM

Correspondent e-

101 NE 3RD AVENUE, SUITE 1500
FORT LAUDERDALE FL UNITED STATES , 33301

derek@plusfirm.com , info@plusfirm.com




mail:

Associated marks

Mark Application Status ﬁ?x':?llaer nﬁﬁ:ﬁ:ﬁtion
MAPLEX Abandoned - After Inter-Partes Decision 88329688
Plaintiff(s)
Name: MAPEI S.p.A.
Correspondent JESS M COLLEN
Address: COLLEN
THE HOLYOKE-MANHATTAN BUILDING, 80 SOUTH HIGHLAND AVENUE
OSSINING NY UNITED STATES , 10562
Correspondent gl- jcollen@collenip.com , docket@collenip.com , pmulhern@collenip.com
mail:
Associated marks
Mark Application Status flfnr:tlyer nﬁg:ls)t;:tion
MAPEFLEX SECTION 71 ACCEPTED 79080856 3889412
MAPEI REGISTERED AND RENEWED 75371999 2252757
MAPE IR CANCELLED; US REGISTRATION CANCELLED 79052991 3623147
MAPELASTIC SECTION 71 ACCEPTED 79050270 3493022
MAPEPLAN SECTION 71 & 15-ACCEPTED AND ACKNOWLEDGED 79071986 3825301
MAPEI ULTRALITE SECTION 71 ACCEPTED 79074712 4204030
MAPEGUARD Registered 79143163 4665287
MAPEI FLEXCOLOR Registered 79157280 4876363
MAPEI GROUT REFRESH Section 8 and 15 - Accepted and Acknowledged 85081511 4498363
MAPEROD Registered 85516201 4498573
MAPESIL Section 8 - Accepted 85233604 4317609
MAPEBLOX SECTION 71 ACCEPTED 79073554 3845452
MAPESHIELD Section 8 and 15 - Accepted and Acknowledged 85628183 4601916
MAPEWRAP SECTION 71 & 15-ACCEPTED AND ACKNOWLEDGED 79109059 4281190
MAPECEM REGISTERED AND RENEWED 74234518 1835935
Prosecution History
Entry Number History Text Date Due Date
1 FILED AND FEE Aug 23, 2019
2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Aug 23, 2019 Oct 02, 2019
3 INSTITUTED Aug 23, 2019
4 NOTICE OF DEFAULT Oct 12, 2019
5 BD DECISION: OPP SUSTAINED Dec 02, 2019
6 TERMINATED Dec 02, 2019
Type of Proceeding: Opposition
Proceeding 91240340 Filing Date: Mar 28, 2018
Number:
Status: Terminated Status Date: Apr 26, 2018
Interlocutory MARY CATHERINE FAINT
Attorney:
Defendant
Name: Ginar Technology Co., Ltd.
Correspondent CHARLES E BAXLEY
Address: HART BAXLEY DANIELS & HOLTON
90 JOHN STREET SUITE 403
NEW YORK NY UNITED STATES , 10038-3242
Correspondent e- ceb@hartbaxley.com
mail:
Associated marks
Serial Registration

Mark

Application Status

Number

Number



MAPEX

Name: MAPEI S.p.A.

Correspondent JESS M COLLEN
Address: COLLEN

Abandoned - After Inter-Partes Decision 87540090

Plaintiff(s)

THE HOLYOKE-MANHATTAN BUILDING, 80 SOUTH HIGHLAND AVENUE
OSSINING NY UNITED STATES , 10562

Correspondent e- jcollen@collenip.com , mnesheiwat@collenip.com , docket@collenip.com , pmulhern@collenip.com

mail:

Associated marks

Mark Application Status ﬁi:::l;er nﬁg:it;?tion
MAPEI REGISTERED AND RENEWED 75371999 2252757
MAPELASTIC SECTION 71 ACCEPTED 79050270 3493022
MAPEPLAN SECTION 71 & 15-ACCEPTED AND ACKNOWLEDGED 79071986 3825301
MAPEI ULTRALITE SECTION 71 ACCEPTED 79074712 4204030
MAPEGUARD Registered 79143163 4665287
MAPEI FLEXCOLOR Registered 79157280 4876363
MAPEI GROUT REFRESH Section 8 and 15 - Accepted and Acknowledged 85081511 4498363
MAPEROD Registered 85516201 4498573
MAPESIL Section 8 - Accepted 85233604 4317609
MAPEBLOX SECTION 71 ACCEPTED 79073554 3845452
MAPECEM REGISTERED AND RENEWED 74234518 1835935
MAPEFLEX SECTION 71 ACCEPTED 79080856 3889412
MAPESHIELD Section 8 and 15 - Accepted and Acknowledged 85628183 4601916
MAPEWRAP SECTION 71 & 15-ACCEPTED AND ACKNOWLEDGED 79109059 4281190

Prosecution History

Entry Number History Text Date Due Date
1 FILED AND FEE Mar 28, 2018
2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Mar 29, 2018 May 08, 2018
3 PENDING, INSTITUTED Mar 29, 2018
4 W/DRAW OF APPLICATION Apr 25, 2018
5 BD DECISION: SUSTAINED Apr 26, 2018
6 TERMINATED Apr 26, 2018

Type of Proceeding: Opposition
Proceeding 91231811 Filing Date: Dec 19, 2016
Number:
Status: Terminated Status Date: Jan 27,2017
Interlocutory GEOFFREY MCNUTT
Attorney:
Defendant
Name: Ginar Technology Co., LTD.
Correspondent CHARLES E BAXLEY
Address: HART BAXLEY DANIELS & HOLTON
90 JOHN STREET , SUITE 403
NEW YORK NY UNITED STATES , 10038-3242
Correspondent e- ceb@hartbaxley.com
mail:
Associated marks
Mark Application Status flfurin:::er nﬁgﬁtxtion
MAPEX Abandoned - After Inter-Partes Decision 86967480
Plaintiff(s)
Name: MAPEI S.p.A.
Correspondent JESS M COLLEN

Address:

COLLEN IP INTELLECTUAL PROPERTY LAW PC



THE HOLYOKE-MANHATTAN BUILDING , 80 SOUTH HIGHLAND AVENUE
OSSINING NY UNITED STATES , 10562

Correspondent e- jcollen@collenip.com , docket@collenip.com , tgulick@collenip.com , pmulhern@collenip.com

mail:

Associated marks

Mark Application Status flﬁl:?tlrer nﬁgn:sbg?tion
MAPEI REGISTERED AND RENEWED 75371999 2252757
MAPE IR CANCELLED; US REGISTRATION CANCELLED 79052991 3623147
MAPELASTIC SECTION 71 ACCEPTED 79050270 3493022
MAPEPLAN SECTION 71 & 15-ACCEPTED AND ACKNOWLEDGED 79071986 3825301
MAPEI ULTRALITE SECTION 71 ACCEPTED 79074712 4204030
MAPEGUARD Registered 79143163 4665287
MAPEI FLEXCOLOR Registered 79157280 4876363
MAPEI GROUT REFRESH Section 8 and 15 - Accepted and Acknowledged 85081511 4498363
MAPEROD Registered 85516201 4498573
MAPESIL Section 8 - Accepted 85233604 4317609
MAPEBLOX SECTION 71 ACCEPTED 79073554 3845452
MAPECEM REGISTERED AND RENEWED 74234518 1835935
MAPEFLEX SECTION 71 ACCEPTED 79080856 3889412
MAPESHIELD Section 8 and 15 - Accepted and Acknowledged 85628183 4601916
MAPEWRAP SECTION 71 & 15-ACCEPTED AND ACKNOWLEDGED 79109059 4281190

Prosecution History

Entry Number History Text Date Due Date
1 FILED AND FEE Dec 19, 2016
2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Dec 19, 2016 Jan 28, 2017
3 PENDING, INSTITUTED Dec 19, 2016
4 W/DRAW OF APPLICATION Jan 17,2017
5 BD DECISION: SUSTAINED Jan 27,2017
6 TERMINATED Jan 27,2017

Type of Proceeding: Opposition
Proceeding 91194691 Filing Date: Apr 28, 2010
Number:
Status: Terminated Status Date: Sep 11, 2012
Interlocutory MARY CATHERINE FAINT
Attorney:
Defendant
Name: A-1 Chipseal, LLC
Correspondent CHRISTOPHER M PARENT
Address: BROWNSTEIN HYATT FARBER SCHRECK LLP
410 17TH STREET , SUITE 2200
DENVER CO UNITED STATES , 80202-4432
Correspondent e- akrause@bhfs.com , dnipdocket@bhfs.com
mail:
Associated marks
Mark Application Status ﬁzl;:?l;er nﬁﬂiigftion
MAPEX Section 8 and 15 - Accepted and Acknowledged 77706758 4488697
Plaintiff(s)
Name: MAPEI S.p.A.
Correspondent JESS M COLLEN
Address: COLLEN IP

Correspondent e-
mail:

THE HOLYOKE-MANHATTAN BUILDING, 80 SOUTH HIGHLAND AVENUE
OSSINING NY UNITED STATES , 10562

tgulick@collenip.com , egarvey@collenip.com , docket@collenip.com




Associated marks

Mark Application Status ﬁﬁ':ll) - nzﬁif)t;?tion
MAPEI REGISTERED AND RENEWED 75371999 2252757
MAPE IR CANCELLED; US REGISTRATION CANCELLED 79052991 3623147
MAPELASTIC SECTION 71 ACCEPTED 79050270 3493022
MAPEPLAN SECTION 71 & 15-ACCEPTED AND ACKNOWLEDGED 79071986 3825301
MAPEI ULTRALITE SECTION 71 ACCEPTED 79074712 4204030

Prosecution History

Entry Number History Text Date Due Date
1 FILED AND FEE Apr 28, 2010
2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Apr 29, 2010 Jun 08, 2010
3 PENDING, INSTITUTED Apr 29, 2010
4 ANSWER Jun 08, 2010
5 STIPULATION FOR AN EXTENSION OF TIME Sep 28, 2010
6 EXTENSION OF TIME GRANTED Oct 19, 2010
7 STIP TO SUSPEND PEND SETTLEMENT NEGOTNS Nov 18, 2010
8 SUSPENDED Nov 18, 2010
9 STIPULATION FOR AN EXTENSION OF TIME Mar 16, 2011
10 EXTENSION OF TIME GRANTED Mar 16, 2011
11 STIPULATION FOR AN EXTENSION OF TIME May 19, 2011
12 EXTENSION OF TIME GRANTED May 19, 2011
13 STIPULATION FOR AN EXTENSION OF TIME Aug 12, 2011
14 EXTENSION OF TIME GRANTED Aug 15, 2011
15 STIPULATION FOR AN EXTENSION OF TIME Oct 14, 2011
16 EXTENSION OF TIME GRANTED Oct 14, 2011
17 STIP TO SUSPEND PEND SETTLEMENT NEGOTNS Dec 13, 2011
18 SUSPENDED Dec 13, 2011
19 STIP TO SUSPEND PEND SETTLEMENT NEGOTNS Feb 10, 2012
20 SUSPENDED Feb 10, 2012
21 STIP TO SUSPEND PEND SETTLEMENT NEGOTNS Apr 09, 2012
22 SUSPENDED Apr 09, 2012
23 STIP TO SUSPEND PEND SETTLEMENT NEGOTNS Jun 08, 2012
24 SUSPENDED Jun 20, 2012
25 MOTION TO AMEND APPLICATION Aug 02, 2012
26 RESPONSE DUE 30 DAYS (DUE DATE) Aug 16, 2012 Sep 15, 2012
27 WITHDRAWAL OF OPPOSITION Sep 07, 2012
28 BD'S DECISION: DISMISSED W/ PREJUDICE Sep 11,2012
29 TERMINATED Sep 11,2012
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Mark: MAPEPLAN

MAPEPLAN

US Serial Number: 79071986 Application Filing Mar. 24, 2009
Date:
US Registration 3825301 Registration Date: Jul. 27,2010
Number:

Register: Principal
Mark Type: Trademark

TM5 Common Status LIVE/REGISTRATION/Issued and Active
Descriptor:
The trademark application has been registered with the Office.

Status: A Section 71 and 15 declaration has been accepted and acknowledged.
Status Date: Mar. 01, 2017
Publication Date: May 11, 2010

Mark Information

Mark Literal MAPEPLAN
Elements:

Standard Character Yes. The mark consists of standard characters without claim to any particular font style, size, or color.
Claim:

Mark Drawing 4 - STANDARD CHARACTER MARK
Type:

Related Properties Information

International 1010660
Registration
Number:

International Mar. 24, 2009
Registration Date:

Claimed Ownership 1835935, 3623147
of US
Registrations:

Goods and Services

Note:

The following symbols indicate that the registrant/owner has amended the goods/services:
e Brackets [..] indicate deleted goods/services;
e Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
e Asterisks *..* identify additional (new) wording in the goods/services.

For: Industrial chemicals; chemicals used in science; unprocessed artificial and synthetic resins; dispersions of plastics, namely, epoxy
resin dispersion for the preparation of clear coats, enamels, and primers; unprocessed plastic materials in powder, liquid or paste form;
fire extinguishing products, namely, fire extinguishing preparations; tempering substances; chemical preparations for welding; chemical
preparations for preserving foodstuffs; adhesive substances for industrial use; antifreeze; anti-incrustant chemicals for industrial use

International 001 - Primary Class U.S Class(es): 001, 005, 006, 010, 026, 046
Class(es):

Class Status: ACTIVE
Basis: 66(a)
For: Gutta-percha; elastic rubber; balata and substitutes, namely, latex for industrial use; objects made of elastic rubber, namely, packing
padding of rubber for shipping containers; sheets and foils, namely, plastic sheets and metal foils for building insulation; plates and

rods of plastic materials, namely, semi-processed plastic in the form of plates and rods; materials for blocking hermetically, stuffing and
insulating, namely, fiberglass building insulation; non-metal flexible tubes, namely, flexible plastic pipes, plastic hoses for use in



International

ventilation; electric, thermal and acoustic insulators; insulating fabrics; sheets and plates used as synthetic waterproofing diaphragm
made of polymers, namely, water proofing membranes for foundations of buildings; flexible membranes for protection against water
and humidity to be used in natural and artificial galleries; plastic materials in sheet and plate form for waterproofing tubs for food and

non-food liquids; plastic membranes for waterproofing hydraulic basins

017 - Primary Class

U.S Class(es): 001, 005, 012, 013, 035, 050

Class(es):
Class Status: ACTIVE
Basis: 66(a)
Basis Information (Case Level)
Filed Use: No Currently Use: No
Filed ITU: No Currently ITU: No
Filed 44D: No Currently 44E: No
Filed 44E: No Currently 66A: Yes
Filed 66A: Yes Currently No Basis: No
Filed No Basis: No
Current Owner(s) Information
Owner Name: MAPEI S.p.A.

Owner Address:

Legal Entity Type:

Via Cafiero, 22
MILANO ITALY 20158

societa per azioni (spa) State or Country ITALY

Where Organized:

Attorney/Correspondence Information

Attorney Name:

Attorney Primary
Email Address:

Correspondent
Name/Address:

Phone:

Correspondent e-

Attorney of Record

Jess M. Collen Docket Number: J1273

trademark@collenip.com Attorney Email Yes

Authorized:

Correspondent

Jess M. Collen

Collen IP Intellectual Property Law

80 South Highland Avenue

THE HOLYOKE-MANHATTAN BUILDING
Ossining, NEW YORK UNITED STATES 10562

9149415668

trademark@collenip.com Correspondent e- Yes

mail: mail Authorized:
Domestic Representative
Domestic Jess M. Collen Phone: 9149415668
Representative
Name:
Domestic trademark@collenip.com Domestic Yes
Representative e- Representative e-
mail: mail Authorized:
Prosecution History
Date Description 'I:Lontizzging
Apr. 07, 2020 POST REGISTRATION ACTION MAILED - SEC.71 71378
Apr. 01, 2020 CASE ASSIGNED TO POST REGISTRATION PARALEGAL 71378
Feb. 14, 2020 TEAS SECTION 71 RECEIVED
Jul. 27, 2019 COURTESY REMINDER - SEC. 71 (10-YR) E-MAILED
Apr. 11,2019 INTERNATIONAL REGISTRATION RENEWED
Mar. 01, 2017 NOTICE OF ACCEPTANCE OF SEC. 71 & 15 - E-MAILED
Mar. 01, 2017 REGISTERED - SEC. 71 ACCEPTED & SEC. 15 ACK. 67657



Sep. 01, 2016
Sep. 01, 2016
Jul. 27, 2016
Jul. 23, 2015

Apr.

21,2013

Dec. 02, 2010
Dec. 02, 2010

Oct.

27,2010

Jul. 27,2010
May 11, 2010

Apr.
Apr.
Apr.

Mar.
Mar.
Mar.
Mar.
Mar.
Mar.

Oct.

Sep.
Sep.
Sep.
Sep.
Sep.
Sep.
Sep.
Sep.

21,2010
07,2010
07,2010
25,2010
25,2010
25,2010
18,2010
08, 2010
08, 2010
16, 2009
24,2009
24,2009
24,2009
23, 2009
22,2009
18, 2009
18, 2009
17,2009

POST REGISTRATION ACTION MAILED - SEC. 71 & 15
CASE ASSIGNED TO POST REGISTRATION PARALEGAL

TEAS SECTION 71 & 15 RECEIVED
NEW REPRESENTATIVE AT IB RECEIVED

FINAL DECISION TRANSACTION PROCESSED BY IB

FINAL DISPOSITION NOTICE SENT TO IB
FINAL DISPOSITION PROCESSED

FINAL DISPOSITION NOTICE CREATED, TO BE SENT TO IB

REGISTERED-PRINCIPAL REGISTER

PUBLISHED FOR OPPOSITION

NOTICE OF PUBLICATION

LAW OFFICE PUBLICATION REVIEW COMPLETED
APPROVED FOR PUB - PRINCIPAL REGISTER
TEAS/EMAIL CORRESPONDENCE ENTERED
CORRESPONDENCE RECEIVED IN LAW OFFICE
ASSIGNED TO LIE

TEAS RESPONSE TO OFFICE ACTION RECEIVED

ATTORNEY/DOM.REP.REVOKED AND/OR APPOINTED

TEAS REVOKE/APP/CHANGE ADDR OF ATTY/DOM REP RECEIVED

REFUSAL PROCESSED BY IB

NON-FINAL ACTION MAILED - REFUSAL SENT TO IB

REFUSAL PROCESSED BY MPU

NON-FINAL ACTION (IB REFUSAL) PREPARED FOR REVIEW

NON-FINAL ACTION WRITTEN
APPLICATION FILING RECEIPT MAILED
ASSIGNED TO EXAMINER

NEW APPLICATION OFFICE SUPPLIED DATA ENTERED IN TRAM

SN ASSIGNED FOR SECT 66A APPL FROM IB

69195
69195

67445

70884

70884

70884
70884

72589

85328

85328

International Registration Information (Section 66a)

International 1010660
Registration
Number:

Priority Claimed Yes

Flag:

Intl. Registration REQUEST FOR EXTENSION OF PROTECTION

Status: PROCESSED

Notification of Sep. 17, 2009
Designation Date:

International Mar. 24, 2029
Registration
Renewal Date:

First Refusal Flag: Yes

International
Registration Date:

Date of Section 67
Priority Claim:

Date of
International
Registration

Status:

Date of Automatic
Protection:

Mar. 24, 2009

Mar. 11, 2009

Sep. 17, 2009

Mar. 17, 2011

TM Staff and Location Information

TM Staff Information

TM Attorney: MARTIN, LIEF ANDREW

Current Location: TMO LAW OFFICE 112

Law Office
Assigned:

File Location

LAW OFFICE 112

Date in Location: Apr. 07, 2020

Proceedings

Summary

Number of 5



Proceedings:

Type of Proceeding: Opposition

Proceeding 91253406 Filing Date: Dec 24, 2019
Number:
Status: Terminated Status Date: Apr 17, 2020
Interlocutory REBECCA J STEMPIEN_COYLE
Attorney:
Defendant

Name: LidJuan
Correspondent LI JUAN

Address: WUHUA COUNTY GUANGDONG PROVINCE, XIN TIAN ZHUKENG VILLAGE MIANYANG TOWN

MEIZHOU CHINA , 514021

Correspondent e- yh@xiansen365.com
mail:

Associated marks

Mark Application Status ﬁi:fll) - nﬁg:ls):: tlon

AEPEI Abandoned - After Inter-Partes Decision 88543519
Plaintiff(s)
Name: MAPEI S.p.A.
Correspondent JESS M COLLEN
Address: COLLEN
THE HOLYOKE-MANHATTAN BUILDING, 80 SOUTH HIGHLAND AVENUE
OSSINING NY UNITED STATES , 10562
Correspondent ﬁ- jcollen@collenip.com , mnesheiwat@collenip.com , docket@collenip.com , pmulhern@collenip.com
mail:

Associated marks

Mark Application Status fli:::er nﬁg:zt;?tion
MAPEI REGISTERED AND RENEWED 75371999 2252757
MAPELASTIC SECTION 71 ACCEPTED 79050270 3493022
MAPEPLAN SECTION 71 & 15-ACCEPTED AND ACKNOWLEDGED 79071986 3825301
MAPEI ULTRALITE SECTION 71 ACCEPTED 79074712 4204030
MAPEGUARD Registered 79143163 4665287
MAPEI FLEXCOLOR Registered 79157280 4876363
MAPEI GROUT REFRESH Section 8 and 15 - Accepted and Acknowledged 85081511 4498363
MAPEROD Registered 85516201 4498573
MAPESIL Section 8 - Accepted 85233604 4317609
MAPEBLOX SECTION 71 ACCEPTED 79073554 3845452
MAPECEM REGISTERED AND RENEWED 74234518 1835935
MAPEFLEX SECTION 71 ACCEPTED 79080856 3889412
MAPESHIELD Section 8 and 15 - Accepted and Acknowledged 85628183 4601916
MAPEWRAP SECTION 71 & 15-ACCEPTED AND ACKNOWLEDGED 79109059 4281190

Prosecution History

Entry Number History Text Date Due Date
1 FILED AND FEE Dec 24, 2019
2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Jan 10, 2020 Feb 19, 2020
3 INSTITUTED Jan 10, 2020
4 NOTICE OF DEFAULT Feb 29, 2020
5 BD DECISION: OPP SUSTAINED Apr 17, 2020
6 TERMINATED Apr 17, 2020

Type of Proceeding: Opposition
Proceeding 91250413 Filing Date: Aug 23, 2019

Number:

Status: Terminated Status Date: Dec 02, 2019



Interlocutory
Attorney:

Name:

Correspondent
Address:

Correspondent e-
mail:

Associated marks

GEOFFREY MCNUTT

Defendant
Alcor Holding LLC

DEREK FAHEY

THE PLUS IP FIRM

101 NE 3RD AVENUE, SUITE 1500

FORT LAUDERDALE FL UNITED STATES , 33301

derek@plusfirm.com , info@plusfirm.com

Mark Application Status ﬁzr:ll) - nzg:ls)t;?tion
MAPLEX Abandoned - After Inter-Partes Decision 88329688
Plaintiff(s)
Name: MAPEI S.p.A.
Correspondent JESS M COLLEN
Address: COLLEN
THE HOLYOKE-MANHATTAN BUILDING, 80 SOUTH HIGHLAND AVENUE
OSSINING NY UNITED STATES , 10562
Correspondent ﬁ- jcollen@collenip.com , docket@collenip.com , pmulhern@collenip.com
mail:
Associated marks
Mark Application Status ﬁiﬂnftier nﬁgils)t;?tion
MAPEFLEX SECTION 71 ACCEPTED 79080856 3889412
MAPEI REGISTERED AND RENEWED 75371999 2252757
MAPE IR CANCELLED; US REGISTRATION CANCELLED 79052991 3623147
MAPELASTIC SECTION 71 ACCEPTED 79050270 3493022
MAPEPLAN SECTION 71 & 15-ACCEPTED AND ACKNOWLEDGED 79071986 3825301
MAPEI ULTRALITE SECTION 71 ACCEPTED 79074712 4204030
MAPEGUARD Registered 79143163 4665287
MAPEI FLEXCOLOR Registered 79157280 4876363
MAPEI GROUT REFRESH Section 8 and 15 - Accepted and Acknowledged 85081511 4498363
MAPEROD Registered 85516201 4498573
MAPESIL Section 8 - Accepted 85233604 4317609
MAPEBLOX SECTION 71 ACCEPTED 79073554 3845452
MAPESHIELD Section 8 and 15 - Accepted and Acknowledged 85628183 4601916
MAPEWRAP SECTION 71 & 15-ACCEPTED AND ACKNOWLEDGED 79109059 4281190
MAPECEM REGISTERED AND RENEWED 74234518 1835935
Prosecution History
Entry Number History Text Date Due Date
1 FILED AND FEE Aug 23, 2019
2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Aug 23, 2019 Oct 02, 2019
3 INSTITUTED Aug 23, 2019
4 NOTICE OF DEFAULT Oct 12, 2019
5 BD DECISION: OPP SUSTAINED Dec 02, 2019
6 TERMINATED Dec 02, 2019
Type of Proceeding: Opposition
Proceeding 91240340 Filing Date: Mar 28, 2018
Number:
Status: Terminated Status Date: Apr 26, 2018
Interlocutory MARY CATHERINE FAINT
Attorney:
Defendant
Name: Ginar Technology Co., Ltd.



Correspondent
Address:

Correspondent e-
mail:

Associated marks

CHARLES E BAXLEY

HART BAXLEY DANIELS & HOLTON

90 JOHN STREET SUITE 403

NEW YORK NY UNITED STATES , 10038-3242

ceb@hartbaxley.com

Mark Application Status ﬁiﬁn?t:er nﬁgils)t;?tion
MAPEX Abandoned - After Inter-Partes Decision 87540090
Plaintiff(s)
Name: MAPEI S.p.A.
Correspondent JESS M COLLEN
Address: COLLEN
THE HOLYOKE-MANHATTAN BUILDING, 80 SOUTH HIGHLAND AVENUE
OSSINING NY UNITED STATES , 10562
Correspondent gl- jcollen@collenip.com , mnesheiwat@collenip.com , docket@collenip.com , pmulhern@collenip.com
mail:
Associated marks
Mark Application Status ﬁz:irﬁ;er nﬁﬂiigftion
MAPEI REGISTERED AND RENEWED 75371999 2252757
MAPELASTIC SECTION 71 ACCEPTED 79050270 3493022
MAPEPLAN SECTION 71 & 15-ACCEPTED AND ACKNOWLEDGED 79071986 3825301
MAPEI ULTRALITE SECTION 71 ACCEPTED 79074712 4204030
MAPEGUARD Registered 79143163 4665287
MAPEI FLEXCOLOR Registered 79157280 4876363
MAPEI GROUT REFRESH Section 8 and 15 - Accepted and Acknowledged 85081511 4498363
MAPEROD Registered 85516201 4498573
MAPESIL Section 8 - Accepted 85233604 4317609
MAPEBLOX SECTION 71 ACCEPTED 79073554 3845452
MAPECEM REGISTERED AND RENEWED 74234518 1835935
MAPEFLEX SECTION 71 ACCEPTED 79080856 3889412
MAPESHIELD Section 8 and 15 - Accepted and Acknowledged 85628183 4601916
MAPEWRAP SECTION 71 & 15-ACCEPTED AND ACKNOWLEDGED 79109059 4281190
Prosecution History
Entry Number History Text Date Due Date
1 FILED AND FEE Mar 28, 2018
2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Mar 29, 2018 May 08, 2018
3 PENDING, INSTITUTED Mar 29, 2018
4 W/DRAW OF APPLICATION Apr 25,2018
5 BD DECISION: SUSTAINED Apr 26, 2018
6 TERMINATED Apr 26, 2018
Type of Proceeding: Opposition
Proceeding 91231811 Filing Date: Dec 19, 2016
Number:
Status: Terminated Status Date: Jan 27,2017
Interlocutory GEOFFREY MCNUTT
Attorney:
Defendant
Name: Ginar Technology Co., LTD.
Correspondent CHARLES E BAXLEY
Address: HART BAXLEY DANIELS & HOLTON

Correspondent e-

90 JOHN STREET , SUITE 403
NEW YORK NY UNITED STATES , 10038-3242

ceb@hartbaxley.com



mail:

Associated marks

Mark Application Status ﬁ?x':?llaer nﬁﬁ:ﬁ:ﬁtion
MAPEX Abandoned - After Inter-Partes Decision 86967480
Plaintiff(s)
Name: MAPEI S.p.A.
Correspondent JESS M COLLEN
Address: COLLEN IP INTELLECTUAL PROPERTY LAW PC
THE HOLYOKE-MANHATTAN BUILDING , 80 SOUTH HIGHLAND AVENUE
OSSINING NY UNITED STATES , 10562
Correspondent gl- jcollen@collenip.com , docket@collenip.com , tgulick@collenip.com , pmulhern@collenip.com
mail:
Associated marks
Mark Application Status flfnr:tlyer nﬁg:ls)t;:tion
MAPEI REGISTERED AND RENEWED 75371999 2252757
MAPE IR CANCELLED; US REGISTRATION CANCELLED 79052991 3623147
MAPELASTIC SECTION 71 ACCEPTED 79050270 3493022
MAPEPLAN SECTION 71 & 15-ACCEPTED AND ACKNOWLEDGED 79071986 3825301
MAPEI ULTRALITE SECTION 71 ACCEPTED 79074712 4204030
MAPEGUARD Registered 79143163 4665287
MAPEI FLEXCOLOR Registered 79157280 4876363
MAPEI GROUT REFRESH Section 8 and 15 - Accepted and Acknowledged 85081511 4498363
MAPEROD Registered 85516201 4498573
MAPESIL Section 8 - Accepted 85233604 4317609
MAPEBLOX SECTION 71 ACCEPTED 79073554 3845452
MAPECEM REGISTERED AND RENEWED 74234518 1835935
MAPEFLEX SECTION 71 ACCEPTED 79080856 3889412
MAPESHIELD Section 8 and 15 - Accepted and Acknowledged 85628183 4601916
MAPEWRAP SECTION 71 & 15-ACCEPTED AND ACKNOWLEDGED 79109059 4281190
Prosecution History
Entry Number History Text Date Due Date
1 FILED AND FEE Dec 19, 2016
2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Dec 19, 2016 Jan 28, 2017
3 PENDING, INSTITUTED Dec 19, 2016
4 W/DRAW OF APPLICATION Jan 17,2017
5 BD DECISION: SUSTAINED Jan 27,2017
6 TERMINATED Jan 27,2017
Type of Proceeding: Opposition
Proceeding 91194691 Filing Date: Apr 28, 2010
Number:
Status: Terminated Status Date: Sep 11,2012
Interlocutory MARY CATHERINE FAINT
Attorney:
Defendant
Name: A-1 Chipseal, LLC
Correspondent CHRISTOPHER M PARENT
Address: BROWNSTEIN HYATT FARBER SCHRECK LLP
410 17TH STREET , SUITE 2200
DENVER CO UNITED STATES , 80202-4432
Correspondent e- akrause@bhfs.com , dnipdocket@bhfs.com
mail:
Associated marks
Serial Registration

Mark

Application Status

Number

Number



MAPEX

Name:

Correspondent
Address:

Correspondent e-
mail:

Associated marks

Mark

MAPEI

MAPE
MAPELASTIC
MAPEPLAN

MAPEI ULTRALITE
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Entry Number

Section 8 and 15 - Accepted and Acknowledged
Plaintiff(s)
MAPEI S.p.A.

JESS M COLLEN

COLLEN IP

THE HOLYOKE-MANHATTAN BUILDING, 80 SOUTH HIGHLAND AVENUE
OSSINING NY UNITED STATES , 10562

tqulick@collenip.com , egarvey@collenip.com , docket@collenip.com

Application Status

REGISTERED AND RENEWED

IR CANCELLED; US REGISTRATION CANCELLED

SECTION 71 ACCEPTED

SECTION 71 & 15-ACCEPTED AND ACKNOWLEDGED

SECTION 71 ACCEPTED
Prosecution History
History Text
FILED AND FEE
NOTICE AND TRIAL DATES SENT; ANSWER DUE:
PENDING, INSTITUTED
ANSWER
STIPULATION FOR AN EXTENSION OF TIME
EXTENSION OF TIME GRANTED
STIP TO SUSPEND PEND SETTLEMENT NEGOTNS
SUSPENDED
STIPULATION FOR AN EXTENSION OF TIME
EXTENSION OF TIME GRANTED
STIPULATION FOR AN EXTENSION OF TIME
EXTENSION OF TIME GRANTED
STIPULATION FOR AN EXTENSION OF TIME
EXTENSION OF TIME GRANTED
STIPULATION FOR AN EXTENSION OF TIME
EXTENSION OF TIME GRANTED
STIP TO SUSPEND PEND SETTLEMENT NEGOTNS
SUSPENDED
STIP TO SUSPEND PEND SETTLEMENT NEGOTNS
SUSPENDED
STIP TO SUSPEND PEND SETTLEMENT NEGOTNS
SUSPENDED
STIP TO SUSPEND PEND SETTLEMENT NEGOTNS
SUSPENDED
MOTION TO AMEND APPLICATION
RESPONSE DUE 30 DAYS (DUE DATE)
WITHDRAWAL OF OPPOSITION
BD'S DECISION: DISMISSED W/ PREJUDICE
TERMINATED

Date
Apr 28, 2010
Apr 29, 2010
Apr 29, 2010
Jun 08, 2010
Sep 28, 2010
Oct 19, 2010
Nov 18, 2010
Nov 18, 2010
Mar 16, 2011
Mar 16, 2011
May 19, 2011
May 19, 2011
Aug 12, 2011
Aug 15, 2011
Oct 14, 2011
Oct 14, 2011
Dec 13, 2011
Dec 13, 2011
Feb 10, 2012
Feb 10, 2012
Apr 09, 2012
Apr 09, 2012
Jun 08, 2012
Jun 20, 2012
Aug 02, 2012
Aug 16, 2012
Sep 07, 2012
Sep 11, 2012
Sep 11, 2012

77706758 4488697
Serial Registration
Number Number

75371999 2252757

79052991 3623147

79050270 3493022

79071986 3825301

79074712 4204030

Due Date
Jun 08, 2010
Sep 15, 2012
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Mark:

MAPEI ULTRALITE

8 ILRALT

US Serial Number: 79074712 Application Filing Jul. 02, 2009
Date:

US Registration 4204030 Registration Date: Sep. 11,2012

Number:

Register: Principal

Mark Type: Trademark
TM5 Common Status LIVE/REGISTRATION/Issued and Active
Descriptor:
The trademark application has been registered with the Office.
Status: A Section 71 declaration has been accepted.

Status Date:

Publication Date:

Sep. 19, 2018
Jun. 26, 2012

Mark Information

Mark Literal
Elements:

Standard Character
Claim:

Mark Drawing
Type:

Disclaimer:

MAPEI ULTRALITE

Yes. The mark consists of standard characters without claim to any particular font style, size, or color.

4 - STANDARD CHARACTER MARK

"ULTRALITE"

Related Properties Information

International
Registration
Number:

International
Registration Date:

Claimed Ownership
of US
Registrations:

1018203

Jul. 02, 2009

2252757, 2373357, 3623147 and others

Goods and Services

Note:

The following symbols indicate that the registrant/owner has amended the goods/services:
e Brackets [..] indicate deleted goods/services;
e Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
e Asterisks *..* identify additional (new) wording in the goods/services.

For:

International

Class(es):
Class Status:

Basis:

For:

Chemical products for use in industry; unprocessed artificial and synthetic resins; dispersions of plastics, namely, plasticizers and
plastisols for use as additives in cement and concrete; adhesives for industrial use; roofing adhesives; construction industry adhesives,
adhesives for general industrial use, adhesives for use in applying wall coverings, adhesives for use in the manufacture of furniture;
scale preventive agents, namely, chemical products for preventing scale; chemical products for improving the characteristics of mortars
and cement blocks, namely, dual component chemical additives for use as a binding agent in cement mortars

001 - Primary Class U.S Class(es): 001, 005, 006, 010, 026, 046

ACTIVE
66(a)

Cement mixes; cement, namely, Portland cement, magnesia cement, non-agricultural lime for use in construction; cement glue,



International

namely, filling cement; slag-lime cement; mortar; concrete; concrete road pavement boards, crash barriers of concrete for roads;

concrete panels; latex for mixing with cement and sand and for use in the building industry

019 - Primary Class U.S Class(es): 001, 012, 033, 050

Class(es):
Class Status: ACTIVE
Basis: 66(a)
Basis Information (Case Level)
Filed Use: No Currently Use: No
Filed ITU: No Currently ITU: No
Filed 44D: No Currently 44E: No
Filed 44E: No Currently 66A: Yes
Filed 66A: Yes Currently No Basis: No
Filed No Basis: No
Current Owner(s) Information
Owner Name: MAPEI S.P.A.

Owner Address:

Legal Entity Type:

Via Cafiero, 22
MILANO ITALY 120158

SOCIETE PAR ACTIONS State or Country ITALY

Where Organized:

Attorney/Correspondence Information

Attorney Name:

Attorney Primary
Email Address:

Correspondent
Name/Address:

Phone:

Correspondent e-

Attorney of Record

Jess M. Collen Docket Number: K560
trademark@collenip.com Attorney Email Yes
Authorized:
Correspondent

Jess M. Collen

COLLEN IP INTELLECTUAL PROPERTY LAW
80 South Highland Avenue

THE HOLYOKE-MANHATTAN BUILDING
OSSINING, NEW YORK UNITED STATES 10562

9149415668

trademark@collenip.com Correspondent e- Yes

mail: mail Authorized:
Domestic Representative
Domestic Jess M. Collen Phone: 9149415668
Representative
Name:
Domestic trademark@collenip.com Domestic Yes
Representative e- Representative e-
mail: mail Authorized:
Prosecution History
Date Description zLo"«:nging
Jul. 18,2019 INTERNATIONAL REGISTRATION RENEWED
Sep. 19, 2018 NOTICE OF ACCEPTANCE OF SEC. 71 - E-MAILED
Sep. 19, 2018 REGISTERED-SEC.71 ACCEPTED 66607
Sep. 17,2018 CASE ASSIGNED TO POST REGISTRATION PARALEGAL 66607
Aug. 31, 2018 TEAS SECTION 71 RECEIVED
Jul. 23, 2015 NEW REPRESENTATIVE AT IB RECEIVED
Mar. 19, 2013 FINAL DECISION TRANSACTION PROCESSED BY IB
Dec. 17,2012 FINAL DISPOSITION NOTICE SENT TO IB
Dec. 17,2012 FINAL DISPOSITION PROCESSED 68359



Dec. 11,2012

FINAL DISPOSITION NOTICE CREATED, TO BE SENT TO IB

Sep. 11,2012 REGISTERED-PRINCIPAL REGISTER

Jun. 26, 2012 PUBLISHED FOR OPPOSITION

Jun. 28, 2012 NOTIFICATION OF POSSIBLE OPPOSITION - PROCESSED BY IB
Jun. 06, 2012 NOTIFICATION OF POSSIBLE OPPOSITION SENT TO IB

Jun. 06, 2012 NOTICE OF START OF OPPOSITION PERIOD CREATED, TO BE SENT TO IB
Jun. 06, 2012 NOTICE OF PUBLICATION

May 24, 2012 LAW OFFICE PUBLICATION REVIEW COMPLETED

May 16, 2012 APPROVED FOR PUB - PRINCIPAL REGISTER

Apr. 16, 2012 EXPARTE APPEAL TERMINATED

Oct. 17, 2011 ACTION DENYING REQ FOR RECON MAILED

Oct. 17, 2011 ACTION CONTINUING FINAL - COMPLETED

Oct. 12, 2011 TEAS/EMAIL CORRESPONDENCE ENTERED

Oct. 12, 2011 CORRESPONDENCE RECEIVED IN LAW OFFICE

Sep. 19, 2011 TEAS REQUEST FOR RECONSIDERATION RECEIVED

Sep. 19, 2011 EX PARTE APPEAL-INSTITUTED

Sep. 19, 2011 JURISDICTION RESTORED TO EXAMINING ATTORNEY

Sep. 19, 2011 EXPARTE APPEAL RECEIVED AT TTAB

May 13, 2011 NOTIFICATION OF POSSIBLE OPPOSITION - PROCESSED BY IB
Apr. 27, 2011 NOTIFICATION OF POSSIBLE OPPOSITION SENT TO IB

Apr. 27, 2011 NOTIFICATION OF POSSIBLE OPPOSITION CREATED, TO BE SENT TO IB
Mar. 23, 2011 FINAL REFUSAL MAILED

Mar. 23, 2011 FINAL REFUSAL WRITTEN

Feb. 13, 2011 TEAS/EMAIL CORRESPONDENCE ENTERED

Feb. 11, 2011 CORRESPONDENCE RECEIVED IN LAW OFFICE

Feb. 11, 2011 TEAS RESPONSE TO OFFICE ACTION RECEIVED

Aug. 11, 2010 NON-FINAL ACTION MAILED

Aug. 11, 2010 NON-FINAL ACTION WRITTEN

Jun. 11,2010 TEAS/EMAIL CORRESPONDENCE ENTERED

Jun. 11,2010 CORRESPONDENCE RECEIVED IN LAW OFFICE

Jun. 09, 2010 ASSIGNED TO LIE

Jun. 01, 2010 TEAS RESPONSE TO OFFICE ACTION RECEIVED

May 10, 2010 ATTORNEY/DOM.REP.REVOKED AND/OR APPOINTED

May 10, 2010 TEAS REVOKE/APP/CHANGE ADDR OF ATTY/DOM REP RECEIVED
Dec. 25, 2009 REFUSAL PROCESSED BY IB

Dec. 03, 2009 NON-FINAL ACTION MAILED - REFUSAL SENT TO IB

Dec. 03, 2009 REFUSAL PROCESSED BY MPU

Dec. 03, 2009 NON-FINAL ACTION (IB REFUSAL) PREPARED FOR REVIEW
Dec. 02, 2009 NON-FINAL ACTION WRITTEN

Dec. 02, 2009 APPLICATION FILING RECEIPT MAILED

Nov. 28, 2009 ASSIGNED TO EXAMINER

Nov. 28, 2009 NEW APPLICATION OFFICE SUPPLIED DATA ENTERED IN TRAM
Nov. 26, 2009 SN ASSIGNED FOR SECT 66A APPL FROM IB

77976

74712

83224

77976

77976

74712
74712

83224
88889
88889

83224
77976
77976
77976

72589

83224

83224

International Registration Information (Section 66a)

International 1018203
Registration
Number:

Intl. Registration REQUEST FOR EXTENSION OF PROTECTION
Status: PROCESSED

Notification of Nov. 26, 2009
Designation Date:

International Jul. 02, 2029
Registration

International Jul. 02, 2009
Registration Date:

Date of Nov. 26, 2009
International
Registration

Status:

Date of Automatic May 26, 2011
Protection:



Renewal Date:

First Refusal Flag: Yes
TM Staff and Location Information
TM Staff Information - None
File Location
Current Location: GENERIC WEB UPDATE Date in Location: Sep. 19, 2018
Proceedings
Summary
Number of 6
Proceedings:
Type of Proceeding: Opposition
Proceeding 91253406 Filing Date: Dec 24,2019
Number:
Status: Terminated Status Date: Apr 17, 2020
Interlocutory REBECCA J STEMPIEN_COYLE
Attorney:
Defendant
Name: LiJuan
Correspondent LI JUAN
Address: WUHUA COUNTY GUANGDONG PROVINCE, XIN TIAN ZHUKENG VILLAGE MIANYANG TOWN

Correspondent e-
mail:

Associated marks

Mark
AEPEI
Name:
Correspondent
Address:

Correspondent e-
mail:

Associated marks

MEIZHOU CHINA , 514021
yh@xiansen365.com

Application Status

Abandoned - After Inter-Partes Decision
Plaintiff(s)
MAPEI S.p.A.

JESS M COLLEN

COLLEN

THE HOLYOKE-MANHATTAN BUILDING, 80 SOUTH HIGHLAND AVENUE
OSSINING NY UNITED STATES , 10562

jcollen@collenip.com , mnesheiwat@collenip.com , docket@collenip.com , pmulhern@collenip.com

Mark Application Status
MAPEI REGISTERED AND RENEWED
MAPELASTIC SECTION 71 ACCEPTED
MAPEPLAN SECTION 71 & 15-ACCEPTED AND ACKNOWLEDGED
MAPEI ULTRALITE SECTION 71 ACCEPTED
MAPEGUARD Registered
MAPEI FLEXCOLOR Registered
MAPEI GROUT REFRESH Section 8 and 15 - Accepted and Acknowledged
MAPEROD Registered
MAPESIL Section 8 - Accepted
MAPEBLOX SECTION 71 ACCEPTED
MAPECEM REGISTERED AND RENEWED
MAPEFLEX SECTION 71 ACCEPTED
MAPESHIELD Section 8 and 15 - Accepted and Acknowledged

MAPEWRAP

SECTION 71 & 15-ACCEPTED AND ACKNOWLEDGED

Serial Registration

Number Number
88543519

Serial Registration

Number Number
75371999 2252757
79050270 3493022
79071986 3825301
79074712 4204030
79143163 4665287
79157280 4876363
85081511 4498363
85516201 4498573
85233604 4317609
79073554 3845452
74234518 1835935
79080856 3889412
85628183 4601916
79109059 4281190




Prosecution History

Entry Number History Text Date Due Date
1 FILED AND FEE Dec 24, 2019
2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Jan 10, 2020 Feb 19, 2020
3 INSTITUTED Jan 10, 2020
4 NOTICE OF DEFAULT Feb 29, 2020
5 BD DECISION: OPP SUSTAINED Apr 17, 2020
6 TERMINATED Apr 17, 2020

Type of Proceeding: Opposition

Proceeding
Number:

Status:

Interlocutory
Attorney:

Name:

Correspondent
Address:

Correspondent e-
mail:

Associated marks

Mark Application Status ﬁi"n?ti & nﬁg":f):f Ui

MAPLEX Abandoned - After Inter-Partes Decision 88329688
Plaintiff(s)
Name: MAPEI S.p.A.
Correspondent JESS M COLLEN
Address: COLLEN
THE HOLYOKE-MANHATTAN BUILDING, 80 SOUTH HIGHLAND AVENUE
OSSINING NY UNITED STATES , 10562
Correspondent gl- jcollen@collenip.com , docket@collenip.com , pmulhern@collenip.com
mail:

Associated marks

Mark Application Status ﬁi::\alier nﬁﬂiigftion
MAPEFLEX SECTION 71 ACCEPTED 79080856 3889412
MAPEI REGISTERED AND RENEWED 75371999 2252757
MAPE IR CANCELLED; US REGISTRATION CANCELLED 79052991 3623147
MAPELASTIC SECTION 71 ACCEPTED 79050270 3493022
MAPEPLAN SECTION 71 & 15-ACCEPTED AND ACKNOWLEDGED 79071986 3825301
MAPEI ULTRALITE SECTION 71 ACCEPTED 79074712 4204030
MAPEGUARD Registered 79143163 4665287
MAPEI FLEXCOLOR Registered 79157280 4876363
MAPEI GROUT REFRESH Section 8 and 15 - Accepted and Acknowledged 85081511 4498363
MAPEROD Registered 85516201 4498573
MAPESIL Section 8 - Accepted 85233604 4317609
MAPEBLOX SECTION 71 ACCEPTED 79073554 3845452
MAPESHIELD Section 8 and 15 - Accepted and Acknowledged 85628183 4601916
MAPEWRAP SECTION 71 & 15-ACCEPTED AND ACKNOWLEDGED 79109059 4281190
MAPECEM REGISTERED AND RENEWED 74234518 1835935

Prosecution History
Entry Number History Text Date Due Date
FILED AND FEE Aug 23, 2019

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Aug 23, 2019 Oct 02, 2019

91250413 Filing Date: Aug 23, 2019

Terminated Status Date: Dec 02, 2019
GEOFFREY MCNUTT

Defendant
Alcor Holding LLC

DEREK FAHEY

THE PLUS IP FIRM

101 NE 3RD AVENUE, SUITE 1500

FORT LAUDERDALE FL UNITED STATES , 33301

derek@plusfirm.com , info@plusfirm.com




3 INSTITUTED Aug 23, 2019
4 NOTICE OF DEFAULT Oct 12,2019
5 BD DECISION: OPP SUSTAINED Dec 02, 2019
6 TERMINATED Dec 02, 2019
Type of Proceeding: Opposition
Proceeding 91240340 Filing Date: Mar 28, 2018
Number:
Status: Terminated Status Date: Apr 26, 2018
Interlocutory MARY CATHERINE FAINT
Attorney:
Defendant
Name: Ginar Technology Co., Ltd.
Correspondent CHARLES E BAXLEY
Address: HART BAXLEY DANIELS & HOLTON
90 JOHN STREET SUITE 403
NEW YORK NY UNITED STATES , 10038-3242
Correspondent e- ceb@hartbaxley.com
mail:
Associated marks
Mark Application Status ﬁi:i\allaer nﬁﬁ:ﬁ:ﬁtion
MAPEX Abandoned - After Inter-Partes Decision 87540090
Plaintiff(s)
Name: MAPEI S.p.A.
Correspondent JESS M COLLEN
Address: COLLEN
THE HOLYOKE-MANHATTAN BUILDING, 80 SOUTH HIGHLAND AVENUE
OSSINING NY UNITED STATES , 10562
Correspondent gl- jcollen@collenip.com , mnesheiwat@collenip.com , docket@collenip.com , pmulhern@collenip.com
mail:
Associated marks
Mark Application Status flfnrri::er nﬁﬁii::ﬁon
MAPEI REGISTERED AND RENEWED 75371999 2252757
MAPELASTIC SECTION 71 ACCEPTED 79050270 3493022
MAPEPLAN SECTION 71 & 15-ACCEPTED AND ACKNOWLEDGED 79071986 3825301
MAPEI ULTRALITE SECTION 71 ACCEPTED 79074712 4204030
MAPEGUARD Registered 79143163 4665287
MAPEI FLEXCOLOR Registered 79157280 4876363
MAPEI GROUT REFRESH Section 8 and 15 - Accepted and Acknowledged 85081511 4498363
MAPEROD Registered 85516201 4498573
MAPESIL Section 8 - Accepted 85233604 4317609
MAPEBLOX SECTION 71 ACCEPTED 79073554 3845452
MAPECEM REGISTERED AND RENEWED 74234518 1835935
MAPEFLEX SECTION 71 ACCEPTED 79080856 3889412
MAPESHIELD Section 8 and 15 - Accepted and Acknowledged 85628183 4601916
MAPEWRAP SECTION 71 & 15-ACCEPTED AND ACKNOWLEDGED 79109059 4281190
Prosecution History
Entry Number History Text Date Due Date
1 FILED AND FEE Mar 28, 2018
2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Mar 29, 2018 May 08, 2018
3 PENDING, INSTITUTED Mar 29, 2018
4 W/DRAW OF APPLICATION Apr 25,2018
5 BD DECISION: SUSTAINED Apr 26, 2018
6 TERMINATED Apr 26, 2018




Type of Proceeding: Opposition

Proceeding
Number:

Status:

Interlocutory
Attorney:

Name:

Correspondent
Address:

Correspondent e-
mail:

Associated marks

91231811 Filing Date: Dec 19, 2016

Terminated Status Date: Jan 27, 2017
GEOFFREY MCNUTT

Defendant
Ginar Technology Co., LTD.

CHARLES E BAXLEY

HART BAXLEY DANIELS & HOLTON

90 JOHN STREET , SUITE 403

NEW YORK NY UNITED STATES, 10038-3242

ceb@hartbaxley.com

Mark Application Status flﬁ::’tlxer nﬁﬁiﬁ:ﬁtion

MAPEX Abandoned - After Inter-Partes Decision 86967480
Plaintiff(s)
Name: MAPEI S.p.A.
Correspondent JESS M COLLEN
Address: COLLEN IP INTELLECTUAL PROPERTY LAW PC
THE HOLYOKE-MANHATTAN BUILDING , 80 SOUTH HIGHLAND AVENUE
OSSINING NY UNITED STATES , 10562
Correspondent ﬁ- jcollen@collenip.com , docket@collenip.com , tgulick@collenip.com , pmulhern@collenip.com
mail:

Associated marks

Mark Application Status ﬁi:i?tlier nzgn:zt;?tion
MAPEI REGISTERED AND RENEWED 75371999 2252757
MAPE IR CANCELLED; US REGISTRATION CANCELLED 79052991 3623147
MAPELASTIC SECTION 71 ACCEPTED 79050270 3493022
MAPEPLAN SECTION 71 & 15-ACCEPTED AND ACKNOWLEDGED 79071986 3825301
MAPEI ULTRALITE SECTION 71 ACCEPTED 79074712 4204030
MAPEGUARD Registered 79143163 4665287
MAPEI FLEXCOLOR Registered 79157280 4876363
MAPEI GROUT REFRESH Section 8 and 15 - Accepted and Acknowledged 85081511 4498363
MAPEROD Registered 85516201 4498573
MAPESIL Section 8 - Accepted 85233604 4317609
MAPEBLOX SECTION 71 ACCEPTED 79073554 3845452
MAPECEM REGISTERED AND RENEWED 74234518 1835935
MAPEFLEX SECTION 71 ACCEPTED 79080856 3889412
MAPESHIELD Section 8 and 15 - Accepted and Acknowledged 85628183 4601916
MAPEWRAP SECTION 71 & 15-ACCEPTED AND ACKNOWLEDGED 79109059 4281190

Prosecution History

Entry Number History Text Date Due Date
1 FILED AND FEE Dec 19, 2016
2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Dec 19, 2016 Jan 28, 2017
3 PENDING, INSTITUTED Dec 19, 2016
4 W/DRAW OF APPLICATION Jan 17,2017
5 BD DECISION: SUSTAINED Jan 27,2017
6 TERMINATED Jan 27,2017

Type of Proceeding: Exparte Appeal

Proceeding 79074712

Number:

Filing Date: Sep 19, 2011



Status: Terminated Status Date: Apr 16, 2012

Interlocutory
Attorney:

Plaintiff(s)
Name: MAPEI S.P.A.

Correspondent JESS M COLLEN
Address: COLLEN IP INTELLECTUAL PROPERTY LAW
THE HOLYOKE MANHATTAN BUILDING, 80 SOUTH HIGHLAND AVENUE TOWN OF OSSINING
OSSINING NY UNITED STATES, 10562

Correspondent e- docket@collenip.com , trademark@collenip.com
mail:

Associated marks

Mark Application Status flﬁrri?t:er nﬁg:ls)t;tion
MAPEI ULTRALITE SECTION 71 ACCEPTED 79074712 4204030
Prosecution History
Entry Number History Text Date Due Date
1 APPEAL TO BOARD Sep 19, 2011
2 APPEAL ACKNOWLEDGED; CASE REMANDED Sep 19, 2011
3 INSTITUTED Sep 19, 2011
4 REQUEST FOR RECONSIDERATION Sep 19, 2011
5 RECONSIDERATION DENIED Oct 16, 2011
6 PROCEEDINGS RESUMED Oct 18, 2011
7 APPLICANT'S MOTION TO SUSPEND Dec 16, 2011
8 SUSPENDED Dec 21, 2011
9 PROCEEDINGS RESUMED Mar 27, 2012
10 APPLICANT'S COMMUNICATION Apr 13, 2012
11 BOARD'S DECISION: DISMISSED Apr 16, 2012
12 TERMINATED Apr 16, 2012
Type of Proceeding: Opposition
Proceeding 91194691 Filing Date: Apr 28,2010
Number:
Status: Terminated Status Date: Sep 11,2012
Interlocutory MARY CATHERINE FAINT
Attorney:
Defendant
Name: A-1 Chipseal, LLC
Correspondent CHRISTOPHER M PARENT
Address: BROWNSTEIN HYATT FARBER SCHRECK LLP
410 17TH STREET , SUITE 2200
DENVER CO UNITED STATES , 80202-4432
Correspondent e- akrause@bhfs.com , dnipdocket@bhfs.com
mail:
Associated marks
Mark Application Status ﬁzr:ll) - nzg:ls):?tion
MAPEX Section 8 and 15 - Accepted and Acknowledged 77706758 4488697
Plaintiff(s)
Name: MAPEI S.p.A.
Correspondent JESS M COLLEN
Address: COLLEN IP
THE HOLYOKE-MANHATTAN BUILDING, 80 SOUTH HIGHLAND AVENUE
OSSINING NY UNITED STATES , 10562
Correspondent "T tqulick@collenip.com , egarvey@collenip.com , docket@collenip.com
mail:
Associated marks
Serial Registration

Mark Application Status



Number Number

MAPEI REGISTERED AND RENEWED 75371999 2252757
MAPE IR CANCELLED; US REGISTRATION CANCELLED 79052991 3623147
MAPELASTIC SECTION 71 ACCEPTED 79050270 3493022
MAPEPLAN SECTION 71 & 15-ACCEPTED AND ACKNOWLEDGED 79071986 3825301
MAPEI ULTRALITE SECTION 71 ACCEPTED 79074712 4204030
Prosecution History
Entry Number History Text Date Due Date
1 FILED AND FEE Apr 28, 2010
2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Apr 29, 2010 Jun 08, 2010
3 PENDING, INSTITUTED Apr 29, 2010
4 ANSWER Jun 08, 2010
5 STIPULATION FOR AN EXTENSION OF TIME Sep 28, 2010
6 EXTENSION OF TIME GRANTED Oct 19, 2010
7 STIP TO SUSPEND PEND SETTLEMENT NEGOTNS Nov 18, 2010
8 SUSPENDED Nov 18, 2010
9 STIPULATION FOR AN EXTENSION OF TIME Mar 16, 2011
10 EXTENSION OF TIME GRANTED Mar 16, 2011
11 STIPULATION FOR AN EXTENSION OF TIME May 19, 2011
12 EXTENSION OF TIME GRANTED May 19, 2011
13 STIPULATION FOR AN EXTENSION OF TIME Aug 12, 2011
14 EXTENSION OF TIME GRANTED Aug 15, 2011
15 STIPULATION FOR AN EXTENSION OF TIME Oct 14, 2011
16 EXTENSION OF TIME GRANTED Oct 14, 2011
17 STIP TO SUSPEND PEND SETTLEMENT NEGOTNS Dec 13, 2011
18 SUSPENDED Dec 13, 2011
19 STIP TO SUSPEND PEND SETTLEMENT NEGOTNS Feb 10, 2012
20 SUSPENDED Feb 10, 2012
21 STIP TO SUSPEND PEND SETTLEMENT NEGOTNS Apr 09, 2012
22 SUSPENDED Apr 09, 2012
23 STIP TO SUSPEND PEND SETTLEMENT NEGOTNS Jun 08, 2012
24 SUSPENDED Jun 20, 2012
25 MOTION TO AMEND APPLICATION Aug 02, 2012
26 RESPONSE DUE 30 DAYS (DUE DATE) Aug 16, 2012 Sep 15, 2012
27 WITHDRAWAL OF OPPOSITION Sep 07, 2012
28 BD'S DECISION: DISMISSED W/ PREJUDICE Sep 11,2012
29 TERMINATED Sep 11,2012



Generated on: This page was generated by TSDR on 2020-06-25 17:36:34 EDT
Mark: MAPEGUARD

PEGUARD

US Serial Number: 79143163 Application Filing Oct. 04, 2013
Date:
US Registration 4665287 Registration Date: Jan. 06, 2015
Number:

Register: Principal
Mark Type: Trademark

TM5 Common Status LIVE/REGISTRATION/Issued and Active
Descriptor:
The trademark application has been registered with the Office.

Status: Registered. The registration date is used to determine when post-registration maintenance documents are due.
Status Date: Jan. 06, 2015
Publication Date: Oct. 21,2014

Mark Information

Mark Literal MAPEGUARD
Elements:

Standard Character Yes. The mark consists of standard characters without claim to any particular font style, size, or color.
Claim:

Mark Drawing 4 - STANDARD CHARACTER MARK
Type:
Translation: The wording "MAPE" has no meaning in a foreign language.

Related Properties Information

International 1193552
Registration
Number:

International Oct. 04, 2013
Registration Date:

Claimed Ownership 3623147, 3889412, 4281190 and others
of US
Registrations:

Goods and Services

Note:

The following symbols indicate that the registrant/owner has amended the goods/services:
e Brackets [..] indicate deleted goods/services;
e Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
e Asterisks *..* identify additional (new) wording in the goods/services.

For: Industrial chemicals; Chemical for use in the construction industry; Chemical preparations for scientific purposes; Unprocessed artificial
and synthetic resins; Dispersions of plastics for use in the manufacture of buildings; Unprocessed plastics in powder, liquid or paste
form; Tempering preparations; Chemical preparations for soldering; Adhesive substances used in industry; Adhesives for floor tiles and
ceramic tiles; Adhesives for use in the construction industry; Adhesives for cement manufactured products; Antifreeze; Chemicals for
preventing scale

International 001 - Primary Class U.S Class(es): 001, 005, 006, 010, 026, 046
Class(es):

Class Status: ACTIVE
Basis: 66(a)

For: Gutta-percha; Raw or partly processed elastic gum; Objects made of rubber and gutta-percha, namely, air hoses, acoustic tiles, rubber



sheets; Synthetic plastic as semi-finished products in the form of plates and rods; Mica; Electrical insulating mica products; Packing
material for forming hermetic seals; Stuffing of plastic; Insulating materials; Flexible pipes, not of metal; Electric, thermal and acoustic
insulators; Insulating fabrics; Nonmetal subfloor membrane for residential and commercial soundproofing use; Sound absorbing
flooring underlayment for use with floors of ceramic tile and parquet flooring

International 017 - Primary Class U.S Class(es): 001, 005, 012, 013, 035, 050
Class(es):
Class Status: ACTIVE
Basis: 66(a)
Basis Information (Case Level)
Filed Use: No Currently Use: No
Filed ITU: No Currently ITU: No
Filed 44D: No Currently 44E: No
Filed 44E: No Currently 66A: Yes
Filed 66A: Yes Currently No Basis: No
Filed No Basis: No
Current Owner(s) Information
Owner Name: MAPEI S.p.A.

Owner Address:

Via Cafiero, 22
1-20158 MILANO

ITALY
Legal Entity Type: Société par actions State or Country ITALY
Where Organized:
Attorney/Correspondence Information
Attorney of Record
Attorney Name: Jess M. Collen Docket Number: Q859
Attorney Primary trademark@collenip.com Attorney Email Yes
Email Address: Authorized:
Correspondent
Correspondent Jess M. Collen
Name/Address: Collen IP Intellectual Property Law, P.C.
80 South Highland Avenue
THE HOLYOKE-MANHATTAN BUILDING
Ossining, NEW YORK UNITED STATES 10562
Phone: 914-941-5668
Correspondent e- trademark@collenip.com tgulick@collenip.com Correspondent e- Yes

mail: mail Authorized:
Domestic Representative
Domestic Jess M. Collen Phone: 914-941-5668
Representative
Name:
Domestic trademark@collenip.com Domestic Yes
Representative e- Representative e-
mail: mail Authorized:
Prosecution History
et Proceeding
Date Description Number

Jan. 06, 2020 COURTESY REMINDER - SEC. 71 (6-YR) E-MAILED

Jul. 23, 2015 NEW REPRESENTATIVE AT IB RECEIVED

Jun. 12, 2015 FINAL DECISION TRANSACTION PROCESSED BY 1B

May 15, 2015 FINAL DISPOSITION NOTICE SENT TO IB

May 15, 2015 FINAL DISPOSITION PROCESSED 68359
Apr. 06, 2015 FINAL DISPOSITION NOTICE CREATED, TO BE SENT TO IB



Jan.

Oct.
Oct.
Oct.
Oct.
Oct.
Oct.

Sep.
Sep.
Sep.
Sep.
Sep.
Sep.
Sep.
Sep.
Sep.

06, 2015
24,2014
21,2014
21,2014
08,2014
08,2014
01,2014
17,2014
15,2014
03,2014
03,2014
03,2014
03,2014
03,2014
03,2014
03,2014

Jul. 31, 2014
Jul. 31, 2014

Mar.
Mar.
Mar.
Mar.
Mar.
Mar.
Feb.
Feb.
Feb.

=

21,2014
06, 2014
06, 2014
06, 2014
05, 2014
04,2014
28,2014
28,2014
27,2014

REGISTERED-PRINCIPAL REGISTER

NOTIFICATION PROCESSED BY IB

OFFICIAL GAZETTE PUBLICATION CONFIRMATION E-MAILED
PUBLISHED FOR OPPOSITION

NOTIFICATION OF POSSIBLE OPPOSITION SENT TO IB

NOTICE OF START OF OPPOSITION PERIOD CREATED, TO BE SENT TO IB
NOTIFICATION OF NOTICE OF PUBLICATION E-MAILED

LAW OFFICE PUBLICATION REVIEW COMPLETED

ASSIGNED TO LIE

APPROVED FOR PUB - PRINCIPAL REGISTER

EXAMINER'S AMENDMENT ENTERED

CORRESPONDENCE E-MAILED

EXAMINERS AMENDMENT -WRITTEN

TEAS/EMAIL CORRESPONDENCE ENTERED
CORRESPONDENCE RECEIVED IN LAW OFFICE

TEAS RESPONSE TO OFFICE ACTION RECEIVED
ATTORNEY/DOM.REP.REVOKED AND/OR APPOINTED

TEAS REVOKE/APP/CHANGE ADDR OF ATTY/DOM REP RECEIVED
REFUSAL PROCESSED BY IB

NON-FINAL ACTION MAILED - REFUSAL SENT TO IB

REFUSAL PROCESSED BY MPU

NON-FINAL ACTION (IB REFUSAL) PREPARED FOR REVIEW
NON-FINAL ACTION WRITTEN

APPLICATION FILING RECEIPT MAILED

ASSIGNED TO EXAMINER

NEW APPLICATION OFFICE SUPPLIED DATA ENTERED IN TRAM
SN ASSIGNED FOR SECT 66A APPL FROM IB

73296
73296

88888

76465

88889
88889

72629

76465

76465

International Registration Information (Section 66a)

International
Registration
Number:

Priority Claimed
Flag:

Intl. Registration
Status:

Notification of
Designation Date:

International
Registration
Renewal Date:

First Refusal Flag:

1193552

Yes

REQUEST FOR EXTENSION OF PROTECTION

PROCESSED

Feb. 27,2014

Oct. 04, 2023

Yes

International
Registration Date:

Date of Section 67
Priority Claim:

Date of
International
Registration

Status:

Date of Automatic
Protection:

Oct. 04, 2013

Sep. 20, 2013

Feb. 27,2014

Aug. 27, 2015

TM Staff and Location Information

Current Location:

TM Staff Information - None

PUBLICATION AND ISSUE SECTION

File Location

Date in Location: Jan. 06, 2015

Proceedings

Summary

Number of
Proceedings:

4

Type of Proceeding: Opposition




Proceeding 91253406 Filing Date: Dec 24, 2019
Number:
Status: Terminated Status Date: Apr 17, 2020
Interlocutory REBECCA J STEMPIEN_COYLE
Attorney:
Defendant
Name: LiJuan
Correspondent LI JUAN
Address: WUHUA COUNTY GUANGDONG PROVINCE, XIN TIAN ZHUKENG VILLAGE MIANYANG TOWN
MEIZHOU CHINA , 514021
Correspondent e- yh@xiansen365.com
mail:
Associated marks
Mark Application Status ﬁiﬁn?t:er nﬁgils)t;?tion
AEPEI Abandoned - After Inter-Partes Decision 88543519
Plaintiff(s)
Name: MAPEI S.p.A.
Correspondent JESS M COLLEN
Address: COLLEN
THE HOLYOKE-MANHATTAN BUILDING, 80 SOUTH HIGHLAND AVENUE
OSSINING NY UNITED STATES , 10562
Correspondent gl- jcollen@collenip.com , mnesheiwat@collenip.com , docket@collenip.com , pmulhern@collenip.com
mail:
Associated marks
Mark Application Status ﬁi::?tier nﬁﬂiigftion
MAPEI REGISTERED AND RENEWED 75371999 2252757
MAPELASTIC SECTION 71 ACCEPTED 79050270 3493022
MAPEPLAN SECTION 71 & 15-ACCEPTED AND ACKNOWLEDGED 79071986 3825301
MAPEI ULTRALITE SECTION 71 ACCEPTED 79074712 4204030
MAPEGUARD Registered 79143163 4665287
MAPEI FLEXCOLOR Registered 79157280 4876363
MAPEI GROUT REFRESH Section 8 and 15 - Accepted and Acknowledged 85081511 4498363
MAPEROD Registered 85516201 4498573
MAPESIL Section 8 - Accepted 85233604 4317609
MAPEBLOX SECTION 71 ACCEPTED 79073554 3845452
MAPECEM REGISTERED AND RENEWED 74234518 1835935
MAPEFLEX SECTION 71 ACCEPTED 79080856 3889412
MAPESHIELD Section 8 and 15 - Accepted and Acknowledged 85628183 4601916
MAPEWRAP SECTION 71 & 15-ACCEPTED AND ACKNOWLEDGED 79109059 4281190
Prosecution History
Entry Number History Text Date Due Date
1 FILED AND FEE Dec 24, 2019
2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Jan 10, 2020 Feb 19, 2020
3 INSTITUTED Jan 10, 2020
4 NOTICE OF DEFAULT Feb 29, 2020
5 BD DECISION: OPP SUSTAINED Apr 17, 2020
6 TERMINATED Apr 17, 2020
Type of Proceeding: Opposition
Proceeding 91250413 Filing Date: Aug 23, 2019
Number:
Status: Terminated Status Date: Dec 02, 2019
Interlocutory GEOFFREY MCNUTT
Attorney:

Defendant



Name:

Correspondent
Address:

Correspondent e-
mail:

Associated marks

Alcor Holding LLC

DEREK FAHEY

THE PLUS IP FIRM

101 NE 3RD AVENUE, SUITE 1500

FORT LAUDERDALE FL UNITED STATES , 33301

derek@plusfirm.com , info@plusfirm.com

Mark Application Status ﬁiﬁn?tier nﬁgils)::ztion
MAPLEX Abandoned - After Inter-Partes Decision 88329688
Plaintiff(s)
Name: MAPEI S.p.A.
Correspondent JESS M COLLEN
Address: COLLEN
THE HOLYOKE-MANHATTAN BUILDING, 80 SOUTH HIGHLAND AVENUE
OSSINING NY UNITED STATES , 10562
Correspondent gl- jcollen@collenip.com , docket@collenip.com , pmulhern@collenip.com
mail:
Associated marks
Mark Application Status ﬁ?x':?llaer nﬁﬁ:ﬁ:ﬁtion
MAPEFLEX SECTION 71 ACCEPTED 79080856 3889412
MAPEI REGISTERED AND RENEWED 75371999 2252757
MAPE IR CANCELLED; US REGISTRATION CANCELLED 79052991 3623147
MAPELASTIC SECTION 71 ACCEPTED 79050270 3493022
MAPEPLAN SECTION 71 & 15-ACCEPTED AND ACKNOWLEDGED 79071986 3825301
MAPEI ULTRALITE SECTION 71 ACCEPTED 79074712 4204030
MAPEGUARD Registered 79143163 4665287
MAPEI FLEXCOLOR Registered 79157280 4876363
MAPEI GROUT REFRESH Section 8 and 15 - Accepted and Acknowledged 85081511 4498363
MAPEROD Registered 85516201 4498573
MAPESIL Section 8 - Accepted 85233604 4317609
MAPEBLOX SECTION 71 ACCEPTED 79073554 3845452
MAPESHIELD Section 8 and 15 - Accepted and Acknowledged 85628183 4601916
MAPEWRAP SECTION 71 & 15-ACCEPTED AND ACKNOWLEDGED 79109059 4281190
MAPECEM REGISTERED AND RENEWED 74234518 1835935
Prosecution History
Entry Number History Text Date Due Date
1 FILED AND FEE Aug 23, 2019
2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Aug 23, 2019 Oct 02, 2019
3 INSTITUTED Aug 23, 2019
4 NOTICE OF DEFAULT Oct 12, 2019
5 BD DECISION: OPP SUSTAINED Dec 02, 2019
6 TERMINATED Dec 02, 2019
Type of Proceeding: Opposition
Proceeding 91240340 Filing Date: Mar 28, 2018
Number:
Status: Terminated Status Date: Apr 26, 2018
Interlocutory MARY CATHERINE FAINT
Attorney:

Defendant
Name: Ginar Technology Co., Ltd.

Correspondent CHARLES E BAXLEY
Address: HART BAXLEY DANIELS & HOLTON
90 JOHN STREET SUITE 403



Correspondent e- ceb@hartbaxley.com

mail:

Associated marks

NEW YORK NY UNITED STATES , 10038-3242

Mark Application Status ﬁﬁ:ﬁi - nﬁﬁ:sé:? Jem
MAPEX Abandoned - After Inter-Partes Decision 87540090
Plaintiff(s)
Name: MAPEI S.p.A.
Correspondent JESS M COLLEN
Address: COLLEN
THE HOLYOKE-MANHATTAN BUILDING, 80 SOUTH HIGHLAND AVENUE
OSSINING NY UNITED STATES , 10562
Correspondent ﬁ- jcollen@collenip.com , mnesheiwat@collenip.com , docket@collenip.com , pmulhern@collenip.com
mail:
Associated marks
Mark Application Status ﬁi:::l;er nﬁg:zt;?tion
MAPEI REGISTERED AND RENEWED 75371999 2252757
MAPELASTIC SECTION 71 ACCEPTED 79050270 3493022
MAPEPLAN SECTION 71 & 15-ACCEPTED AND ACKNOWLEDGED 79071986 3825301
MAPEI ULTRALITE SECTION 71 ACCEPTED 79074712 4204030
MAPEGUARD Registered 79143163 4665287
MAPEI FLEXCOLOR Registered 79157280 4876363
MAPEI GROUT REFRESH Section 8 and 15 - Accepted and Acknowledged 85081511 4498363
MAPEROD Registered 85516201 4498573
MAPESIL Section 8 - Accepted 85233604 4317609
MAPEBLOX SECTION 71 ACCEPTED 79073554 3845452
MAPECEM REGISTERED AND RENEWED 74234518 1835935
MAPEFLEX SECTION 71 ACCEPTED 79080856 3889412
MAPESHIELD Section 8 and 15 - Accepted and Acknowledged 85628183 4601916
MAPEWRAP SECTION 71 & 15-ACCEPTED AND ACKNOWLEDGED 79109059 4281190
Prosecution History
Entry Number History Text Date Due Date
1 FILED AND FEE Mar 28, 2018
2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Mar 29, 2018 May 08, 2018
3 PENDING, INSTITUTED Mar 29, 2018
4 W/DRAW OF APPLICATION Apr 25, 2018
5 BD DECISION: SUSTAINED Apr 26, 2018
6 TERMINATED Apr 26, 2018
Type of Proceeding: Opposition
Proceeding 91231811 Filing Date: Dec 19, 2016
Number:
Status: Terminated Status Date: Jan 27,2017
Interlocutory GEOFFREY MCNUTT
Attorney:
Defendant
Name: Ginar Technology Co., LTD.
Correspondent CHARLES E BAXLEY
Address: HART BAXLEY DANIELS & HOLTON
90 JOHN STREET , SUITE 403
NEW YORK NY UNITED STATES , 10038-3242
Correspondent e- ceb@hartbaxley.com
mail:
Associated marks
Serial Registration



Mark Application Status Number Number

MAPEX Abandoned - After Inter-Partes Decision 86967480
Plaintiff(s)
Name: MAPEI S.p.A.
Correspondent JESS M COLLEN
Address: COLLEN IP INTELLECTUAL PROPERTY LAW PC
THE HOLYOKE-MANHATTAN BUILDING , 80 SOUTH HIGHLAND AVENUE
OSSINING NY UNITED STATES, 10562
Correspondent fi- jcollen@collenip.com , docket@collenip.com , tgulick@collenip.com , pmulhern@collenip.com
mail:

Associated marks

Mark Application Status ﬁﬁ"n;‘ltl’ & nﬁg:f):: e
MAPEI REGISTERED AND RENEWED 75371999 2252757
MAPE IR CANCELLED; US REGISTRATION CANCELLED 79052991 3623147
MAPELASTIC SECTION 71 ACCEPTED 79050270 3493022
MAPEPLAN SECTION 71 & 15-ACCEPTED AND ACKNOWLEDGED 79071986 3825301
MAPEI ULTRALITE SECTION 71 ACCEPTED 79074712 4204030
MAPEGUARD Registered 79143163 4665287
MAPEI FLEXCOLOR Registered 79157280 4876363
MAPEI GROUT REFRESH Section 8 and 15 - Accepted and Acknowledged 85081511 4498363
MAPEROD Registered 85516201 4498573
MAPESIL Section 8 - Accepted 85233604 4317609
MAPEBLOX SECTION 71 ACCEPTED 79073554 3845452
MAPECEM REGISTERED AND RENEWED 74234518 1835935
MAPEFLEX SECTION 71 ACCEPTED 79080856 3889412
MAPESHIELD Section 8 and 15 - Accepted and Acknowledged 85628183 4601916
MAPEWRAP SECTION 71 & 15-ACCEPTED AND ACKNOWLEDGED 79109059 4281190

Prosecution History

Entry Number History Text Date Due Date
1 FILED AND FEE Dec 19, 2016
2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Dec 19, 2016 Jan 28, 2017
3 PENDING, INSTITUTED Dec 19, 2016
4 W/DRAW OF APPLICATION Jan 17,2017
5 BD DECISION: SUSTAINED Jan 27,2017
6 TERMINATED Jan 27,2017



Generated on: This page was generated by TSDR on 2020-06-25 17:37:23 EDT
Mark: MAPEI FLEXCOLOR

US Serial Number: 79157280 Application Filing Sep. 23, 2014
Date:
US Registration 4876363 Registration Date: Dec. 29, 2015
Number:

Register: Principal
Mark Type: Trademark

TM5 Common Status LIVE/REGISTRATION/Issued and Active

Descriptor:
The trademark application has been registered with the Office.

Status: Registered. The registration date is used to determine when post-registration maintenance documents are due.
Status Date: Dec. 29, 2015
Publication Date: Oct. 13,2015

Mark Information

Mark Literal MAPEI FLEXCOLOR
Elements:

Standard Character Yes. The mark consists of standard characters without claim to any particular font style, size, or color.
Claim:

Mark Drawing 4 - STANDARD CHARACTER MARK
Type:
Translation: The wording "MAPEI" has no meaning in a foreign language.

Related Properties Information

International 1228466
Registration
Number:

International Sep. 23, 2014
Registration Date:

Goods and Services

Note:

The following symbols indicate that the registrant/owner has amended the goods/services:
e Brackets [..] indicate deleted goods/services;
e Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
e Asterisks *..* identify additional (new) wording in the goods/services.

For: Concrete additives, namely, chemicals for use as liquefiers for prefabricated concrete; polymers compositions used in the manufacture
of commercial and industrial goods, namely, modified vinyl polymers; chemical preparations for use in industry; chemical preparations
for use in the chemical industry for construction; chemical preparations for scientific use; polymers compositions used in the
manufacture of commercial and industrial goods, namely, paste polymeric materials; unprocessed synthetic resins; dispersions of
plastics for use in the manufacture of lacquers, printing inks, additives and chemical products; unprocessed plastics, in powder, liquid
or paste form; tempering substances; chemical products for soldering, namely, soldering chemicals; adhesives for use in industry;
adhesive materials for the building industry, namely, adhesives for floors and for ceramic coverings; adhesive materials for the building
industry, namely, adhesives for building; adhesives for cement manufactured products; antifreeze; chemicals used in industry, namely,
anti-incrustants; adhesive materials for the building industry, namely, adhesives for floors, for coatings and for other building materials

International 001 - Primary Class U.S Class(es): 001, 005, 006, 010, 026, 046
Class(es):

Class Status: ACTIVE
Basis: 66(a)

For: Insulating materials; injectable insulating products for waterproofing of tunnels, namely, insulating water proofing membranes,



International
Class(es):

Class Status:

Basis:

For:

International

waterproof sealants; tarred insulating tapes for waterproofing joints between foundations and walls; materials for packing and
insulating; materials for stopping leaks, namely, insulating water proofing membranes, insulating water proofing tiles, waterproof

sealants, watertight rings for plumbing pipes; waterproof sealants, namely, waterproofing putty for ceramic tiles
017 - Primary Class U.S Class(es): 001, 005, 012, 013, 035, 050

ACTIVE
66(a)

Building materials, namely, wall boards, wall stone, non-metal sealing tiles, floorboards, non-metal floors; stucco in the nature of
decorative concrete overlays, namely, cement stucco for plasters, tiles and floors; natural and artificial stone; bricks; flagstone tiles;
cement; non-agricultural lime for use in the construction; mortar; gypsum and gravel; sandstone and cement provided in the tube form;
road building materials, namely, asphalt, pitch and bitumen

019 - Primary Class U.S Class(es): 001, 012, 033, 050

Class(es):
Class Status: ACTIVE
Basis: 66(a)
Basis Information (Case Level)
Filed Use: No Currently Use: No
Filed ITU: No Currently ITU: No
Filed 44D: No Currently 44E: No
Filed 44E: No Currently 66A: Yes
Filed 66A: Yes Currently No Basis: No
Filed No Basis: No
Current Owner(s) Information
Owner Name: MAPEI SpA

Owner Address:

Legal Entity Type:

Via Cafiero, 22
1-20158 MILANO
ITALY

State or Country ITALY
Where Organized:

societa per azioni (spa)

Attorney/Correspondence Information

Attorney Name:

Attorney Primary
Email Address:

Correspondent
Name/Address:

Phone:

Correspondent e-

Attorney of Record

Jess M. Collen Docket Number: R401

trademark@collenip.com Attorney Email Yes

Authorized:

Correspondent

Jess M. Collen

Collen IP Intellectual Property Law, P.C.

80 South Highland Avenue

THE HOLYOKE-MANHATTAN BUILDING
Ossining, NEW YORK UNITED STATES 10562

914-941-5668

trademark@collenip.com Correspondent e- Yes

mail: mail Authorized:
Domestic Representative
Domestic Jess M. Collen Phone: 914-941-5668
Representative
Name:
Domestic trademark@collenip.com Domestic Yes
Representative e- Representative e-
mail: mail Authorized:
Prosecution History
Date Description il

Number



Jul. 15,2016

FINAL DECISION TRANSACTION PROCESSED BY 1B

Mar. 30, 2016 FINAL DISPOSITION NOTICE SENT TO IB
Mar. 30, 2016 FINAL DISPOSITION PROCESSED 72629
Mar. 29, 2016 FINAL DISPOSITION NOTICE CREATED, TO BE SENT TO IB
Dec. 29, 2015 REGISTERED-PRINCIPAL REGISTER
Oct. 13, 2015 OFFICIAL GAZETTE PUBLICATION CONFIRMATION E-MAILED
Oct. 13, 2015 PUBLISHED FOR OPPOSITION
Oct. 09, 2015 NOTIFICATION PROCESSED BY IB
Sep. 23, 2015 NOTIFICATION OF POSSIBLE OPPOSITION SENT TO IB
Sep. 23, 2015 NOTICE OF START OF OPPOSITION PERIOD CREATED, TO BE SENT TO IB
Sep. 23, 2015 NOTIFICATION OF NOTICE OF PUBLICATION E-MAILED
Sep. 09, 2015 LAW OFFICE PUBLICATION REVIEW COMPLETED 70138
Aug. 28, 2015 APPROVED FOR PUB - PRINCIPAL REGISTER
Jul. 23, 2015 NEW REPRESENTATIVE AT IB RECEIVED
Jul. 21, 2015 TEAS/EMAIL CORRESPONDENCE ENTERED 70138
Jul. 21, 2015 CORRESPONDENCE RECEIVED IN LAW OFFICE 70138
Jul. 13,2015 ASSIGNED TO LIE 70138
Jul. 02, 2015 TEAS RESPONSE TO OFFICE ACTION RECEIVED
Jun. 15, 2015 ATTORNEY/DOM.REP.REVOKED AND/OR APPOINTED
Jun. 15, 2015 TEAS REVOKE/APP/CHANGE ADDR OF ATTY/DOM REP RECEIVED
Feb. 20, 2015 REFUSAL PROCESSED BY IB
Jan. 30, 2015 NON-FINAL ACTION MAILED - REFUSAL SENT TO IB
Jan. 30, 2015 REFUSAL PROCESSED BY MPU 67445
Jan. 30, 2015 NON-FINAL ACTION (IB REFUSAL) PREPARED FOR REVIEW
Jan. 29, 2015 NON-FINAL ACTION WRITTEN 82436
Jan. 12, 2015 ASSIGNED TO EXAMINER 82436
Dec. 30, 2014 APPLICATION FILING RECEIPT MAILED
Dec. 24, 2014 NEW APPLICATION OFFICE SUPPLIED DATA ENTERED IN TRAM
Dec. 18, 2014 SN ASSIGNED FOR SECT 66A APPL FROM IB
International Registration Information (Section 66a)
International 1228466 International Sep. 23, 2014
Registration Registration Date:
Number:
Priority Claimed Yes Date of Section 67 Sep. 15, 2014
Flag: Priority Claim:
Intl. Registration REQUEST FOR EXTENSION OF PROTECTION Date of Dec. 18,2014
Status: PROCESSED International
Registration
Status:
Notification of Dec. 18, 2014 Date of Automatic Jun. 18,2016
Designation Date: Protection:

International Sep. 23, 2024
Registration
Renewal Date:

First Refusal Flag: Yes

TM Staff and Location Information

TM Staff Information - None
File Location

Current Location: PUBLICATION AND ISSUE SECTION Date in Location: Dec. 29, 2015

Proceedings

Summary

Number of 4
Proceedings:



Type of Proceeding: Opposition

Proceeding 91253406 Filing Date: Dec 24, 2019
Number:
Status: Terminated Status Date: Apr 17, 2020
Interlocutory REBECCA J STEMPIEN_COYLE
Attorney:
Defendant

Name: LiJuan
Correspondent LI JUAN

Address: WUHUA COUNTY GUANGDONG PROVINCE, XIN TIAN ZHUKENG VILLAGE MIANYANG TOWN

MEIZHOU CHINA , 514021

Correspondent e- yh@xiansen365.com
mail:

Associated marks

Mark Application Status flfl:?l;er nﬁﬁils)t;:tion

AEPEI Abandoned - After Inter-Partes Decision 88543519
Plaintiff(s)
Name: MAPEI S.p.A.
Correspondent JESS M COLLEN
Address: COLLEN
THE HOLYOKE-MANHATTAN BUILDING, 80 SOUTH HIGHLAND AVENUE
OSSINING NY UNITED STATES , 10562
Correspondent ﬁ- jcollen@collenip.com , mnesheiwat@collenip.com , docket@collenip.com , pmulhern@collenip.com
mail:

Associated marks

Mark Application Status ﬁﬁ:::er nﬁg:zt;?tion
MAPEI REGISTERED AND RENEWED 75371999 2252757
MAPELASTIC SECTION 71 ACCEPTED 79050270 3493022
MAPEPLAN SECTION 71 & 15-ACCEPTED AND ACKNOWLEDGED 79071986 3825301
MAPEI ULTRALITE SECTION 71 ACCEPTED 79074712 4204030
MAPEGUARD Registered 79143163 4665287
MAPEI FLEXCOLOR Registered 79157280 4876363
MAPEI GROUT REFRESH Section 8 and 15 - Accepted and Acknowledged 85081511 4498363
MAPEROD Registered 85516201 4498573
MAPESIL Section 8 - Accepted 85233604 4317609
MAPEBLOX SECTION 71 ACCEPTED 79073554 3845452
MAPECEM REGISTERED AND RENEWED 74234518 1835935
MAPEFLEX SECTION 71 ACCEPTED 79080856 3889412
MAPESHIELD Section 8 and 15 - Accepted and Acknowledged 85628183 4601916
MAPEWRAP SECTION 71 & 15-ACCEPTED AND ACKNOWLEDGED 79109059 4281190

Prosecution History

Entry Number History Text Date Due Date
1 FILED AND FEE Dec 24, 2019
2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Jan 10, 2020 Feb 19, 2020
3 INSTITUTED Jan 10, 2020
4 NOTICE OF DEFAULT Feb 29, 2020
5 BD DECISION: OPP SUSTAINED Apr 17, 2020
6 TERMINATED Apr 17, 2020

Type of Proceeding: Opposition
Proceeding 91250413 Filing Date: Aug 23, 2019

Number:

Status: Terminated Status Date: Dec 02, 2019



Interlocutory
Attorney:

Name:

Correspondent
Address:

Correspondent e-
mail:

Associated marks

GEOFFREY MCNUTT

Defendant
Alcor Holding LLC

DEREK FAHEY

THE PLUS IP FIRM

101 NE 3RD AVENUE, SUITE 1500

FORT LAUDERDALE FL UNITED STATES , 33301

derek@plusfirm.com , info@plusfirm.com

Mark Application Status ﬁi:fll) - nzg:ls)t;?tion
MAPLEX Abandoned - After Inter-Partes Decision 88329688
Plaintiff(s)
Name: MAPEI S.p.A.
Correspondent JESS M COLLEN
Address: COLLEN
THE HOLYOKE-MANHATTAN BUILDING, 80 SOUTH HIGHLAND AVENUE
OSSINING NY UNITED STATES , 10562
Correspondent ﬁ- jcollen@collenip.com , docket@collenip.com , pmulhern@collenip.com
mail:
Associated marks
Mark Application Status fli::;er nﬁgils)t;?tion
MAPEFLEX SECTION 71 ACCEPTED 79080856 3889412
MAPEI REGISTERED AND RENEWED 75371999 2252757
MAPE IR CANCELLED; US REGISTRATION CANCELLED 79052991 3623147
MAPELASTIC SECTION 71 ACCEPTED 79050270 3493022
MAPEPLAN SECTION 71 & 15-ACCEPTED AND ACKNOWLEDGED 79071986 3825301
MAPEI ULTRALITE SECTION 71 ACCEPTED 79074712 4204030
MAPEGUARD Registered 79143163 4665287
MAPEI FLEXCOLOR Registered 79157280 4876363
MAPEI GROUT REFRESH Section 8 and 15 - Accepted and Acknowledged 85081511 4498363
MAPEROD Registered 85516201 4498573
MAPESIL Section 8 - Accepted 85233604 4317609
MAPEBLOX SECTION 71 ACCEPTED 79073554 3845452
MAPESHIELD Section 8 and 15 - Accepted and Acknowledged 85628183 4601916
MAPEWRAP SECTION 71 & 15-ACCEPTED AND ACKNOWLEDGED 79109059 4281190
MAPECEM REGISTERED AND RENEWED 74234518 1835935
Prosecution History
Entry Number History Text Date Due Date
1 FILED AND FEE Aug 23, 2019
2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Aug 23, 2019 Oct 02, 2019
3 INSTITUTED Aug 23, 2019
4 NOTICE OF DEFAULT Oct 12, 2019
5 BD DECISION: OPP SUSTAINED Dec 02, 2019
6 TERMINATED Dec 02, 2019
Type of Proceeding: Opposition
Proceeding 91240340 Filing Date: Mar 28, 2018
Number:
Status: Terminated Status Date: Apr 26, 2018
Interlocutory MARY CATHERINE FAINT
Attorney:
Defendant
Name: Ginar Technology Co., Ltd.



Correspondent
Address:

Correspondent e-
mail:

Associated marks

CHARLES E BAXLEY

HART BAXLEY DANIELS & HOLTON

90 JOHN STREET SUITE 403

NEW YORK NY UNITED STATES , 10038-3242

ceb@hartbaxley.com

Mark Application Status ﬁiﬁn?tier nﬁgils)t;?tion
MAPEX Abandoned - After Inter-Partes Decision 87540090
Plaintiff(s)
Name: MAPEI S.p.A.
Correspondent JESS M COLLEN
Address: COLLEN
THE HOLYOKE-MANHATTAN BUILDING, 80 SOUTH HIGHLAND AVENUE
OSSINING NY UNITED STATES , 10562
Correspondent gl- jcollen@collenip.com , mnesheiwat@collenip.com , docket@collenip.com , pmulhern@collenip.com
mail:
Associated marks
Mark Application Status ﬁzlrlier nﬁﬂiigftion
MAPEI REGISTERED AND RENEWED 75371999 2252757
MAPELASTIC SECTION 71 ACCEPTED 79050270 3493022
MAPEPLAN SECTION 71 & 15-ACCEPTED AND ACKNOWLEDGED 79071986 3825301
MAPEI ULTRALITE SECTION 71 ACCEPTED 79074712 4204030
MAPEGUARD Registered 79143163 4665287
MAPEI FLEXCOLOR Registered 79157280 4876363
MAPEI GROUT REFRESH Section 8 and 15 - Accepted and Acknowledged 85081511 4498363
MAPEROD Registered 85516201 4498573
MAPESIL Section 8 - Accepted 85233604 4317609
MAPEBLOX SECTION 71 ACCEPTED 79073554 3845452
MAPECEM REGISTERED AND RENEWED 74234518 1835935
MAPEFLEX SECTION 71 ACCEPTED 79080856 3889412
MAPESHIELD Section 8 and 15 - Accepted and Acknowledged 85628183 4601916
MAPEWRAP SECTION 71 & 15-ACCEPTED AND ACKNOWLEDGED 79109059 4281190
Prosecution History
Entry Number History Text Date Due Date
1 FILED AND FEE Mar 28, 2018
2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Mar 29, 2018 May 08, 2018
3 PENDING, INSTITUTED Mar 29, 2018
4 W/DRAW OF APPLICATION Apr 25, 2018
5 BD DECISION: SUSTAINED Apr 26, 2018
6 TERMINATED Apr 26, 2018
Type of Proceeding: Opposition
Proceeding 91231811 Filing Date: Dec 19, 2016
Number:
Status: Terminated Status Date: Jan 27, 2017
Interlocutory GEOFFREY MCNUTT
Attorney:
Defendant
Name: Ginar Technology Co., LTD.
Correspondent CHARLES E BAXLEY
Address: HART BAXLEY DANIELS & HOLTON

90 JOHN STREET , SUITE 403
NEW YORK NY UNITED STATES, 10038-3242

Correspondent e- ceb@hartbaxley.com

mail:



Associated marks

Mark Application Status ﬁiﬁn?t:er nﬁgils)t;?tion

MAPEX Abandoned - After Inter-Partes Decision 86967480
Plaintiff(s)
Name: MAPEI S.p.A.
Correspondent JESS M COLLEN
Address: COLLEN IP INTELLECTUAL PROPERTY LAW PC
THE HOLYOKE-MANHATTAN BUILDING , 80 SOUTH HIGHLAND AVENUE
OSSINING NY UNITED STATES , 10562
Correspondent gl- jcollen@collenip.com , docket@collenip.com , tgulick@collenip.com , pmulhern@collenip.com
mail:

Associated marks

Mark Application Status ﬁi::?tier nﬁﬂiigftion
MAPEI REGISTERED AND RENEWED 75371999 2252757
MAPE IR CANCELLED; US REGISTRATION CANCELLED 79052991 3623147
MAPELASTIC SECTION 71 ACCEPTED 79050270 3493022
MAPEPLAN SECTION 71 & 15-ACCEPTED AND ACKNOWLEDGED 79071986 3825301
MAPEI ULTRALITE SECTION 71 ACCEPTED 79074712 4204030
MAPEGUARD Registered 79143163 4665287
MAPEI FLEXCOLOR Registered 79157280 4876363
MAPEI GROUT REFRESH Section 8 and 15 - Accepted and Acknowledged 85081511 4498363
MAPEROD Registered 85516201 4498573
MAPESIL Section 8 - Accepted 85233604 4317609
MAPEBLOX SECTION 71 ACCEPTED 79073554 3845452
MAPECEM REGISTERED AND RENEWED 74234518 1835935
MAPEFLEX SECTION 71 ACCEPTED 79080856 3889412
MAPESHIELD Section 8 and 15 - Accepted and Acknowledged 85628183 4601916
MAPEWRAP SECTION 71 & 15-ACCEPTED AND ACKNOWLEDGED 79109059 4281190

Prosecution History

Entry Number History Text Date Due Date
1 FILED AND FEE Dec 19, 2016
2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Dec 19, 2016 Jan 28, 2017
3 PENDING, INSTITUTED Dec 19, 2016
4 W/DRAW OF APPLICATION Jan 17,2017
5 BD DECISION: SUSTAINED Jan 27,2017
6 TERMINATED Jan 27,2017
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Mark: MAPEI GROUT REFRESH

MAPEI GROUT REFRESH

US Serial Number: 85081511 Application Filing Jul. 09, 2010
Date:
US Registration 4498363 Registration Date: Mar. 18, 2014
Number:

Register: Principal
Mark Type: Trademark

TM5 Common Status LIVE/REGISTRATION/Issued and Active

Descriptor:
The trademark application has been registered with the Office.

Status: A Sections 8 and 15 combined declaration has been accepted and acknowledged.

Status Date: Apr. 15, 2020

Publication Date: Apr. 12,2011 Notice of Jun. 07,2011
Allowance Date:

Mark Information

Mark Literal MAPEI GROUT REFRESH
Elements:

Standard Character Yes. The mark consists of standard characters without claim to any particular font style, size, or color.
Claim:

Mark Drawing 4 - STANDARD CHARACTER MARK
Type:
Disclaimer: "GROUT"

Related Properties Information

Claimed Ownership 2252757
of US
Registrations:

Goods and Services

Note:
The following symbols indicate that the registrant/owner has amended the goods/services:
e Brackets [..] indicate deleted goods/services;
e Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and

e Asterisks *..* identify additional (new) wording in the goods/services.

For: Chemical products for use in industry, namely, unprocessed artificial and synthetic resins; dispersions of plastic, namely, plasticizers
and plastisols for use as additives in cement and concrete; adhesive substances for industrial use, namely, roofing adhesives;
construction industry adhesives, adhesives for general industrial use, adhesives for use in applying wall coverings, adhesives for use in
the manufacture of furniture; scale preventive agents, namely, chemical products for preventing scale; chemical products improving the
characteristics of mortars and cement blocks, namely, dual component chemical additives for use as binding agents in cement mortars;
chemical additives for use as binding agents in cement mortars; chemical additives for cement mortar to improve performance thereof

International 001 - Primary Class U.S Class(es): 001, 005, 006, 010, 026, 046
Class(es):

Class Status: ACTIVE
Basis: 1(a)

First Use: Jun. 2010 Use in Commerce: Jun. 2010

Basis Information (Case Level)

Filed Use: No Currently Use: Yes



Filed ITU: Yes Currently ITU: No

Filed 44D: No Currently 44E: No
Filed 44E: No Currently 66A: No
Filed 66A: No Currently No Basis: No

Filed No Basis: No

Current Owner(s) Information

Owner Name: MAPEI S.p.A.

Owner Address: VIA CAFIERO 22
MILAN ITALY 20158

Legal Entity Type: CORPORATION State or Country ITALY
Where Organized:

Attorney/Correspondence Information

Attorney of Record
Attorney Name: Jess M. Collen Docket Number: K698
Attorney Primary trademark@collenip.com Attorney Email Yes
Email Address: Authorized:
Correspondent

Correspondent JESS M. COLLEN
Name/Address: COLLEN IP, INTELLECTUAL PROPETY LAW, P.C.
80 S HIGHLAND AVE
THE HOLYOKE-MANHATTAN BUILDING
OSSINING, NEW YORK UNITED STATES 10562-5615

Phone: (914) 941-5668 Fax: (914) 941-6091
Correspondent e- trademark@collenip.com Correspondent e- Yes
mail: mail Authorized:

Domestic Representative

Domestic Jess M. Collen Phone: (914) 941-5668
Representative
Name:

Fax: (914) 941-6091

Domestic trademark@collenip.com Domestic Yes
Representative e- Representative e-
mail: mail Authorized:

Prosecution History

Date Description zLon?nging
Apr. 16, 2020 NOTICE OF ACCEPTANCE OF SEC. 8 & 15 - E-MAILED
Apr. 15, 2020 REGISTERED - SEC. 8 (6-YR) ACCEPTED & SEC. 15 ACK. 69471
Apr. 14, 2020 CASE ASSIGNED TO POST REGISTRATION PARALEGAL 69471
Feb. 14, 2020 TEAS SECTION 8 & 15 RECEIVED
Mar. 18, 2019 COURTESY REMINDER - SEC. 8 (6-YR) E-MAILED
Mar. 18, 2014 REGISTERED-PRINCIPAL REGISTER
Feb. 11,2014 NOTICE OF ACCEPTANCE OF STATEMENT OF USE E-MAILED
Feb. 10, 2014 LAW OFFICE REGISTRATION REVIEW COMPLETED 73797
Feb. 07,2014 ALLOWED PRINCIPAL REGISTER - SOU ACCEPTED
Jan. 30, 2014 STATEMENT OF USE PROCESSING COMPLETE 61813
Dec. 09, 2013 USE AMENDMENT FILED 61813
Dec. 09, 2013 TEAS STATEMENT OF USE RECEIVED
Jul. 06, 2013 NOTICE OF APPROVAL OF EXTENSION REQUEST E-MAILED
Jul. 05, 2013 EXTENSION 4 GRANTED 61813
Jun. 06, 2013 EXTENSION 4 FILED 61813
Jun. 28, 2013 CASE ASSIGNED TO INTENT TO USE PARALEGAL 61813

Jun. 06, 2013 TEAS EXTENSION RECEIVED



Dec.
Dec.
Dec.
Dec.

Jun.
Jun.
Jun.
Jun.
Jan.
Jan.

Dec.

Jan.

Dec.
Dec.
Dec.

Jun.
Apr.
Apr.

Mar.
Mar.
Feb.
Feb.
Feb.
Feb.
Feb.
Jan.
Jan.
Jan.
Aug.
Aug.
Aug.
Aug.

11,2012
10, 2012
06, 2012
06, 2012
15,2012
14,2012
06, 2012
06, 2012
13,2012
12,2012
07, 2011
12,2012
16, 2011
16, 2011
16, 2011
07,2011
12,2011
12,2011
04, 2011
04, 2011
04, 2011
04, 2011
04, 2011
04, 2011
04, 2011
19, 2011
19, 2011
19, 2011
17,2010
17,2010
17,2010
17,2010

Jul. 14,2010
Jul. 13, 2010

NOTICE OF APPROVAL OF EXTENSION REQUEST E-MAILED
EXTENSION 3 GRANTED

EXTENSION 3 FILED

TEAS EXTENSION RECEIVED

NOTICE OF APPROVAL OF EXTENSION REQUEST E-MAILED
EXTENSION 2 GRANTED

EXTENSION 2 FILED

TEAS EXTENSION RECEIVED

NOTICE OF APPROVAL OF EXTENSION REQUEST E-MAILED
EXTENSION 1 GRANTED

EXTENSION 1 FILED

CASE ASSIGNED TO INTENT TO USE PARALEGAL
EXTENSION RECEIVED WITH TEAS PETITION

PETITION TO REVIVE-GRANTED

TEAS PETITION TO REVIVE RECEIVED

NOA E-MAILED - SOU REQUIRED FROM APPLICANT
OFFICIAL GAZETTE PUBLICATION CONFIRMATION E-MAILED
PUBLISHED FOR OPPOSITION

LAW OFFICE PUBLICATION REVIEW COMPLETED
ASSIGNED TO LIE

APPROVED FOR PUB - PRINCIPAL REGISTER

EXAMINER'S AMENDMENT ENTERED

NOTIFICATION OF EXAMINERS AMENDMENT E-MAILED
EXAMINERS AMENDMENT E-MAILED

EXAMINERS AMENDMENT -WRITTEN

TEAS/EMAIL CORRESPONDENCE ENTERED
CORRESPONDENCE RECEIVED IN LAW OFFICE

TEAS RESPONSE TO OFFICE ACTION RECEIVED
NOTIFICATION OF NON-FINAL ACTION E-MAILED
NON-FINAL ACTION E-MAILED

NON-FINAL ACTION WRITTEN

ASSIGNED TO EXAMINER

NEW APPLICATION OFFICE SUPPLIED DATA ENTERED IN TRAM
NEW APPLICATION ENTERED IN TRAM

76873
76873

76873
76873

76873
76873
76873

88889

73797
73797

88888
6328
6328
80801
88889
88889

6325
6325
80801
80801

TM Staff and Location Information

Current Location: TMEG LAW OFFICE 104

TM Staff Information - None
File Location
Date in Location: Apr. 15, 2020

Proceedings

Summary

Number of 4
Proceedings:

Type of Proceeding: Opposition

Proceeding 91253406 Filing Date: Dec 24, 2019
Number:
Status: Terminated Status Date: Apr 17, 2020

Interlocutory REBECCA J STEMPIEN_COYLE
Attorney:

Defendant

Name: LiJuan

Correspondent LI JUAN
Address: WUHUA COUNTY GUANGDONG PROVINCE, XIN TIAN ZHUKENG VILLAGE MIANYANG TOWN



MEIZHOU CHINA , 514021

Correspondent e- yh@xiansen365.com
mail:

Associated marks

Mark Application Status ﬁﬁ:ﬁi - nﬁﬁ:sé:? Jem
AEPEI Abandoned - After Inter-Partes Decision 88543519
Plaintiff(s)
Name: MAPEI S.p.A.
Correspondent JESS M COLLEN
Address: COLLEN
THE HOLYOKE-MANHATTAN BUILDING, 80 SOUTH HIGHLAND AVENUE
OSSINING NY UNITED STATES , 10562
Correspondent ﬁ- jcollen@collenip.com , mnesheiwat@collenip.com , docket@collenip.com , pmulhern@collenip.com
mail:
Associated marks
Mark Application Status ﬁi:::l;er nﬁg:zt;?tion
MAPEI REGISTERED AND RENEWED 75371999 2252757
MAPELASTIC SECTION 71 ACCEPTED 79050270 3493022
MAPEPLAN SECTION 71 & 15-ACCEPTED AND ACKNOWLEDGED 79071986 3825301
MAPEI ULTRALITE SECTION 71 ACCEPTED 79074712 4204030
MAPEGUARD Registered 79143163 4665287
MAPEI FLEXCOLOR Registered 79157280 4876363
MAPEI GROUT REFRESH Section 8 and 15 - Accepted and Acknowledged 85081511 4498363
MAPEROD Registered 85516201 4498573
MAPESIL Section 8 - Accepted 85233604 4317609
MAPEBLOX SECTION 71 ACCEPTED 79073554 3845452
MAPECEM REGISTERED AND RENEWED 74234518 1835935
MAPEFLEX SECTION 71 ACCEPTED 79080856 3889412
MAPESHIELD Section 8 and 15 - Accepted and Acknowledged 85628183 4601916
MAPEWRAP SECTION 71 & 15-ACCEPTED AND ACKNOWLEDGED 79109059 4281190
Prosecution History
Entry Number History Text Date Due Date
1 FILED AND FEE Dec 24, 2019
2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Jan 10, 2020 Feb 19, 2020
3 INSTITUTED Jan 10, 2020
4 NOTICE OF DEFAULT Feb 29, 2020
5 BD DECISION: OPP SUSTAINED Apr 17, 2020
6 TERMINATED Apr 17, 2020
Type of Proceeding: Opposition
Proceeding 91250413 Filing Date: Aug 23, 2019
Number:
Status: Terminated Status Date: Dec 02, 2019
Interlocutory GEOFFREY MCNUTT
Attorney:
Defendant
Name: Alcor Holding LLC
Correspondent DEREK FAHEY
Address: THE PLUS IP FIRM
101 NE 3RD AVENUE, SUITE 1500
FORT LAUDERDALE FL UNITED STATES , 33301
Correspondent e- derek@plusfirm.com , info@plusfirm.com
mail:
Associated marks
Serial Registration



Mark

Application Status

Number Number
MAPLEX Abandoned - After Inter-Partes Decision 88329688
Plaintiff(s)
Name: MAPEI S.p.A.
Correspondent JESS M COLLEN
Address: COLLEN
THE HOLYOKE-MANHATTAN BUILDING, 80 SOUTH HIGHLAND AVENUE
OSSINING NY UNITED STATES, 10562
Correspondent fi- icollen@collenip.com , docket@collenip.com , pmulhern@collenip.com
mail:
Associated marks
Mark Application Status flfurin:::er nﬁg:ls)t;tion
MAPEFLEX SECTION 71 ACCEPTED 79080856 3889412
MAPEI REGISTERED AND RENEWED 75371999 2252757
MAPE IR CANCELLED; US REGISTRATION CANCELLED 79052991 3623147
MAPELASTIC SECTION 71 ACCEPTED 79050270 3493022
MAPEPLAN SECTION 71 & 15-ACCEPTED AND ACKNOWLEDGED 79071986 3825301
MAPEI ULTRALITE SECTION 71 ACCEPTED 79074712 4204030
MAPEGUARD Registered 79143163 4665287
MAPEI FLEXCOLOR Registered 79157280 4876363
MAPEI GROUT REFRESH Section 8 and 15 - Accepted and Acknowledged 85081511 4498363
MAPEROD Registered 85516201 4498573
MAPESIL Section 8 - Accepted 85233604 4317609
MAPEBLOX SECTION 71 ACCEPTED 79073554 3845452
MAPESHIELD Section 8 and 15 - Accepted and Acknowledged 85628183 4601916
MAPEWRAP SECTION 71 & 15-ACCEPTED AND ACKNOWLEDGED 79109059 4281190
MAPECEM REGISTERED AND RENEWED 74234518 1835935
Prosecution History
Entry Number History Text Date Due Date
1 FILED AND FEE Aug 23, 2019
2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Aug 23, 2019 Oct 02, 2019
3 INSTITUTED Aug 23, 2019
4 NOTICE OF DEFAULT Oct 12, 2019
5 BD DECISION: OPP SUSTAINED Dec 02, 2019
6 TERMINATED Dec 02, 2019
Type of Proceeding: Opposition
Proceeding 91240340 Filing Date: Mar 28, 2018
Number:
Status: Terminated Status Date: Apr 26, 2018
Interlocutory MARY CATHERINE FAINT
Attorney:
Defendant
Name: Ginar Technology Co., Ltd.
Correspondent CHARLES E BAXLEY
Address: HART BAXLEY DANIELS & HOLTON
90 JOHN STREET SUITE 403
NEW YORK NY UNITED STATES , 10038-3242
Correspondent e- ceb@hartbaxley.com
mail:
Associated marks
Mark Application Status ﬁiﬁr:tier nﬁgils)t;:ztion
MAPEX Abandoned - After Inter-Partes Decision 87540090

Plaintiff(s)



Name:

Correspondent
Address:

MAPEI S.p.A.

JESS M COLLEN

COLLEN

THE HOLYOKE-MANHATTAN BUILDING, 80 SOUTH HIGHLAND AVENUE
OSSINING NY UNITED STATES , 10562

Correspondent e- jcollen@collenip.com , mnesheiwat@collenip.com , docket@collenip.com , pmulhern@collenip.com

mail:

Associated marks

Mark Application Status ﬁi‘:{) - :z%:f)t;?tion
MAPEI REGISTERED AND RENEWED 75371999 2252757
MAPELASTIC SECTION 71 ACCEPTED 79050270 3493022
MAPEPLAN SECTION 71 & 15-ACCEPTED AND ACKNOWLEDGED 79071986 3825301
MAPEI ULTRALITE SECTION 71 ACCEPTED 79074712 4204030
MAPEGUARD Registered 79143163 4665287
MAPEI FLEXCOLOR Registered 79157280 4876363
MAPEI GROUT REFRESH Section 8 and 15 - Accepted and Acknowledged 85081511 4498363
MAPEROD Registered 85516201 4498573
MAPESIL Section 8 - Accepted 85233604 4317609
MAPEBLOX SECTION 71 ACCEPTED 79073554 3845452
MAPECEM REGISTERED AND RENEWED 74234518 1835935
MAPEFLEX SECTION 71 ACCEPTED 79080856 3889412
MAPESHIELD Section 8 and 15 - Accepted and Acknowledged 85628183 4601916
MAPEWRAP SECTION 71 & 15-ACCEPTED AND ACKNOWLEDGED 79109059 4281190

Prosecution History

Entry Number History Text Date Due Date
1 FILED AND FEE Mar 28, 2018
2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Mar 29, 2018 May 08, 2018
3 PENDING, INSTITUTED Mar 29, 2018
4 W/DRAW OF APPLICATION Apr 25,2018
5 BD DECISION: SUSTAINED Apr 26, 2018
6 TERMINATED Apr 26, 2018

Type of Proceeding: Opposition
Proceeding 91231811 Filing Date: Dec 19, 2016
Number:
Status: Terminated Status Date: Jan 27, 2017
Interlocutory GEOFFREY MCNUTT
Attorney:
Defendant
Name: Ginar Technology Co., LTD.
Correspondent CHARLES E BAXLEY
Address: HART BAXLEY DANIELS & HOLTON
90 JOHN STREET , SUITE 403
NEW YORK NY UNITED STATES , 10038-3242
Correspondent e- ceb@hartbaxley.com
mail:
Associated marks
Mark Application Status ﬁi:i\at:er nﬁﬁ:ﬁ:ﬁtion
MAPEX Abandoned - After Inter-Partes Decision 86967480
Plaintiff(s)
Name: MAPEI S.p.A.
Correspondent JESS M COLLEN
Address: COLLEN IP INTELLECTUAL PROPERTY LAW PC

THE HOLYOKE-MANHATTAN BUILDING , 80 SOUTH HIGHLAND AVENUE
OSSINING NY UNITED STATES , 10562



Correspondent e- jcollen@collenip.com , docket@collenip.com , tgulick@collenip.com , pmulhern@collenip.com

mail:

Associated marks
Mark

MAPEI

MAPE
MAPELASTIC
MAPEPLAN

MAPEI ULTRALITE
MAPEGUARD
MAPEI FLEXCOLOR
MAPEI GROUT REFRESH
MAPEROD
MAPESIL
MAPEBLOX
MAPECEM
MAPEFLEX
MAPESHIELD
MAPEWRAP

Entry Number

History Text

o 0O~ W N =

FILED AND FEE

NOTICE AND TRIAL DATES SENT; ANSWER DUE:

PENDING, INSTITUTED
W/DRAW OF APPLICATION
BD DECISION: SUSTAINED
TERMINATED

Application Status ﬁirr'natl) & :ﬁg":i:f e
REGISTERED AND RENEWED 75371999 2252757
IR CANCELLED; US REGISTRATION CANCELLED 79052991 3623147
SECTION 71 ACCEPTED 79050270 3493022
SECTION 71 & 15-ACCEPTED AND ACKNOWLEDGED 79071986 3825301
SECTION 71 ACCEPTED 79074712 4204030
Registered 79143163 4665287
Registered 79157280 4876363
Section 8 and 15 - Accepted and Acknowledged 85081511 4498363
Registered 85516201 4498573
Section 8 - Accepted 85233604 4317609
SECTION 71 ACCEPTED 79073554 3845452
REGISTERED AND RENEWED 74234518 1835935
SECTION 71 ACCEPTED 79080856 3889412
Section 8 and 15 - Accepted and Acknowledged 85628183 4601916
SECTION 71 & 15-ACCEPTED AND ACKNOWLEDGED 79109059 4281190

Prosecution History
Date Due Date
Dec 19, 2016
Dec 19, 2016 Jan 28, 2017
Dec 19, 2016
Jan 17,2017
Jan 27,2017
Jan 27,2017
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Mark: MAPEROD

MAPEROD

Application Filing Jan. 13,2012
Date:

US Serial Number: 85516201

US Registration 4498573 Registration Date: Mar. 18, 2014

Number:
Register: Principal
Mark Type: Trademark

TM5 Common Status LIVE/REGISTRATION/Issued and Active

Descriptor:

Status:

Status Date:

The trademark application has been registered with the Office.

Registered. The registration date is used to determine when post-registration maintenance documents are due.

Mar. 18, 2014

Publication Date: Oct. 16, 2012 Notice of Dec. 11,2012
Allowance Date:
Mark Information
Mark Literal MAPEROD
Elements:

Standard Character
Claim:

Mark Drawing
Type:

Yes. The mark consists of standard characters without claim to any particular font style, size, or color.

4 - STANDARD CHARACTER MARK

Related Properties Information

Claimed Ownership
of US
Registrations:

3493022, 3623147, 3825301 and others

Goods and Services

Note:

The following symbols indicate that the registrant/owner has amended the goods/services:
e Brackets [..] indicate deleted goods/services;
e Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
e Asterisks *..* identify additional (new) wording in the goods/services.

For:
International
Class(es):
Class Status:
Basis:

First Use:

For:

International

Class(es):
Class Status:
Basis:

First Use:

Composite carbon epoxy in the nature of high resistance carbon bars impregnated with epoxy resin; chemical products for industry;
adhesives for industry; synthetic resins

001 - Primary Class U.S Class(es): 001, 005, 006, 010, 026, 046

ACTIVE
1(a)

Sep. 2011 Use in Commerce: Sep. 2011

Reinforcing non-metal bars for structural repairs in the construction sector; reinforcing non-metal bars for cement products for masonry
and for other building products damaged by seismic events, by wear and tear, or other natural elements

019 - Primary Class U.S Class(es): 001, 012, 033, 050

ACTIVE
1(a)

Sep. 2011 Use in Commerce: Sep. 2011




Basis Information (Case Level)

Filed Use: No Currently Use: Yes
Filed ITU: Yes Currently ITU: No
Filed 44D: No Currently 44E: No
Filed 44E: No Currently 66A: No
Filed 66A: No Currently No Basis: No
Filed No Basis: No
Current Owner(s) Information
Owner Name: Mapei S.p.A.

Owner Address:

Legal Entity Type:

VIA CAFIERO 22
MILAN ITALY 20158

CORPORATION State or Country ITALY

Where Organized:

Attorney/Correspondence Information

Attorney Name:

Attorney Primary

Email Address:

Correspondent
Name/Address:

Phone:

Correspondent e-

mail:

Domestic
Representative
Name:

Fax:

Domestic

Representative e-

Attorney of Record

Jess M. Collen Docket Number: N317

trademark@collenip.com Attorney Email Yes

Authorized:

Correspondent

JESS M. COLLEN

COLLEN IP, INTELLECTUAL PROPERTY LAW, P.C.
80 South Highland Avenue

THE HOLYOKE-MANHATTAN BUILDING

OSSINING, NEW YORK UNITED STATES 10562-5615
(914) 941-5668 Fax: (914) 941-6091

Correspondent e- Yes
mail Authorized:

trademark@collenip.com

Domestic Representative

Jess M. Collen Phone: (914) 941-5668

(914) 941-6091

trademark@collenip.com Domestic Yes

Representative e-

mail: mail Authorized:
Prosecution History
Date Description ::Lonigz?ing
Apr. 15, 2020 POST REGISTRATION ACTION MAILED - SEC. 8 & 15 69471
Apr. 14, 2020 CASE ASSIGNED TO POST REGISTRATION PARALEGAL 69471
Feb. 14, 2020 TEAS SECTION 8 & 15 RECEIVED
Mar. 18, 2019 COURTESY REMINDER - SEC. 8 (6-YR) E-MAILED
Mar. 18, 2014 REGISTERED-PRINCIPAL REGISTER
Feb. 14,2014 NOTICE OF ACCEPTANCE OF STATEMENT OF USE E-MAILED
Feb. 13,2014 LAW OFFICE REGISTRATION REVIEW COMPLETED 68123
Feb. 13,2014 ASSIGNED TO LIE 68123
Feb. 12,2014 ALLOWED PRINCIPAL REGISTER - SOU ACCEPTED
Feb. 03, 2014 STATEMENT OF USE PROCESSING COMPLETE 70565
Dec. 11, 2013 USE AMENDMENT FILED 70565
Jan. 24, 2014 CASE ASSIGNED TO INTENT TO USE PARALEGAL 70565
Dec. 11,2013 TEAS STATEMENT OF USE RECEIVED



Jun.
Jun.
Jun.
Jun.
Dec.

Oct.
Oct.

Sep.
Sep.
Sep.
Aug.
Aug.
Aug.
Aug.
Feb.
Feb.
Feb.
Feb.
Jan.
Jan.
Jan.

13,2013 NOTICE OF APPROVAL OF EXTENSION REQUEST E-MAILED
11,2013 EXTENSION 1 GRANTED

11,2013 EXTENSION 1 FILED

11,2013 TEAS EXTENSION RECEIVED

11,2012 NOA E-MAILED - SOU REQUIRED FROM APPLICANT

16, 2012 OFFICIAL GAZETTE PUBLICATION CONFIRMATION E-MAILED
16, 2012 PUBLISHED FOR OPPOSITION

26,2012 NOTIFICATION OF NOTICE OF PUBLICATION E-MAILED
12,2012 LAW OFFICE PUBLICATION REVIEW COMPLETED
12,2012 ASSIGNED TO LIE

30, 2012 APPROVED FOR PUB - PRINCIPAL REGISTER

09, 2012 TEAS/EMAIL CORRESPONDENCE ENTERED

09, 2012 CORRESPONDENCE RECEIVED IN LAW OFFICE
09, 2012 TEAS RESPONSE TO OFFICE ACTION RECEIVED
27,2012 NOTIFICATION OF NON-FINAL ACTION E-MAILED
27,2012 NON-FINAL ACTION E-MAILED

27,2012 NON-FINAL ACTION WRITTEN

21,2012 ASSIGNED TO EXAMINER

20, 2012 NOTICE OF PSEUDO MARK MAILED
19, 2012 NEW APPLICATION OFFICE SUPPLIED DATA ENTERED IN TRAM
17,2012 NEW APPLICATION ENTERED IN TRAM

98765
98765

67287
67287

88889
88889

6325
6325
80818
80818

TM Staff and Location Information

TM Staff Information - None

File Location
Current Location: TMO LAW OFFICE 116 Date in Location: Apr. 15, 2020
Proceedings
Summary
Number of 4
Proceedings:
Type of Proceeding: Opposition
Proceeding 91253406 Filing Date: Dec 24, 2019
Number:
Status: Terminated Status Date: Apr 17, 2020
Interlocutory REBECCA J STEMPIEN_COYLE
Attorney:
Defendant
Name: LiJuan
Correspondent LI JUAN
Address: WUHUA COUNTY GUANGDONG PROVINCE, XIN TIAN ZHUKENG VILLAGE MIANYANG TOWN

Correspondent e-
mail:

Associated marks

Mark
AEPEI
Name:
Correspondent
Address:

Correspondent e-

MEIZHOU CHINA , 514021

yh@xiansen365.com
Application Status ﬁﬁ:ﬁi o
Abandoned - After Inter-Partes Decision 88543519
Plaintiff(s)
MAPEI S.p.A.
JESS M COLLEN
COLLEN

THE HOLYOKE-MANHATTAN BUILDING, 80 SOUTH HIGHLAND AVENUE
OSSINING NY UNITED STATES , 10562

jcollen@collenip.com , mnesheiwat@collenip.com , docket@collenip.com , pmulhern@collenip.com

Registration
Number



mail:

Associated marks

Mark Application Status ﬁ?x':?llaer nﬁﬁ:ﬁ:ﬁtion
MAPEI REGISTERED AND RENEWED 75371999 2252757
MAPELASTIC SECTION 71 ACCEPTED 79050270 3493022
MAPEPLAN SECTION 71 & 15-ACCEPTED AND ACKNOWLEDGED 79071986 3825301
MAPEI ULTRALITE SECTION 71 ACCEPTED 79074712 4204030
MAPEGUARD Registered 79143163 4665287
MAPE| FLEXCOLOR Registered 79157280 4876363
MAPEI GROUT REFRESH Section 8 and 15 - Accepted and Acknowledged 85081511 4498363
MAPEROD Registered 85516201 4498573
MAPESIL Section 8 - Accepted 85233604 4317609
MAPEBLOX SECTION 71 ACCEPTED 79073554 3845452
MAPECEM REGISTERED AND RENEWED 74234518 1835935
MAPEFLEX SECTION 71 ACCEPTED 79080856 3889412
MAPESHIELD Section 8 and 15 - Accepted and Acknowledged 85628183 4601916
MAPEWRAP SECTION 71 & 15-ACCEPTED AND ACKNOWLEDGED 79109059 4281190

Prosecution History

Entry Number History Text Date Due Date
1 FILED AND FEE Dec 24, 2019
2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Jan 10, 2020 Feb 19, 2020
3 INSTITUTED Jan 10, 2020
4 NOTICE OF DEFAULT Feb 29, 2020
5 BD DECISION: OPP SUSTAINED Apr 17, 2020
6 TERMINATED Apr 17, 2020

Type of Proceeding: Opposition
Proceeding 91250413 Filing Date: Aug 23, 2019
Number:
Status: Terminated Status Date: Dec 02, 2019
Interlocutory GEOFFREY MCNUTT
Attorney:
Defendant
Name: Alcor Holding LLC
Correspondent DEREK FAHEY
Address: THE PLUS IP FIRM
101 NE 3RD AVENUE, SUITE 1500
FORT LAUDERDALE FL UNITED STATES , 33301
Correspondent e- derek@plusfirm.com , info@plusfirm.com
mail:
Associated marks

Mark Application Status flz:?tl;er nﬁgizt;?tion

MAPLEX Abandoned - After Inter-Partes Decision 88329688
Plaintiff(s)
Name: MAPEI S.p.A.
Correspondent JESS M COLLEN
Address: COLLEN
THE HOLYOKE-MANHATTAN BUILDING, 80 SOUTH HIGHLAND AVENUE
OSSINING NY UNITED STATES , 10562
Correspondent f-,;- jcollen@collenip.com , docket@collenip.com , pmulhern@collenip.com
mail:

Associated marks

Mark Application Status ﬁ?:ll) o nﬁﬁ:ﬁ:ﬁﬁon
MAPEFLEX SECTION 71 ACCEPTED 79080856 3889412




MAPEI REGISTERED AND RENEWED 75371999 2252757
MAPE IR CANCELLED; US REGISTRATION CANCELLED 79052991 3623147
MAPELASTIC SECTION 71 ACCEPTED 79050270 3493022
MAPEPLAN SECTION 71 & 15-ACCEPTED AND ACKNOWLEDGED 79071986 3825301
MAPEI ULTRALITE SECTION 71 ACCEPTED 79074712 4204030
MAPEGUARD Registered 79143163 4665287
MAPEI FLEXCOLOR Registered 79157280 4876363
MAPEI GROUT REFRESH Section 8 and 15 - Accepted and Acknowledged 85081511 4498363
MAPEROD Registered 85516201 4498573
MAPESIL Section 8 - Accepted 85233604 4317609
MAPEBLOX SECTION 71 ACCEPTED 79073554 3845452
MAPESHIELD Section 8 and 15 - Accepted and Acknowledged 85628183 4601916
MAPEWRAP SECTION 71 & 15-ACCEPTED AND ACKNOWLEDGED 79109059 4281190
MAPECEM REGISTERED AND RENEWED 74234518 1835935
Prosecution History
Entry Number History Text Date Due Date
1 FILED AND FEE Aug 23, 2019
2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Aug 23, 2019 Oct 02, 2019
3 INSTITUTED Aug 23, 2019
4 NOTICE OF DEFAULT Oct 12,2019
5 BD DECISION: OPP SUSTAINED Dec 02, 2019
6 TERMINATED Dec 02, 2019
Type of Proceeding: Opposition
Proceeding 91240340 Filing Date: Mar 28, 2018
Number:
Status: Terminated Status Date: Apr 26, 2018
Interlocutory MARY CATHERINE FAINT
Attorney:
Defendant
Name: Ginar Technology Co., Ltd.
Correspondent CHARLES E BAXLEY
Address: HART BAXLEY DANIELS & HOLTON

Correspondent e-
mail:

Associated marks

Mark
MAPEX
Name:
Correspondent
Address:

Correspondent e-
mail:

Associated marks
Mark

MAPEI
MAPELASTIC
MAPEPLAN

MAPEI ULTRALITE
MAPEGUARD

90 JOHN STREET SUITE 403
NEW YORK NY UNITED STATES, 10038-3242

ceb@hartbaxley.com

Application Status ﬁﬁ':ll) T :ﬁg:i:ftion
Abandoned - After Inter-Partes Decision 87540090
Plaintiff(s)
MAPEI S.p.A.
JESS M COLLEN
COLLEN
THE HOLYOKE-MANHATTAN BUILDING, 80 SOUTH HIGHLAND AVENUE
OSSINING NY UNITED STATES, 10562
jcollen@collenip.com , mnesheiwat@collenip.com , docket@collenip.com , pmulhern@collenip.com
Application Status ﬁﬁ"n;‘ltl’ - nﬁg:f):: e
REGISTERED AND RENEWED 75371999 2252757
SECTION 71 ACCEPTED 79050270 3493022
SECTION 71 & 15-ACCEPTED AND ACKNOWLEDGED 79071986 3825301
SECTION 71 ACCEPTED 79074712 4204030
Reaistered 79143163 4665287



MAPEI FLEXCOLOR Registered 79157280 4876363
MAPEI GROUT REFRESH Section 8 and 15 - Accepted and Acknowledged 85081511 4498363
MAPEROD Registered 85516201 4498573
MAPESIL Section 8 - Accepted 85233604 4317609
MAPEBLOX SECTION 71 ACCEPTED 79073554 3845452
MAPECEM REGISTERED AND RENEWED 74234518 1835935
MAPEFLEX SECTION 71 ACCEPTED 79080856 3889412
MAPESHIELD Section 8 and 15 - Accepted and Acknowledged 85628183 4601916
MAPEWRAP SECTION 71 & 15-ACCEPTED AND ACKNOWLEDGED 79109059 4281190
Prosecution History
Entry Number History Text Date Due Date
1 FILED AND FEE Mar 28, 2018
2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Mar 29, 2018 May 08, 2018
3 PENDING, INSTITUTED Mar 29, 2018
4 W/DRAW OF APPLICATION Apr 25,2018
5 BD DECISION: SUSTAINED Apr 26, 2018
6 TERMINATED Apr 26, 2018
Type of Proceeding: Opposition
Proceeding 91231811 Filing Date: Dec 19, 2016
Number:
Status: Terminated Status Date: Jan 27, 2017
Interlocutory GEOFFREY MCNUTT
Attorney:
Defendant
Name: Ginar Technology Co., LTD.
Correspondent CHARLES E BAXLEY
Address: HART BAXLEY DANIELS & HOLTON
90 JOHN STREET , SUITE 403
NEW YORK NY UNITED STATES , 10038-3242
Correspondent e- ceb@hartbaxley.com
mail:
Associated marks
Mark Application Status ﬁz:'i:ll)er :sg;:zterftion
MAPEX Abandoned - After Inter-Partes Decision 86967480
Plaintiff(s)
Name: MAPEI S.p.A.
Correspondent JESS M COLLEN
Address: COLLEN IP INTELLECTUAL PROPERTY LAW PC
THE HOLYOKE-MANHATTAN BUILDING , 80 SOUTH HIGHLAND AVENUE
OSSINING NY UNITED STATES, 10562
Correspondent fi- jcollen@collenip.com , docket@collenip.com , tgulick@collenip.com , pmulhern@collenip.com
mail:
Associated marks
Mark Application Status ﬁﬁr:l;er nﬁg:ls)t;:tion
MAPEI REGISTERED AND RENEWED 75371999 2252757
MAPE IR CANCELLED; US REGISTRATION CANCELLED 79052991 3623147
MAPELASTIC SECTION 71 ACCEPTED 79050270 3493022
MAPEPLAN SECTION 71 & 15-ACCEPTED AND ACKNOWLEDGED 79071986 3825301
MAPEI ULTRALITE SECTION 71 ACCEPTED 79074712 4204030
MAPEGUARD Registered 79143163 4665287
MAPEI FLEXCOLOR Registered 79157280 4876363
MAPEI GROUT REFRESH Section 8 and 15 - Accepted and Acknowledged 85081511 4498363
MAPEROD Registered 85516201 4498573




MAPESIL Section 8 - Accepted 85233604 4317609

MAPEBLOX SECTION 71 ACCEPTED 79073554 3845452
MAPECEM REGISTERED AND RENEWED 74234518 1835935
MAPEFLEX SECTION 71 ACCEPTED 79080856 3889412
MAPESHIELD Section 8 and 15 - Accepted and Acknowledged 85628183 4601916
MAPEWRAP SECTION 71 & 15-ACCEPTED AND ACKNOWLEDGED 79109059 4281190
Prosecution History

Entry Number History Text Date Due Date
1 FILED AND FEE Dec 19, 2016
2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Dec 19, 2016 Jan 28, 2017
3 PENDING, INSTITUTED Dec 19, 2016
4 W/DRAW OF APPLICATION Jan 17,2017
5 BD DECISION: SUSTAINED Jan 27,2017
6 TERMINATED Jan 27,2017
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Mark: MAPESIL

MAPESIL

US Serial Number: 85233604 Application Filing Feb. 03, 2011

Date:

US Registration 4317609
Number:

Registration Date: Apr. 09, 2013

Register: Principal
Mark Type: Trademark

TM5 Common Status LIVE/REGISTRATION/Issued and Active

Descriptor:
The trademark application has been registered with the Office.

Status: A Section 8 declaration has been accepted.
Status Date: Jun. 01,2019

Publication Date: Jun. 12,2012 Notice of Aug. 07,2012

Allowance Date:

Mark Information

Mark Literal MAPESIL
Elements:

Standard Character Yes. The mark consists of standard characters without claim to any particular font style, size, or color.
Claim:

Mark Drawing 4 - STANDARD CHARACTER MARK
Type:

Goods and Services

Note:
The following symbols indicate that the registrant/owner has amended the goods/services:
e Brackets [..] indicate deleted goods/services;
e Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
e Asterisks *..* identify additional (new) wording in the goods/services.
For: Solvent-free chemical products for the construction industry, namely, chemicals for industrial purposes, industrial chemicals for use in
the building industry; silicone resins

International 001 - Primary Class U.S Class(es): 001, 005, 006, 010, 026, 046

Class(es):
Class Status: ACTIVE
Basis: 1(a)
First Use: May 14,2012 Use in Commerce: May 14, 2012
For: Products for waterproofing and sealing construction products, namely, waterproof sealants; acetic reticulation silicone-based sealants
International 017 - Primary Class U.S Class(es): 001, 005, 012, 013, 035, 050
Class(es):
Class Status: ACTIVE
Basis: 1(a)
First Use: May 14,2012 Use in Commerce: May 14, 2012
Basis Information (Case Level)
Filed Use: No Currently Use: Yes
Filed ITU: Yes Currently ITU: No
Filed 44D: No Currently 44E: No



Filed 44E:
Filed 66A:
Filed No Basis:

No Currently 66A: No
No Currently No Basis: No
No

Current Owner(s) Information

Owner Name:

Owner Address:

MAPEI S.p.A.
VIA CAFIERO 22

MILAN ITALY 20158

Legal Entity Type: CORPORATION State or Country ITALY

Where Organized:

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Jess M. Collen Docket Number: M270
Attorney Primary trademark@collenip.com Attorney Email Yes
Email Address: Authorized:
Correspondent

Correspondent JESS M. COLLEN

Name/Address: COLLEN IP, INTELLECTUAL PROPERTY LAW, P.C.
80 South Highland Avenue
THE HOLYOKE
OSSINING, NEW YORK UNITED STATES 10562-5615

Phone: (914) 941-5668 Fax: (914) 941-6091

Correspondent e- trademark@collenip.com Correspondent e- Yes
mail: mail Authorized:

Domestic Representative

Domestic Jess M. Collen Phone: (914) 941-5668
Representative
Name:

Fax: (914) 941-6091

Domestic trademark@collenip.com Domestic Yes
Representative e- Representative e-
mail: mail Authorized:

Prosecution History

Date Description nLorﬁgZ?ing
Jun. 01, 2019 NOTICE OF ACCEPTANCE OF SEC. 8 - E-MAILED
Jun. 01, 2019 REGISTERED - SEC. 8 (6-YR) ACCEPTED 77074
Jun. 01, 2019 CASE ASSIGNED TO POST REGISTRATION PARALEGAL 77074
May 17, 2019 TEAS SECTION 8 RECEIVED
Apr. 09, 2018 COURTESY REMINDER - SEC. 8 (6-YR) E-MAILED
Apr. 09, 2013 REGISTERED-PRINCIPAL REGISTER
Mar. 05, 2013 NOTICE OF ACCEPTANCE OF STATEMENT OF USE E-MAILED
Mar. 02, 2013 LAW OFFICE REGISTRATION REVIEW COMPLETED 67287
Feb. 27,2013 ALLOWED PRINCIPAL REGISTER - SOU ACCEPTED
Feb. 22,2013 STATEMENT OF USE PROCESSING COMPLETE 70565
Feb. 07,2013 USE AMENDMENT FILED 70565
Feb. 22,2013 CASE ASSIGNED TO INTENT TO USE PARALEGAL 70565

Feb. 07,2013 TEAS STATEMENT OF USE RECEIVED

Aug. 07, 2012 NOA E-MAILED - SOU REQUIRED FROM APPLICANT

Jun. 12,2012 OFFICIAL GAZETTE PUBLICATION CONFIRMATION E-MAILED

Jun. 12,2012 PUBLISHED FOR OPPOSITION

May 23, 2012 NOTIFICATION OF NOTICE OF PUBLICATION E-MAILED

May 07, 2012 LAW OFFICE PUBLICATION REVIEW COMPLETED 67287
May 07, 2012 ASSIGNED TO LIE 67287



Apr.
Apr.
Apr.
Apr.
Oct.
Oct.
Oct.

Sep.
Sep.
Sep.
Sep.
Mar.
Mar.
Mar.
Mar.
Feb.
Feb.

=

=

=

=

18,2012
12,2012
12,2012
12,2012
16, 2011
16, 2011
16, 2011
26, 2011
26, 2011
26, 2011
26, 2011
28, 2011
28, 2011
28, 2011
24, 2011
08, 2011
07, 2011

APPROVED FOR PUB - PRINCIPAL REGISTER
TEAS/EMAIL CORRESPONDENCE ENTERED
CORRESPONDENCE RECEIVED IN LAW OFFICE
TEAS REQUEST FOR RECONSIDERATION RECEIVED
NOTIFICATION OF FINAL REFUSAL EMAILED

FINAL REFUSAL E-MAILED

FINAL REFUSAL WRITTEN

TEAS/EMAIL CORRESPONDENCE ENTERED
CORRESPONDENCE RECEIVED IN LAW OFFICE
TEAS RESPONSE TO OFFICE ACTION RECEIVED
TEAS VOLUNTARY AMENDMENT RECEIVED
NOTIFICATION OF NON-FINAL ACTION E-MAILED
NON-FINAL ACTION E-MAILED

NON-FINAL ACTION WRITTEN

ASSIGNED TO EXAMINER

NEW APPLICATION OFFICE SUPPLIED DATA ENTERED IN TRAM
NEW APPLICATION ENTERED IN TRAM

88889
88889

81844
88889
88889

6325
6325
81844
81844

TM Staff and Location Information

Current Location: TMEG LAW OFFICE 101

TM Staff Information - None
File Location
Date in Location: Jun. 01, 2019

Proceedings

Summary

Number of 4
Proceedings:

Type of Proceeding: Opposition

Proceeding 91253406 Filing Date: Dec 24, 2019
Number:
Status: Terminated Status Date: Apr 17,2020

Interlocutory REBECCA J STEMPIEN_COYLE
Attorney:

Defendant

Name: LiJuan

Correspondent LI JUAN
Address: WUHUA COUNTY GUANGDONG PROVINCE, XIN TIAN ZHUKENG VILLAGE MIANYANG TOWN

MEIZHOU CHINA , 514021

Correspondent e- yh@xiansen365.com

mail:

Associated marks

Mark

AEPEI

Application Status

Abandoned - After Inter-Partes Decision
Plaintiff(s)

Name: MAPEI S.p.A.

Correspondent JESS M COLLEN
Address: COLLEN

THE HOLYOKE-MANHATTAN BUILDING, 80 SOUTH HIGHLAND AVENUE
OSSINING NY UNITED STATES , 10562

Correspondent e- jcollen@collenip.com , mnesheiwat@collenip.com , docket@collenip.com , pmulhern@collenip.com

mail:

Associated marks

Mark

Application Status

Serial
Number

88543519

Serial
Number

Registration
Number

Registration
Number



MAPEI REGISTERED AND RENEWED 75371999 2252757
MAPELASTIC SECTION 71 ACCEPTED 79050270 3493022
MAPEPLAN SECTION 71 & 15-ACCEPTED AND ACKNOWLEDGED 79071986 3825301
MAPEI ULTRALITE SECTION 71 ACCEPTED 79074712 4204030
MAPEGUARD Registered 79143163 4665287
MAPEI FLEXCOLOR Registered 79157280 4876363
MAPEI GROUT REFRESH Section 8 and 15 - Accepted and Acknowledged 85081511 4498363
MAPEROD Registered 85516201 4498573
MAPESIL Section 8 - Accepted 85233604 4317609
MAPEBLOX SECTION 71 ACCEPTED 79073554 3845452
MAPECEM REGISTERED AND RENEWED 74234518 1835935
MAPEFLEX SECTION 71 ACCEPTED 79080856 3889412
MAPESHIELD Section 8 and 15 - Accepted and Acknowledged 85628183 4601916
MAPEWRAP SECTION 71 & 15-ACCEPTED AND ACKNOWLEDGED 79109059 4281190
Prosecution History
Entry Number History Text Date Due Date
1 FILED AND FEE Dec 24, 2019
2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Jan 10, 2020 Feb 19, 2020
3 INSTITUTED Jan 10, 2020
4 NOTICE OF DEFAULT Feb 29, 2020
5 BD DECISION: OPP SUSTAINED Apr 17, 2020
6 TERMINATED Apr 17, 2020
Type of Proceeding: Opposition
Proceeding 91250413 Filing Date: Aug 23, 2019
Number:
Status: Terminated Status Date: Dec 02, 2019
Interlocutory GEOFFREY MCNUTT
Attorney:
Defendant
Name: Alcor Holding LLC
Correspondent DEREK FAHEY
Address: THE PLUS IP FIRM
101 NE 3RD AVENUE, SUITE 1500
FORT LAUDERDALE FL UNITED STATES , 33301
Correspondent e- derek@plusfirm.com , info@plusfirm.com
mail:
Associated marks
Mark Application Status fli::;er nﬁgils)t;?tion
MAPLEX Abandoned - After Inter-Partes Decision 88329688
Plaintiff(s)
Name: MAPEI S.p.A.
Correspondent JESS M COLLEN
Address: COLLEN
THE HOLYOKE-MANHATTAN BUILDING, 80 SOUTH HIGHLAND AVENUE
OSSINING NY UNITED STATES , 10562
Correspondent gl- jcollen@collenip.com , docket@collenip.com , pmulhern@collenip.com
mail:
Associated marks
Mark Application Status ﬁﬁ':tl) T nﬁg'i;terftion
MAPEFLEX SECTION 71 ACCEPTED 79080856 3889412
MAPEI REGISTERED AND RENEWED 75371999 2252757
MAPE IR CANCELLED; US REGISTRATION CANCELLED 79052991 3623147
MAPELASTIC SECTION 71 ACCEPTED 79050270 3493022

MAPEPLAN SECTION 71 & 15-ACCEPTED AND ACKNOWLEDGED 79071986 3825301



MAPEI ULTRALITE SECTION 71 ACCEPTED 79074712 4204030
MAPEGUARD Registered 79143163 4665287
MAPEI FLEXCOLOR Registered 79157280 4876363
MAPEI GROUT REFRESH Section 8 and 15 - Accepted and Acknowledged 85081511 4498363
MAPEROD Registered 85516201 4498573
MAPESIL Section 8 - Accepted 85233604 4317609
MAPEBLOX SECTION 71 ACCEPTED 79073554 3845452
MAPESHIELD Section 8 and 15 - Accepted and Acknowledged 85628183 4601916
MAPEWRAP SECTION 71 & 15-ACCEPTED AND ACKNOWLEDGED 79109059 4281190
MAPECEM REGISTERED AND RENEWED 74234518 1835935
Prosecution History
Entry Number History Text Date Due Date
1 FILED AND FEE Aug 23, 2019
2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Aug 23, 2019 Oct 02, 2019
3 INSTITUTED Aug 23, 2019
4 NOTICE OF DEFAULT Oct 12,2019
5 BD DECISION: OPP SUSTAINED Dec 02, 2019
6 TERMINATED Dec 02, 2019
Type of Proceeding: Opposition
Proceeding 91240340 Filing Date: Mar 28, 2018
Number:
Status: Terminated Status Date: Apr 26, 2018
Interlocutory MARY CATHERINE FAINT
Attorney:
Defendant
Name: Ginar Technology Co., Ltd.
Correspondent CHARLES E BAXLEY
Address: HART BAXLEY DANIELS & HOLTON
90 JOHN STREET SUITE 403
NEW YORK NY UNITED STATES , 10038-3242
Correspondent e- ceb@hartbaxley.com
mail:
Associated marks
Mark Application Status ﬁz:irﬁ;er nﬁﬂiigftion
MAPEX Abandoned - After Inter-Partes Decision 87540090
Plaintiff(s)
Name: MAPEI S.p.A.
Correspondent JESS M COLLEN
Address: COLLEN
THE HOLYOKE-MANHATTAN BUILDING, 80 SOUTH HIGHLAND AVENUE
OSSINING NY UNITED STATES , 10562
Correspondent gl- jcollen@collenip.com , mnesheiwat@collenip.com , docket@collenip.com , pmulhern@collenip.com
mail:
Associated marks
Mark Application Status flfurri?t:er nﬁg:ls)t;:tion
MAPEI REGISTERED AND RENEWED 75371999 2252757
MAPELASTIC SECTION 71 ACCEPTED 79050270 3493022
MAPEPLAN SECTION 71 & 15-ACCEPTED AND ACKNOWLEDGED 79071986 3825301
MAPEI ULTRALITE SECTION 71 ACCEPTED 79074712 4204030
MAPEGUARD Registered 79143163 4665287
MAPEI FLEXCOLOR Registered 79157280 4876363
MAPEI GROUT REFRESH Section 8 and 15 - Accepted and Acknowledged 85081511 4498363
MAPEROD Registered 85516201 4498573




MAPESIL Section 8 - Accepted 85233604 4317609
MAPEBLOX SECTION 71 ACCEPTED 79073554 3845452
MAPECEM REGISTERED AND RENEWED 74234518 1835935
MAPEFLEX SECTION 71 ACCEPTED 79080856 3889412
MAPESHIELD Section 8 and 15 - Accepted and Acknowledged 85628183 4601916
MAPEWRAP SECTION 71 & 15-ACCEPTED AND ACKNOWLEDGED 79109059 4281190
Prosecution History
Entry Number History Text Date Due Date
1 FILED AND FEE Mar 28, 2018
2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Mar 29, 2018 May 08, 2018
3 PENDING, INSTITUTED Mar 29, 2018
4 W/DRAW OF APPLICATION Apr 25,2018
5 BD DECISION: SUSTAINED Apr 26, 2018
6 TERMINATED Apr 26, 2018
Type of Proceeding: Opposition
Proceeding 91231811 Filing Date: Dec 19, 2016
Number:
Status: Terminated Status Date: Jan 27, 2017
Interlocutory GEOFFREY MCNUTT
Attorney:
Defendant
Name: Ginar Technology Co., LTD.
Correspondent CHARLES E BAXLEY
Address: HART BAXLEY DANIELS & HOLTON
90 JOHN STREET , SUITE 403
NEW YORK NY UNITED STATES , 10038-3242
Correspondent e- ceb@hartbaxley.com
mail:
Associated marks
Mark Application Status flz:?t:er nﬁﬁ:ﬁtgftion
MAPEX Abandoned - After Inter-Partes Decision 86967480
Plaintiff(s)
Name: MAPEI S.p.A.
Correspondent JESS M COLLEN
Address: COLLEN IP INTELLECTUAL PROPERTY LAW PC
THE HOLYOKE-MANHATTAN BUILDING , 80 SOUTH HIGHLAND AVENUE
OSSINING NY UNITED STATES , 10562
Correspondent ﬁ- jcollen@collenip.com , docket@collenip.com , tgulick@collenip.com , pmulhern@collenip.com
mail:
Associated marks
Mark Application Status fl‘:':ll) o :ﬁﬁ:ﬁ:ﬁﬁon
MAPEI REGISTERED AND RENEWED 75371999 2252757
MAPE IR CANCELLED; US REGISTRATION CANCELLED 79052991 3623147
MAPELASTIC SECTION 71 ACCEPTED 79050270 3493022
MAPEPLAN SECTION 71 & 15-ACCEPTED AND ACKNOWLEDGED 79071986 3825301
MAPEI ULTRALITE SECTION 71 ACCEPTED 79074712 4204030
MAPEGUARD Registered 79143163 4665287
MAPEI FLEXCOLOR Registered 79157280 4876363
MAPEI GROUT REFRESH Section 8 and 15 - Accepted and Acknowledged 85081511 4498363
MAPEROD Registered 85516201 4498573
MAPESIL Section 8 - Accepted 85233604 4317609
MAPEBLOX SECTION 71 ACCEPTED 79073554 3845452
MAPECEM REGISTERED AND RENEWED 74234518 1835935
MAPEFLEX SECTION 71 ACCEPTED 79080856 3889412



MAPESHIELD Section 8 and 15 - Accepted and Acknowledged 85628183 4601916

MAPEWRAP SECTION 71 & 15-ACCEPTED AND ACKNOWLEDGED 79109059 4281190
Prosecution History
Entry Number History Text Date Due Date
1 FILED AND FEE Dec 19, 2016
2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Dec 19, 2016 Jan 28, 2017
3 PENDING, INSTITUTED Dec 19, 2016
4 W/DRAW OF APPLICATION Jan 17,2017
5 BD DECISION: SUSTAINED Jan 27,2017
6 TERMINATED Jan 27,2017
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Mark: MAPEBLOX
US Serial Number: 79073554 Application Filing Feb. 05, 2009
Date:
US Registration 3845452 Registration Date: Sep. 07,2010
Number:
Register: Principal
Mark Type: Trademark
TM5 Common Status LIVE/REGISTRATION/Issued and Active
Descriptor:
The trademark application has been registered with the Office.
Status: A Section 71 declaration has been accepted.
Status Date: Apr. 03, 2020
Publication Date: Jun. 22, 2010
Mark Information
Mark Literal MAPEBLOX
Elements:

Standard Character
Claim:

Mark Drawing
Type:

Yes. The mark consists of standard characters without claim to any particular font style, size, or color.

4 - STANDARD CHARACTER MARK

Related Properties Information

International
Registration
Number:

International
Registration Date:

Claimed Ownership
of US
Registrations:

1015111

Feb. 05, 2009

3623147

Goods and Services

Note:

The following symbols indicate that the registrant/owner has amended the goods/services:
e Brackets [..] indicate deleted goods/services;
e Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
e Asterisks *..* identify additional (new) wording in the goods/services.

For:

International

Insulating compounds, injectable insulation products of synthetic oil-proof rubber for water-proofing and sealing of galleries; bituminous
insulating tapes for water-proofing of joints between foundations and gallery walls; packing and insulating materials; latex for mixing
with cement and sand and for using in construction

017 - Primary Class U.S Class(es): 001, 005, 012, 013, 035, 050

Class(es):
Class Status: ACTIVE
Basis: 66(a)
Basis Information (Case Level)
Filed Use: No Currently Use: No



Filed ITU:
Filed 44D:
Filed 44E:
Filed 66A:
Filed No Basis:

No Currently ITU: No
No Currently 44E: No
No Currently 66A: Yes
Yes Currently No Basis: No
No

Current Owner(s) Information

Owner Name:

Owner Address:

Legal Entity Type:

MAPEI S.p.A.

Via Cafiero, 22
MILANO ITALY 120158

societa per azioni (spa) State or Country ITALY

Where Organized:

Attorney/Correspondence Information

Attorney Name:

Attorney Primary
Email Address:

Correspondent
Name/Address:

Phone:

Correspondent e-

Attorney of Record

Jess M. Collen Docket Number: K353
trademark@collenip.com Attorney Email Yes
Authorized:
Correspondent

Jess M. Collen

Collen IP Intellectual Property Law

80 South Highland Avenue

THE HOLYOKE-MANHATTAN BUILDING
Ossining, NEW YORK UNITED STATES 10562

9149415668

trademark@collenip.com Correspondent e- Yes

mail: mail Authorized:
Domestic Representative
Domestic Jess M. Collen Phone: 9149415668
Representative
Name:
Domestic trademark@collenip.com Domestic Yes
Representative e- Representative e-
mail: mail Authorized:
Prosecution History
Date Description zLon?gZ(rﬁng

Apr. 05, 2020 NOTICE OF ACCEPTANCE OF SEC. 71 - E-MAILED
Apr. 03, 2020 REGISTERED-SEC.71 ACCEPTED 71378
Apr. 01, 2020 CASE ASSIGNED TO POST REGISTRATION PARALEGAL 71378
Feb. 14, 2020 TEAS SECTION 71 RECEIVED
Sep. 07,2019 COURTESY REMINDER - SEC. 71 (10-YR) E-MAILED
Feb. 21, 2019 INTERNATIONAL REGISTRATION RENEWED
Jun. 14,2017 NOTICE OF ACCEPTANCE OF SEC. 71 - E-MAILED
Jun. 14,2017 REGISTERED-SEC.71 ACCEPTED 75184
Jun. 12, 2017 CASE ASSIGNED TO POST REGISTRATION PARALEGAL 75184
Mar. 03, 2017 TEAS SECTION 71 RECEIVED
Jul. 23, 2015 NEW REPRESENTATIVE AT IB RECEIVED
Mar. 31,2013 FINAL DECISION TRANSACTION PROCESSED BY IB
Dec. 09, 2010 FINAL DISPOSITION NOTICE SENT TO IB
Dec. 09, 2010 FINAL DISPOSITION PROCESSED 68359
Dec. 07, 2010 FINAL DISPOSITION NOTICE CREATED, TO BE SENT TO IB
Sep. 07,2010 REGISTERED-PRINCIPAL REGISTER
Jun. 22, 2010 PUBLISHED FOR OPPOSITION

Jun. 02, 2010

NOTICE OF PUBLICATION



May 19, 2010 LAW OFFICE PUBLICATION REVIEW COMPLETED 70138
May 19, 2010 ASSIGNED TO LIE 70138
May 10, 2010 APPROVED FOR PUB - PRINCIPAL REGISTER
Apr. 27,2010 TEAS/EMAIL CORRESPONDENCE ENTERED 88889
Apr. 27,2010 CORRESPONDENCE RECEIVED IN LAW OFFICE 88889
Apr. 27,2010 TEAS RESPONSE TO OFFICE ACTION RECEIVED
Mar. 08, 2010 ATTORNEY/DOM.REP.REVOKED AND/OR APPOINTED
Mar. 08, 2010 TEAS REVOKE/APP/CHANGE ADDR OF ATTY/DOM REP RECEIVED
Mar. 05, 2010 ATTORNEY/DOM.REP.REVOKED AND/OR APPOINTED
Mar. 05, 2010 TEAS REVOKE/APP/CHANGE ADDR OF ATTY/DOM REP RECEIVED
Dec. 01, 2009 REFUSAL PROCESSED BY IB
Oct. 31, 2009 APPLICATION FILING RECEIPT MAILED
Oct. 30, 2009 NON-FINAL ACTION MAILED - REFUSAL SENT TO IB
Oct. 30, 2009 REFUSAL PROCESSED BY MPU 74217
Oct. 30, 2009 NON-FINAL ACTION (IB REFUSAL) PREPARED FOR REVIEW
Oct. 29, 2009 NON-FINAL ACTION WRITTEN 83705
Oct. 27, 2009 ASSIGNED TO EXAMINER 83705
Oct. 27, 2009 NEW APPLICATION OFFICE SUPPLIED DATA ENTERED IN TRAM
Oct. 23, 2009 LIMITATION OF GOODS/SERVICES FROM IB ENTERED 67445
Oct. 22, 2009 SN ASSIGNED FOR SECT 66A APPL FROM IB
International Registration Information (Section 66a)
International 1015111 International Feb. 05, 2009
Registration Registration Date:
Number:
Priority Claimed Yes Date of Section 67 Aug. 05, 2008
Flag: Priority Claim:
Intl. Registration REQUEST FOR EXTENSION OF PROTECTION Date of Oct. 22, 2009
Status: PROCESSED International
Registration
Status:
Notification of Oct. 22, 2009 Date of Automatic Apr. 22, 2011
Designation Date: Protection:

International Feb. 05, 2029
Registration
Renewal Date:

First Refusal Flag: Yes

TM Staff and Location Information

TM Staff Information - None

File Location
Current Location: GENERIC WEB UPDATE Date in Location: Apr. 03, 2020
Proceedings
Summary
Number of 4
Proceedings:
Type of Proceeding: Opposition
Proceeding 91253406 Filing Date: Dec 24,2019
Number:
Status: Terminated Status Date: Apr 17, 2020

Interlocutory REBECCA J STEMPIEN_COYLE
Attorney:

Defendant

Name: LiJuan



Correspondent
Address:

LI JUAN
WUHUA COUNTY GUANGDONG PROVINCE, XIN TIAN ZHUKENG VILLAGE MIANYANG TOWN
MEIZHOU CHINA , 514021

Correspondent e- yh@xiansen365.com
mail:
Associated marks
Mark Application Status flfurin:::er nﬁg:ls)t;:tion
AEPEI Abandoned - After Inter-Partes Decision 88543519
Plaintiff(s)
Name: MAPEI S.p.A.
Correspondent JESS M COLLEN
Address: COLLEN
THE HOLYOKE-MANHATTAN BUILDING, 80 SOUTH HIGHLAND AVENUE
OSSINING NY UNITED STATES , 10562
Correspondent ﬁ- jcollen@collenip.com , mnesheiwat@collenip.com , docket@collenip.com , pmulhern@collenip.com
mail:
Associated marks
Mark Application Status flz:ft:er nﬁﬁizt;?tion
MAPEI REGISTERED AND RENEWED 75371999 2252757
MAPELASTIC SECTION 71 ACCEPTED 79050270 3493022
MAPEPLAN SECTION 71 & 15-ACCEPTED AND ACKNOWLEDGED 79071986 3825301
MAPEI ULTRALITE SECTION 71 ACCEPTED 79074712 4204030
MAPEGUARD Registered 79143163 4665287
MAPEI FLEXCOLOR Registered 79157280 4876363
MAPEI GROUT REFRESH Section 8 and 15 - Accepted and Acknowledged 85081511 4498363
MAPEROD Registered 85516201 4498573
MAPESIL Section 8 - Accepted 85233604 4317609
MAPEBLOX SECTION 71 ACCEPTED 79073554 3845452
MAPECEM REGISTERED AND RENEWED 74234518 1835935
MAPEFLEX SECTION 71 ACCEPTED 79080856 3889412
MAPESHIELD Section 8 and 15 - Accepted and Acknowledged 85628183 4601916
MAPEWRAP SECTION 71 & 15-ACCEPTED AND ACKNOWLEDGED 79109059 4281190
Prosecution History
Entry Number History Text Date Due Date
1 FILED AND FEE Dec 24, 2019
2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Jan 10, 2020 Feb 19, 2020
3 INSTITUTED Jan 10, 2020
4 NOTICE OF DEFAULT Feb 29, 2020
5 BD DECISION: OPP SUSTAINED Apr 17, 2020
6 TERMINATED Apr 17, 2020
Type of Proceeding: Opposition
Proceeding 91250413 Filing Date: Aug 23, 2019
Number:
Status: Terminated Status Date: Dec 02, 2019
Interlocutory GEOFFREY MCNUTT
Attorney:
Defendant
Name: Alcor Holding LLC
Correspondent DEREK FAHEY
Address: THE PLUS IP FIRM

Correspondent e-
mail:

101 NE 3RD AVENUE, SUITE 1500
FORT LAUDERDALE FL UNITED STATES , 33301

derek@plusfirm.com , info@plusfirm.com




Associated marks

Mark Application Status ﬁi‘:{) - nzﬁils)::tion
MAPLEX Abandoned - After Inter-Partes Decision 88329688
Plaintiff(s)
Name: MAPEI S.p.A.
Correspondent JESS M COLLEN
Address: COLLEN
THE HOLYOKE-MANHATTAN BUILDING, 80 SOUTH HIGHLAND AVENUE
OSSINING NY UNITED STATES , 10562
Correspondent ﬁ- jcollen@collenip.com , docket@collenip.com , pmulhern@collenip.com
mail:
Associated marks
Mark Application Status ﬁiﬁn?t:er nﬁgils)t;?tion
MAPEFLEX SECTION 71 ACCEPTED 79080856 3889412
MAPEI REGISTERED AND RENEWED 75371999 2252757
MAPE IR CANCELLED; US REGISTRATION CANCELLED 79052991 3623147
MAPELASTIC SECTION 71 ACCEPTED 79050270 3493022
MAPEPLAN SECTION 71 & 15-ACCEPTED AND ACKNOWLEDGED 79071986 3825301
MAPEI ULTRALITE SECTION 71 ACCEPTED 79074712 4204030
MAPEGUARD Registered 79143163 4665287
MAPEI FLEXCOLOR Registered 79157280 4876363
MAPEI GROUT REFRESH Section 8 and 15 - Accepted and Acknowledged 85081511 4498363
MAPEROD Registered 85516201 4498573
MAPESIL Section 8 - Accepted 85233604 4317609
MAPEBLOX SECTION 71 ACCEPTED 79073554 3845452
MAPESHIELD Section 8 and 15 - Accepted and Acknowledged 85628183 4601916
MAPEWRAP SECTION 71 & 15-ACCEPTED AND ACKNOWLEDGED 79109059 4281190
MAPECEM REGISTERED AND RENEWED 74234518 1835935
Prosecution History
Entry Number History Text Date Due Date
1 FILED AND FEE Aug 23, 2019
2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Aug 23, 2019 Oct 02, 2019
3 INSTITUTED Aug 23, 2019
4 NOTICE OF DEFAULT Oct 12, 2019
5 BD DECISION: OPP SUSTAINED Dec 02, 2019
6 TERMINATED Dec 02, 2019
Type of Proceeding: Opposition
Proceeding 91240340 Filing Date: Mar 28, 2018
Number:
Status: Terminated Status Date: Apr 26, 2018
Interlocutory MARY CATHERINE FAINT
Attorney:
Defendant
Name: Ginar Technology Co., Ltd.
Correspondent CHARLES E BAXLEY
Address: HART BAXLEY DANIELS & HOLTON
90 JOHN STREET SUITE 403
NEW YORK NY UNITED STATES , 10038-3242
Correspondent e- ceb@hartbaxley.com
mail:
Associated marks
Mark Application Status flz:?tl;er nﬁgizt;?tion
MAPEX Abandoned - After Inter-Partes Decision 87540090



Name:

Correspondent
Address:

Plaintiff(s)
MAPEI S.p.A.
JESS M COLLEN
COLLEN

THE HOLYOKE-MANHATTAN BUILDING, 80 SOUTH HIGHLAND AVENUE
OSSINING NY UNITED STATES , 10562

Correspondent e- jcollen@collenip.com , mnesheiwat@collenip.com , docket@collenip.com , pmulhern@collenip.com

mail:

Associated marks

Mark Application Status ﬁi:i\allaer nﬁﬁ:z:ftion
MAPEI REGISTERED AND RENEWED 75371999 2252757
MAPELASTIC SECTION 71 ACCEPTED 79050270 3493022
MAPEPLAN SECTION 71 & 15-ACCEPTED AND ACKNOWLEDGED 79071986 3825301
MAPEI ULTRALITE SECTION 71 ACCEPTED 79074712 4204030
MAPEGUARD Registered 79143163 4665287
MAPE| FLEXCOLOR Registered 79157280 4876363
MAPEI GROUT REFRESH Section 8 and 15 - Accepted and Acknowledged 85081511 4498363
MAPEROD Registered 85516201 4498573
MAPESIL Section 8 - Accepted 85233604 4317609
MAPEBLOX SECTION 71 ACCEPTED 79073554 3845452
MAPECEM REGISTERED AND RENEWED 74234518 1835935
MAPEFLEX SECTION 71 ACCEPTED 79080856 3889412
MAPESHIELD Section 8 and 15 - Accepted and Acknowledged 85628183 4601916
MAPEWRAP SECTION 71 & 15-ACCEPTED AND ACKNOWLEDGED 79109059 4281190

Prosecution History

Entry Number History Text Date Due Date
1 FILED AND FEE Mar 28, 2018
2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Mar 29, 2018 May 08, 2018
3 PENDING, INSTITUTED Mar 29, 2018
4 W/DRAW OF APPLICATION Apr 25,2018
5 BD DECISION: SUSTAINED Apr 26, 2018
6 TERMINATED Apr 26, 2018

Type of Proceeding: Opposition
Proceeding 91231811 Filing Date: Dec 19, 2016
Number:
Status: Terminated Status Date: Jan 27, 2017
Interlocutory GEOFFREY MCNUTT
Attorney:
Defendant
Name: Ginar Technology Co., LTD.
Correspondent CHARLES E BAXLEY
Address: HART BAXLEY DANIELS & HOLTON
90 JOHN STREET , SUITE 403
NEW YORK NY UNITED STATES , 10038-3242
Correspondent e- ceb@hartbaxley.com
mail:
Associated marks
Mark Application Status ﬁi:::l;er nﬁg:zt;?tion
MAPEX Abandoned - After Inter-Partes Decision 86967480
Plaintiff(s)
Name: MAPEI S.p.A.
Correspondent JESS M COLLEN
Address: COLLEN IP INTELLECTUAL PROPERTY LAW PC

THE HOLYOKE-MANHATTAN BUILDING , 80 SOUTH HIGHLAND AVENUE



Associated marks

OSSINING NY UNITED STATES , 10562

Correspondent e- jcollen@collenip.com , docket@collenip.com , tgulick@collenip.com , pmulhern@collenip.com

mail:

Mark

MAPEI

MAPE
MAPELASTIC
MAPEPLAN

MAPEI ULTRALITE

MAPEGUARD

MAPEI FLEXCOLOR

MAPEI GROUT REFRESH
MAPEROD
MAPESIL
MAPEBLOX
MAPECEM
MAPEFLEX
MAPESHIELD
MAPEWRAP

o OB~ W N =

Entry Number

Application Status ﬁﬁ:fll) - nﬁﬁ:ls):: Jem
REGISTERED AND RENEWED 75371999 2252757
IR CANCELLED; US REGISTRATION CANCELLED 79052991 3623147
SECTION 71 ACCEPTED 79050270 3493022
SECTION 71 & 15-ACCEPTED AND ACKNOWLEDGED 79071986 3825301
SECTION 71 ACCEPTED 79074712 4204030
Registered 79143163 4665287
Registered 79157280 4876363
Section 8 and 15 - Accepted and Acknowledged 85081511 4498363
Registered 85516201 4498573
Section 8 - Accepted 85233604 4317609
SECTION 71 ACCEPTED 79073554 3845452
REGISTERED AND RENEWED 74234518 1835935
SECTION 71 ACCEPTED 79080856 3889412
Section 8 and 15 - Accepted and Acknowledged 85628183 4601916
SECTION 71 & 15-ACCEPTED AND ACKNOWLEDGED 79109059 4281190
Prosecution History
History Text Date Due Date

FILED AND FEE Dec 19, 2016

NOTICE AND TRIAL DATES SENT; ANSWER DUE: Dec 19, 2016 Jan 28, 2017

PENDING, INSTITUTED Dec 19, 2016

W/DRAW OF APPLICATION Jan 17,2017

BD DECISION: SUSTAINED Jan 27,2017

TERMINATED Jan 27,2017



Generated on: This page was generated by TSDR on 2020-06-25 17:40:01 EDT
Mark: MAPECEM

US Serial Number: 74234518 Application Filing Dec. 27, 1991
Date:
US Registration 1835935 Registration Date: May 10, 1994
Number:

Register: Principal
Mark Type: Trademark

TM5 Common Status LIVE/REGISTRATION/Issued and Active
Descriptor:
The trademark application has been registered with the Office.

Status: The registration has been renewed.
Status Date: May 13, 2014

Publication Date: May 11, 1993 Notice of Aug. 03, 1993
Allowance Date:

Mark Information

Mark Literal MAPECEM
Elements:

Standard Character No
Claim:
Mark Drawing 1 - TYPESET WORD(S) /LETTER(S) /NUMBER(S)
Type:

Foreign Information

Priority Claimed: Yes

Foreign 689355 Foreign Sep. 11, 1991
Application Application Filing

Number: Date:

Foreign TMA401786 Foreign Aug. 21, 1992
Registration Registration Date:

Number:

Foreign CANADA Foreign Expiration Aug. 21, 2007
Application/Registration Date:
Country:

Goods and Services

Note:

The following symbols indicate that the registrant/owner has amended the goods/services:
e Brackets [..] indicate deleted goods/services;
e Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
e Asterisks *..* identify additional (new) wording in the goods/services.

For: special fast setting, fast curing, shrinkage free, hydraulic binder for concrete screed

International 001 - Primary Class U.S Class(es): 006
Class(es):



Class Status:

ACTIVE

Basis: 1(a) 44(e)

First Use: Dec. 1991 Use in Commerce: Dec. 1991
Basis Information (Case Level)

Filed Use: No Currently Use: Yes

Filed ITU: Yes Currently ITU: No

Filed 44D: Yes Currently 44E: Yes

Filed 44E: No Currently 66A: No

Filed 66A: No Currently No Basis: No

Filed No Basis: No
Current Owner(s) Information
Owner Name: MAPEI S.P.A.

Owner Address:

Legal Entity Type:

VIA CAFIERO 22
20158 MILAN ITALY

CORPORATION State or Country ITALY

Where Organized:

Attorney/Correspondence Information

Attorney Name:

Attorney Primary
Email Address:

Correspondent
Name/Address:

Phone:

Correspondent e-

Attorney of Record
Jess M. Collen Docket Number: 24010

trademark@collenip.com Attorney Email Yes

Authorized:

Correspondent

Jess M. Collen

Collen IP Intellectual Property Law, P.C.

80 South Highland Avenue

THE HOLYOKE-MANHATTAN BUILDING
Ossining, NEW YORK UNITED STATES 10562

9149415668

trademark@collenip.com Correspondent e- Yes

mail: mail Authorized:
Domestic Representative
Domestic Jess M. Collen Phone: 9149415668
Representative
Name:
Domestic trademark@collenip.com Domestic Yes
Representative e- Representative e-
mail: mail Authorized:
Prosecution History
Date Description Z:ﬂggzging

May 13, 2014 NOTICE OF ACCEPTANCE OF SEC. 8 & 9 - E-MAILED
May 13, 2014 REGISTERED AND RENEWED (SECOND RENEWAL - 10 YRS) 66607
May 13, 2014 REGISTERED - SEC. 8 (10-YR) ACCEPTED/SEC. 9 GRANTED 66607
May 12, 2014 REGISTERED - COMBINED SECTION 8 (10-YR) & SEC. 9 FILED 66607
May 12, 2014 TEAS SECTION 8 & 9 RECEIVED
Jun. 29, 2010 ATTORNEY/DOM.REP.REVOKED AND/OR APPOINTED
Jun. 29, 2010 TEAS REVOKE/APP/CHANGE ADDR OF ATTY/DOM REP RECEIVED
May 06, 2010 AUTOMATIC UPDATE OF ASSIGNMENT OF OWNERSHIP
Jul. 27, 2007 CASE FILE IN TICRS
Apr. 19, 2004 REGISTERED AND RENEWED (FIRST RENEWAL - 10 YRS)

Apr. 19, 2004

REGISTERED - SEC. 8 (10-YR) ACCEPTED/SEC. 9 GRANTED



Mar. 05, 2004 REGISTERED - COMBINED SECTION 8 (10-YR) & SEC. 9 FILED
Jul. 11, 2000 REGISTERED - SEC. 8 (6-YR) ACCEPTED & SEC. 15 ACK.
May 03, 2000 REGISTERED - SEC. 8 (6-YR) & SEC. 15 FILED

May 10, 1994 REGISTERED-PRINCIPAL REGISTER

Jan. 12, 1994 ALLOWED PRINCIPAL REGISTER - SOU ACCEPTED

Jan. 04, 1994 ASSIGNED TO EXAMINER

Dec. 30, 1993 STATEMENT OF USE PROCESSING COMPLETE

Oct. 26, 1993 USE AMENDMENT FILED

Aug. 03, 1993 NOA MAILED - SOU REQUIRED FROM APPLICANT

May 11, 1993 PUBLISHED FOR OPPOSITION

Apr. 09, 1993 NOTICE OF PUBLICATION

Dec. 22, 1992 APPROVED FOR PUB - PRINCIPAL REGISTER

Nov. 17, 1992 CORRESPONDENCE RECEIVED IN LAW OFFICE

Oct. 16, 1992 LETTER OF SUSPENSION MAILED

Sep. 22, 1992 CORRESPONDENCE RECEIVED IN LAW OFFICE

Mar. 23, 1992 NON-FINAL ACTION MAILED

61804

TM Staff and Location Information

Current Location:

TM Staff Information - None
File Location
GENERIC WEB UPDATE Date in Location: May 13,2014

Assignment Abstract Of Title Information

Summary

Total Assignments:

—y

Registrant: MAPEI INC.

Assignment 1 of 1

Conveyance:
Reel/Frame:
Date Recorded:

Supporting
Documents:

Name:

Legal Entity Type:

Name:

Legal Entity Type:

Address:

Correspondent
Name:

Correspondent
Address:

Domestic
Representative
Name:

Domestic
Representative
Address:

ASSIGNS THE ENTIRE INTEREST

4190/0513 Pages: 5
Apr. 22,2010

assignment-tm-4190-0513.pdf

Assignor
MAPEI INC. Execution Date: Apr. 06, 2010
CORPORATION State or Country CANADA
Where Organized:
Assignee
MAPEI S.P.A.
CORPORATION State or Country ITALY
Where Organized:
VIA CAFIERO 22
20158 MILAN, ITALY
Correspondent

JANE F. COLLEN

80 SOUTH HIGHLAND AVENUE
THE HOLYOKE-MANHATTAN BUILDING
OSSINING, NY 10562

Domestic Representative
JESS M. COLLEN

80 SOUTH HIGHLAND AVENUE
THE HOLYOKE-MANHATTAN BUILDING
OSSINING, NY 10562




Proceedings

Summary

Number of 4
Proceedings:

Type of Proceeding: Opposition

Proceeding 91253406 Filing Date: Dec 24, 2019
Number:
Status: Terminated Status Date: Apr 17, 2020
Interlocutory REBECCA J STEMPIEN_COYLE
Attorney:
Defendant

Name: LiJuan

Correspondent LI JUAN
Address: WUHUA COUNTY GUANGDONG PROVINCE, XIN TIAN ZHUKENG VILLAGE MIANYANG TOWN
MEIZHOU CHINA , 514021

Correspondent e- yh@xiansen365.com
mail:

Associated marks

Mark Application Status
AEPEI Abandoned - After Inter-Partes Decision
Plaintiff(s)

Name: MAPEI S.p.A.

Correspondent JESS M COLLEN
Address: COLLEN
THE HOLYOKE-MANHATTAN BUILDING, 80 SOUTH HIGHLAND AVENUE
OSSINING NY UNITED STATES , 10562

Correspondent e- jcollen@collenip.com , mnesheiwat@collenip.com , docket@collenip.com , pmulhern@collenip.com
mail:

Associated marks

Mark Application Status
MAPEI REGISTERED AND RENEWED
MAPELASTIC SECTION 71 ACCEPTED
MAPEPLAN SECTION 71 & 15-ACCEPTED AND ACKNOWLEDGED
MAPEI ULTRALITE SECTION 71 ACCEPTED
MAPEGUARD Registered
MAPEI FLEXCOLOR Registered
MAPEI GROUT REFRESH Section 8 and 15 - Accepted and Acknowledged
MAPEROD Registered
MAPESIL Section 8 - Accepted
MAPEBLOX SECTION 71 ACCEPTED
MAPECEM REGISTERED AND RENEWED
MAPEFLEX SECTION 71 ACCEPTED
MAPESHIELD Section 8 and 15 - Accepted and Acknowledged
MAPEWRAP SECTION 71 & 15-ACCEPTED AND ACKNOWLEDGED

Prosecution History

Entry Number History Text Date
1 FILED AND FEE Dec 24, 2019
2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Jan 10, 2020
3 INSTITUTED Jan 10, 2020
4 NOTICE OF DEFAULT Feb 29, 2020
5 BD DECISION: OPP SUSTAINED Apr 17, 2020
6 TERMINATED Apr 17, 2020

Serial Registration

Number Number
88543519

Serial Registration

Number Number
75371999 2252757
79050270 3493022
79071986 3825301
79074712 4204030
79143163 4665287
79157280 4876363
85081511 4498363
85516201 4498573
85233604 4317609
79073554 3845452
74234518 1835935
79080856 3889412
85628183 4601916
79109059 4281190

Due Date
Feb 19, 2020




Type of Proceeding: Opposition

Proceeding 91250413 Filing Date: Aug 23, 2019
Number:
Status: Terminated Status Date: Dec 02, 2019
Interlocutory GEOFFREY MCNUTT
Attorney:
Defendant

Name: Alcor Holding LLC

Correspondent DEREK FAHEY
Address: THE PLUS IP FIRM
101 NE 3RD AVENUE, SUITE 1500
FORT LAUDERDALE FL UNITED STATES , 33301

Correspondent e- derek@plusfirm.com , info@plusfirm.com
mail:

Associated marks

Mark Application Status ﬁfl:?;er nﬁg:ls)t;:tion

MAPLEX Abandoned - After Inter-Partes Decision 88329688
Plaintiff(s)
Name: MAPEI S.p.A.
Correspondent JESS M COLLEN
Address: COLLEN
THE HOLYOKE-MANHATTAN BUILDING, 80 SOUTH HIGHLAND AVENUE
OSSINING NY UNITED STATES , 10562
Correspondent ﬁ- jcollen@collenip.com , docket@collenip.com , pmulhern@collenip.com
mail:

Associated marks

Mark Application Status ﬁi:::l;er nﬁg:zt;?tion
MAPEFLEX SECTION 71 ACCEPTED 79080856 3889412
MAPEI REGISTERED AND RENEWED 75371999 2252757
MAPE IR CANCELLED; US REGISTRATION CANCELLED 79052991 3623147
MAPELASTIC SECTION 71 ACCEPTED 79050270 3493022
MAPEPLAN SECTION 71 & 15-ACCEPTED AND ACKNOWLEDGED 79071986 3825301
MAPEI ULTRALITE SECTION 71 ACCEPTED 79074712 4204030
MAPEGUARD Registered 79143163 4665287
MAPEI FLEXCOLOR Registered 79157280 4876363
MAPEI GROUT REFRESH Section 8 and 15 - Accepted and Acknowledged 85081511 4498363
MAPEROD Registered 85516201 4498573
MAPESIL Section 8 - Accepted 85233604 4317609
MAPEBLOX SECTION 71 ACCEPTED 79073554 3845452
MAPESHIELD Section 8 and 15 - Accepted and Acknowledged 85628183 4601916
MAPEWRAP SECTION 71 & 15-ACCEPTED AND ACKNOWLEDGED 79109059 4281190
MAPECEM REGISTERED AND RENEWED 74234518 1835935

Prosecution History

Entry Number History Text Date Due Date
1 FILED AND FEE Aug 23, 2019
2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Aug 23, 2019 Oct 02, 2019
3 INSTITUTED Aug 23, 2019
4 NOTICE OF DEFAULT Oct 12, 2019
5 BD DECISION: OPP SUSTAINED Dec 02, 2019
6 TERMINATED Dec 02, 2019

Type of Proceeding: Opposition

Proceeding 91240340 Filing Date: Mar 28, 2018
Number:



Status: Terminated

Interlocutory MARY CATHERINE FAINT
Attorney:

Name:

Correspondent CHARLES E BAXLEY
Address:

Ginar Technology Co., Ltd.

90 JOHN STREET SUITE 403

HART BAXLEY DANIELS & HOLTON

Status Date: Apr 26, 2018

Defendant

NEW YORK NY UNITED STATES , 10038-3242

Correspondent e- ceb@hartbaxley.com
mail:

Associated marks

Mark Application Status ﬁﬁr:tl’ - nﬁg:i:: aleg

MAPEX Abandoned - After Inter-Partes Decision 87540090
Plaintiff(s)
Name: MAPEI S.p.A.
Correspondent JESS M COLLEN
Address: COLLEN
THE HOLYOKE-MANHATTAN BUILDING, 80 SOUTH HIGHLAND AVENUE
OSSINING NY UNITED STATES , 10562
Correspondent ﬁ- jcollen@collenip.com , mnesheiwat@collenip.com , docket@collenip.com , pmulhern@collenip.com
mail:

Associated marks

Mark Application Status flﬁ:ft: - nﬁﬁ:ﬁ:r LD
MAPEI REGISTERED AND RENEWED 75371999 2252757
MAPELASTIC SECTION 71 ACCEPTED 79050270 3493022
MAPEPLAN SECTION 71 & 15-ACCEPTED AND ACKNOWLEDGED 79071986 3825301
MAPEI ULTRALITE SECTION 71 ACCEPTED 79074712 4204030
MAPEGUARD Registered 79143163 4665287
MAPEI FLEXCOLOR Registered 79157280 4876363
MAPEI GROUT REFRESH Section 8 and 15 - Accepted and Acknowledged 85081511 4498363
MAPEROD Registered 85516201 4498573
MAPESIL Section 8 - Accepted 85233604 4317609
MAPEBLOX SECTION 71 ACCEPTED 79073554 3845452
MAPECEM REGISTERED AND RENEWED 74234518 1835935
MAPEFLEX SECTION 71 ACCEPTED 79080856 3889412
MAPESHIELD Section 8 and 15 - Accepted and Acknowledged 85628183 4601916
MAPEWRAP SECTION 71 & 15-ACCEPTED AND ACKNOWLEDGED 79109059 4281190

Prosecution History

Entry Number History Text Date Due Date
1 FILED AND FEE Mar 28, 2018
2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Mar 29, 2018 May 08, 2018
3 PENDING, INSTITUTED Mar 29, 2018
4 W/DRAW OF APPLICATION Apr 25,2018
5 BD DECISION: SUSTAINED Apr 26, 2018
6 TERMINATED Apr 26, 2018

Type of Proceeding: Opposition

Proceeding 91231811
Number:

Status: Terminated

Interlocutory GEOFFREY MCNUTT
Attorney:

Name: Ginar Technology Co., LTD.

Filing Date: Dec 19, 2016

Status Date: Jan 27,2017

Defendant



Correspondent CHARLES E BAXLEY
Address: HART BAXLEY DANIELS & HOLTON
90 JOHN STREET , SUITE 403
NEW YORK NY UNITED STATES, 10038-3242

Correspondent e- ceb@hartbaxley.com
mail:

Associated marks

Mark Application Status ﬁﬁrrinatl’er nﬁg:ls)t;:tion

MAPEX Abandoned - After Inter-Partes Decision 86967480
Plaintiff(s)
Name: MAPEI S.p.A.
Correspondent JESS M COLLEN
Address: COLLEN IP INTELLECTUAL PROPERTY LAW PC
THE HOLYOKE-MANHATTAN BUILDING , 80 SOUTH HIGHLAND AVENUE
OSSINING NY UNITED STATES , 10562
Correspondent ﬁ- jcollen@collenip.com , docket@collenip.com , tqulick@collenip.com , pmulhern@collenip.com
mail:

Associated marks

Mark Application Status flz:?t:er nﬁﬁ:ﬂ:?tion
MAPEI REGISTERED AND RENEWED 75371999 2252757
MAPE IR CANCELLED; US REGISTRATION CANCELLED 79052991 3623147
MAPELASTIC SECTION 71 ACCEPTED 79050270 3493022
MAPEPLAN SECTION 71 & 15-ACCEPTED AND ACKNOWLEDGED 79071986 3825301
MAPEI ULTRALITE SECTION 71 ACCEPTED 79074712 4204030
MAPEGUARD Registered 79143163 4665287
MAPEI FLEXCOLOR Registered 79157280 4876363
MAPEI GROUT REFRESH Section 8 and 15 - Accepted and Acknowledged 85081511 4498363
MAPEROD Registered 85516201 4498573
MAPESIL Section 8 - Accepted 85233604 4317609
MAPEBLOX SECTION 71 ACCEPTED 79073554 3845452
MAPECEM REGISTERED AND RENEWED 74234518 1835935
MAPEFLEX SECTION 71 ACCEPTED 79080856 3889412
MAPESHIELD Section 8 and 15 - Accepted and Acknowledged 85628183 4601916
MAPEWRAP SECTION 71 & 15-ACCEPTED AND ACKNOWLEDGED 79109059 4281190

Prosecution History

Entry Number History Text Date Due Date
1 FILED AND FEE Dec 19, 2016
2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Dec 19, 2016 Jan 28, 2017
3 PENDING, INSTITUTED Dec 19, 2016
4 W/DRAW OF APPLICATION Jan 17,2017
5 BD DECISION: SUSTAINED Jan 27,2017
6 TERMINATED Jan 27,2017



Generated on: This page was generated by TSDR on 2020-06-25 17:40:25 EDT
Mark: MAPEFLEX

MAPEFLEX

Application Filing Jan. 22, 2010
Date:

US Serial Number: 79080856

US Registration 3889412 Registration Date: Dec. 14,2010

Number:
Register: Principal
Mark Type: Trademark

TM5 Common Status LIVE/REGISTRATION/Issued and Active

Descriptor:

The trademark application has been registered with the Office.

Status: A Section 71 declaration has been accepted.
Status Date: Mar. 11, 2020
Publication Date: Sep. 28, 2010

Mark Information

Mark Literal
Elements:

Standard Character
Claim:

Mark Drawing
Type:

Color(s) Claimed:

MAPEFLEX
No
5 - AN ILLUSTRATION DRAWING WITH WORD(S) /LETTER(S)/ NUMBER(S) INSTYLIZED FORM

Color is not claimed as a feature of the mark.

Related Properties Information

International
Registration
Number:

International
Registration Date:

0547351

Oct. 11, 1989

Goods and Services

Note:

The following symbols indicate that the registrant/owner has amended the goods/services:
e Brackets [..] indicate deleted goods/services;
e Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
e Asterisks *..* identify additional (new) wording in the goods/services.

For:

International
Class(es):

Class Status:

Basis:

For:

International
Class(es):

Class Status:

Packing and insulating material; stopping materials, namely, sealant and filler compounds for joints, door stops of rubber, rubber

stoppers for industrial packaging containers and for the construction industry
017 - Primary Class U.S Class(es): 001, 005, 012, 013, 035, 050

ACTIVE
66(a)

Non-metallic building materials for ready-built constructions and cement constructions, namely, erosion control fabric for construction
purposes; non-metallic building materials for use in construction, namely, glass mosaics for use in building construction, prefabricated
panels for the construction industry, cement panels

019 - Primary Class U.S Class(es): 001, 012, 033, 050

ACTIVE



Basis: 66(a)
Basis Information (Case Level)
Filed Use: No Currently Use: No
Filed ITU: No Currently ITU: No
Filed 44D: No Currently 44E: No
Filed 44E: No Currently 66A: Yes
Filed 66A: Yes Currently No Basis: No
Filed No Basis: No
Current Owner(s) Information
Owner Name: MAPEI S.P.A.

Owner Address:

Legal Entity Type:

Via Cafiero, 22
MILANO ITALY 1-20158

SOCIETE PAR ACTIONS State or Country ITALY

Where Organized:

Attorney/Correspondence Information

Attorney Name:

Attorney Primary
Email Address:

Correspondent
Name/Address:

Phone:

Correspondent e-

Attorney of Record

Jess M. Collen Docket Number: K687
trademark@collenip.com Attorney Email Yes
Authorized:
Correspondent

JESS M. COLLEN

COLLEN IP INTELLECTUAL PROPERTY LAW
THE HOLYOKE-MANHATTAN BUILDING

80 SOUTH HIGHLAND AVENUE

OSSINING, NEW YORK UNITED STATES 10562

9149415668

trademark@collenip.com Correspondent e- Yes

mail: mail Authorized:
Domestic Representative
Domestic Jess M. Collen Phone: 9149415668
Representative
Name:
Domestic trademark@collenip.com Domestic Yes
Representative e- Representative e-
mail: mail Authorized:
Prosecution History
Date Description zLon‘ingi"g

Mar. 11, 2020 NOTICE OF ACCEPTANCE OF SEC. 71 - E-MAILED
Mar. 11, 2020 REGISTERED-SEC.71 ACCEPTED 67110
Feb. 14, 2020 TEAS SECTION 71 RECEIVED
Dec. 14, 2019 COURTESY REMINDER - SEC. 71 (10-YR) E-MAILED
Oct. 31,2019 INTERNATIONAL REGISTRATION RENEWED
May 12, 2017 NOTICE OF ACCEPTANCE OF SEC. 71 & 15 - E-MAILED
May 12, 2017 REGISTERED - SEC. 71 ACCEPTED & SEC. 15 ACK. 67110
May 12, 2017 CASE ASSIGNED TO POST REGISTRATION PARALEGAL 67110
Dec. 14,2016 TEAS SECTION 71 & 15 RECEIVED
Jul. 23, 2015 NEW REPRESENTATIVE AT IB RECEIVED
Apr. 14,2013 FINAL DECISION TRANSACTION PROCESSED BY IB
Apr. 12, 2011 FINAL DISPOSITION NOTICE SENT TO IB
Apr. 12, 2011 FINAL DISPOSITION PROCESSED 68359



Mar. 14, 2011 FINAL DISPOSITION NOTICE CREATED, TO BE SENT TO IB
Dec. 14,2010 REGISTERED-PRINCIPAL REGISTER
Sep. 28, 2010 OFFICIAL GAZETTE PUBLICATION CONFIRMATION E-MAILED
Sep. 28, 2010 PUBLISHED FOR OPPOSITION
Aug. 25, 2010 LAW OFFICE PUBLICATION REVIEW COMPLETED 76568
Aug. 25, 2010 ASSIGNED TO LIE 76568
Aug. 08, 2010 APPROVED FOR PUB - PRINCIPAL REGISTER
Jul. 16, 2010 TEAS/EMAIL CORRESPONDENCE ENTERED 88889
Jul. 15,2010 CORRESPONDENCE RECEIVED IN LAW OFFICE 88889
Jul. 15,2010 TEAS RESPONSE TO OFFICE ACTION RECEIVED
Jul. 06, 2010 ATTORNEY/DOM.REP.REVOKED AND/OR APPOINTED
Jul. 06, 2010 TEAS REVOKE/APP/CHANGE ADDR OF ATTY/DOM REP RECEIVED
Jun. 04, 2010 REFUSAL PROCESSED BY IB
Apr. 22,2010 NON-FINAL ACTION MAILED - REFUSAL SENT TO IB
Apr. 22,2010 REFUSAL PROCESSED BY MPU 72589
Apr. 22,2010 NON-FINAL ACTION (IB REFUSAL) PREPARED FOR REVIEW
Apr. 21,2010 NON-FINAL ACTION WRITTEN 74819
Apr. 21,2010 ASSIGNED TO EXAMINER 74819
Apr. 20, 2010 APPLICATION FILING RECEIPT MAILED
Apr. 16, 2010 NEW APPLICATION OFFICE SUPPLIED DATA ENTERED IN TRAM
Apr. 15,2010 SN ASSIGNED FOR SECT 66A SUBSEQ DESIG FROM IB
International Registration Information (Section 66a)
International 0547351 International Oct. 11, 1989
Registration Registration Date:
Number:
Intl. Registration REQUEST FOR EXTENSION OF PROTECTION Date of Apr. 15,2010
Status: PROCESSED International
Registration
Status:
Notification of Apr. 15,2010 Date of Automatic Oct. 15, 2011
Designation Date: Protection:

International Oct. 11, 2029
Registration
Renewal Date:

First Refusal Flag: Yes

TM Staff and Location Information

TM Staff Information - None
File Location

Current Location: GENERIC WEB UPDATE Date in Location: Mar. 11, 2020

Proceedings

Summary

Number of 4
Proceedings:

Type of Proceeding: Opposition

Proceeding 91253406 Filing Date: Dec 24, 2019
Number:
Status: Terminated Status Date: Apr 17, 2020

Interlocutory REBECCA J STEMPIEN_COYLE
Attorney:

Defendant

Name: LiJuan

Correspondent LI JUAN



Address:

Correspondent e-
mail:

Associated marks

WUHUA COUNTY GUANGDONG PROVINCE, XIN TIAN ZHUKENG VILLAGE MIANYANG TOWN

MEIZHOU CHINA , 514021
yh@xiansen365.com

Mark Application Status flﬁl:?tlrer nﬁgn:sbg?tion
AEPEI Abandoned - After Inter-Partes Decision 88543519
Plaintiff(s)
Name: MAPEI S.p.A.
Correspondent JESS M COLLEN
Address: COLLEN
THE HOLYOKE-MANHATTAN BUILDING, 80 SOUTH HIGHLAND AVENUE
OSSINING NY UNITED STATES , 10562
Correspondent ﬁ- jcollen@collenip.com , mnesheiwat@collenip.com , docket@collenip.com , pmulhern@collenip.com
mail:
Associated marks
Mark Application Status ﬁzr:ll) - nzg:ls)t;?tion
MAPEI REGISTERED AND RENEWED 75371999 2252757
MAPELASTIC SECTION 71 ACCEPTED 79050270 3493022
MAPEPLAN SECTION 71 & 15-ACCEPTED AND ACKNOWLEDGED 79071986 3825301
MAPEI ULTRALITE SECTION 71 ACCEPTED 79074712 4204030
MAPEGUARD Registered 79143163 4665287
MAPEI FLEXCOLOR Registered 79157280 4876363
MAPEI GROUT REFRESH Section 8 and 15 - Accepted and Acknowledged 85081511 4498363
MAPEROD Registered 85516201 4498573
MAPESIL Section 8 - Accepted 85233604 4317609
MAPEBLOX SECTION 71 ACCEPTED 79073554 3845452
MAPECEM REGISTERED AND RENEWED 74234518 1835935
MAPEFLEX SECTION 71 ACCEPTED 79080856 3889412
MAPESHIELD Section 8 and 15 - Accepted and Acknowledged 85628183 4601916
MAPEWRAP SECTION 71 & 15-ACCEPTED AND ACKNOWLEDGED 79109059 4281190
Prosecution History
Entry Number History Text Date Due Date
1 FILED AND FEE Dec 24, 2019
2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Jan 10, 2020 Feb 19, 2020
3 INSTITUTED Jan 10, 2020
4 NOTICE OF DEFAULT Feb 29, 2020
5 BD DECISION: OPP SUSTAINED Apr 17, 2020
6 TERMINATED Apr 17, 2020
Type of Proceeding: Opposition
Proceeding 91250413 Filing Date: Aug 23, 2019
Number:
Status: Terminated Status Date: Dec 02, 2019
Interlocutory GEOFFREY MCNUTT
Attorney:
Defendant
Name: Alcor Holding LLC
Correspondent DEREK FAHEY
Address: THE PLUS IP FIRM

Correspondent e-
mail:

Associated marks

101 NE 3RD AVENUE, SUITE 1500
FORT LAUDERDALE FL UNITED STATES , 33301

derek@plusfirm.com , info@plusfirm.com




Serial

Registration

Mark Application Status Number Number
MAPLEX Abandoned - After Inter-Partes Decision 88329688
Plaintiff(s)
Name: MAPEI S.p.A.
Correspondent JESS M COLLEN
Address: COLLEN
THE HOLYOKE-MANHATTAN BUILDING, 80 SOUTH HIGHLAND AVENUE
OSSINING NY UNITED STATES , 10562
Correspondent ﬁ- jcollen@collenip.com , docket@collenip.com , pmulhern@collenip.com
mail:
Associated marks
Mark Application Status ﬁzr:ll) - nzﬁils)t;:tion
MAPEFLEX SECTION 71 ACCEPTED 79080856 3889412
MAPEI REGISTERED AND RENEWED 75371999 2252757
MAPE IR CANCELLED; US REGISTRATION CANCELLED 79052991 3623147
MAPELASTIC SECTION 71 ACCEPTED 79050270 3493022
MAPEPLAN SECTION 71 & 15-ACCEPTED AND ACKNOWLEDGED 79071986 3825301
MAPEI ULTRALITE SECTION 71 ACCEPTED 79074712 4204030
MAPEGUARD Registered 79143163 4665287
MAPE| FLEXCOLOR Registered 79157280 4876363
MAPEI GROUT REFRESH Section 8 and 15 - Accepted and Acknowledged 85081511 4498363
MAPEROD Registered 85516201 4498573
MAPESIL Section 8 - Accepted 85233604 4317609
MAPEBLOX SECTION 71 ACCEPTED 79073554 3845452
MAPESHIELD Section 8 and 15 - Accepted and Acknowledged 85628183 4601916
MAPEWRAP SECTION 71 & 15-ACCEPTED AND ACKNOWLEDGED 79109059 4281190
MAPECEM REGISTERED AND RENEWED 74234518 1835935
Prosecution History
Entry Number History Text Date Due Date
1 FILED AND FEE Aug 23, 2019
2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Aug 23, 2019 Oct 02, 2019
3 INSTITUTED Aug 23, 2019
4 NOTICE OF DEFAULT Oct 12, 2019
5 BD DECISION: OPP SUSTAINED Dec 02, 2019
6 TERMINATED Dec 02, 2019
Type of Proceeding: Opposition
Proceeding 91240340 Filing Date: Mar 28, 2018
Number:
Status: Terminated Status Date: Apr 26, 2018
Interlocutory MARY CATHERINE FAINT
Attorney:
Defendant
Name: Ginar Technology Co., Ltd.
Correspondent CHARLES E BAXLEY
Address: HART BAXLEY DANIELS & HOLTON
90 JOHN STREET SUITE 403
NEW YORK NY UNITED STATES , 10038-3242
Correspondent e- ceb@hartbaxley.com
mail:
Associated marks
Mark Application Status flfnr:tlyer nﬁg:ls)t;:tion
MAPEX Abandoned - After Inter-Partes Decision 87540090

Plaintiff(s)



Name:

Correspondent
Address:

MAPEI S.p.A.

JESS M COLLEN

COLLEN

THE HOLYOKE-MANHATTAN BUILDING, 80 SOUTH HIGHLAND AVENUE
OSSINING NY UNITED STATES , 10562

Correspondent e- jcollen@collenip.com , mnesheiwat@collenip.com , docket@collenip.com , pmulhern@collenip.com

mail:

Associated marks

Mark Application Status ﬁiﬁn?tier nﬁgils)t;?tion
MAPEI REGISTERED AND RENEWED 75371999 2252757
MAPELASTIC SECTION 71 ACCEPTED 79050270 3493022
MAPEPLAN SECTION 71 & 15-ACCEPTED AND ACKNOWLEDGED 79071986 3825301
MAPEI ULTRALITE SECTION 71 ACCEPTED 79074712 4204030
MAPEGUARD Registered 79143163 4665287
MAPEI FLEXCOLOR Registered 79157280 4876363
MAPEI GROUT REFRESH Section 8 and 15 - Accepted and Acknowledged 85081511 4498363
MAPEROD Registered 85516201 4498573
MAPESIL Section 8 - Accepted 85233604 4317609
MAPEBLOX SECTION 71 ACCEPTED 79073554 3845452
MAPECEM REGISTERED AND RENEWED 74234518 1835935
MAPEFLEX SECTION 71 ACCEPTED 79080856 3889412
MAPESHIELD Section 8 and 15 - Accepted and Acknowledged 85628183 4601916
MAPEWRAP SECTION 71 & 15-ACCEPTED AND ACKNOWLEDGED 79109059 4281190

Prosecution History

Entry Number History Text Date Due Date
1 FILED AND FEE Mar 28, 2018
2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Mar 29, 2018 May 08, 2018
3 PENDING, INSTITUTED Mar 29, 2018
4 W/DRAW OF APPLICATION Apr 25, 2018
5 BD DECISION: SUSTAINED Apr 26, 2018
6 TERMINATED Apr 26, 2018

Type of Proceeding: Opposition
Proceeding 91231811 Filing Date: Dec 19, 2016
Number:
Status: Terminated Status Date: Jan 27, 2017
Interlocutory GEOFFREY MCNUTT
Attorney:
Defendant
Name: Ginar Technology Co., LTD.
Correspondent CHARLES E BAXLEY
Address: HART BAXLEY DANIELS & HOLTON
90 JOHN STREET , SUITE 403
NEW YORK NY UNITED STATES , 10038-3242
Correspondent e- ceb@hartbaxley.com
mail:
Associated marks
Mark Application Status flfnrrrl:lyer nﬁ?‘:ls)t;:tion
MAPEX Abandoned - After Inter-Partes Decision 86967480
Plaintiff(s)
Name: MAPEI S.p.A.
Correspondent JESS M COLLEN
Address: COLLEN IP INTELLECTUAL PROPERTY LAW PC

THE HOLYOKE-MANHATTAN BUILDING , 80 SOUTH HIGHLAND AVENUE
OSSINING NY UNITED STATES , 10562



Correspondent e- jcollen@collenip.com , docket@collenip.com , tgulick@collenip.com , pmulhern@collenip.com

mail:

Associated marks
Mark

MAPEI

MAPE
MAPELASTIC
MAPEPLAN

MAPEI ULTRALITE
MAPEGUARD
MAPEI FLEXCOLOR
MAPEI GROUT REFRESH
MAPEROD
MAPESIL
MAPEBLOX
MAPECEM
MAPEFLEX
MAPESHIELD
MAPEWRAP

Entry Number

History Text

o 0O~ W N =

FILED AND FEE

NOTICE AND TRIAL DATES SENT; ANSWER DUE:

PENDING, INSTITUTED
W/DRAW OF APPLICATION
BD DECISION: SUSTAINED
TERMINATED

Application Status ﬁirr'natl) & :ﬁg":i:f e
REGISTERED AND RENEWED 75371999 2252757
IR CANCELLED; US REGISTRATION CANCELLED 79052991 3623147
SECTION 71 ACCEPTED 79050270 3493022
SECTION 71 & 15-ACCEPTED AND ACKNOWLEDGED 79071986 3825301
SECTION 71 ACCEPTED 79074712 4204030
Registered 79143163 4665287
Registered 79157280 4876363
Section 8 and 15 - Accepted and Acknowledged 85081511 4498363
Registered 85516201 4498573
Section 8 - Accepted 85233604 4317609
SECTION 71 ACCEPTED 79073554 3845452
REGISTERED AND RENEWED 74234518 1835935
SECTION 71 ACCEPTED 79080856 3889412
Section 8 and 15 - Accepted and Acknowledged 85628183 4601916
SECTION 71 & 15-ACCEPTED AND ACKNOWLEDGED 79109059 4281190

Prosecution History
Date Due Date
Dec 19, 2016
Dec 19, 2016 Jan 28, 2017
Dec 19, 2016
Jan 17,2017
Jan 27,2017
Jan 27,2017



Generated on: This page was generated by TSDR on 2020-06-25 17:40:51 EDT
Mark: MAPESHIELD

US Serial Number: 85628183 Application Filing May 17,2012
Date:
US Registration 4601916 Registration Date: Sep. 09, 2014
Number:

Register: Principal
Mark Type: Trademark

TM5 Common Status LIVE/REGISTRATION/Issued and Active
Descriptor:
The trademark application has been registered with the Office.

Status: A Sections 8 and 15 combined declaration has been accepted and acknowledged.
Status Date: Apr. 14, 2020

Publication Date: May 14, 2013 Notice of Jul. 09, 2013
Allowance Date:

Mark Information

Mark Literal MAPESHIELD

Elements:
Standard Character Yes. The mark consists of standard characters without claim to any particular font style, size, or color.
Claim:
Mark Drawing 4 - STANDARD CHARACTER MARK

Type:

Foreign Information

Foreign 008212003 Foreign Nov. 22, 2009
Registration Registration Date:
Number:
Foreign EUROPEAN (EU) OFFICE FOR Foreign Expiration Apr. 10, 2019
Application/Registration HARMONIZATION IN THE INTERNAL MARKET Date:

Country: (OHIM)

Goods and Services

Note:

The following symbols indicate that the registrant/owner has amended the goods/services:
e Brackets [..] indicate deleted goods/services;
e Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
e Asterisks *..* identify additional (new) wording in the goods/services.

For: Pure zinc anodes coated with a special conductive paste for galvanic, cathodic protection against corrosion of reinforcement rods in
new structures and in structures requiring repairs

International 009 - Primary Class U.S Class(es): 021, 023, 026, 036, 038
Class(es):

Class Status: ACTIVE
Basis: 1(a) 44(e)
First Use: Jun. 2014 Use in Commerce: Jun. 2014

Basis Information (Case Level)

Filed Use: No Currently Use: Yes
Filed ITU: Yes Currently ITU: No



Filed 44D: No Currently 44E: Yes

Filed 44E: Yes Currently 66A: No

Filed 66A: No Currently No Basis: No
Filed No Basis: No

Current Owner(s) Information

Owner Name:

Owner Address:

MAPEI S.p.A.
VIA CAFIERO 22

MILAN ITALY 20158

Legal Entity Type: CORPORATION State or Country ITALY

Where Organized:

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Jess M. Collen Docket Number: N1308
Attorney Primary trademark@collenip.com Attorney Email Yes
Email Address: Authorized:
Correspondent

Correspondent JESS M. COLLEN
Name/Address: COLLEN IP, INTELLECTUAL PROPERTY LAW, P.C.
80 S HIGHLAND AVE

OSSINING, NEW YORK UNITED STATES 10562-5615
Phone: (914) 941-5668 Fax: (914) 941-6091

Correspondent e- trademark@collenip.com Correspondent e- Yes
mail: mail Authorized:

Domestic Representative

Domestic Jess M. Collen Phone: (914) 941-5668
Representative

Name:
Fax: (914) 941-6091

Domestic trademark@collenip.com Domestic Yes
Representative e- Representative e-
mail: mail Authorized:

Prosecution History

Date Description 'I:Lontigzging
Apr. 15, 2020 NOTICE OF ACCEPTANCE OF SEC. 8 & 15 - E-MAILED
Apr. 14,2020 REGISTERED - SEC. 8 (6-YR) ACCEPTED & SEC. 15 ACK. 77074
Apr. 14, 2020 CASE ASSIGNED TO POST REGISTRATION PARALEGAL 77074
Feb. 14, 2020 TEAS SECTION 8 & 15 RECEIVED
Sep. 09, 2019 COURTESY REMINDER - SEC. 8 (6-YR) E-MAILED
Sep. 09, 2014 REGISTERED-PRINCIPAL REGISTER
Aug. 05, 2014 NOTICE OF ACCEPTANCE OF STATEMENT OF USE E-MAILED
Aug. 04, 2014 ALLOWED PRINCIPAL REGISTER - SOU ACCEPTED
Aug. 02, 2014 STATEMENT OF USE PROCESSING COMPLETE 66530
Jul. 09, 2014 USE AMENDMENT FILED 66530
Jul. 29, 2014 CASE ASSIGNED TO INTENT TO USE PARALEGAL 66530
Jul. 09, 2014 TEAS STATEMENT OF USE RECEIVED
Jan. 11, 2014 NOTICE OF APPROVAL OF EXTENSION REQUEST E-MAILED
Jan. 09, 2014 EXTENSION 1 GRANTED 98765
Jan. 09, 2014 EXTENSION 1 FILED 98765

Jan. 09, 2014 TEAS EXTENSION RECEIVED

Jul. 09, 2013 NOA E-MAILED - SOU REQUIRED FROM APPLICANT

May 14, 2013 OFFICIAL GAZETTE PUBLICATION CONFIRMATION E-MAILED
May 14, 2013 PUBLISHED FOR OPPOSITION



Apr. 24,2013 NOTIFICATION OF NOTICE OF PUBLICATION E-MAILED
Apr. 11,2013 LAW OFFICE PUBLICATION REVIEW COMPLETED 70138
Apr. 08, 2013 APPROVED FOR PUB - PRINCIPAL REGISTER
Apr. 05,2013 TEAS/EMAIL CORRESPONDENCE ENTERED 88889
Apr. 05, 2013 CORRESPONDENCE RECEIVED IN LAW OFFICE 88889
Apr. 05,2013 TEAS RESPONSE TO SUSPENSION INQUIRY RECEIVED
Nov. 26, 2012 NOTIFICATION OF LETTER OF SUSPENSION E-MAILED 6332
Nov. 26, 2012 LETTER OF SUSPENSION E-MAILED 6332
Nov. 26, 2012 SUSPENSION LETTER WRITTEN 63030
Nov. 26, 2012 TEAS/EMAIL CORRESPONDENCE ENTERED 70138
Nov. 26, 2012 CORRESPONDENCE RECEIVED IN LAW OFFICE 70138
Nov. 26, 2012 ASSIGNED TO LIE 70138
Nov. 16, 2012 TEAS RESPONSE TO OFFICE ACTION RECEIVED
Aug. 28, 2012 NOTIFICATION OF NON-FINAL ACTION E-MAILED 6325
Aug. 28, 2012 NON-FINAL ACTION E-MAILED 6325
Aug. 28, 2012 NON-FINAL ACTION WRITTEN 63030
Aug. 28, 2012 ASSIGNED TO EXAMINER 63030
May 24, 2012 NOTICE OF PSEUDO MARK MAILED
May 23, 2012 NEW APPLICATION OFFICE SUPPLIED DATA ENTERED IN TRAM
TM Staff and Location Information
TM Staff Information - None
File Location
Current Location: TMEG LAW OFFICE 101 Date in Location: Apr. 14, 2020
Proceedings
Summary

Number of 4
Proceedings:

Type of Proceeding: Opposition

Proceeding 91253406 Filing Date: Dec 24,2019
Number:
Status: Terminated Status Date: Apr 17, 2020

Interlocutory REBECCA J STEMPIEN_COYLE
Attorney:

Defendant
Name: LidJuan

Correspondent LI JUAN
Address: WUHUA COUNTY GUANGDONG PROVINCE, XIN TIAN ZHUKENG VILLAGE MIANYANG TOWN

MEIZHOU CHINA , 514021

Correspondent e- yh@xiansen365.com

mail:

Associated marks

Mark

AEPEI

Application Status
Abandoned - After Inter-Partes Decision
Plaintiff(s)
Name: MAPEI S.p.A.

Correspondent JESS M COLLEN
Address: COLLEN

THE HOLYOKE-MANHATTAN BUILDING, 80 SOUTH HIGHLAND AVENUE
OSSINING NY UNITED STATES , 10562

Correspondent e- jcollen@collenip.com , mnesheiwat@collenip.com , docket@collenip.com , pmulhern@collenip.com

mail:

Associated marks

Registration
Number



Serial

Registration

Mark Application Status Number Number
MAPEI REGISTERED AND RENEWED 75371999 2252757
MAPELASTIC SECTION 71 ACCEPTED 79050270 3493022
MAPEPLAN SECTION 71 & 15-ACCEPTED AND ACKNOWLEDGED 79071986 3825301
MAPEI ULTRALITE SECTION 71 ACCEPTED 79074712 4204030
MAPEGUARD Registered 79143163 4665287
MAPEI FLEXCOLOR Registered 79157280 4876363
MAPEI GROUT REFRESH Section 8 and 15 - Accepted and Acknowledged 85081511 4498363
MAPEROD Registered 85516201 4498573
MAPESIL Section 8 - Accepted 85233604 4317609
MAPEBLOX SECTION 71 ACCEPTED 79073554 3845452
MAPECEM REGISTERED AND RENEWED 74234518 1835935
MAPEFLEX SECTION 71 ACCEPTED 79080856 3889412
MAPESHIELD Section 8 and 15 - Accepted and Acknowledged 85628183 4601916
MAPEWRAP SECTION 71 & 15-ACCEPTED AND ACKNOWLEDGED 79109059 4281190

Prosecution History

Entry Number History Text Date Due Date
1 FILED AND FEE Dec 24, 2019
2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Jan 10, 2020 Feb 19, 2020
3 INSTITUTED Jan 10, 2020
4 NOTICE OF DEFAULT Feb 29, 2020
5 BD DECISION: OPP SUSTAINED Apr 17, 2020
6 TERMINATED Apr 17, 2020

Type of Proceeding: Opposition
Proceeding 91250413 Filing Date: Aug 23, 2019
Number:
Status: Terminated Status Date: Dec 02, 2019
Interlocutory GEOFFREY MCNUTT
Attorney:
Defendant
Name: Alcor Holding LLC
Correspondent DEREK FAHEY
Address: THE PLUS IP FIRM
101 NE 3RD AVENUE, SUITE 1500
FORT LAUDERDALE FL UNITED STATES , 33301
Correspondent e- derek@plusfirm.com , info@plusfirm.com
mail:
Associated marks

Mark Application Status ﬁiﬁn?t:er nﬁgils)t;?tion

MAPLEX Abandoned - After Inter-Partes Decision 88329688
Plaintiff(s)
Name: MAPEI S.p.A.
Correspondent JESS M COLLEN
Address: COLLEN
THE HOLYOKE-MANHATTAN BUILDING, 80 SOUTH HIGHLAND AVENUE
OSSINING NY UNITED STATES , 10562
Correspondent gl- jcollen@collenip.com , docket@collenip.com , pmulhern@collenip.com
mail:

Associated marks

Mark Application Status ﬁzl;:?l;er nﬁﬂiigftion
MAPEFLEX SECTION 71 ACCEPTED 79080856 3889412
MAPEI REGISTERED AND RENEWED 75371999 2252757
MAPE IR CANCELLED; US REGISTRATION CANCELLED 79052991 3623147




MAPELASTIC SECTION 71 ACCEPTED 79050270 3493022
MAPEPLAN SECTION 71 & 15-ACCEPTED AND ACKNOWLEDGED 79071986 3825301
MAPEI ULTRALITE SECTION 71 ACCEPTED 79074712 4204030
MAPEGUARD Registered 79143163 4665287
MAPEI FLEXCOLOR Registered 79157280 4876363
MAPEI GROUT REFRESH Section 8 and 15 - Accepted and Acknowledged 85081511 4498363
MAPEROD Registered 85516201 4498573
MAPESIL Section 8 - Accepted 85233604 4317609
MAPEBLOX SECTION 71 ACCEPTED 79073554 3845452
MAPESHIELD Section 8 and 15 - Accepted and Acknowledged 85628183 4601916
MAPEWRAP SECTION 71 & 15-ACCEPTED AND ACKNOWLEDGED 79109059 4281190
MAPECEM REGISTERED AND RENEWED 74234518 1835935
Prosecution History
Entry Number History Text Date Due Date
1 FILED AND FEE Aug 23, 2019
2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Aug 23, 2019 Oct 02, 2019
3 INSTITUTED Aug 23, 2019
4 NOTICE OF DEFAULT Oct 12, 2019
5 BD DECISION: OPP SUSTAINED Dec 02, 2019
6 TERMINATED Dec 02, 2019
Type of Proceeding: Opposition
Proceeding 91240340 Filing Date: Mar 28, 2018
Number:
Status: Terminated Status Date: Apr 26, 2018
Interlocutory MARY CATHERINE FAINT
Attorney:
Defendant
Name: Ginar Technology Co., Ltd.
Correspondent CHARLES E BAXLEY
Address: HART BAXLEY DANIELS & HOLTON

Correspondent e-
mail:

Associated marks

Mark
MAPEX
Name:
Correspondent
Address:

Correspondent e-
mail:

Associated marks
Mark

MAPEI
MAPELASTIC
MAPEPLAN

MAPEI ULTRALITE
MAPEGUARD
MAPEI FLEXCOLOR

90 JOHN STREET SUITE 403
NEW YORK NY UNITED STATES, 10038-3242

ceb@hartbaxley.com

Application Status e e
Abandoned - After Inter-Partes Decision 87540090
Plaintiff(s)
MAPEI S.p.A.
JESS M COLLEN
COLLEN
THE HOLYOKE-MANHATTAN BUILDING, 80 SOUTH HIGHLAND AVENUE
OSSINING NY UNITED STATES , 10562
jcollen@collenip.com , mnesheiwat@collenip.com , docket@collenip.com , pmulhern@collenip.com
Application Status ﬁﬁ:ftl’ - nﬁ?\:f::? Jem
REGISTERED AND RENEWED 75371999 2252757
SECTION 71 ACCEPTED 79050270 3493022
SECTION 71 & 15-ACCEPTED AND ACKNOWLEDGED 79071986 3825301
SECTION 71 ACCEPTED 79074712 4204030
Registered 79143163 4665287
Registered 79157280 4876363
MAPEI GROUT REFRESH Section 8 and 15 - Accepted and Acknowledged 85081511 4498363



MAPEROD Registered 85516201 4498573
MAPESIL Section 8 - Accepted 85233604 4317609
MAPEBLOX SECTION 71 ACCEPTED 79073554 3845452
MAPECEM REGISTERED AND RENEWED 74234518 1835935
MAPEFLEX SECTION 71 ACCEPTED 79080856 3889412
MAPESHIELD Section 8 and 15 - Accepted and Acknowledged 85628183 4601916
MAPEWRAP SECTION 71 & 15-ACCEPTED AND ACKNOWLEDGED 79109059 4281190
Prosecution History
Entry Number History Text Date Due Date
1 FILED AND FEE Mar 28, 2018
2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Mar 29, 2018 May 08, 2018
3 PENDING, INSTITUTED Mar 29, 2018
4 W/DRAW OF APPLICATION Apr 25,2018
5 BD DECISION: SUSTAINED Apr 26, 2018
6 TERMINATED Apr 26, 2018
Type of Proceeding: Opposition
Proceeding 91231811 Filing Date: Dec 19, 2016
Number:
Status: Terminated Status Date: Jan 27, 2017
Interlocutory GEOFFREY MCNUTT
Attorney:
Defendant
Name: Ginar Technology Co., LTD.
Correspondent CHARLES E BAXLEY
Address: HART BAXLEY DANIELS & HOLTON
90 JOHN STREET , SUITE 403
NEW YORK NY UNITED STATES , 10038-3242
Correspondent e- ceb@hartbaxley.com
mail:
Associated marks
Mark Application Status ﬁi:i\atlrer nzﬁ:zt;:tion
MAPEX Abandoned - After Inter-Partes Decision 86967480
Plaintiff(s)
Name: MAPEI S.p.A.
Correspondent JESS M COLLEN
Address: COLLEN IP INTELLECTUAL PROPERTY LAW PC
THE HOLYOKE-MANHATTAN BUILDING , 80 SOUTH HIGHLAND AVENUE
OSSINING NY UNITED STATES , 10562
Correspondent f-,;- jcollen@collenip.com , docket@collenip.com , tgulick@collenip.com , pmulhern@collenip.com
mail:
Associated marks
Mark Application Status flfl:?lier nﬁﬁils)t;:tion
MAPEI REGISTERED AND RENEWED 75371999 2252757
MAPE IR CANCELLED; US REGISTRATION CANCELLED 79052991 3623147
MAPELASTIC SECTION 71 ACCEPTED 79050270 3493022
MAPEPLAN SECTION 71 & 15-ACCEPTED AND ACKNOWLEDGED 79071986 3825301
MAPEI ULTRALITE SECTION 71 ACCEPTED 79074712 4204030
MAPEGUARD Registered 79143163 4665287
MAPEI FLEXCOLOR Registered 79157280 4876363
MAPEI GROUT REFRESH Section 8 and 15 - Accepted and Acknowledged 85081511 4498363
MAPEROD Registered 85516201 4498573
MAPESIL Section 8 - Accepted 85233604 4317609
MAPEBLOX SECTION 71 ACCEPTED 79073554 3845452




MAPECEM
MAPEFLEX
MAPESHIELD
MAPEWRAP

o O~ W N =

Entry Number

REGISTERED AND RENEWED 74234518 1835935
SECTION 71 ACCEPTED 79080856 3889412
Section 8 and 15 - Accepted and Acknowledged 85628183 4601916
SECTION 71 & 15-ACCEPTED AND ACKNOWLEDGED 79109059 4281190
Prosecution History
History Text Date Due Date
FILED AND FEE Dec 19, 2016
NOTICE AND TRIAL DATES SENT; ANSWER DUE: Dec 19, 2016 Jan 28, 2017
PENDING, INSTITUTED Dec 19, 2016
W/DRAW OF APPLICATION Jan 17,2017
BD DECISION: SUSTAINED Jan 27,2017
TERMINATED Jan 27,2017



Generated on: This page was generated by TSDR on 2020-06-25 17:41:22 EDT
Mark: MAPEWRAP

APEWRA

US Serial Number: 79109059 Application Filing Nov. 15, 2011
Date:
US Registration 4281190 Registration Date: Jan. 29, 2013
Number:

Register: Principal
Mark Type: Trademark

TM5 Common Status LIVE/REGISTRATION/Issued and Active
Descriptor:
The trademark application has been registered with the Office.

Status: A Section 71 and 15 declaration has been accepted and acknowledged.
Status Date: Feb. 19,2019
Publication Date: Nov. 13,2012

Mark Information

Mark Literal MAPEWRAP
Elements:

Standard Character Yes. The mark consists of standard characters without claim to any particular font style, size, or color.
Claim:

Mark Drawing 4 - STANDARD CHARACTER MARK
Type:

Related Properties Information

International 0762076
Registration
Number:

International May 29, 2001
Registration Date:

Goods and Services

Note:

The following symbols indicate that the registrant/owner has amended the goods/services:
e Brackets [..] indicate deleted goods/services;
e Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
e Asterisks *..* identify additional (new) wording in the goods/services.

For: Carbon fiber fabrics for the static adaptation of structural building elements of reinforced concrete and prestressed reinforced concrete
for resin impregnation; glass fiber cloths for use in building insulation; products made of semi-processed plastics, namely, films, rods,
sheets; packing and insulating materials

International 017 - Primary Class U.S Class(es): 001, 005, 012, 013, 035, 050
Class(es):

Class Status: ACTIVE
Basis: 66(a)

Basis Information (Case Level)

Filed Use: No Currently Use: No
Filed ITU: No Currently ITU: No
Filed 44D: No Currently 44E: No

Filed 44E: No Currently 66A: Yes



Filed 66A:
Filed No Basis:

Yes Currently No Basis: No
No

Current Owner(s) Information

Owner Name:

Owner Address:

Legal Entity Type:

MAPEI S.p.A.

Via Cafiero, 22
MILANO ITALY 1-20158

State or Country ITALY
Where Organized:

Société par Actions

Attorney/Correspondence Information

Attorney Name:

Attorney Primary
Email Address:

Correspondent
Name/Address:

Phone:

Correspondent e-

Attorney of Record

Jess M. Collen Docket Number: N1556
trademark@collenip.com Attorney Email Yes
Authorized:
Correspondent

Jess M. Collen

Collen IP Intellectual Property Law

THE HOLYOKE-MANHATTAN BUILDING

80 South Highland Avenue

Ossining, NEW YORK UNITED STATES 10562

9149415668

trademark@collenip.com Correspondent e- Yes

mail: mail Authorized:
Domestic Representative
Domestic Jess M. Collen Phone: 9149415668
Representative
Name:
Domestic trademark@collenip.com Domestic Yes
Representative e- Representative e-
mail: mail Authorized:
Prosecution History
Date Description zmgszging

Feb. 19, 2019 NOTICE OF ACCEPTANCE OF SEC. 71 & 15 - E-MAILED
Feb. 19, 2019 REGISTERED - SEC. 71 ACCEPTED & SEC. 15 ACK. 70833
Feb. 06, 2019 CASE ASSIGNED TO POST REGISTRATION PARALEGAL 70833
Jan. 18, 2019 TEAS SECTION 71 & 15 RECEIVED
Jan. 29, 2018 COURTESY REMINDER - SEC. 71 (6-YR) E-MAILED
Jul. 23, 2015 NEW REPRESENTATIVE AT IB RECEIVED
May 25, 2013 FINAL DECISION TRANSACTION PROCESSED BY IB
May 01, 2013 FINAL DISPOSITION NOTICE SENT TO IB
May 01, 2013 FINAL DISPOSITION PROCESSED 68359
Apr. 29, 2013 FINAL DISPOSITION NOTICE CREATED, TO BE SENT TO IB
Jan. 29, 2013 REGISTERED-PRINCIPAL REGISTER
Nov. 24, 2012 NOTIFICATION PROCESSED BY IB
Nov. 13, 2012 OFFICIAL GAZETTE PUBLICATION CONFIRMATION E-MAILED
Nov. 13, 2012 PUBLISHED FOR OPPOSITION
Oct. 24, 2012 NOTIFICATION OF POSSIBLE OPPOSITION SENT TO IB
Oct. 24, 2012 NOTICE OF START OF OPPOSITION PERIOD CREATED, TO BE SENT TO IB
Oct. 24, 2012 NOTIFICATION OF NOTICE OF PUBLICATION E-MAILED
Oct. 05, 2012 LAW OFFICE PUBLICATION REVIEW COMPLETED 66213
Oct. 03, 2012 APPROVED FOR PUB - PRINCIPAL REGISTER
Oct. 03, 2012 PREVIOUS ALLOWANCE COUNT WITHDRAWN
Oct. 03, 2012 AMENDMENT/PETITION AFTER APPROVAL FOR PUB ENTERED 66213



Sep. 25, 2012 TEAS RESPONSE TO OFFICE ACTION RECEIVED
Sep. 25, 2012 APPROVED FOR PUB - PRINCIPAL REGISTER
Sep. 25, 2012 EXAMINER'S AMENDMENT ENTERED 88888
Sep. 25, 2012 NOTIFICATION OF EXAMINERS AMENDMENT E-MAILED 6328
Sep. 25, 2012 EXAMINERS AMENDMENT E-MAILED 6328
Sep. 25, 2012 EXAMINERS AMENDMENT -WRITTEN 77073
Sep. 24, 2012 EXAMINER'S AMENDMENT ENTERED 66213
Sep. 24, 2012 NOTIFICATION OF EXAMINERS AMENDMENT E-MAILED 6328
Sep. 24, 2012 EXAMINERS AMENDMENT E-MAILED 6328
Sep. 24, 2012 EXAMINERS AMENDMENT -WRITTEN 77073
Sep. 24, 2012 TEAS/EMAIL CORRESPONDENCE ENTERED 66213
Sep. 24, 2012 CORRESPONDENCE RECEIVED IN LAW OFFICE 66213
Sep. 18,2012 ASSIGNED TO LIE 66213
Sep. 10, 2012 TEAS RESPONSE TO OFFICE ACTION RECEIVED
Jul. 20, 2012 ATTORNEY/DOM.REP.REVOKED AND/OR APPOINTED
Jul. 20, 2012 TEAS REVOKE/APP/CHANGE ADDR OF ATTY/DOM REP RECEIVED
Mar. 27, 2012 REFUSAL PROCESSED BY IB
Mar. 08, 2012 NON-FINAL ACTION MAILED - REFUSAL SENT TO IB
Mar. 07, 2012 REFUSAL PROCESSED BY MPU 67445
Mar. 06, 2012 NON-FINAL ACTION (IB REFUSAL) PREPARED FOR REVIEW
Mar. 05, 2012 NON-FINAL ACTION WRITTEN 77073
Mar. 02, 2012 ASSIGNED TO EXAMINER 77073
Feb. 28, 2012 APPLICATION FILING RECEIPT MAILED
Feb. 24,2012 NEW APPLICATION OFFICE SUPPLIED DATA ENTERED IN TRAM
Feb. 24,2012 LIMITATION FROM ORIGINAL APPLICATION ENTERED 67445
Feb. 23, 2012 SN ASSIGNED FOR SECT 66A SUBSEQ DESIG FROM IB
International Registration Information (Section 66a)
International 0762076 International May 29, 2001
Registration Registration Date:
Number:
Intl. Registration REQUEST FOR EXTENSION OF PROTECTION Date of Feb. 23,2012
Status: PROCESSED International
Registration
Status:
Notification of Feb. 23,2012 Date of Automatic Aug. 23, 2013
Designation Date: Protection:

International May 29, 2021
Registration
Renewal Date:

First Refusal Flag: Yes

TM Staff and Location Information

TM Staff Information

TM Attorney: BELLO, ZACHARY R Law Office LAW OFFICE 111
Assigned:
File Location
Current Location: GENERIC WEB UPDATE Date in Location: Feb. 19,2019
Proceedings

Summary

Number of 4
Proceedings:

Type of Proceeding: Opposition

Proceeding 91253406 Filing Date: Dec 24, 2019



Number:
Status:

Interlocutory
Attorney:

Name:

Correspondent

Address:

Correspondent e-

mail:

Associated marks

Terminated Status Date: Apr 17, 2020
REBECCA J STEMPIEN_COYLE

Defendant
Li Juan

LI JUAN
WUHUA COUNTY GUANGDONG PROVINCE, XIN TIAN ZHUKENG VILLAGE MIANYANG TOWN
MEIZHOU CHINA , 514021

yh@xiansen365.com

Mark Application Status ﬁz:i:lier nﬁﬂiigftion

AEPEI Abandoned - After Inter-Partes Decision 88543519
Plaintiff(s)
Name: MAPEI S.p.A.
Correspondent JESS M COLLEN
Address: COLLEN
THE HOLYOKE-MANHATTAN BUILDING, 80 SOUTH HIGHLAND AVENUE
OSSINING NY UNITED STATES , 10562
Correspondent gl- jcollen@collenip.com , mnesheiwat@collenip.com , docket@collenip.com , pmulhern@collenip.com
mail:

Associated marks

Mark Application Status ﬁﬁrrinatl’er nﬁg:ls)t;:tion
MAPEI REGISTERED AND RENEWED 75371999 2252757
MAPELASTIC SECTION 71 ACCEPTED 79050270 3493022
MAPEPLAN SECTION 71 & 15-ACCEPTED AND ACKNOWLEDGED 79071986 3825301
MAPEI ULTRALITE SECTION 71 ACCEPTED 79074712 4204030
MAPEGUARD Registered 79143163 4665287
MAPEI FLEXCOLOR Registered 79157280 4876363
MAPEI GROUT REFRESH Section 8 and 15 - Accepted and Acknowledged 85081511 4498363
MAPEROD Registered 85516201 4498573
MAPESIL Section 8 - Accepted 85233604 4317609
MAPEBLOX SECTION 71 ACCEPTED 79073554 3845452
MAPECEM REGISTERED AND RENEWED 74234518 1835935
MAPEFLEX SECTION 71 ACCEPTED 79080856 3889412
MAPESHIELD Section 8 and 15 - Accepted and Acknowledged 85628183 4601916
MAPEWRAP SECTION 71 & 15-ACCEPTED AND ACKNOWLEDGED 79109059 4281190

Prosecution History

Entry Number History Text Date Due Date
1 FILED AND FEE Dec 24, 2019
2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Jan 10, 2020 Feb 19, 2020
3 INSTITUTED Jan 10, 2020
4 NOTICE OF DEFAULT Feb 29, 2020
5 BD DECISION: OPP SUSTAINED Apr 17, 2020
6 TERMINATED Apr 17, 2020

Type of Proceeding: Opposition
Proceeding 91250413 Filing Date: Aug 23, 2019
Number:
Status: Terminated Status Date: Dec 02, 2019

Interlocutory GEOFFREY MCNUTT

Attorney:

Defendant



Name:

Correspondent
Address:

Correspondent e-
mail:

Associated marks

Alcor Holding LLC

DEREK FAHEY

THE PLUS IP FIRM

101 NE 3RD AVENUE, SUITE 1500

FORT LAUDERDALE FL UNITED STATES , 33301

derek@plusfirm.com , info@plusfirm.com

Mark Application Status ﬁﬁ':ll) - :ﬁﬁ:ﬁ:ﬁﬁon
MAPLEX Abandoned - After Inter-Partes Decision 88329688
Plaintiff(s)
Name: MAPEI S.p.A.
Correspondent JESS M COLLEN
Address: COLLEN
THE HOLYOKE-MANHATTAN BUILDING, 80 SOUTH HIGHLAND AVENUE
OSSINING NY UNITED STATES , 10562
Correspondent ﬁ- jcollen@collenip.com , docket@collenip.com , pmulhern@collenip.com
mail:
Associated marks
Mark Application Status ﬁiﬁn?tier nﬁgils)t;?tion
MAPEFLEX SECTION 71 ACCEPTED 79080856 3889412
MAPEI REGISTERED AND RENEWED 75371999 2252757
MAPE IR CANCELLED; US REGISTRATION CANCELLED 79052991 3623147
MAPELASTIC SECTION 71 ACCEPTED 79050270 3493022
MAPEPLAN SECTION 71 & 15-ACCEPTED AND ACKNOWLEDGED 79071986 3825301
MAPEI ULTRALITE SECTION 71 ACCEPTED 79074712 4204030
MAPEGUARD Registered 79143163 4665287
MAPEI FLEXCOLOR Registered 79157280 4876363
MAPEI GROUT REFRESH Section 8 and 15 - Accepted and Acknowledged 85081511 4498363
MAPEROD Registered 85516201 4498573
MAPESIL Section 8 - Accepted 85233604 4317609
MAPEBLOX SECTION 71 ACCEPTED 79073554 3845452
MAPESHIELD Section 8 and 15 - Accepted and Acknowledged 85628183 4601916
MAPEWRAP SECTION 71 & 15-ACCEPTED AND ACKNOWLEDGED 79109059 4281190
MAPECEM REGISTERED AND RENEWED 74234518 1835935
Prosecution History
Entry Number History Text Date Due Date
1 FILED AND FEE Aug 23, 2019
2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Aug 23, 2019 Oct 02, 2019
3 INSTITUTED Aug 23, 2019
4 NOTICE OF DEFAULT Oct 12, 2019
5 BD DECISION: OPP SUSTAINED Dec 02, 2019
6 TERMINATED Dec 02, 2019
Type of Proceeding: Opposition
Proceeding 91240340 Filing Date: Mar 28, 2018
Number:
Status: Terminated Status Date: Apr 26, 2018
Interlocutory MARY CATHERINE FAINT
Attorney:
Defendant
Name: Ginar Technology Co., Ltd.
Correspondent CHARLES E BAXLEY
Address: HART BAXLEY DANIELS & HOLTON

90 JOHN STREET SUITE 403



Correspondent e- ceb@hartbaxley.com

mail:

Associated marks

NEW YORK NY UNITED STATES , 10038-3242

Mark Application Status ﬁﬁ:ﬁi - nﬁﬁ:sé:? Jem
MAPEX Abandoned - After Inter-Partes Decision 87540090
Plaintiff(s)
Name: MAPEI S.p.A.
Correspondent JESS M COLLEN
Address: COLLEN
THE HOLYOKE-MANHATTAN BUILDING, 80 SOUTH HIGHLAND AVENUE
OSSINING NY UNITED STATES , 10562
Correspondent ﬁ- jcollen@collenip.com , mnesheiwat@collenip.com , docket@collenip.com , pmulhern@collenip.com
mail:
Associated marks
Mark Application Status ﬁi:::l;er nﬁg:zt;?tion
MAPEI REGISTERED AND RENEWED 75371999 2252757
MAPELASTIC SECTION 71 ACCEPTED 79050270 3493022
MAPEPLAN SECTION 71 & 15-ACCEPTED AND ACKNOWLEDGED 79071986 3825301
MAPEI ULTRALITE SECTION 71 ACCEPTED 79074712 4204030
MAPEGUARD Registered 79143163 4665287
MAPEI FLEXCOLOR Registered 79157280 4876363
MAPEI GROUT REFRESH Section 8 and 15 - Accepted and Acknowledged 85081511 4498363
MAPEROD Registered 85516201 4498573
MAPESIL Section 8 - Accepted 85233604 4317609
MAPEBLOX SECTION 71 ACCEPTED 79073554 3845452
MAPECEM REGISTERED AND RENEWED 74234518 1835935
MAPEFLEX SECTION 71 ACCEPTED 79080856 3889412
MAPESHIELD Section 8 and 15 - Accepted and Acknowledged 85628183 4601916
MAPEWRAP SECTION 71 & 15-ACCEPTED AND ACKNOWLEDGED 79109059 4281190
Prosecution History
Entry Number History Text Date Due Date
1 FILED AND FEE Mar 28, 2018
2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Mar 29, 2018 May 08, 2018
3 PENDING, INSTITUTED Mar 29, 2018
4 W/DRAW OF APPLICATION Apr 25, 2018
5 BD DECISION: SUSTAINED Apr 26, 2018
6 TERMINATED Apr 26, 2018
Type of Proceeding: Opposition
Proceeding 91231811 Filing Date: Dec 19, 2016
Number:
Status: Terminated Status Date: Jan 27,2017
Interlocutory GEOFFREY MCNUTT
Attorney:
Defendant
Name: Ginar Technology Co., LTD.
Correspondent CHARLES E BAXLEY
Address: HART BAXLEY DANIELS & HOLTON
90 JOHN STREET , SUITE 403
NEW YORK NY UNITED STATES , 10038-3242
Correspondent e- ceb@hartbaxley.com
mail:
Associated marks
Serial Registration



Mark Application Status Number Number

MAPEX Abandoned - After Inter-Partes Decision 86967480
Plaintiff(s)
Name: MAPEI S.p.A.
Correspondent JESS M COLLEN
Address: COLLEN IP INTELLECTUAL PROPERTY LAW PC
THE HOLYOKE-MANHATTAN BUILDING , 80 SOUTH HIGHLAND AVENUE
OSSINING NY UNITED STATES, 10562
Correspondent fi- jcollen@collenip.com , docket@collenip.com , tgulick@collenip.com , pmulhern@collenip.com
mail:

Associated marks

Mark Application Status ﬁﬁ"n;‘ltl’ & nﬁg:f):: e
MAPEI REGISTERED AND RENEWED 75371999 2252757
MAPE IR CANCELLED; US REGISTRATION CANCELLED 79052991 3623147
MAPELASTIC SECTION 71 ACCEPTED 79050270 3493022
MAPEPLAN SECTION 71 & 15-ACCEPTED AND ACKNOWLEDGED 79071986 3825301
MAPEI ULTRALITE SECTION 71 ACCEPTED 79074712 4204030
MAPEGUARD Registered 79143163 4665287
MAPEI FLEXCOLOR Registered 79157280 4876363
MAPEI GROUT REFRESH Section 8 and 15 - Accepted and Acknowledged 85081511 4498363
MAPEROD Registered 85516201 4498573
MAPESIL Section 8 - Accepted 85233604 4317609
MAPEBLOX SECTION 71 ACCEPTED 79073554 3845452
MAPECEM REGISTERED AND RENEWED 74234518 1835935
MAPEFLEX SECTION 71 ACCEPTED 79080856 3889412
MAPESHIELD Section 8 and 15 - Accepted and Acknowledged 85628183 4601916
MAPEWRAP SECTION 71 & 15-ACCEPTED AND ACKNOWLEDGED 79109059 4281190

Prosecution History

Entry Number History Text Date Due Date
1 FILED AND FEE Dec 19, 2016
2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Dec 19, 2016 Jan 28, 2017
3 PENDING, INSTITUTED Dec 19, 2016
4 W/DRAW OF APPLICATION Jan 17,2017
5 BD DECISION: SUSTAINED Jan 27,2017
6 TERMINATED Jan 27,2017
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