Trademark Trial and Appeal Board Electronic Filing System. http://estta.uspto.gov

ESTTA Tracking number:
Filing date:

ESTTA1063028
06/18/2020

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name Seven S.p.A.
Entity societa per azioni Citizenship ltaly
Address Via Fornacino 96
Leini, TO, 10040
ITALY
Attorney informa- | Duane M. Byers
tion Nixon & Vanderhye PC
901 N. Glebe Road, 11th Floor
Arlington, VA 22203
UNITED STATES
nixonptomail@nixonvan.com, dmb@nixonvan.com
7037867421
Applicant Information
Application No 88757709 Publication date 05/19/2020
Opposition Filing 06/18/2020 Opposition Peri- 06/18/2020
Date od Ends
Applicant Chen limei

Rm 2-18D,Tung 1 Taihuamingzhu
Xixiang Jianan 2nd Rd,Baoan Dist
Shenzhen, 518000

CHINA

Goods/Services Affected by Opposition

Class 016. First Use: 2017/08/12 First Use In Commerce: 2017/08/12

All goods and services in the class are opposed, namely: Blackboards; Chalkboard label stick-
ers;Greetings cards and postcards; Paper cake decorations; Pen and pencil cases; Pen and pencil
cases and boxes; Postcards;Postcards and greeting cards; Push pins; Scrapbook albums; Thumb

tacks; Thumbtacks; Visiting cards; Writing instruments

Grounds for Opposition

Priority and likelihood of confusion

Trademark Act Section 2(d)

Fraud on the USPTO

In re Bose Corp., 580 F.3d 1240, 91 USPQ2d
1938 (Fed. Cir. 2009)

Marks Cited by Opposer as Basis for

Opposition

U.S. Registration | 1708062

No.

Application Date 09/03/1991



http://estta.uspto.gov

Registration Date | 08/18/1992 Foreign Priority NONE
Date

Word Mark 7SEVEN

Design Mark

Description of NONE

Mark

Goods/Services

Class 016. First use: First Use: 0 First Use In Commerce: 0

school cases, [writing pads,] pencil cases, pen cases, [paper weights,] note-
books, [calendars, calendar holders,] ball-point pens, exercise books, [photo al-
bums, and check cases]

Class 018. First use: First Use: 0 First Use In Commerce: 0

knapsacks, small knapsacks, [trunks fortravel,] suitcases, handbags, attache
cases, travel bags, [ shopping bags, ] school satchels, key holders, [umbrellas,
parasols, walking sticks,] wallets, purses, briefcase type document cases,
[whips, harness and saddlery]

Class 025. First use: First Use: 0 First Use In Commerce: 0

[ T-shirts, jeans, men's and women's sportwear; namely, jackets, pants, jogging-
suits, pullovers, sweat shirts, sweat suits, footwear and headwear |

Class 028. First use: First Use: 0 First Use In Commerce: 0
[tennis-rackets, table-tennis paddles, and golf clubs]

U.S. Registration | 4061897 Application Date 10/08/2003

No.

Registration Date | 11/29/2011 Foreign Priority NONE
Date

Word Mark 7SEVEN

Design Mark

Description of
Mark

The mark consists of a star superimposed inside a portion of the numeral "7"
and the numeral "7" integrated with the word "seven" in a stylized format.

Goods/Services

Class 016. First use: First Use: 0 First Use In Commerce: 0

[Agendas, diaries, photographs,] stationery, [copybooks,] note-books, pen hold-
ers, pencil holders, pens, pencils, pouches for writing instruments, [folders forpa-
pers, passport holders,] folders withelastic bands, book covers with rings[,covers
for books and exercise books; bags of paper or plastics used for merchandise
packaging, and bookbinding material, namely, cloth for bookbinding; adhesives
for stationery or household purposes,paint brushes, typewriters, printers' type,
and printing blocks]

Class 018. First use: First Use: 0 First Use In Commerce: 0

AttachA® cases; rucksacks; small knapsacks, school satchels, all purpose car-
rying bags, [sling bags for carrying infants,] traveling bags, all purpose sports
bags and big sport bags; hand bags, [bags for campers,] beach bags, bags for
climbers and school bags; wallets, and coin purses not made of precious metal;
suitcases[; umbrellas and parasols; whips]




U.S. Registration | 5057050 Application Date 07/02/2014

No.

Registration Date | 10/11/2016 Foreign Priority NONE
Date

Word Mark 7 SEVEN

Design Mark

Description of
Mark

The mark consists of a star superimposed inside a portion of the numeral "7"
and the numeral "7" integrated with the word "seven" in a stylized format.

Goods/Services

Class 016. First use: First Use: 0 First Use In Commerce: 0

stationery articles, namely, printed gift vouchers, blank writing books, drawing
books, diaries, blank note pads; writing papers, envelopes; sets of stationeryma-
terial, namely, writing instruments, writing paper and envelopes; pens, ball-point
pens, fountain pens, felt-tip markers, permanent markers, highlighter pens,
markers for underlining, rollerball pens, fine tip pens; pencils, chalk, crayons,
cases for pens, daily and weekly planners, three-ring binders, folders for holding
drawing paper and for supporting drawing activity, loose-leaf binders, gift wrap-
ping paper; shopping bags of paper; plastic materials for packaging

Class 018. First use: First Use: 0 First Use In Commerce: 0

Rucksacks; backpacks; school bags, infant carriers worn on the body, shopping
bags not of paper or plastic, namely, textile shopping bags; travelling bags and
duffel bags for travel; bags and holdalls for sports equipment; handbags; bags
for carrying camping supplies and equipment; beach bags; backpacks for hiking
andclimbing, satchels, briefcases, pocket wallets; purses; key cases; hip bags;
suitcases; umbrellas, trunks; walking sticks; overnight suitcases; vanity cases
sold empty, unfitted salesperson sample bags sold empty, garment bags for
clothingfor travel, wheeled bags, wheeled backpacks and wheeled suitcases

U.S. Registration | 5057053 Application Date 07/18/2014

No.

Registration Date | 10/11/2016 Foreign Priority NONE
Date

Word Mark SEVEN

Design Mark

SEVEN

Description of
Mark

NONE

Goods/Services

Class 016. First use: First Use: 0 First Use In Commerce: 0

stationery articles, namely, printed gift vouchers, blank writing books, drawing
books, diaries, blank note pads; writing papers, envelopes; sets of stationeryma-
terial, namely, writing instruments, writing paper and envelopes; pens, ball-point




pens, fountain pens, felt-tip markers, permanent markers, highlighter pens,
markers for underlining, rollerball pens, fine tip pens; pencils, chalk, crayons,
cases for pens, daily and weekly planners, three-ring binders, folders for holding
drawing paper and for supporting drawing activity, loose-leaf binders, gift wrap-
ping paper; shopping bags of paper; plastic materials for packaging

Class 018. First use: First Use: 0 First Use In Commerce: 0

Rucksacks; backpacks; school bags, infant carriers worn on the body, shopping
bags not of paper or plastic, namely, textile shopping bags; travelling bags and
duffel bags for travel; bags and holdalls for sports equipment; handbags; bags
for carrying camping supplies and equipment; beach bags; backpacks for hiking
andclimbing, satchels, briefcases, pocket wallets; purses; key cases; hip bags;
suitcases; umbrellas, trunks; walking sticks; overnight suitcases; vanity cases
sold empty, unfitted salesperson sample bags sold empty, garment bags for
clothingfor travel, wheeled bags, wheeled backpacks and wheeled suitcases

Attachments
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Signature

/dmb/

Name

Duane M. Byers

Date

06/18/2020




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

)
Seven S.p.A. )
)
Opposer )
)
V. ) Opposition No.

) Application No. 88757709
Chen Iimei )
)
Applicant )
)

NOTICE OF OPPOSITION

Opposer, Seven S.p.A., with a business address of Via Fornacino 96, Leini, TO, Italy,
10040, hereby opposes registration of the SEVEN Y. trademark in Class 16, which is the
subject of Application No. 88757709, published on May 19, 2020, and requests that registration
in Class 16 to Applicant be refused.

As grounds in support of its opposition, Opposer asserts as follows:

1. Opposer is the owner of U.S. Registration No. 1708062 for the 7Seven trademark for,
among other things, “school cases, pencil cases, pen cases, note-books, ball-point
pens, exercise books,” in Class 16. This registration is valid, subsisting, unrevoked,
and uncancelled. This registration is also incontestable.

2. Opposer is the owner of U.S. Registration No. 4061897 for the 7Seven trademark for,
among other things, “stationery, note-books, pen holders, pencil holders, pens,
pencils, pouches for writing instruments, folders with elastic bands, book covers with

rings,” in Class 16. This registration is valid, subsisting, unrevoked, and uncancelled.



3. Opposer is the owner of U.S. Registration No. 5057050 for the 7Seven trademark for,
among other things, “stationery articles, namely, printed gift vouchers, blank writing
books, drawing books, diaries, blank note pads; writing papers, envelopes; sets of
stationery material, namely, writing instruments, writing paper and envelopes; pens,
ball-point pens, fountain pens, felt-tip markers, permanent markers, highlighter pens,
markers for underlining, rollerball pens, fine tip pens; pencils, chalk, crayons, cases
for pens, daily and weekly planners, three-ring binders, folders for holding drawing
paper and for supporting drawing activity, loose-leaf binders, gift wrapping paper;
shopping bags of paper; plastic materials for packaging,” in Class 16. This
registration is valid, subsisting, unrevoked, and uncancelled.

4. Opposer is the owner of U.S. Registration No. 5057053 for the SEVEN trademark
for, among other things, “stationery articles, namely, printed gift vouchers, blank
writing books, drawing books, diaries, blank note pads; writing papers, envelopes;
sets of stationery material, namely, writing instruments, writing paper and envelopes;
pens, ball-point pens, fountain pens, felt-tip markers, permanent markers, highlighter
pens, markers for underlining, rollerball pens, fine tip pens; pencils, chalk, crayons,
cases for pens, daily and weekly planners, three-ring binders, folders for holding
drawing paper and for supporting drawing activity, loose-leaf binders, gift wrapping
paper; shopping bags of paper; plastic materials for packaging,” in Class 16. This
registration is valid, subsisting, unrevoked, and uncancelled.

5. Applicant has filed an application to register the SEVEN Y/J. trademark in Class 16
for “Blackboards; Chalkboard label stickers; Greetings cards and postcards; Paper

cake decorations; Pen and pencil cases; Pen and pencil cases and boxes; Postcards;



Postcards and greeting cards; Push pins; Scrapbook albums; Thumb tacks;
Thumbtacks; Visiting cards; Writing instruments.” The application was filed on
January 14, 2020, and has been identified as Application No. 88757709. The
application was filed as a “use” Section 1(a) trademark application for all the goods
(“Blackboards; Chalkboard label stickers; Greetings cards and postcards; Paper
cake decorations; Pen and pencil cases; Pen and pencil cases and boxes; Postcards;
Postcards and greeting cards; Push pins; Scrapbook albums; Thumb tacks;
Thumbtacks, Visiting cards; Writing instruments’) and claims first use of the
trademark in United States commerce “at least as early as 08/12/2017.”

. Upon information and belief, contrary to applicant’s declaration, applicant had not
used the SEVEN Y/J. trademark in United States commerce for all the goods
identified in the application (i.e., “Blackboards; Chalkboard label stickers; Greetings
cards and postcards; Paper cake decorations; Pen and pencil cases; Pen and pencil
cases and boxes; Postcards; Postcards and greeting cards; Push pins; Scrapbook
albums; Thumb tacks; Thumbtacks,; Visiting cards; Writing instruments”) when the
application was filed on January 14, 2020. As a result, the application should be
rejected because of applicant’s fraud.

Opposer has duly registered and/or used in the United States the above-identified
7Seven and SEVEN trademarks for the above-identified goods in Class 16 -- which
rights date back to at least as early as the 1990s -- well before any U.S. trademark use
date or U.S. Trademark Application No. 88757709 filing date by the Applicant for the

SEVEN Y. trademark for goods in Class 16.



8. Applicant's SEVEN Y]J. trademark for goods in Class 16 so resembles Opposer's
7Seven and SEVEN trademarks for goods in Class 16 as to be likely to cause
confusion, mistake, or deception within the meaning of Section 2(d) of the Trademark
Act. Applicant is attempting to register the confusingly similar SEVEN Y.
trademark for the same, similar, and/or related goods in Class 16 as Opposer’s goods
in Class 16 for which Opposer has registered and/or used the 7Seven and SEVEN
trademarks. Consumers are likely to be confused and/or are likely to think that
Applicant and Opposer are the same or are affiliated in some fashion. The
registration of Applicant's SEVEN YJ. trademark in Class 16 will damage Opposer's
7Seven and SEVEN trademark rights in Class 16.

9. Opposer has successfully policed its 7Seven and SEVEN trademark rights against
other SEVEN trademarks for goods in Class 16. The same success should follow in

this opposition.

WHEREFORE, Opposer requests that the opposition be sustained and that registration in

Class 16 to Applicant be refused.



Date:

June 18, 2020

Respectfully submitted,

/Duane M. Byers/

Duane M. Byers

NIXON & VANDERHYE, P.C.

901 North Glebe Road, 11" Floor
Arlington, Virginia 22203

Phone: 1-703-786-7421

Authorized email:
NIXONPTOMAIL@NIXONVAN.COM

Attorneys for Opposer,
Seven S.p.A.



