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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

 

       ) 

ICON HEALTH & FITNESS, INC.,   ) 

       ) 

Opposer,   ) Opposition No. 91256239 

v.       ) App. No. 88635691 

       )  

Icon Trade Services LLC,    ) 

       ) Mark:  ICON AIR 

   Applicant.   )  

                                                                            )  

 

 

ANSWER OF APPLICANT 

 

 Applicant, Icon Trade Services LLC ("Applicant"), for its response to the numbered 

paragraphs of the Notice of Opposition filed by Opposer ICON HEALTH & FITNESS, INC. 

("Opposer"), answers as follows 

 1. Applicant is without knowledge sufficient to form a belief as to the truth of the 

allegations of Paragraph 1 of the Notice of Opposition and, therefore, denies the same. 

 2. Applicant is without knowledge sufficient to form a belief as to the truth of the 

allegations of Paragraph 2 of the Notice of Opposition and, therefore, denies the same. 

 3. Applicant is without knowledge sufficient to form a belief as to the truth of the 

allegations of Paragraph 3 of the Notice of Opposition and, therefore, denies the same. 

 4. In response to Paragraph 4 of the Notice of Opposition, Applicant admits on 

information and belief that Application Serial No. 74686600 for the mark "ICON" was filed on 

June 8, 1995 by a company with the name ICON Health & Fitness, Inc., that the application 

included in Class 28 the goods "house mark for full lines of exercise equipment", that the 

application registered on June 16, 1998 as Registration No. 2164953 and that a printout from the 
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TESS database for the registration is attached as Exhibit A to the Notice of Opposition.  

Applicant denies the remaining allegations of Paragraph 4 of the Notice of Opposition. 

 5. In response to Paragraph 5 of the Notice of Opposition, Applicant admits on 

information and belief that a company by the name of ICON IP, Inc. file a Combined Declaration 

of Use and Incontestability Under Sections 8 & 15 for Registration No. 2164953 on June 3, 

2004.  Applicant is without knowledge regarding the remaining allegations of Paragraph 5 of the 

Notice of Opposition and, therefore, denies the same. 

 6. Applicant is without knowledge sufficient to form a belief as to the truth of the 

allegations of Paragraph 6 of the Notice of Opposition and, therefore, denies the same. 

 7. Applicant is without knowledge sufficient to form a belief as to the truth of the 

allegations of Paragraph 7 of the Notice of Opposition and, therefore, denies the same. 

 8. Applicant is without knowledge sufficient to form a belief as to the truth of the 

allegations of Paragraph 8 of the Notice of Opposition and, therefore, denies the same. 

 9. Applicant is without knowledge sufficient to form a belief as to the truth of the 

allegations of Paragraph 9 of the Notice of Opposition and, therefore, denies the same. 

 10. Applicant is without knowledge sufficient to form a belief as to the truth of the 

allegations of Paragraph 10 of the Notice of Opposition and, therefore, denies the same. 

 11. Applicant is without knowledge sufficient to form a belief as to the truth of the 

allegations of Paragraph 11 of the Notice of Opposition and, therefore, denies the same. 

 12. Applicant admits the allegations of paragraph 12 of the Notice of Opposition. 

 13. Applicant admits the allegations of paragraph 13 of the Notice of Opposition. 
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 14. In response to Paragraph 14 of the Notice of Opposition, Applicant admits that 

Registration No. 2164953 predates the filing date of Applicant's Application No. 88635691.  

Applicant denies the remaining allegations of Paragraph 14 of the Notice of Opposition. 

 15. Applicant denies the allegations of Paragraph 15 of the Notice of Opposition. 

 16. Applicant denies the allegations of Paragraph 16 of the Notice of Opposition. 

 17. In response to Paragraph 17 of the Notice of Opposition, Applicant admits that the 

goods and services in its Application No. 88635691 are unrestricted as to consumers and trade 

channels.  Applicant denies the remaining allegations of Paragraph 17 of the Notice of 

Opposition. 

 18. Applicant denies the allegations of Paragraph 18 of the Notice of Opposition. 

 19. Applicant denies the allegations of Paragraph 19 of the Notice of Opposition. 

 20. Applicant denies the allegations of Paragraph 20 of the Notice of Opposition. 

 21. Applicant denies the allegations of Paragraph 21 of the Notice of Opposition. 

 22. Applicant denies the allegations of Paragraph 22 of the Notice of Opposition. 

 23. In response to the allegations of Paragraph 23, Applicant admits that if it is 

granted registration that registration will provide prima facie evidence of its right to use the 

ICON AIR mark.  Applicant denies the remaining allegations of Paragraph 23 of the Notice of 

Opposition. 

 24. Applicant denies the allegations of Paragraph 24 of the Notice of Opposition. 

AFFIRMATIVE DEFENSES 

First Affirmative Defense 

 25. The ICON AIR mark of Application No. 88635691 ("the '691 Application) is 

distinctively different from Opposer's marks when used in connection with the goods and 
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services that are the subject of that application so as to avoid confusion, deception or mistake as 

to the source, sponsorship, association or approval of the goods/services recited in the '691 

Application. 

Second Affirmative Defense 

 26. Opposer's rights in the ICON mark, if any, are limited to the specific goods that 

are the subject of Registration No. 2164953 and do not extend to the goods and services that are 

the subject of the '691 Application. 

Third Affirmative Defense 

 27. Opposer's rights in the ICON mark, if any, do not extend to all marks that include 

the term "ICON" (or variations), which is a common formative for marks both registered and 

common law in International Classes 3, 9, 24, 25 and 35, which are the subject of the '691 

Application.  There are at least the following existing marks registered on the Principal Register 

for use on or in connection with goods and services similar to those that are the subject of the 

'691 Application: 

ICON – Reg. No. 3630597 in Class 3 for Fragrance emitting wicks for room fragrance 

 

ICON – Reg. No. 4995638 in Class 3 for Cosmetics, namely, solid and liquid lipstick, lip 

liner and lip gloss 

 

FIERCE ICON – Reg. No. 5161603in Class 3 for Body sprays; Body wash; Cologne; 

Deodorant for personal use; Fragrances; Shampoos 

 

RUE21 ICON – Reg. No. 6160110 in Class 3 for Perfumes and colognes 

 

- Reg. No. 4566959 for 

Class 9 - Protective helmets; protective sports helmet accessories that attach to the 

helmets, namely, mouth guards, cheek pads, face shields, visors; articles 

of protective clothing, namely, back protectors, knee protectors, elbow 

protectors, face shields, riding suits, protective riding boots, jackets, vests, 

pants and gloves used in connection with powersport vehicles, namely, 

motorcycles, all-terrain vehicles and utility terrain vehicles 
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Class 18 - Trunks, luggage, traveling bags, bags for sports gear, all-purpose 

carrying bags and backpacks, all of the aforementioned intended for use in 

connection with powersport vehicles, namely, motorcycles, all-terrain 

vehicles and utility terrain vehicles or the promotion of such products 

Class 25 - Helmet accessories, namely, helmet liners; clothing, namely, jackets, 

vests, gloves, pants, t-shirts, sweatshirts, footwear, headgear, namely, hats, 

caps; clothing made of leather, namely, jackets, vests, gloves, pants, 

footwear, headgear, namely, hats, caps, all of the aforementioned intended 

for use in connection with powersport vehicles, namely, motorcycles, all-

terrain vehicles and utility terrain vehicles or the promotion of such 

product 

Class 35 - Advertising and marketing in the field of powersports; electronic 

catalog services for featuring motorcycles, all-terrain vehicles and utility 

terrain vehicles riding gear, sportswear and accessories 

 

- Reg. No. 4237864 in Class 9 for Eyewear; Sunglasses 

 

ICON EYEWEAR – Reg. No. 4237848 in Class 9 for Eyewear; Sunglasses 

 

- Reg. No. 4396840 in Class 18 for schoolbags; handbags; 

briefcases; suitcases; traveling cases; traveling bags; trunks; luggage; backpacks; 

wheeled shopping bags; rucksacks for mountaineers; hiking rucksacks; cosmetic 

bags sold empty; cosmetic cases sold empty; sport bags; fanny packs; baby 

backpacks; beach bags; shoulder bags; wheeled bags; wallets 

 

ICON – Reg. No. 2910730 in Class 18 for Leather goods, namely, handbags, shoulder 

bags, card cases, purses, coin pouches, watch bands, zipper pouches, cosmetic 

cases sold empty, organizers, photo cases and pouches with key chains 

 

INCASE ICONS – Reg. No. 5470862 in Class 18 for Luggage; all purpose carrying bags 

 

ICON – Reg. No. 2494579 in Class 25 for shoes 

 

ROCK ICON – Reg. No. 4281596 in Class 25 for A-shirts; Apparel for dancers; Athletic 

apparel, Body shirts, Button down shirts, Collared shirts, Dress shirts, Hooded 

Sweatshirts, Knit shirts, Open-necked shirts, Over-shirts, Polo shirts, Rugby 

shirts; Shirts for infant, babies, and toddlers; Shirts for suits, Short sleeved and 

long-sleeved shirts, Sport shirts, Sport shirts with short sleeves; Sun protective 

clothing, namely bathing suits; Sweat shirts, T-shirts, T-shirts for wholesale, Tee 

shirts; Women's clothing, namely shirts, dresses, skirts, blouses 
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- Reg. No. 5187883 in Class 25 for Bottoms; Hats; Tops 

 

Icon Denim – Reg. No. 5676400 in Class 25 for Denim jeans; Denim pants; Jackets, 

Jeans, Pants and Shirts all made in whole or substantial part of denim 

 

ICON EDITION – Reg. No. 5997473 in Class 25 for Clothing, namely, T-shirts, shirts, 

jerseys, shorts 

 

Icon Basewear – Reg. No. 5756270 in Class 25 for underwear (disclaiming "Basewear") 

 

DOUBLE ICON – Reg. No. 5802281 in Class 25 for Athletic footwear; Bathing suits; 

Belts; Blazers; Blouses; Body stockings; Body suits; Boots; Bras; Camisoles; 

Chemises; Clogs; Clothing for babies, toddlers and children, treated with fire and 

heat retardants, namely, pajamas, jackets, shirts, pants, jumpers; Dresses; Fur 

coats; Gowns; Gym boots; Gym pants; Gym shorts; Gym suits; Hats; Headwear; 

Heels; Infant wear; Infant and toddler one piece clothing; Jackets; Jeans; 

Jumpsuits; Knit bottoms; Knit dresses; Knit face masks; Knit jackets; Knit shirts; 

Knit skirts; Knit tops; Knitted caps; Knitted gloves; Knitted underwear; Leggings; 

Lingerie; Loafers; Loungewear; Pajamas; Pants; Ponchos; Pullovers; Pumps as 

footwear; Sandals; Shirts; Shoes; Shorts; Ski wear; Skirts; Sleepwear; Slippers; 

Sneakers; Socks; Sport coats; Sports bras; Sports jackets; Stockings; Suits; 

Sweatbands; Sweatpants; Swimwear; T-shirts; Tank-tops; Ties as clothing; Tops 

as clothing; Track pants; Trousers; Underwear; Vests; Women's shoes, namely, 

foldable flats; Woven tops; Wrist bands as clothing; Yoga pants  

 

SMART ICON – Reg. No. 5954383 in Class 25 for Coats; Hats; T-shirts; Trousers 

 

ICONSWIM – Reg. No. 6237798 in Class 25 for Bathing costumes; Bathing suits; 

Beach cover-ups; Beach hats; Beach coverups; Belts; Bikinis; Dresses; Hats; 

Kimonos; Pants; Shoulder wraps; Stretch pants; Swim suits; Swim wear; 

Swimming costumes; Swimwear 

 

As a result, any rights that Opposer has are strictly limited. 

 

Fourth Affirmative Defense 

 28. Applicant's use of the ICON AIR mark of the '691 Application will not 

mistakenly be thought by the public to derive from the same source as Opposer's goods, nor will 
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such use be thought by the public to be a use by Opposer or with Opposer's authorization or 

approval. 

 WHEREFORE, Applicant Icon Trade Services LLC prays that the Notice of Opposition 

be dismissed with prejudice 

      Respectfully submitted, 

                         ICON TRADE SERVICES LLC 

 

 

 

Date:  June 10, 2021 By:  /s/ Theodore R. Remaklus   

Theodore R. Remaklus 

Wood, Herron & Evans, L.L.P.   

2700 Carew Tower 

441 Vine Street  

Cincinnati, Ohio 45202 

Tel.: (513) 241-2324 

E-mail: tremakluis@whe-law.com 

 

Attorneys for Applicant 

Icon Trade Services LLC 
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CERTIFICATE OF SERVICE 

  I hereby certify that a copy of the foregoing Answer of Applicant was served 

upon the following counsel for Opposer by electronic mail this 10th day of June, 2021: 

James W. McKonkie, Esq. 

Matthew A. Barlow, Esq. 

WORKMAN NYDEGGER 

60 East South Temple, Suite 1000 

Salt Lake City, Utah 84111 

jmcconkie@wnlaw.com 

mbarlow@wnlaw.com 

 

       /s/ Theodore R. Remaklus  

       Theodore R. Remaklus   

       Wood, Herron & Evans, L.L.P. 

       2700 Carew Tower 

       Cincinnati, Ohio 45202 

       Tel.: (513) 241-2324 

       E-mail: tremaklus@whe-law.com 
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