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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name MARY KAY INC.

Entity Corporation Citizenship DELAWARE

Address 16251 Dallas Parkway
Addison, TX 75001
UNITED STATES

Attorney informa-
tion

Elizabeth K. Rucki
Baker Botts LLP
2001 Ross Avenue, Suite 900
Dallas, TX 75201
UNITED STATES
daltmdept@bakerbotts.com, elizabeth.rucki@bakerbotts.com,
paul.reilly@bakerbotts.com
2149536926

Applicant Information

Application No 88607755 Publication date 03/31/2020

Opposition Filing
Date

05/30/2020 Opposition Peri-
od Ends

04/30/2020

Applicant Bracci, Stephen P.
240 E. 60th Street, Suite 4
New York, NY 10022
UNITED STATES

Goods/Services Affected by Opposition

Class 003. First Use: 0 First Use In Commerce: 0
All goods and services in the class are opposed, namely: Non-medicated skin care preparations

Class 005. First Use: 0 First Use In Commerce: 0
All goods and services in the class are opposed, namely: Medicated skin care preparations; nutrition-
al supplements; dietary food supplements; nutraceuticals for use as a dietary supplement

Class 044. First Use: 0 First Use In Commerce: 0
All goods and services in the class are opposed, namely: Medical services, namely, massage, hydro-
therapy, hair removal featuring cosmetic and laser hair removal, sclerotherapy treatment of leg veins,
cosmetic, plastic and reconstructive surgery and injectable procedures, and skin treatments, namely,
the injection of dermal filling agents and neuromuscular blocking agents toreduce the appearance of
facial lines and wrinkles; Medical spa services, namely, minimally and non-invasive cosmetic and
body fitness therapies; non-surgical aesthetic medical services, namely, skintreatments, namely, the
injection of dermal filling agents or botulinum toxin to reduce the appearance of facial lines and
wrinkles; Non-surgical aesthetic medical services utilizing lasers, ultrasound, infrared and related
technologies toaid in the injection of dermal filling agents or botulinum toxin for use in thereduction of
wrinkles; Consultation services in the field of nutrition and diet;Â Nutrition counseling in the nature

http://estta.uspto.gov


ofÂ preparing customized nutrition and diet programs for individuals

Grounds for Opposition

Priority and likelihood of confusion Trademark Act Section 2(d)

Marks Cited by Opposer as Basis for Opposition

U.S. Registration
No.

4339257 Application Date 05/13/2011

Registration Date 05/21/2013 Foreign Priority
Date

NONE

Word Mark VOLU-FIRM

Design Mark

Description of
Mark

NONE

Goods/Services Class 003. First use: First Use: 2012/07/02 First Use In Commerce: 2012/07/02
Cosmetics; non-medicated skin care preparations; non-medicated toiletries;
cleansers

U.S. Registration
No.

4632986 Application Date 01/10/2013

Registration Date 11/04/2014 Foreign Priority
Date

NONE

Word Mark VOLU-FILL

Design Mark

Description of
Mark

NONE

Goods/Services Class 003. First use: First Use: 2014/07/26 First Use In Commerce: 2014/08/16
Cosmetics; Non-medicated skin care preparations; Non-medicated toiletries

U.S. Registration
No.

5562013 Application Date 05/04/2017

Registration Date 09/11/2018 Foreign Priority NONE



Date

Word Mark TIMEWISE REPAIR VOLU-FIRM THE GO SET

Design Mark

Description of
Mark

NONE

Goods/Services Class 003. First use: First Use: 2017/11/16 First Use In Commerce: 2017/11/16
Cosmetics; Eye cream; Facial moisturizers; Non-medicated toiletry prepara-
tions;Skin creams; Non-medicated skin care preparations

Attachments 85319957#TMSN.png( bytes )
85819716#TMSN.png( bytes )
87436994#TMSN.png( bytes )
Notice of Opposition - VOLUTIGHTEN.pdf(421195 bytes )
Exhibit A to Notice of Opposition - VOLUTIGHTEN.pdf(2370726 bytes )

Signature /Paul J. Reilly/

Name Paul J. Reilly

Date 05/30/2020
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

MARY KAY INC., 

Opposer, 

vs. 

STEPHEN P. BRACCI, 

Applicant. 

§ 
§ 
§ 
§ 
§ 
§ 
§ 
§ 
§ 

 

Opposition No. _____________ 

Mark:  VOLUTIGHTEN 
(Serial No:  88/607,755) 
Publication Date: March 31, 2020 

NOTICE OF OPPOSITION 

Opposer, Mary Kay Inc., a Delaware corporation, having an address of 16251 Dallas 

Parkway, Addison, Texas 75001 (“Opposer” or “Mary Kay”), believes that it will be damaged 

by the registration of U.S. Appl. Serial No. 88/607,755, filed on September 6, 2019, in the name 

of Stephen P. Bracci (“Applicant”), for the alleged mark VOLUTIGHTEN, based on an intention 

to use the mark on or in connection with “Non-medicated skin care preparations” in International 

Class 3; “Medicated skin care preparations; nutritional supplements; dietary food supplements; 

nutraceuticals for use as a dietary supplement” in International Class 5; and various medical, and 

nutritional services in International Class 44, and having been previously granted an extension of 

time to oppose, hereby opposes the foregoing application.   

The specific grounds for this Notice of Opposition (“Opposition”), are as follows: 

1. Mary Kay is a provider of cosmetics and skin care products in the United States 

and around the world.   

2. Through its predecessors in interest, Mary Kay has been engaged in the cosmetics 

and skin care business for over 55 years and has become well and favorably known to members of 

the public for providing quality cosmetics, skin care products, fragrances and related products and 

services.     
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3. In addition to developing, manufacturing and marketing products and services 

under its distinctive and famous house mark, “MARY KAY”, Mary Kay also owns a portfolio of 

brands to identify its cosmetics, skincare products, and related products and services.   

4. Since at least as early as June 2012, and August 2014, Mary Kay has been using 

the designations VOLU-FIRM and VOLU-FILL, respectively, in the United States in connection 

with and to identify an array of skin care products, including, but not limited to, eye creams, facial 

moisturizers, non-medicated toiletry preparations, skin creams, non-medicated skin care 

preparations, foaming cleansers, day cream sunscreens, and/or skin creams with retinol.   

5. Mary Kay’s VOLU-FIRM and VOLU-FILL products are marketed, sold and 

provided in tremendous quantities throughout the United States and around the globe, supported 

by substantial sums of dollars of advertising and promotion each year.  

6. Since long prior to the filing date of the application-at-issue, the VOLU-FIRM and 

VOLU-FILL marks have been continuously identified with Mary Kay and appeared on a 

tremendous amount of product packaging, advertising, and promotional materials. 

7. As a result of the substantial and continuous marketing, promotion, advertising, 

sale, and use of skin care products and related goods and services under or in connection with 

Mary Kay’s marks VOLU-FIRM and VOLU-FILL, these designations have not only acquired 

substantial public and consumer recognition throughout the United States, but also enjoy valuable 

goodwill, and solely signify Mary Kay as the source of products of high quality. 

8. Indeed, Opposer has established strong common law rights in its VOLU-FIRM and 

VOLU-FILL marks and variants, on or in connection with skin care and related products or 

services, long prior to the filing date of the mark in the application at issue. 

9. In addition to its prior common law rights in the VOLU-FIRM and VOLU-FILL 

marks and variants, Mary Kay is the owner of three active United States trademark registrations 

for VOLU-FIRM and VOLU-FILL and variants, the details of which are identified below:  
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Mark Reg. 
No. Reg. Date Goods and Services 

VOLU-FIRM 4339257 May 21, 2013 Class 3 – Cosmetics; non-medicated skin care 
preparations; non-medicated toiletries; cleansers. 

VOLU-FILL 4632986 November 4, 
2014 

Class 3 – Cosmetics; non-medicated skin care 
preparations; non-medicated toiletries. 

TIMEWISE 
REPAIR 
VOLU-FIRM 
THE GO SET 

5562013 September 11, 
2018 

Class 3 – Cosmetics; eye cream; facial 
moisturizers; non-medicated toiletry preparations; 
skin creams; non-medicated skin care 
preparations. 

10. Copies of the United States Patent & Trademark Office’s (“USPTO”) Trademark 

Status & Document Retrieval (“TSDR”) Status Pages, USPTO Section 8 or Section 15 Combined 

Declaration of Use and Incontestability Acceptances/Acknowledgments, where applicable, and 

Certificates of Registration for each of the above-referenced marks are attached hereto as “Exhibit 

A.”   

11. Mary Kay’s registrations for these marks are valid, subsisting, in full force and 

effect, un-cancelled and unrevoked, and serve as evidence of Mary Kay’s exclusive right to use 

VOLU-FIRM and VOLU-FILL in commerce on or in connection with the goods identified in the 

registrations, as provided by Section 33(a) of the United States Trademark (Lanham) Act, 15 

U.S.C. § 1115(a).  

12. Mary Kay’s registration for the mark Reg. No. 4,339,257 is incontestable pursuant 

to Section 15 of the Lanham Act, 15 U.S.C. § 1065 and a Declaration of Incontestability under 

Section 15 has been filed with the USPTO with respect to Reg. No. 4,632,986. 

13. Hereinafter, Mary Kay’s foregoing VOLU-FIRM and VOLU-FILL marks and 

variants, including those registered and/or used in commerce, are referred to individually and/or 

collectively as the “VOLU Marks.”   

14. Given the long, extensive and widespread use and registration of the VOLU Marks 

on and in association with Mary Kay’s products and/or services, including, but not limited to, skin 

care products and the like, and the marketing, advertising and promotional efforts therefor, 

consumers have become accustomed to associating such marks or variants with a single source of 
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high quality products and services, that is, Mary Kay, and such designations enjoy valuable 

goodwill. 

15.  On information and belief, on September 6, 2019, Stephen P. Bracci, an individual 

having an address at 240 E. 60th Street, Suite 4, New York, New York 10022, filed Application 

Serial No. 88/607,755, to register the mark VOLUTIGHTEN, based on an intention to use the 

mark in connection with “Non-medicated skin care preparations” in International Class 3, 

“Medicated skin care preparations; nutritional supplements; dietary food supplements; 

nutraceuticals for use as a dietary supplement” in International Class 5, and “Medical services, 

namely, massage, hydrotherapy, hair removal featuring cosmetic and laser hair removal, 

sclerotherapy treatment of leg veins, cosmetic, plastic and reconstructive surgery and injectable 

procedures, and skin treatments, namely, the injection of dermal filling agents and neuromuscular 

blocking agents to reduce the appearance of facial lines and wrinkles; Medical spa services, 

namely, minimally and non-invasive cosmetic and body fitness therapies; non-surgical aesthetic 

medical services, namely, skin treatments, namely, the injection of dermal filling agents or 

botulinum toxin to reduce the appearance of facial lines and wrinkles; Non-surgical aesthetic 

medical services utilizing lasers, ultrasound, infrared and related technologies to aid in the 

injection of dermal filling agents or botulinum toxin for use in the reduction of wrinkles; 

Consultation services in the field of nutrition and diet; Nutrition counseling in the nature 

of preparing customized nutrition and diet programs for individuals” in International Class 44.   
 

First Claim for Relief under Lanham Act Section 2(d) 
(Likelihood of Confusion) 

16. Opposer repeats, realleges and incorporates each and every allegation contained in 

Paragraphs 1 through 15 as if fully set forth herein. 

17. Registration of Applicant’s alleged mark, VOLUTIGHTEN, is barred by the 

provisions of Section 2(d) of the Trademark Act of 1946 because said mark consists of or 

comprises a mark which so resembles Mary Kay’s VOLU Marks, including, but not limited to, 

VOLU-FIRM, VOLU-FILL, and variants, which have been in use and are also the subject of prior 
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registrations with the USPTO, as to be likely, when used in connection with the alleged goods and 

services of Applicant to cause confusion, mistake or deception. 

18. Mary Kay has standing and priority over Applicant given that, in part, Mary Kay’s 

use of the VOLU Marks, their application filing dates and/or registration dates, precede 

Applicant’s filing date for Applicant’s purported VOLUTIGHTEN mark and/or any alleged 

priority date or date of first use in commerce of Applicant’s purported mark VOLUTIGHTEN.  

Indeed, Mary Kay has a real interest in this proceeding as Applicant’s intended use and requested 

registration of VOLUTIGHTEN is likely to cause confusion with Mary Kay’s VOLU Marks. 

Further, the intended use or use and registration of the opposed mark causes damage to Mary Kay 

and its VOLU Marks as it will not have control over Applicant’s use of the alleged mark 

VOLUTIGHTEN. 

19. Applicant’s alleged mark VOLUTIGHTEN, which is the subject of the application 

at issue, and Mary Kay’s VOLU Marks are confusingly similar in terms of appearance, sound, 

connotation and commercial impression.  

20. On information and belief, the products and services with which Applicant’s 

alleged mark is applied for or used and the goods in connection with which Mary Kay’s VOLU 

Marks are registered and/or used are similar, closely related or of a complementary nature.  

21. On information and belief, the products associated with Mary Kay’s VOLU Marks 

and those products and services associated with Applicant’s claimed mark, VOLUTIGHTEN are 

or will be marketed and sold through similar, if not identical, trade channels, such as online, in 

person, and in other ways, and are intended to target similar customers.  Further, Applicant’s 

application at issue has no restrictions as to the channels of trade or target markets for the described 

goods. 

22. In view of the foregoing, Applicant’s claimed mark, VOLUTIGHTEN, as shown 

in the application at issue, so resembles Mary Kay’s previously used and/or registered VOLU 

Marks, as to be likely to cause confusion, to cause mistake or to deceive with consequent injury to 

Mary Kay.  The likelihood of confusion, mistake or deception that would arise from the concurrent 
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use and registration of the applied for mark with Mary Kay’s use and registration of its VOLU 

Marks is that persons are likely to believe that (a) Applicant’s products or services have their 

source in Mary Kay, or (b) that Applicant and Applicant’s products or services are a version of 

Mary Kay’s VOLU Marks or are in some way legitimately connected or affiliated with, associated 

with, sponsored, approved, endorsed or licensed by Mary Kay when, in fact, they are not. 

23. In view of the foregoing, registration of Applicant’s alleged mark VOLUTIGHTEN 

is barred by the provisions of Section 2(d) of the Trademark Act of 1946, 15 U.S.C. § 1052(d), 

because the said mark consists of or comprises a mark which so resembles Mary Kay’s previously 

used and/or registered VOLU Marks, as to be likely, when used in connection with the alleged 

products or services of Applicant, to cause confusion, mistake or deception. 

24. Mary Kay will be damaged by the issuance of a registration sought by Applicant 

within the meaning of 15 U.S.C. § 1063 because such registration would support and assist 

Applicant in the confusing, misleading, and/or deceptive use of VOLUTIGHTEN, and would give 

color of exclusive statutory rights to Applicant in violation and derogation of the prior and superior 

rights of Mary Kay. 

WHEREFORE, Mary Kay requests that this Opposition be sustained in its favor, that 

registration of Application Serial No. 88/607,755 be refused and/or denied to Applicant, and that 

the Board grant all further relief favorable to Mary Kay that is necessary and just in these 

circumstances.  
Respectfully submitted this the 30th day of May, 2020. 

 
BAKER BOTTS L.L.P. 

 
 

 
      By:       

Paul J. Reilly 
Elizabeth K. Rucki 
 
2001 Ross Avenue, Suite 900 
Dallas, Texas 75201-2900 
Telephone: (214) 953-6500 
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E-mail: paul.reilly@bakerbotts.com 
  elizabeth.rucki@bakerbotts.com  
  daltmdept@bakerbotts.com 
 
ATTORNEYS FOR OPPOSER 
MARY KAY INC. 

 
 

CERTIFICATE OF SERVICE 
 
  I hereby certify that on this the 30th day of May, 2020, a true and correct copy of 
the foregoing Notice of Opposition was served, via e-mail to: 
 

Darren B. Cohen 
Reed Smith LLP  
599 Lexington Avenue  
New York, NY United States 10022 
dcohen@reedsmith.com; nycipdocketing@reedsmith.com  
 

 
 
       _______________________________ 
       Elizabeth K. Rucki 
 



 

Mark Information

Mark Literal
Elements:

VOLU-FILL

Standard Character
Claim:

Yes. The mark consists of standard characters without claim to any particular font style, size, or color.

Mark Drawing
Type:

4 - STANDARD CHARACTER MARK

Goods and Services

Note:
The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: Cosmetics; Non-medicated skin care preparations; Non-medicated toiletries

International
Class(es):

003 - Primary Class U.S Class(es): 001, 004, 006, 050, 051, 052

Class Status: ACTIVE

Basis: 1(a)

First Use: Jul. 26, 2014 Use in Commerce: Aug. 16, 2014

Basis Information (Case Level)

Filed Use: No Currently Use: Yes

Filed ITU: Yes Currently ITU: No

Filed 44D: No Currently 44E: No

Filed 44E: No Currently 66A: No

Filed 66A: No Currently No Basis: No

Filed No Basis: No

Current Owner(s) Information

Generated on: This page was generated by TSDR on 2020-05-30 19:06:18 EDT

Mark: VOLU-FILL

US Serial Number: 85819716 Application Filing
Date:

Jan. 10, 2013

US Registration
Number:

4632986 Registration Date: Nov. 04, 2014

Filed as TEAS
Plus:

Yes Currently TEAS
Plus:

Yes

Register: Principal

Mark Type: Trademark

TM5 Common Status
Descriptor:

LIVE/REGISTRATION/Issued and Active

The trademark application has been registered with the Office.

Status: Registered. The registration date is used to determine when post-registration maintenance documents are due.

Status Date: Nov. 04, 2014

Publication Date: Mar. 26, 2013 Notice of
Allowance Date:

May 21, 2013



Owner Name: Mary Kay Inc.

Owner Address: 16251 Dallas Parkway
Addison, TEXAS UNITED STATES 75001

Legal Entity Type: CORPORATION State or Country
Where Organized:

DELAWARE

Attorney/Correspondence Information

Attorney of Record

Docket Number: 2012-04862

Correspondent

Correspondent
Name/Address:

Mary Kay Inc.
16251 Dallas Parkway
ADDISON, TEXAS UNITED STATES 75001

Phone: 9726875725 Fax: 9726871604

Domestic Representative - Not Found

Prosecution History

Date Description
Proceeding
Number

May 15, 2020 TEAS SECTION 8 & 15 RECEIVED

Nov. 04, 2019 COURTESY REMINDER - SEC. 8 (6-YR) E-MAILED

Nov. 04, 2014 REGISTERED-PRINCIPAL REGISTER

Sep. 27, 2014 NOTICE OF ACCEPTANCE OF STATEMENT OF USE E-MAILED

Sep. 26, 2014 ALLOWED PRINCIPAL REGISTER - SOU ACCEPTED

Sep. 12, 2014 STATEMENT OF USE PROCESSING COMPLETE 61813

Aug. 22, 2014 USE AMENDMENT FILED 61813

Aug. 22, 2014 TEAS STATEMENT OF USE RECEIVED

Apr. 18, 2014 NOTICE OF APPROVAL OF EXTENSION REQUEST E-MAILED

Apr. 17, 2014 EXTENSION 2 GRANTED 61813

Mar. 19, 2014 EXTENSION 2 FILED 61813

Apr. 14, 2014 CASE ASSIGNED TO INTENT TO USE PARALEGAL 61813

Mar. 19, 2014 TEAS EXTENSION RECEIVED

Jun. 26, 2013 NOTICE OF APPROVAL OF EXTENSION REQUEST E-MAILED

Jun. 24, 2013 EXTENSION 1 GRANTED 98765

Jun. 24, 2013 EXTENSION 1 FILED 98765

Jun. 24, 2013 TEAS EXTENSION RECEIVED

May 21, 2013 NOA E-MAILED - SOU REQUIRED FROM APPLICANT

Mar. 26, 2013 OFFICIAL GAZETTE PUBLICATION CONFIRMATION E-MAILED

Mar. 26, 2013 PUBLISHED FOR OPPOSITION

Mar. 06, 2013 NOTIFICATION OF NOTICE OF PUBLICATION E-MAILED

Feb. 13, 2013 APPROVED FOR PUB - PRINCIPAL REGISTER

Feb. 12, 2013 ASSIGNED TO EXAMINER 80801

Jan. 17, 2013 NEW APPLICATION OFFICE SUPPLIED DATA ENTERED IN TRAM

Jan. 14, 2013 NEW APPLICATION ENTERED IN TRAM

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: PUBLICATION AND ISSUE SECTION Date in Location: Sep. 26, 2014



Under the Paperwork Reduction Act of 1995 no persons are required to respond to a collection of information unless it displays a valid OMB control number. 
PTO Form 1583 (Rev 05/2006)

OMB No. 0651-0055 (Exp 10/31/2021)

Combined Declaration of Use and Incontestability under Sections 8 & 15

The table below presents the data as entered.

Input Field Entered

REGISTRATION NUMBER 4632986

REGISTRATION DATE 11/04/2014

SERIAL NUMBER 85819716

MARK SECTION

MARK VOLU-FILL (see, https://tmng-al.uspto.gov/resting2/api/img/85819716/large)

ATTORNEY INFORMATION (current)

NAME John D. Wiseman

ATTORNEY BAR MEMBERSHIP NUMBER NOT SPECIFIED

YEAR OF ADMISSION NOT SPECIFIED

U.S. STATE/ COMMONWEALTH/ TERRITORY NOT SPECIFIED

FIRM NAME MARY KAY INC.

STREET 16251 DALLAS PKWY

CITY ADDISON

STATE Texas

POSTAL CODE 75001-6820

COUNTRY/REGION/JURISDICTION/U.S.

TERRITORY
United States

PHONE 9726875725

FAX 9726871604

EMAIL john.wiseman@mkcorp.com

DOCKET/REFERENCE NUMBER 2012-04862

POWER ENDED - ATTORNEY INFORMATION

REMOVED
Yes

CORRESPONDENCE INFORMATION (current)

NAME JOHN D. WISEMAN

PRIMARY EMAIL ADDRESS FOR

CORRESPONDENCE
john.wiseman@mkcorp.com

SECONDARY EMAIL ADDRESS(ES)

(COURTESY COPIES)

marylauren.Ilagan@mkcorp.com; laurie.fodge@mkcorp.com;

ipdocket@mkcorp.com

DOCKET/REFERENCE NUMBER 2012-04862

CORRESPONDENCE INFORMATION (proposed)

NAME Mary Kay Inc.

PRIMARY EMAIL ADDRESS FOR

CORRESPONDENCE
john.wiseman@mkcorp.com



SECONDARY EMAIL ADDRESS(ES)

(COURTESY COPIES)

marylauren.Ilagan@mkcorp.com; laurie.fodge@mkcorp.com;

ipdocket@mkcorp.com

DOCKET/REFERENCE NUMBER 2012-04862

GOODS AND/OR SERVICES SECTION

INTERNATIONAL CLASS 003

GOODS OR SERVICES Cosmetics; Non-medicated skin care preparations; Non-medicated toiletries

       SPECIMEN FILE NAME(S)

       ORIGINAL PDF FILE SPN0-7610246112-20200515115829466265_._US_4632986_specimen_pg.1.pdf

       CONVERTED PDF FILE(S)

       (1 page)
\\TICRS\EXPORT18\IMAGEOUT18\858\197\85819716\xml1\8150002.JPG

       ORIGINAL PDF FILE SPN0-7610246112-20200515115829466265_._US_4632986_specimen_pg.2.pdf

       CONVERTED PDF FILE(S)

       (1 page)
\\TICRS\EXPORT18\IMAGEOUT18\858\197\85819716\xml1\8150003.JPG

SPECIMEN DESCRIPTION

screenshots of Owner's website demonstrating steps to add product associated

with subject mark to a shopping cart. Page 1 shows the referenced product

landing page, and Page 2 shows the product added in the shopping bag after the

consumer clicks the "Add to Bag" button, and a "checkout feature."

OWNER SECTION (current)

NAME Mary Kay Inc.

STREET 16251 Dallas Parkway

CITY Addison

STATE Texas

ZIP/POSTAL CODE 75001

COUNTRY/REGION/JURISDICTION/U.S.

TERRITORY
United States

PHONE 9726875725

FAX 9726871604

EMAIL XXXX

OWNER SECTION (proposed)

NAME Mary Kay Inc.

STREET 16251 Dallas Parkway

CITY Addison

STATE Texas

ZIP/POSTAL CODE 75001

COUNTRY/REGION/JURISDICTION/U.S.

TERRITORY
United States

PHONE 9726875725

FAX 9726871604

EMAIL XXXX

LEGAL ENTITY SECTION (current)

TYPE corporation

STATE/COUNTRY/REGION/JURISDICTION/U.S.

../SPN0-7610246112-20200515115829466265_._US_4632986_specimen_pg.1.pdf
../8150002.JPG
../SPN0-7610246112-20200515115829466265_._US_4632986_specimen_pg.2.pdf
../8150003.JPG


TERRITORY OF INCORPORATION
Delaware

PAYMENT SECTION

NUMBER OF CLASSES 1

NUMBER OF CLASSES PAID 1

COMBINED §§ 8 & 15 FILING FEE PER CLASS 325

TOTAL FEE PAID 325

SIGNATURE SECTION

SIGNATURE /Sheryl Adkins-Green/

SIGNATORY'S NAME Sheryl Adkins-Green

SIGNATORY'S POSITION Chief Marketing Officer

DATE SIGNED 05/15/2020

SIGNATORY'S PHONE NUMBER 972-687-4620

PAYMENT METHOD DA

FILING INFORMATION

SUBMIT DATE Fri May 15 15:22:12 ET 2020

TEAS STAMP

USPTO/S08N15-XX.XX.XXX.XX

X-20200515152212155861-46

32986-710862d5380bb636835

89c47d7ff5f67a4d4965ee9ea

7f117ec910eaf81145b580-DA

-22110322-202005151158294

66265
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Combined Declaration of Use and Incontestability under Sections 8 & 15

To the Commissioner for Trademarks:

REGISTRATION NUMBER: 4632986

REGISTRATION DATE: 11/04/2014

MARK: VOLU-FILL

The owner, Mary Kay Inc., a corporation of Delaware, having an address of

      16251 Dallas Parkway

      Addison, Texas 75001

      United States

      9726875725

      9726871604

      XXXX

is filing a Combined Declaration of Use and Incontestability under Sections 8 & 15.

For International Class 003, the mark is in use in commerce on or in connection with all of the goods/all of the services, or to indicate

membership in the collective membership organization, listed in the existing registration for this specific class: Cosmetics; Non-medicated skin

care preparations; Non-medicated toiletries; and the mark has been continuously used in commerce for five (5) consecutive years after the date of

registration, or the date of publication under Section 12(c), and is still in use in commerce on or in connection with all goods/all services, or to

indicate membership in the collective membership organization, listed in the existing registration for this class. Also, no final decision adverse to

the owner's claim of ownership of such mark for those goods/services, or to indicate membership in the collective membership organization,

exists, or to the owner's right to register the same or to keep the same on the register; and, no proceeding involving said rights pending and not

disposed of in either the U.S. Patent and Trademark Office or the courts exists.

The owner is submitting one(or more) specimen(s) for this class showing the mark as used in commerce on or in connection with any item in this

class, consisting of a(n) screenshots of Owner's website demonstrating steps to add product associated with subject mark to a shopping cart. Page

1 shows the referenced product landing page, and Page 2 shows the product added in the shopping bag after the consumer clicks the "Add to

Bag" button, and a "checkout feature.".

Original PDF file:

SPN0-7610246112-20200515115829466265_._US_4632986_specimen_pg.1.pdf

Converted PDF file(s) (1 page)

Specimen File1

Original PDF file:

SPN0-7610246112-20200515115829466265_._US_4632986_specimen_pg.2.pdf

Converted PDF file(s) (1 page)

Specimen File1

By submission of this request, the undersigned removes from the record the attorney information listed below because the power of attorney has

ended:

John D. Wiseman. John D. Wiseman of MARY KAY INC., is located at

      16251 DALLAS PKWY

      ADDISON, Texas 75001-6820

      United States

      Email Address: john.wiseman@mkcorp.com

Correspondence Information (current): 

      JOHN D. WISEMAN

      PRIMARY EMAIL FOR CORRESPONDENCE: john.wiseman@mkcorp.com

      SECONDARY EMAIL ADDRESS(ES) (COURTESY COPIES): marylauren.Ilagan@mkcorp.com; laurie.fodge@mkcorp.com;

ipdocket@mkcorp.com

../SPN0-7610246112-20200515115829466265_._US_4632986_specimen_pg.1.pdf
../8150002.JPG
../SPN0-7610246112-20200515115829466265_._US_4632986_specimen_pg.2.pdf
../8150003.JPG


The docket/reference number is 2012-04862.

Correspondence Information (proposed): 

      Mary Kay Inc.

      PRIMARY EMAIL FOR CORRESPONDENCE: john.wiseman@mkcorp.com

      SECONDARY EMAIL ADDRESS(ES) (COURTESY COPIES): marylauren.Ilagan@mkcorp.com; laurie.fodge@mkcorp.com;

ipdocket@mkcorp.com

The docket/reference number is 2012-04862.

Requirement for Email and Electronic Filing: I understand that a valid email address must be maintained by the owner/holder and the

owner's/holder's attorney, if appointed, and that all official trademark correspondence must be submitted via the Trademark Electronic

Application System (TEAS).

A fee payment in the amount of $325 will be submitted with the form, representing payment for 1 class(es), plus any additional grace period fee,

if necessary.

Declaration

Unless the owner has specifically claimed excusable nonuse, the mark is in use in commerce on or in connection with the goods/services

or to indicate membership in the collective membership organization identified above, as evidenced by the attached specimen(s).

Unless the owner has specifically claimed excusable nonuse, the specimen(s) shows the mark as currently used in commerce on or in

connection with the goods/services/collective membership organization.

The mark has been in continuous use in commerce for five consecutive years after the date of registration, or the date of publication

under 15 U.S.C. § 1062(c), and is still in use in commerce on or in connection with all goods/services, or to indicate membership in the

collective membership organization, listed in the existing registration.

There has been no final decision adverse to the owner's claim of ownership of such mark for such goods/services, or to indicate

membership in the collective membership organization, or to the owner's right to register the same or to keep the same on the register.

There is no proceeding involving said rights pending and not finally disposed of either in the United States Patent and Trademark Office

or in a court.

To the best of the signatory's knowledge, information, and belief, formed after an inquiry reasonable under the circumstances, the

allegations and other factual contentions made above have evidentiary support.

The signatory being warned that willful false statements and the like are punishable by fine or imprisonment, or both, under 18 U.S.C. §

1001, and that such willful false statements and the like may jeopardize the validity of this submission and the registration, declares that

all statements made of his/her own knowledge are true and all statements made on information and belief are believed to be true.

Signature: /Sheryl Adkins-Green/    Date: 05/15/2020

Signatory's Name: Sheryl Adkins-Green

Signatory's Position: Chief Marketing Officer

Signatory's Phone: 972-687-4620

Mailing Address (current):

   MARY KAY INC.

   16251 DALLAS PKWY

   ADDISON, Texas 75001-6820

Serial Number: 85819716

Internet Transmission Date: Fri May 15 15:22:12 ET 2020

TEAS Stamp: USPTO/S08N15-XX.XX.XXX.XXX-2020051515221

2155861-4632986-710862d5380bb63683589c47

d7ff5f67a4d4965ee9ea7f117ec910eaf81145b5

80-DA-22110322-20200515115829466265

 

















 

Mark Information

Mark Literal
Elements:

VOLU-FIRM

Standard Character
Claim:

Yes. The mark consists of standard characters without claim to any particular font style, size, or color.

Mark Drawing
Type:

4 - STANDARD CHARACTER MARK

Goods and Services

Note:
The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: Cosmetics; non-medicated skin care preparations; non-medicated toiletries; cleansers

International
Class(es):

003 - Primary Class U.S Class(es): 001, 004, 006, 050, 051, 052

Class Status: ACTIVE

Basis: 1(a)

First Use: Jul. 02, 2012 Use in Commerce: Jul. 02, 2012

Basis Information (Case Level)

Filed Use: No Currently Use: Yes

Filed ITU: Yes Currently ITU: No

Filed 44D: No Currently 44E: No

Filed 44E: No Currently 66A: No

Filed 66A: No Currently No Basis: No

Filed No Basis: No

Current Owner(s) Information

Owner Name: MARY KAY INC.

Generated on: This page was generated by TSDR on 2020-05-30 19:07:05 EDT

Mark: VOLU-FIRM

US Serial Number: 85319957 Application Filing
Date:

May 13, 2011

US Registration
Number:

4339257 Registration Date: May 21, 2013

Register: Principal

Mark Type: Trademark

TM5 Common Status
Descriptor:

LIVE/REGISTRATION/Issued and Active

The trademark application has been registered with the Office.

Status: A Sections 8 and 15 combined declaration has been accepted and acknowledged.

Status Date: Jun. 07, 2018

Publication Date: Apr. 03, 2012 Notice of
Allowance Date:

May 29, 2012



Owner Address: 16251 Dallas Parkway
Addison, TEXAS UNITED STATES 75001

Legal Entity Type: CORPORATION State or Country
Where Organized:

DELAWARE

Attorney/Correspondence Information

Attorney of Record - None

Correspondent

Correspondent
Name/Address:

MARY KAY INC.
16251 Dallas Parkway
ADDISON, TEXAS UNITED STATES 75001

Phone: 972-687-5725 Fax: 972-687-1648

Domestic Representative - Not Found

Prosecution History

Date Description
Proceeding
Number

Jun. 07, 2018 NOTICE OF ACCEPTANCE OF SEC. 8 & 15 - E-MAILED

Jun. 07, 2018 REGISTERED - SEC. 8 (6-YR) ACCEPTED & SEC. 15 ACK. 67110

Jun. 07, 2018 CASE ASSIGNED TO POST REGISTRATION PARALEGAL 67110

May 24, 2018 TEAS SECTION 8 & 15 RECEIVED

May 24, 2018 TEAS CHANGE OF CORRESPONDENCE RECEIVED

May 21, 2018 COURTESY REMINDER - SEC. 8 (6-YR) E-MAILED

May 21, 2013 REGISTERED-PRINCIPAL REGISTER

Apr. 19, 2013 NOTICE OF ACCEPTANCE OF STATEMENT OF USE E-MAILED

Apr. 18, 2013 LAW OFFICE REGISTRATION REVIEW COMPLETED 67287

Apr. 12, 2013 ALLOWED PRINCIPAL REGISTER - SOU ACCEPTED

Apr. 11, 2013 STATEMENT OF USE PROCESSING COMPLETE 70565

Apr. 03, 2013 USE AMENDMENT FILED 70565

Apr. 03, 2013 TEAS STATEMENT OF USE RECEIVED

Jan. 31, 2013 NOTICE OF APPROVAL OF EXTENSION REQUEST E-MAILED

Jan. 30, 2013 EXTENSION 1 GRANTED 70565

Nov. 29, 2012 EXTENSION 1 FILED 70565

Jan. 30, 2013 CASE ASSIGNED TO INTENT TO USE PARALEGAL 70565

Jan. 14, 2013 NOTICE OF REVIVAL - E-MAILED

Jan. 14, 2013 EXTENSION RECEIVED WITH TEAS PETITION

Jan. 14, 2013 PETITION TO REVIVE-GRANTED 88889

Jan. 14, 2013 TEAS PETITION TO REVIVE RECEIVED

Dec. 31, 2012 ABANDONMENT NOTICE MAILED - NO USE STATEMENT FILED

Dec. 31, 2012 ABANDONMENT - NO USE STATEMENT FILED 99999

Nov. 29, 2012 TEAS CHANGE OF CORRESPONDENCE RECEIVED

May 29, 2012 NOA E-MAILED - SOU REQUIRED FROM APPLICANT

Apr. 03, 2012 OFFICIAL GAZETTE PUBLICATION CONFIRMATION E-MAILED

Apr. 03, 2012 PUBLISHED FOR OPPOSITION

Mar. 14, 2012 NOTIFICATION OF NOTICE OF PUBLICATION E-MAILED

Mar. 01, 2012 LAW OFFICE PUBLICATION REVIEW COMPLETED 67287

Feb. 29, 2012 ASSIGNED TO LIE 67287

Feb. 13, 2012 APPROVED FOR PUB - PRINCIPAL REGISTER

Feb. 09, 2012 EXAMINER'S AMENDMENT ENTERED 88888

Feb. 09, 2012 NOTIFICATION OF EXAMINERS AMENDMENT E-MAILED 6328

Feb. 09, 2012 EXAMINERS AMENDMENT E-MAILED 6328

Feb. 09, 2012 EXAMINERS AMENDMENT -WRITTEN 81861

Aug. 18, 2011 NOTIFICATION OF NON-FINAL ACTION E-MAILED 6325

Aug. 18, 2011 NON-FINAL ACTION E-MAILED 6325

Aug. 18, 2011 NON-FINAL ACTION WRITTEN 81861

Aug. 16, 2011 ASSIGNED TO EXAMINER 81861



May 19, 2011 NOTICE OF PSEUDO MARK MAILED

May 18, 2011 NEW APPLICATION OFFICE SUPPLIED DATA ENTERED IN TRAM

May 17, 2011 NEW APPLICATION ENTERED IN TRAM

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: TMEG LAW OFFICE 102 Date in Location: Jun. 07, 2018



From: TMOfficialNotices@USPTO.GOV
Sent: Thursday, June 7, 2018 11:02 PM
To: john.wiseman@mkcorp.com
Cc: ipdocket@mkcorp.com ;  marylauren.ilagan@mkcorp.com ;  tricia.grubich@mkcorp.com ;  sharon.hise@mkcorp.com
Subject: Official USPTO Notice of Acceptance/Acknowledgement Sections 8 and 15: U.S. Trademark RN 4339257: VOLU-FIRM

U.S. Serial Number:   85319957
U.S. Registration Number:   4339257
U.S. Registration Date:   May 21, 2013
Mark:   VOLU-FIRM
Owner:   MARY KAY INC.
 
 

  Jun 7, 2018 

NOTICE OF ACCEPTANCE UNDER SECTION 8

The declaration of use or excusable nonuse filed for the above-identified registration meets the requirements of Section 8 of the Trademark Act, 15 U.S.C. §1058.  The Section
8 declaration is accepted.

 
NOTICE OF ACKNOWLEDGEMENT UNDER SECTION 15

The declaration of incontestability filed for the above-identified registration meets the requirements of Section 15 of the Trademark Act, 15 U.S.C. §1065.  The Section 15
declaration is acknowledged.

 
The registration will remain in force for the class(es) listed below, unless canceled by an order of the Commissioner for Trademarks or a Federal Court, as long as
the requirements for maintaining the registration are fulfilled as they become due.

 
Class(es):
003
 
 

TRADEMARK SPECIALIST
POST-REGISTRATION DIVISION
571-272-9500 
 

REQUIREMENTS FOR MAINTAINING REGISTRATION

 
WARNING: Your registration will be canceled if you do not file the documents below during the specified statutory time periods.

 
Requirements in the First Ten Years

 
What and When to File: You must file a declaration of use (or excusable nonuse) and an application for renewal between the 9th and 10th years after the registration date.
 See 15 U.S.C. §§1058, 1059.
 
Requirements in Successive Ten-Year Periods

 
What and When to File: You must file a declaration of use (or excusable nonuse) and an application for renewal between every 9th and 10th-year period, calculated from the
registration date.  See 15 U.S.C. §§1058, 1059.
 
Grace Period Filings

 
The above documents will be considered as timely if filed within six months after the deadlines listed above with the payment of an additional fee.
 
***THE USPTO IS NOT REQUIRED TO SEND ANY FURTHER NOTICE OR REMINDER OF THESE REQUIREMENTS.  THE OWNER SHOULD CONTACT THE USPTO
ONE YEAR BEFORE THE EXPIRATION OF THE TIME PERIODS SHOWN ABOVE TO DETERMINE APPROPRIATE REQUIREMENTS AND FEES.***

 
To check the status of this registration, go to
https://tsdr.uspto.gov/#caseNumber=85319957&caseSearchType=US_APPLICATION&caseType=DEFAULT&searchType=statusSearch  or contact the Trademark Assistance
Center at 1-800-786-9199.
 
To view this notice and other documents for this registration on-line, go to
https://tsdr.uspto.gov/#caseNumber=85319957&caseSearchType=US_APPLICATION&caseType=DEFAULT&searchType=documentSearch  NOTE: This notice will only be
available on-line the next business day after receipt of this e-mail.
 
   * For further information, including information on filing and maintenance requirements for U.S. trademark applications and registrations and required fees,

please consult the USPTO website at https://www.uspto.gov/trademark/ or contact the Trademark Assistance Center at 1-800-786-9199.

https://tsdr.uspto.gov/#caseNumber=85319957&caseSearchType=US_APPLICATION&caseType=DEFAULT&searchType=statusSearch
https://tsdr.uspto.gov/#caseNumber=85319957&caseSearchType=US_APPLICATION&caseType=DEFAULT&searchType=documentSearch
https://www.uspto.gov/trademark/


Under the Paperwork Reduction Act of 1995 no persons are required to respond to a collection of information unless it displays a valid OMB control number. 
PTO Form 1583 (Rev 05/2006)

OMB No. 0651-0055 (Exp 07/31/2018)

Combined Declaration of Use and Incontestability under Sections 8 & 15

The table below presents the data as entered.

Input Field Entered

REGISTRATION NUMBER 4339257

REGISTRATION DATE 05/21/2013

SERIAL NUMBER 85319957

MARK SECTION

MARK
VOLU-FIRM (see, https://tmng-

al.uspto.gov/resting2/api/img/85319957/large)

CORRESPONDENCE SECTION (current)

NAME John D. Wiseman

FIRM NAME MARY KAY INC.

STREET 16251 DALLAS PKWY

CITY ADDISON

STATE Texas

POSTAL CODE 75001-6820

COUNTRY United States

PHONE 972-687-5725

FAX 972-687-1648

EMAIL
john.wiseman@mkcorp.com; kit.cruz-verona@mkcorp.com;

ipdocket@mkcorp.com

AUTHORIZED TO COMMUNICATE VIA E-MAIL Yes

CORRESPONDENCE SECTION (proposed)

NAME MARY KAY INC.

STREET 16251 Dallas Parkway

CITY ADDISON

STATE Texas

POSTAL CODE 75001

COUNTRY United States

PHONE 972-687-5725

FAX 972-687-1648

EMAIL

john.wiseman@mkcorp.com; ipdocket@mkcorp.com;

marylauren.ilagan@mkcorp.com; tricia.grubich@mkcorp.com;

sharon.hise@mkcorp.com

AUTHORIZED TO COMMUNICATE VIA E-MAIL Yes



GOODS AND/OR SERVICES SECTION

INTERNATIONAL CLASS 003

GOODS OR SERVICES
Cosmetics; non-medicated skin care preparations; non-medicated toiletries;

cleansers

       SPECIMEN FILE NAME(S)

       ORIGINAL PDF FILE SPN0-208864894-20180521162242313015_._4339257_specimen__1_.pdf

       CONVERTED PDF FILE(S)

       (1 page)
\\TICRS\EXPORT17\IMAGEOUT17\853\199\85319957\xml3\8150002.JPG

       ORIGINAL PDF FILE SPN0-208864894-20180521162242313015_._4339257_specimen__2_.pdf

       CONVERTED PDF FILE(S)

       (1 page)
\\TICRS\EXPORT17\IMAGEOUT17\853\199\85319957\xml3\8150003.JPG

SPECIMEN DESCRIPTION Screenshots demonstrating how mark is currently being used

OWNER SECTION (current)

NAME MARY KAY INC.

STREET 16251 Dallas Parkway

CITY Addison

STATE Texas

ZIP/POSTAL CODE 75001

COUNTRY United States

PHONE 972-687-5725

FAX 972-687-1648

EMAIL XXXX

OWNER SECTION (proposed)

NAME MARY KAY INC.

STREET 16251 Dallas Parkway

CITY Addison

STATE Texas

ZIP/POSTAL CODE 75001

COUNTRY United States

PHONE 972-687-5725

FAX 972-687-1648

EMAIL XXXX

AUTHORIZED TO COMMUNICATE VIA E-MAIL Yes

LEGAL ENTITY SECTION (current)

TYPE corporation

STATE/COUNTRY OF INCORPORATION Delaware

PAYMENT SECTION

NUMBER OF CLASSES 1

NUMBER OF CLASSES PAID 1

../SPN0-208864894-20180521162242313015_._4339257_specimen__1_.pdf
../8150002.JPG
../SPN0-208864894-20180521162242313015_._4339257_specimen__2_.pdf
../8150003.JPG


COMBINED §§ 8 & 15 FILING FEE PER CLASS 325

TOTAL FEE PAID 325

SIGNATURE SECTION

SIGNATURE /Sheryl Adkins-Green/

SIGNATORY'S NAME Sheryl Adkins-Green

SIGNATORY'S POSITION Chief Marketing Officer, Mary Kay Inc.

DATE SIGNED 05/24/2018

SIGNATORY'S PHONE NUMBER 972-687-5725

PAYMENT METHOD DA

FILING INFORMATION

SUBMIT DATE Thu May 24 15:12:42 EDT 2018

TEAS STAMP

USPTO/S08N15-XXX.XX.XX.XX

-20180524151242241265-433

9257-6104a3d5df6f45498524

830c864b2468163a9284268b2

8e7908b757ce789d3a7b-DA-1

549-20180521162242313015



Under the Paperwork Reduction Act of 1995 no persons are required to respond to a collection of information unless it displays a valid OMB control number. 
PTO Form 1583 (Rev 05/2006)

OMB No. 0651-0055 (Exp 07/31/2018)

 

Combined Declaration of Use and Incontestability under Sections 8 & 15

To the Commissioner for Trademarks:

REGISTRATION NUMBER: 4339257

REGISTRATION DATE: 05/21/2013

MARK: VOLU-FIRM

The owner, MARY KAY INC., a corporation of Delaware, having an address of

      16251 Dallas Parkway

      Addison, Texas 75001

      United States

      972-687-5725

      972-687-1648

      XXXX (authorized)

is filing a Combined Declaration of Use and Incontestability under Sections 8 & 15.

For International Class 003, the mark is in use in commerce on or in connection with all of the goods/all of the services, or to indicate

membership in the collective membership organization, listed in the existing registration for this specific class: Cosmetics; non-medicated skin

care preparations; non-medicated toiletries; cleansers; and the mark has been continuously used in commerce for five (5) consecutive years after

the date of registration, or the date of publication under Section 12(c), and is still in use in commerce on or in connection with all goods/all

services, or to indicate membership in the collective membership organization, listed in the existing registration for this class. Also, no final

decision adverse to the owner's claim of ownership of such mark for those goods/services, or to indicate membership in the collective

membership organization, exists, or to the owner's right to register the same or to keep the same on the register; and, no proceeding involving

said rights pending and not disposed of in either the U.S. Patent and Trademark Office or the courts exists.

The owner is submitting one(or more) specimen(s) for this class showing the mark as used in commerce on or in connection with any item in this

class, consisting of a(n) Screenshots demonstrating how mark is currently being used.

Original PDF file:

SPN0-208864894-20180521162242313015_._4339257_specimen__1_.pdf

Converted PDF file(s) (1 page)

Specimen File1

Original PDF file:

SPN0-208864894-20180521162242313015_._4339257_specimen__2_.pdf

Converted PDF file(s) (1 page)

Specimen File1

The registrant's current Correspondence Information: John D. Wiseman of  MARY KAY INC.

      16251 DALLAS PKWY

      ADDISON, Texas 75001-6820

      United States

The phone number is 972-687-5725.

The fax number is 972-687-1648.

The email address is john.wiseman@mkcorp.com; kit.cruz-verona@mkcorp.com; ipdocket@mkcorp.com. (authorized)

The registrant's proposed Correspondence Information: MARY KAY INC.

      16251 Dallas Parkway

      ADDISON, Texas 75001

      United States

The phone number is 972-687-5725.

The fax number is 972-687-1648.

The email address is john.wiseman@mkcorp.com; ipdocket@mkcorp.com; marylauren.ilagan@mkcorp.com; tricia.grubich@mkcorp.com;

sharon.hise@mkcorp.com. (authorized)

A fee payment in the amount of $325 will be submitted with the form, representing payment for 1 class(es), plus any additional grace period fee,

../SPN0-208864894-20180521162242313015_._4339257_specimen__1_.pdf
../8150002.JPG
../SPN0-208864894-20180521162242313015_._4339257_specimen__2_.pdf
../8150003.JPG


if necessary.

Declaration

Unless the owner has specifically claimed excusable nonuse, the mark is in use in commerce on or in connection with the goods/services

or to indicate membership in the collective membership organization identified above, as evidenced by the attached specimen(s).

Unless the owner has specifically claimed excusable nonuse, the specimen(s) shows the mark as currently used in commerce on or in

connection with the goods/services/collective membership organization.

The mark has been in continuous use in commerce for five consecutive years after the date of registration, or the date of publication

under 15 U.S.C. § 1062(c), and is still in use in commerce on or in connection with all goods/services, or to indicate membership in the

collective membership organization, listed in the existing registration.

There has been no final decision adverse to the owner's claim of ownership of such mark for such goods/services, or to indicate

membership in the collective membership organization, or to the owner's right to register the same or to keep the same on the register.

There is no proceeding involving said rights pending and not finally disposed of either in the United States Patent and Trademark Office

or in a court.

To the best of the signatory's knowledge, information, and belief, formed after an inquiry reasonable under the circumstances, the

allegations and other factual contentions made above have evidentiary support.

The signatory being warned that willful false statements and the like are punishable by fine or imprisonment, or both, under 18 U.S.C. §

1001, and that such willful false statements and the like may jeopardize the validity of this submission and the registration, declares that

all statements made of his/her own knowledge are true and all statements made on information and belief are believed to be true.

Signature: /Sheryl Adkins-Green/    Date: 05/24/2018

Signatory's Name: Sheryl Adkins-Green

Signatory's Position: Chief Marketing Officer, Mary Kay Inc.

Signatory's Phone: 972-687-5725

Serial Number: 85319957

Internet Transmission Date: Thu May 24 15:12:42 EDT 2018

TEAS Stamp: USPTO/S08N15-XXX.XX.XX.XX-20180524151242

241265-4339257-6104a3d5df6f45498524830c8

64b2468163a9284268b28e7908b757ce789d3a7b

-DA-1549-20180521162242313015

 

















 

Mark Information

Mark Literal
Elements:

TIMEWISE REPAIR VOLU-FIRM THE GO SET

Standard Character
Claim:

Yes. The mark consists of standard characters without claim to any particular font style, size, or color.

Mark Drawing
Type:

4 - STANDARD CHARACTER MARK

Disclaimer: "REPAIR" AND "SET"

Related Properties Information

Claimed Ownership
of US

Registrations:

4339257, 4365070

Goods and Services

Note:
The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: Cosmetics; Eye cream; Facial moisturizers; Non-medicated toiletry preparations; Skin creams; Non-medicated skin care preparations

International
Class(es):

003 - Primary Class U.S Class(es): 001, 004, 006, 050, 051, 052

Class Status: ACTIVE

Basis: 1(a)

First Use: Nov. 16, 2017 Use in Commerce: Nov. 16, 2017

Basis Information (Case Level)

Filed Use: No Currently Use: Yes

Filed ITU: Yes Currently ITU: No

Generated on: This page was generated by TSDR on 2020-05-30 19:08:07 EDT

Mark: TIMEWISE REPAIR VOLU-FIRM THE GO SET

US Serial Number: 87436994 Application Filing
Date:

May 04, 2017

US Registration
Number:

5562013 Registration Date: Sep. 11, 2018

Filed as TEAS
Plus:

Yes Currently TEAS
Plus:

Yes

Register: Principal

Mark Type: Trademark

TM5 Common Status
Descriptor:

LIVE/REGISTRATION/Issued and Active

The trademark application has been registered with the Office.

Status: Registered. The registration date is used to determine when post-registration maintenance documents are due.

Status Date: Sep. 11, 2018

Publication Date: Mar. 13, 2018 Notice of
Allowance Date:

May 08, 2018



Filed 44D: No Currently 44E: No

Filed 44E: No Currently 66A: No

Filed 66A: No Currently No Basis: No

Filed No Basis: No

Current Owner(s) Information

Owner Name: Mary Kay Inc.

Owner Address: 16251 Dallas Parkway
Addison, TEXAS UNITED STATES 75001

Legal Entity Type: CORPORATION State or Country
Where Organized:

DELAWARE

Attorney/Correspondence Information

Attorney of Record

Docket Number: 2017-02117

Correspondent

Correspondent
Name/Address:

MARY KAY INC.
MARY KAY INC.
16251 DALLAS PARKWAY
ADDISON, TEXAS UNITED STATES 75001

Phone: 972-687-5725 Fax: 972-687-1604

Domestic Representative - Not Found

Prosecution History

Date Description
Proceeding
Number

Sep. 11, 2018 REGISTERED-PRINCIPAL REGISTER

Aug. 07, 2018 NOTICE OF ACCEPTANCE OF STATEMENT OF USE E-MAILED

Aug. 06, 2018 ALLOWED PRINCIPAL REGISTER - SOU ACCEPTED

Jun. 20, 2018 STATEMENT OF USE PROCESSING COMPLETE 74055

May 30, 2018 USE AMENDMENT FILED 74055

Jun. 19, 2018 CASE ASSIGNED TO INTENT TO USE PARALEGAL 74055

May 30, 2018 TEAS STATEMENT OF USE RECEIVED

May 08, 2018 NOA E-MAILED - SOU REQUIRED FROM APPLICANT

Mar. 13, 2018 OFFICIAL GAZETTE PUBLICATION CONFIRMATION E-MAILED

Mar. 13, 2018 PUBLISHED FOR OPPOSITION

Feb. 21, 2018 NOTIFICATION OF NOTICE OF PUBLICATION E-MAILED

Feb. 06, 2018 APPROVED FOR PUB - PRINCIPAL REGISTER

Jan. 16, 2018 EXAMINER'S AMENDMENT ENTERED 88888

Jan. 16, 2018 NOTIFICATION OF EXAMINERS AMENDMENT E-MAILED 6328

Jan. 16, 2018 EXAMINERS AMENDMENT E-MAILED 6328

Jan. 16, 2018 EXAMINERS AMENDMENT -WRITTEN 90329

Aug. 09, 2017 NOTIFICATION OF NON-FINAL ACTION E-MAILED 6325

Aug. 09, 2017 NON-FINAL ACTION E-MAILED 6325

Aug. 09, 2017 NON-FINAL ACTION WRITTEN 90329

Aug. 05, 2017 NOTIFICATION OF NON-FINAL ACTION E-MAILED 6325

Aug. 05, 2017 NON-FINAL ACTION E-MAILED 6325

Aug. 05, 2017 NON-FINAL ACTION WRITTEN 90329

Aug. 01, 2017 ASSIGNED TO EXAMINER 90329

May 10, 2017 NOTICE OF PSEUDO MARK E-MAILED

May 09, 2017 NEW APPLICATION OFFICE SUPPLIED DATA ENTERED IN TRAM

May 08, 2017 NEW APPLICATION ENTERED IN TRAM

TM Staff and Location Information



TM Staff Information - None

File Location

Current Location: PUBLICATION AND ISSUE SECTION Date in Location: Aug. 06, 2018



Reg. No. 5,562,013 

Registered Sep. 11, 2018 

Int. Cl.: 3

Trademark

Principal Register 

Mary Kay Inc.  (DELAWARE CORPORATION)

16251 Dallas Parkway

Addison, TEXAS 75001

CLASS 3: Cosmetics; Eye cream; Facial moisturizers; Non-medicated toiletry preparations;

Skin creams; Non-medicated skin care preparations

FIRST USE 11-16-2017; IN COMMERCE 11-16-2017

THE MARK CONSISTS OF STANDARD CHARACTERS WITHOUT CLAIM TO ANY

PARTICULAR FONT STYLE, SIZE OR COLOR

OWNER OF U.S. REG. NO. 4339257, 4365070

No claim is made to the exclusive right to use the following apart from the mark as shown:

"REPAIR" AND "SET"

SER. NO. 87-436,994, FILED 05-04-2017



REQUIREMENTS TO MAINTAIN YOUR FEDERAL TRADEMARK REGISTRATION

WARNING: YOUR REGISTRATION WILL BE CANCELLED IF YOU DO NOT FILE THE

DOCUMENTS BELOW DURING THE SPECIFIED TIME PERIODS.

Requirements in the First Ten  Years*

What and When to File:

First Filing Deadline:  You must file a Declaration of Use (or Excusable Nonuse) between the 5th and 6th

years after the registration date.  See 15 U.S.C. §§1058, 1141k.  If the declaration is accepted, the

registration will continue in force for the remainder of the ten-year period, calculated from the registration

date, unless cancelled by an order of the Commissioner for Trademarks or a federal court.

Second Filing Deadline:  You must file a Declaration of Use (or Excusable Nonuse) and an Application

for Renewal between the 9th and 10th years after the registration date.* See 15 U.S.C. §1059.

Requirements in Successive Ten-Year Periods*

What and When to File:

You must file a Declaration of Use (or Excusable Nonuse)  and  an  Application for Renewal
between every 9th and 10th-year period, calculated from the registration date.*

Grace Period Filings*

The above documents will be accepted as timely if filed within six months after the deadlines listed above with
the payment of an additional fee.

*ATTENTION MADRID PROTOCOL REGISTRANTS:  The holder of an international registration with an
extension of protection to the United States under the Madrid Protocol must timely file the Declarations of Use
(or Excusable Nonuse) referenced above directly with the United States Patent and Trademark Office (USPTO).
The time periods for filing are based on the U.S. registration date (not the international registration date).  The
deadlines and grace periods for the Declarations of Use (or Excusable Nonuse) are identical to those for
nationally issued registrations.  See 15 U.S.C. §§1058, 1141k.  However, owners of international registrations
do not file renewal applications at the USPTO. Instead, the holder must file a renewal of the underlying
international registration at the International Bureau of the  World Intellectual Property Organization, under
Article 7 of the Madrid Protocol, before the expiration of each ten-year term of protection, calculated from the
date of the international registration.  See 15 U.S.C. §1141j.  For more information and renewal forms for the
international registration, see http://www.wipo.int/madrid/en/.

NOTE:  Fees and requirements for maintaining registrations are subject to change.  Please check the

USPTO website for further information.  With the exception of renewal applications for registered

extensions of protection, you can file the registration maintenance documents referenced above online at h
ttp://www.uspto.gov.

NOTE:  A courtesy e-mail reminder of USPTO maintenance filing deadlines will be sent to trademark

owners/holders who authorize e-mail communication and maintain a current e-mail address with the

USPTO. To ensure that e-mail is authorized and your address is current, please use the Trademark

Electronic  Application System (TEAS) Correspondence  Address and Change of Owner  Address Forms

available at http://www.uspto.gov.
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