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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

doTERRA HOLDINGS, LLC, Opposition No. 91255891
Opposer, Mark: DEEP C BLUE
v Int’l Class: 003
’ Serial No.: 88688211
LOIS TURNER, Filed: November 11, 2019
Applicant.
MOTION TO STRIKE

Opposer, dOTERRA Holdings, LLC (“Opposer”), hereby moves the Board, pursuant to
TBMP § 506, to strike certain alleged “Affirmative Defenses” of Lois Turner’s (“Applicant’s”)
Answer and Affirmative Defenses as being “insufficient.”

Specifically, Applicant’s First Affirmative Defense generically alleges that the Opposition
“fails to state a claim upon which relief can be granted.” Applicant’s Second Affirmative Defense
alleges that the Opposition is barred “by the doctrine of unclean hands.” As set forth below, both
defenses should be stricken.

MEMORANDUM IN SUPPORT OF MOTION

Section 506.01 of the TBMP provides that the Board may, upon motion or upon its own
initiative, “order stricken from a pleading any insufficient defense or any redundant, immaterial,
impertinent, or scandalous matter.” (rev. 2019-6); see also Fed. R. Civ. P. 12(f). On the basis of
insufficiency, Opposer moves the Board for an order striking the First Affirmative Defense (failure
to state a claim) and Second Affirmative Defense (unclean hands). The First Defense should be

stricken because Opposer has clearly stated a claim for likelihood of confusion. The Second



Defense should be stricken because the affirmative defense of unclean hands is inadequately
pleaded, consisting of a mere conclusory statement without any factual allegations whatsoever.

I. Applicant’s First Affirmative Defense Should Be Stricken Because It Is Not an
“Affirmative” Defense and Opposer Has Stated a Claim.

In its Notice of Opposition, Opposer unambiguously alleges that is it has common law
rights in the DEEP BLUE trademark for essential oils and personal care products based on use
beginning in 2008. It further alleges that it is the owner of U.S. Registration No. 3617243 (May 5,
2009) for the word mark DEEP BLUE in International Class 003 for “Essential oils; Essential oils
for household use; Essential oils for personal use; Massage oil; Massage oils; Natural essential
oils; Aromatherapy oils; Bath oils; Body oils; Cosmetic oils; Cosmetic oils for the epidermis;
Essential oils for use in manufacturing of gelcaps and other dietary supplements; Essential oils for
use in the manufacture of scented products; Oils for toiletry purposes; Skin and body topical
lotions, creams and oils for cosmetic use; Oils for perfumes and scents; Peppermint oil; Perfume
oils.”

Opposer also alleges that Applicant’s registration for the applied-for mark DEEP C BLUE,
in application Serial No. 88688211 (published May 12, 2020), for its identified goods', is for goods

identical or highly similar to those offered by Opposer, is directed to the same customer segment

' “Cosmetic creams; Cosmetic hand creams; Cosmetic masks; Cosmetic massage creams;
Cosmetic milks; Cosmetic mud masks; Cosmetic nourishing creams; Cosmetic oils; Cosmetic
oils for the epidermis; Cosmetic pads; Cosmetic pencils; Cosmetic preparations for bath and
shower; Cosmetic preparations for skin renewal; Cosmetic rouges; Cosmetic skin fresheners;
Cosmetic soaps; Cosmetics; Cosmetics and make-up; Foundation; Foundation make-up; Skin
care preparations, namely, body balm; Skin care preparations, namely, fruit acid peels for skin;
Skin care products, namely, non-medicated skin serum; Cleansing creams; Cosmetic creams for
skin care; Cosmetic preparations for skin care; Creamy foundation; Facial concealer; Gels for
cosmetic purposes; Lotions for cosmetic purposes; Make-up foundation; Non-medicated skin
care creams and lotions; Non-medicated skin care preparations; Non-medicated preparations all
for the care of skin, hair and scalp; Skin fresheners; all goods containing vitamin ¢.”
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of the consuming public, and would cause a likelihood of confusion as to the source of the parties’
respective goods.

In short, Opposer has properly alleged its basis for standing and a claim of likelihood of
confusion based on ownership and priority of use of an inherently distinctive mark in which
Opposer has asserted rights. Accordingly, since Opposer has adequately pleaded a likelihood of
confusion claim, Applicant’s “failure to state a claim” defense should be stricken. Moreover, such
defense is not a true “affirmative defense” as Opposer bears the burden of proof as to the elements
of its claims.

IL. Applicant’s Second Affirmative Defense of Unclean Hands Should Be Stricken

Because It Consists of a Mere Conclusory Allegation and Lacks the Requisite
Particularity.

Applicant’s Second Affirmative Defense of “unclean hands” should be stricken because,
as pleaded, it is merely conclusory and fails to allege any facts whatsoever, let alone allegations of
fact that would give adequate notice for the basis of an unclean hands defense. “The elements of a
defense should be stated simply, concisely, and directly. However, the pleading should include
enough detail to give the plaintiff fair notice of the basis of the defense.” TBMP § 311.02(b).
Moreover, to plead “unclean hands” sufficiently, a trademark defendant must specifically allege
how the defense is related to the plaintiff’s claim. Tony Lama Company, Inc. v. Anthony Di
Stefano, 206 USPQ 176, 179 (TTAB 1908); see also Ohio State Univ. v. Ohio Univ., 51 USPQ2d
1289, 1292 (primary purpose of pleadings “is to give fair notice of the claims of defenses
asserted”). Where a defense contains mere conclusory allegations that do not give a party fair
notice as to the specific conduct which provides the basis for the defense, the defense will be
stricken by the Board. See, e.g., Activision Publ’g, Inc. v. Oberon Media, Inc., Opp. No. 91195500,

at 3-4 (T.T.A.B. September 10, 2010) (dismissing affirmative defense of unclean hands where
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applicant failed to allege specific conduct providing basis for defense); Midwest Plastic
Fabricators, Inc. v. Underwriters Laboratories Inc., 5 USPQ2d 1067, 1069 (TTAB 1987)
(pleading of unclean hands insufficient as answer did not include “specific allegations of conduct
by petitioner that, if proved, would prevent petitioner from prevailing on his claim; instead that
allegations ... are .. merely conclusory in nature”).

Applicant has failed to allege any facts or specific conduct in support of this affirmative
defense that would, if proven, prevent Opposer from prevailing on its claims. Accordingly, its

affirmative defense of unclean hands should be stricken as insufficient.

CONCLUSION
For the foregoing reasons, Opposer submits that the Board should strike the First and

Second Affirmative Defenses in Applicant’s Answer.

DATED this 8 day of June, 2020.

TRASKBRITT, P.C.

Attorneys for dOTERRA Holdings, LLC

By: /s/ Glenn R. Bronson
Krista Weber Powell
Glenn R. Bronson
TRASKBRITT, P.C.

230 South 500 East, Suite 300
P.O. Box 2550

Salt Lake City, UT 84110
Telephone: 1.801.532.1922
Facsimile: 1.801.531.9168
kwpowell @traskbritt.com
grbronson@traskbritt.com
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CERTIFICATE OF SERVICE

I hereby certify that a copy of the foregoing motion was sent on the 8" day of June, 2020,
via e-mail to the following:

Eric H. Melzer

BERKOWITZ LICHTSTEIN KURITSKY
GIASULLO & GROSS, LLC

Attorney for Applicant

75Livingston Ave

Roseland, NJ 07068

emelzer@blkgg.com

/s/ Carrie A. Watters
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