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For months, Applicant? has failed to be diligent in responding to Opposer's discovery.
Applicant similarly has failed to be diligent in seeking deposition testimony from Opposer's
witnesses. Applicant's Motion does not establish "good cause" for this lack of diligence. Indeed,
Applicant's Motion fails to even articulate the "good cause" standard. Applicant instead offers a
series of meritless and unsupported excuses for its lack of diligence. These excuses run contrary
to the case law and the record. Applicant's Motion should be denied.

First, Applicant argues that "the approximately 32 days" of notice Opposer provided for
a 30(b)(6) deposition was "simply not enough time" to object and prepare witnesses. (Mot. at
9 7). This argument is wrong. For one, it runs contrary to every single decision that Opposer
could find on the issue. Opposer could not locate a single case indicating that 32 days was
insufficient time for a 30(b)(6) Notice. To the contrary, Opposer found numerous cases holding
far shorter periods of time to be "reasonable."

In addition, Applicant's conclusory argument fails to account for the incontrovertible
facts establishing that Applicant did not act diligently with respect to the 30(b)(6) Notice. For
example, the parties' correspondence shows that Applicant did nothing to address the 30(b)(6)
Notice for at least the first 19 days after Applicant received it. The 32 days' notice was not the
problem. The problem was that Applicant did nothing for 19 of those days.

Second, Applicant states in a conclusory fashion that it "has at all times worked diligently
to complete its discovery obligations...." (Mot. at { 6). This is not true. There are many
examples of Applicant failing to act diligently during discovery, including: Applicant failing to
notice any of its own depositions; Applicant failing to use a prior 60-day extension to provide

substantive answers to written discovery; Applicant failing to raise any issue with the 30(b)(6)

2 Curiously, Applicant Min Byung Wook DBA Uzinmedicare is not mentioned in the Motion to Extend. Therefore,
it is unclear whether all Applicants are even seeking an extension. Accordingly, Opposer will refer to a singular
"Applicant" in this Opposition.



Notice until 19 days after receiving it; and Applicant waiting for nearly a month to file the
instant Motion after Applicant knew Opposer would not agree to any extension.

Third, Applicant makes conclusory statements blaming the "holiday season" and
COVID-19 for Applicant's lack of diligence. (Mot. at { 7). Applicant's unsupported reference
here to "additional challenges" (id.) does not meet the "good cause" standard. Furthermore, both
the "holiday season" and COVID-19 were known and foreseeable when the parties agreed to the
current schedule as part of a consent 60-day extension in October 2020. Therefore, Applicant
cannot use these foreseeable events as a basis for another extension.

Finally, although Applicant's Motion should be denied, Opposer should be able to take
the depositions that it noticed over a month prior to the close of discovery. This is consistent with
the Board's precedent, in which it denies a motion to extend for lack of "good cause," but allows
the non-moving party to take depositions noticed prior to the discovery cut-off.

For these reasons, Opposer respectfully submits that the Motion should be denied.

FACTUAL BACKGROUND
L The Current Opposition Proceeding Schedule.

On March 3, 2020, Opposer filed the Notices of Opposition. Applicants filed their
Answers on April 22, 2020. Discovery has been ongoing since summer 2020. Applicants
requested, and Opposer consented to, a prior 60-day extension of the schedule. Applicants filed
the prior Consented Motion to Extend on October 9, 2020. The Board granted the 60-day
extension. Discovery closed on January 17, 2021.

IL. Applicants' Prior Requests for Extensions.
Opposer agreed to three separate extensions requested by Applicants prior to the 60-day

extension filed with the Board on October 9, 2020. On September 15, 2020, Applicant requested



a one-week extension to respond to Opposer's First Set of Interrogatories and Requests for the
Production of Documents. (Ex. 1 at 5).> Applicant requested another two-week extension on
September 21, 2020, allegedly because of "the unforeseen difficulties of working with one of the
Applicant’s [sic] abroad (particularly, in light of the pandemic)." (Id. at 4). And, on October 8,
2020, Applicant requested another two-week extension of its response deadline, allegedly based
again on the location of Applicant Min Byung Wook in South Korea and the vague clause:
"business disruption issues stemming from the pandemic." (/d. at 2).

In the same October 8, 2020 correspondence, Applicant proposed the first 60-day
extension request filed with the Board on October 9, 2020. (Id). In each of these prior instances
where Applicant requested an extension, Opposer communicated its consent to the respective
extension the same day Applicant requested it. (See id.)

III.  Applicant's General Lack of Diligence during the First 60-Day Extension.

As described above, Applicant gave Opposer the impression that the purpose of
Applicant's extension requests was to secure the substantive information to respond to Opposer's
written discovery. (See supra at 4). However, when Applicant finally responded to Opposer's
Requests, Applicant failed to provide virtually any of the substantive information Opposer had
requested. And, it was further apparent that Applicant did not use the multiple extensions to
work on securing responsive information as it had represented it would do.

First, Opposer's first written discovery requests were served on August 19, 2020. (See
Ex. 1 at 6). On October 23, 2020, 65 days later, Applicant finally served its "Responses." (Ex. 2
at 19). Even though it had 65 days to respond, Applicant failed to provide virtually any of the

information Opposer had requested. For example:

3 Opposer also requested a one-week extension to respond to Applicant's discovery requests. Opposer requested no
other extensions of time.



e Applicant failed to provide any substantive answer whatsoever to 20 of the 39
Interrogatories Opposer served in its First Set of Interrogatories. (See Ex. 3 at
Interrogatory Nos. 5, 6, 7, 8, 9, 10, 12, 18, 22, 28, 29, 30, 31, 32, 33, 34, 35, 36, 38,
and 39).

o For 3 of these Interrogatories, Applicant referred only to Opposer's product rather
than provide a substantive answer. (See Ex. 3 at Interrogatory Nos. 8, 9, and 10).

e For 5 other Interrogatories, Applicant only referred generically to "documents which
will contain information responsive to [the] Interrogatory,” without providing any
bates numbers as is required by the Federal Rules of Civil Procedure. (See Ex. 3 at
Interrogatory Nos. 15, 17%, 20, 21, and 23).

e For 4 Interrogatories, Applicant only referred generally to the U.S. Patent and

Trademark Office records instead of providing the substantive information requested.
(See Ex. 3 at Interrogatory Nos. 11, 17*, 26, and 27).

Therefore, for 28 of the 39 initial Interrogatories Opposer served (Opp. No. 91254427)%,
Applicant failed to provide any substantive response at all or simply referenced USPTO records.

For the few Interrogatories that actually were answered, they either: (a) involved very
basic information, like the identity of individuals who might have information (see Ex. 3 at
Interrogatory Nos. 1-3); or (b) provided answers that were non-responsive and evasive (see Ex. 3
at Interrogatory Nos. 24 and 25; see also Ex. 3 at Interrogatory No. 13 (responding to a request
for a specific date with "over the last eight years") and Ex. 3 at Interrogatory No. 19 (responding
to a request for identification of "any" patents that cover the purported mark by answering that
there are not any "U.S. Patents")).” None of Applicant's Responses to Opposer required
communication with Applicant Min Byung Wook and none would have been impacted by "the
pandemic" as Applicant had represented.

Second, Applicant's document production was similarly deficient and indicative of a lack

of diligence. Even though Applicant had 65 days to collect documents, Applicant's first

4 The same deficient responses were provided for Opp. No. 91254428, (See Exhibit 4).

5 Tt is Opposer's understanding that one of the Applicants owns a South Korean Utility Patent. If this covers the
Challenged Mark, this would support Opposer's functionality claim.



document production consisted of 37 documents. (See Ex. 5 at 8). Despite having 6 attorneys
involved in this matter, Applicant collected and reviewed just over an average of 1 single
document every 2 days.

Third, Applicant claimed that it would "send along the additional responsive documents
in the next few days" by email dated October 26, 2020. (See Ex. 2 at 19). Applicant failed to do
so. Applicant did not produce additional documents until December 7, 2020, 42 days after its
promise to do so. (See Ex. 2 at 7). Again, the production of documents was negligible and
totaled only 45 documents. (See Ex. 5 at {9).

Finally, as mentioned above, Applicant generically referenced "documents" in
responding to five of Opposer's Interrogatories on October 23, 2000. However, Applicant failed
to identify the specific documents it was referencing until December 28, 2020. It took Applicant
128 days (65 days to answer and another 63 to supplement) to provide a response that would
even arguably be compliant with the Federal Rules of Civil Procedure. (See Ex. 2 at 5 ("we
provided the bates numbers yesterday")).

IV. The November 30, 2020 Meet and Confer.

In response to Applicant's deficient discovery, Opposer proposed a discovery conference
via email dated November 11, 2020. (See Ex. 2 at 18). Applicant failed to respond at all. With
no response, Opposer sent further correspondence on November 18, 2020. (Id.) Applicant
finally responded regarding its availability for discovery conference on November 20, 2020—9
days after Opposer's first request for a meet and confer.

On November 30, 2020, the parties held a meet and confer. Although Applicant raised
the prospect of seeking a 60-day extension during this call, Opposer informed Applicant that it

would not agree to a 60-day extension. (Ex. 5 at {6). Opposer never committed to any extension



at all during this call. (Id.)® In correspondence following the November 30 call, Opposer
confirmed in writing that it would not agree to a 60-day extension. (Ex. 2 at 10, 12).
V. Applicant's Lack of Diligence Following the November 30 Meet and Confer.

In a December 6, 2020 email, Opposer indicated its intent to serve a deposition notice for
Heidi Humphries and a 30(b)(6) notice. (See Ex. 2 at 9). Opposer also asked a direct question
about the depositions: "Please let us know when Ms. Humphries will be available during the

week of January 11." (Id.). Applicant failed to even acknowledge receipt of Opposer's

December 6, 2020 email, much less respond to the direct question. (See id.).

Having heard nothing regarding the depositions, Opposer served two Notices of
Deposition on December 10, 2020: an individual Notice for Heidi Humphries; and a 30(b)(6)
Notice (the "Deposition Notices"). (Id. at 7). Opposer noticed the depositions for January 12-13,
2021. (Id.) However, Opposer indicated that it would "work with [Applicant] on other dates to
the extent that the selected dates and times do not work." (Id.). Opposer was attempting to be
cooperative and schedule depositions at dates and times that worked for all parties. But again,

Opposer did not receive any kind of response from Applicant following the service of its

Notices.

On December 28, 2020, Opposer reached out to Applicant to follow up on the Deposition
Notices. (Id. at 6). Because 18 days had passed with no response, Opposer believed that
Applicant had no issues with the dates noticed. Therefore, Applicant had scheduled a court

reporter and needed to obtain the names of Opposer's 30(b)(6) designee(s). (Id.).

® Applicant states that Opposer agreed to a 30-day extension during this call, but later reneged. (See Ex. 2 at 6). This
statement is false. Opposer's counsel said only that they would "consider" a 30-day extension and discuss it with
their client. Opposer has informed Applicant that it never agreed to any extension. (Id. at 4). Applicant still made
the choice to repeat this false statement in its Motion.



Applicant finally responded on December 29, 2020—19 days after the Deposition
Notices were served. (Ex. 2 at 5). After remaining silent for 19 days, Applicant claimed that it
was not going to produce any witness for the noticed depositions. (Id. at 6). Applicant did not
prepare a formal objection, as is typical when responding to a 30(b)(6) Notice. Rather, Applicant
engaged in a stream-of-consciousness attempt to concoct reasons why a delay would be
necessary. Even these attempts demonstrated Applicant's lack of diligence.

For example, Applicant generically objected to the scope of the proposed 30(b)(6) topics.
(Id.). Applicant claimed that the topics were "egregiously overbroad" because the "only basis"
asserted in the Oppositions was the "functionality" of the purported Marks. (Id.). This statement
is false and shows that, after months of discovery, Applicant did not even know which grounds
have been asserted in the Oppositions. A simple scan of the headings in the operative pleadings
would have shown Applicant that multiple grounds—unrelated to functionality—are asserted in
the Opposition Proceedings. (Ex. 6).

Applicant's other complaint was that the parties had not yet had a meet and confer
regarding the 30(b)(6) Notice. (Ex. 2 at 6). The only reason for that was Applicant's refusal to
respond to Opposer's correspondence throughout December. (Id.). As soon as Applicant
indicated it had an issue with the noticed topics, Opposer responded and offered to meet and
confer on December 30, 2020. (Id. at 3-4). Applicant did not respond until January 4, 2021. (Id.
at 2). Opposer scheduled the meet and confer within two hours of receiving Applicant's January
4, 2021 email correspondence. (Id).

STANDARD OF REVIEW
The Board will deny a motion to extend the time for discovery if the movant fails to

demonstrate "good cause." See Fed. R. Civ. P. 6(b); TBMP § 509; see also Instruments SA Inc. v.



ASI Instruments Inc., 53 U.S.P.Q.2d 1925, 1926 (T.T.A.B. 1999); Luemme, Inc. v. D. B. Plus
Inc., 53 U.S.P.Q.2d 1758, 1760-61 (T.T.A.B. 1999). The moving party bears "the burden of
persuading the Board that it was diligent in meeting its responsibilities and should therefore be
awarded additional time." Nat'l Football League v. DNH Mgmt., 85 U.S.P.Q.2d 1852, 1854
(T.T.A.B. 2008). The Board will "scrutinize carefully" any motion to extend time to determine if
the good cause standard has been met. Luemme, 53 U.S.P.Q.2d at 1760. "Cursory or conclusory
allegations that are denied unequivocally by [Opposer], and that are not otherwise supported by
the record, will not constitute a showing of good cause." Instruments SA Inc., 53 U.S.P.Q.2d at
1927.

As described below, Applicant does not come close to meeting the requisite standard.
Therefore, Applicant's Motion should be denied.

ARGUMENT

The cursory and conclusory arguments in Applicant's Motion are insufficient to carry
Applicant's burden of demonstrating "good cause." Specifically: (I) the law and the facts
establish that Applicant had ample time to prepare for a 30(b)(6) deposition, but that Applicant
failed to act diligently; (II) Applicant's claim that it generally has acted diligently during
discovery is unsupported and contradicted by the record; (III) Applicant's unsubstantiated
excuses based on foreseeable events fail to establish good cause; and (IV) although Applicant's
Motion to Extend should be denied for lack of "good cause," Opposer should be able to take the
depositions it noticed more than a month before the close of discovery.

L. Applicant's Motion Fails Because Applicant Has Not Established that 32 Days Was
an Unreasonable Amount of Time to Prepare for a 30(b)(6) Deposition.

Applicant's primary basis for requesting an extension is its claim that 32 days' notice is

allegedly "not enough time either to complete the objection process with regard to the notices,



nor [sic] prepare witnesses regarding the same." (Mot. at 7). This is wrong. All of the case
law on point establishes 32 days is plenty of notice to prepare for a 30(b)(6) deposition.
Moreover, Applicant's conclusory statement flies in the face of the record, which demonstrates
Applicant's lack of diligence with respect to the 30(b)(6) Notice.

First, 32 days is more than reasonable notice for the 30(b)(6) deposition. This Board has
repeatedly found periods of time far shorter than 32 days to be reasonable notice for a deposition.
See, e.g., Esurance Inc. v. Stamps.com Inc., 2001 WL 1339407, at *1 (T.T.A.B. 2001) (6 days
was reasonable for 30(b)(6) notice);” Hamilton Burr Publishing Co. v. E. W. Comms., Inc., 216
U.S.P.Q. 802, 804 n.6 (T.T.A.B. 1982) (2 days was reasonable); Sunrider Corp. v. Johannes W.
Raats, 83 U.S.P.Q.2d 1648, 1653 (T.T.A.B. 2007) (6 days was reasonable). Federal courts also
repeatedly find time periods far less than 32 days to be reasonable notice. See, e.g., HBE Corp. v.
Cummins Cal. Pac. LLC, 2018 WL 6133630, at *1-2 (C.D. Cal. Jan. 4, 2018) (finding 17-day
notice period for a 25-topic 30(b)(6) notice reasonable and noting that movant did "not cite to
any case holding that a 17-day notice period is unreasonable").® Opposer could not locate a
single case in which 32 days was deemed insufficient notice for a 30(b)(6) deposition.

Therefore, Applicant's generic claim that 32 days' notice was "not enough time" to
prepare for a deposition runs contrary to the reported case law. Applicant's claim fails to

demonstrate "good cause" to support its Motion for this reason alone.

7 The Board required the applicant in Esurance to produce 30(b)(6) witnesses within 30 days of the order
compelling depositions. See 2001 WL 1339407, at *1. That is a further recognition that 30 days is a more than
reasonable amount of time to prepare witnesses in response to a 30(b)(6) notice.

8 See also Pearl v. Keystone Consol. Indus., Inc., 884 F.2d 1047, 1052 (7th Cir. 1989) (6 days was reasonable);
Jones v. U.S., 720 F. Supp. 355, 366 (S.D.N.Y. 1989) (8 days was reasonable); Paul v. Winco Holdings, Inc., 249
F.R.D. 643, 656 (D. Idaho 2008) (8 business days was reasonable); Paige v. Consumer Programs, Inc., 248 F.R.D.
272,275 (C.D. Cal. 2008) (14 days was reasonable); Bates v. United States, 2014 WL 12823619, at *2 (S.D. Ala.
Nov. 6,2014) (11 days was reasonable).



Second, Applicant ignores the record evidence showing that it failed to act diligently with
respect to the 30(b)(6) Notice. As detailed above, Applicant failed to provide any response
regarding the 30(b)(6) Notice for 19 days. (Ex. 2). During this 19-day period, Applicant did not
raise any issues with the dates, topics, scope, or anything else at all. Applicant did not even
acknowledge receipt of the Deposition Notices. For example, Applicant:

e Did not respond to Opposer's December 6, 2020 email—36 days prior to the noticed

depositions—asking a direct question regarding availability of Applicant's CEO for

depositions. (See Ex. 2 at 3-9).

¢ Did not confirm receipt of the Deposition Notices served on December 10, 2020—32
days prior to the noticed depositions. (Id. at 6-7).

e Did not communicate any objection to the 30(b)(6) Notice until December 29,
2020—19 days after the Deposition Notices were served. (Id. at 5-7).

e Did not discuss its need for additional time to complete the objection process or

prepare witnesses until December 29, 2020—19 days after the Deposition Notices
were served. (Id.).

The only reason Opposer received any communication at all from Applicant on the Deposition
Notices—after 19 days of silence—was that Opposer reached out to Applicant after having heard
nothing for 18 days. (Id.). This is not diligence under any standard.

Third, Applicant's argument also fails to establish good cause because it is conclusory
and cursory. See Instruments SA Inc., 53 USPQ2d at 1927 (conclusory statements do not
demonstrate "good cause"). This alone dooms Applicant's argument on this issue.

Applicant provides no explanation as to why 32 days was insufficient and what efforts, if
any, it was engaged in regarding the Deposition Notices during its 19 days of silence. (See
generally Mot.) Although Applicant makes the conclusory claim that it allegedly has "dedicated
so much time to dealing with" Opposer's Deposition Notices, such vague and unsupported

statements are, again, insufficient to establish "good cause."

10



But, even more, the record establishes that Applicant did not spend very much time at all
"dealing with" Opposer's Deposition Notices. For example:

e Applicant did not prepare a typical formal written objection with a comprehensive list
of its objections to the 30(b)(6) Notice.

e Based on Applicant's Motion to Quash/Vacate and communications, Applicant spent
no time actually preparing witnesses for a 30(b)(6) deposition.

e Applicant's only articulation of its purported objections to the actual topics in the
30(b)(6) Notice—after 19 days of silence—was a vague recitation of a laundry list of
boilerplate objections. (See Ex. 2 at 5-6) (claiming "we object generally that the
noticed topics are not proportional..." and listing boilerplate objections).

Applicant made its objections without even taking the time to understand the very basic
claims that are at issue in the Opposition Proceedings. Applicant's objections were based largely
on its failure to understand that there are issues in the Opposition Proceedings other than the
functionality of the purported marks. (I/d.) (claiming that the "only basis asserted is the alleged
functionality of the claimed features" and that the 30(b)(6) topics "are not proportional to the
issues in this matter (i.e. functionality)"). If Applicant had even a rudimentary understanding of
Opposer's pleadings, it would have known that there are many more issues at play in these
Opposition Proceedings than functionality. (See Ex. 6).

The picture painted by these communications is that of an applicant who sat on its hands
after receiving the Deposition Notices, hoping (despite Opposer's direct statements to the
contrary) that Opposer would agree to an extension of time. When that did not materialize,
Applicant scrambled to pile on boilerplate and technical objections without even thinking them
through. That is the only way to explain Applicant's boilerplate objections based on a failure to
understand the basic claims at issue.

In sum, both the law and the record demonstrate that Applicant's chief argument in

support of an extension is unfounded and unsupported. The 32 days' notice was a reasonable

11



time for completing the noticed depositions. Applicant simply did not act diligently in the
process. This is not "good cause" to extend discovery.

IL. Applicant's Motion Fails Because Applicant Has Not Established that it Acted
Diligently in these Opposition Proceedings.

Applicant claims, in a single conclusory paragraph, that it "has at all times worked
diligently to complete its discovery obligations...." (Mot. at {6). This paragraph is not
sufficient to meet Applicant's burden of demonstrating that it has been "diligent in meeting its
responsibilities and therefore should be awarded additional time." Nat'l Football League, 85
U.S.P.Q.2d at 1854. And, the record is full of examples demonstrating that Applicant has not
acted diligently in these proceedings. This is an additional reason why Applicant's Motion
should be rejected for failure to show good cause.

First, Applicant did not even attempt to notice any depositions of Opposer's witnesses
during the discovery period. Applicant tries to excuse this failure with a vague contention that it
spent "so much time dealing" with Opposer's Deposition Notices that "Spectra's ability to
consider serving deposition notices for Motif witnesses" has been "compromised.” (Mot. at q 3).
This cursory and conclusory argument is insufficient to establish good cause. See Instruments SA
Inc., 53 USPQ2d at 1927. It is also baseless.

As described above, there is no evidence that Applicant spent "so much time dealing"
with Opposer's Deposition Notices. (See supra at 4-8). The record shows that Applicant spent
very little time dealing with Opposer's Deposition Notices. (Id.). Moreover, preparing
deposition notices is not a time-consuming task. Applicant has 6 attorneys from a large law firm
on the pleadings here. There is no reason why 1 or 2 of those 6 attorneys could not have prepared
Applicant's deposition notices, while the other attorneys focused on Opposer's Deposition

Notices. Finally, Opposer provided Applicant with complete and substantive answers to

12



discovery promptly (unlike Applicant's discovery responses). Therefore, Applicant had all the
information it needed to prepare and serve deposition notices for at least a month before it even
received Opposer's Deposition Notices.

Based on the above, Applicant's lack of diligence in failing to serve deposition notices is
beyond dispute. Applicant has not demonstrated it was "diligent in meeting its responsibilities
and therefore should be awarded additional time" to serve the deposition notices after the close
of discovery. Nat'l Football League, 85 U.S.P.Q.2d at 1854.

Second, Applicant did not act diligently in responding to discovery during the parties'
previous 60-day extension. As described above, during the parties' previous 60-day extension:

e Applicant failed to provide any substantive responses to numerous Interrogatories,

despite its representations that extensions were needed so that it could obtain the

information from its client. (See supra at 5).

e Applicant failed to keep promises it made to supplement its document productions in
a timely fashion. (See supra at 6).

e Applicant took 128 days to provide answers compliant with the Rules of Civil
Procedure to other Interrogatories. (See supra at 6).

Each of these examples demonstrates Applicant's abuse of, and lack of diligence during, the
parties' previous 60-day extension in these Opposition Proceedings. Applicant has not
demonstrated "good cause" to waste more of Opposer's time.

Third, Applicant did not act diligently in response to Opposer's Deposition Notices. As
set forth above, among other things, Applicant did not object to the timing, scope, topics, or
anything at all regarding the Deposition Notices for 19 days. (See supra at 2-8). This is yet
another reason why Applicant has failed to establish "good cause" for an extension.

Finally, Applicant did not act diligently in filing the present Motion to Extend. Cf.
Morgal v. Maricopa County Bd., 284 F.R.D. 452, 461 (D. Ariz. 2012) (no "good cause" where

movant failed to show he "was diligent in seeking amendment of the [scheduling] order"

13



(citation omitted)). Applicant was aware of Opposer's intention to proceed with discovery by
December 6, 2020, at the latest. (See Ex. 2 at 8-10). However, Applicant delayed filing the
Motion to Extend until January 5, 2021. Applicant offers no explanation for this lengthy delay.
That is because there can be no explanation other than that it is consistent with Applicant's
pattern of dilatory behavior throughout these Opposition Proceedings.

Applicant has not worked diligently throughout discovery here. To the contrary,
Applicant has failed to act diligently at each step of the discovery process. Accordingly,
Applicant cannot establish "good cause" and its Motion should be denied.

III.  Applicant's Motion Fails Because Applicant Has Not Established that the '"Holiday
Season'' or COVID-19 Should Excuse Applicant's Lack of Diligence.

Finally, Applicant makes an unsupported claim that the "holiday season coupled with
public health regulations associated with the Covid-19 pandemic...have imposed additional
challenges" that should excuse Applicant's lack of diligence. (Mot. at § 7). This meritless claim
also fails to establish the necessary "good cause."

First, Applicant's unsupported claim of "additional challenges" is conclusory and
cursory. As such, this claim is, on its face, insufficient to establish "good cause" for another
extension. See Instruments SA Inc., 53 USPQ2d at 1927. Applicant's attempt to use the "holiday
season" or the COVID-19 pandemic as an excuse fails for this reason alone. See TBMP §
509.01(a).

Second, circumstances that are known and/or foreseeable do not constitute "good cause"
for a motion to extend. See, e.g., Baron Philippe de Rothschild, S.A. v. Styl-Rite Optical Mfg.
Co., 55 U.S.P.Q.2d 1848, 1851 (T.T.A.B. 2000) (extended maternity leave of another attorney
did not constitute "good cause" where it "was known to applicant's attorney" for at least a

month); Ebel v. Eli Lilly & Co., 248 F.R.D. 208, 209 (S.D. Tex. 2007) ("foreseeable scheduling

14



conflicts cannot justify the extension of deadlines"). Here, both the "holiday season" and
COVID-19 were known and foreseeable circumstances when the parties agreed to the current
schedule as part of the Consent Motion to Extend filed on October 9, 2020. (Ex. 7). This is a
second reason why Applicant's unsupported excuse fails to establish "good cause."

Third, in particular, the "holiday season" generally does not provide "good cause" for
extending discovery. People for Ethical Treatment of Animals, Inc. v. Miami Seaquarium, 2015
WL 12881573, at *1 (S.D. Fla. Dec. 8, 2015). The "holiday season" was known to Applicant on
October 9, 2020, when it specifically requested that the current schedule be set in its Consent
Motion. Applicant had to have known the parties would be finishing up their discovery during
the month of December and the first 2 weeks of January. Furthermore, if Applicant were
concerned about the "holiday season," Applicant could have served its own deposition notices in
November. Applicant cannot now claim that the close of discovery on January 17, 2021—a date
that was set at Applicant's request—creates "good cause" for another extension because of
"additional challenges" during the "holiday season."

Finally, even as early as May 2020, there was a recognition that COVID-19 could not
continue to serve as an excuse for parties failing to act diligently in carrying out their discovery
obligations. See U.S. ex rel. Chen v. K.O.O. Constr., Inc., 445 F. Supp. 3d 1055, 1057 (S.D. Cal.
2020) (finding no "good cause" for 60-day extension of discovery deadline and noting that
"[w]hile the Court is sympathetic to the challenges to the legal community during [the]
pandemic, attorneys and litigants are adapting to new ways to practice law, including preparing
for and conducting depositions remotely"). Again, this was the case in May 2020. This is also
consistent with the experience of Opposer's counsel. Counsel has been involved in numerous

cases over the past year in which the parties have found ways to adapt and complete discovery,
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depositions, hearings, mediations, and numerous other events without multiple extensions of
scheduling orders. (Ex. 5 at {[7).

In these Opposition Proceedings, the impact of COVID-19 was a well-known factor by
October 9, 2020. Indeed, Applicant used COVID-19 as an excuse in securing Opposer's
agreement to the October 9, 2020 Consent Motion to Extend. (See supra at 4). Applicant knew
and was aware of COVID-19 when it asked for the discovery deadline be extended to its current
date. If anything, parties and their attorneys have become more adept at completing discovery
tasks as the pandemic has continued. Therefore, Applicant cannot vaguely rely upon COVID-19
(again) as an excuse for not being able to complete discovery. This is not "good cause."’

IV.  Opposer Should Be Able to Take the Two Depositions it Noticed More than a
Month before the Close of Discovery.

Unlike Applicant, Opposer has been diligent and noticed two depositions over a month
before the close of discovery. (See supra at 7). Consistent with Board precedent, Opposer
should be able to take those depositions. See, e.g., Luehrmann v. Kwik Kopy Corp., 2
U.S.P.Q.2d 1303, 1305 (T.T.A.B. 1987) ("The discovery period is extended for the sole purpose
of completing discovery that was initiated on or before July 14, 1986. No other discovery is
permissible."). Therefore, Applicant's Motion to Extend should be denied, but Opposer should
be permitted to take the timely noticed depositions Applicant has delayed through its

unwarranted motion practice.!”

° The Board may also consider any prejudice to Opposer in denying Applicant's Motion to Extend. Vails v. United
Community Health Center, Inc., 283 FR.D. 512, 513-14 (N.D. Iowa 2012). Here, Opposer would suffer prejudice if
the Applicant's Motion to Extend were granted. Specifically, Applicant has threatened to sue Opposer for
infringement of the purported Marks at issue in these Opposition Proceedings. (See Exs. 8, 9). Opposer, therefore,
has a serious interest in resolving these Opposition Proceedings as quickly as possible. Opposer has a strong interest
in eliminating the uncertainty and threat relating to the infringement allegations.

10 Opposer respectfully requests the Board's consideration of a telephone conference rather than permit Applicant to

file a Reply in connection with this Motion and the contemporaneously-filed Motion to Quash. Another twenty days
will further prejudice Opposer and further delay discovery, which has been Applicant's intention this whole time.
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CONCLUSION
Applicant has failed to show good cause for the requested extension. Accordingly,

Applicant's Motion to Extend should be DENIED.

Respectfully submitted,

WARD AND SMITH, P.A.

—)
75/ _////

—

Erica B. E. Rogers

Angela P. Doughty

Joseph A. Schouten

Ward and Smith, P.A.

Post Office Box 33009

751 Corporate Center Drive, Suite 300
Raleigh, NC 27636-3009

Telephone: 919-277-9100

Facsimile: 919-277-9177
trademarks@wardandsmith.com

Attorneys for Opposer
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CERTIFICATE OF SERVICE

I hereby certify that a true and complete copy of the foregoing OPPOSITION TO
MOTHER'S MILK, INC.'S MOTION TO EXTEND DISCOVERY, DISCLOSURE, AND
TRIAL SCHEDULE DEADLINES has been served upon attorneys for Applicants, via electronic
mail to the following addresses of record on the 25th day of January 2021:

nptm@nixonpeabody.com

WARD AND SMITH, P.A.

LT _//
¢ — ’g‘#’:) —

Erica B. E. Rogers

Angela P. Doughty

Joseph A. Schouten

Ward and Smith, P.A.

Post Office Box 33009

751 Corporate Center Drive, Suite 300
Raleigh, NC 27636-3009

Telephone: 919-277-9100

Facsimile: 919-277-9177
trademarks@wardandsmith.com

Attorneys for Opposer

ND: 4834-6375-2150, v. 4
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EXHIBITS TO OPPOSITION TO MOTHER'S MILK, INC.'S MOTION TO
EXTEND DISCOVERY, DISCLOSURE AND TRIAL SCHEDULE DEADLINES

Exhibit 1 —  July 24, 2020 - October 8, 2020 Email Correspondence between Counsel for
Opposer and Counsel for Applicant

Exhibit 2 —  October 23, 2020 - January 7, 2021 Email Correspondence between Counsel for
Opposer and Applicant

Exhibit 3 —  Applicant's Objections and Responses to Opposer's First Set of Interrogatories and
Requests for Production of Documents (Opp. No. 91254427) (REDACTED)

Exhibit4 —  Applicant's Objections and Responses to Opposer's First Set of Interrogatories and
Requests for Production of Documents (Opp. No. 91254428) (REDACTED)

Exhibit 5—  Declaration of Erica B. E. Rogers

Exhibit 6 —  Notices of Opposition (Opp. Nos. 91254427 and 91254428)

Exhibit 7—  Motions to Extend filed on October 9, 2020 (Opp. Nos. 91254427 and 91254428)
Exhibit 8 —  First Demand Letter from Spectra to Motif dated March 29, 2019 (REDACTED)

Exhibit 9 —  Second Demand Letter from Spectra to Motif dated May 9, 2019 (REDACTED)
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Erica B. E. Rogers

From: Grilli, Alexis <agrilli@nixonpeabody.com>

Sent: Thursday, October 8, 2020 7:44 PM

To: Erica B. E. Rogers

Cc: Washington Trademark; Costellia, Jeffrey; Weikert, Robert; Arnold, Lauren;
trademarks@wardandsmith.com; Angela P. Doughty; Joseph A. Schouten

Subject: RE: Discovery of Opposition Nos. 91254427 and 91254428 filed by Motif Medical LLC;

Our Refs. 080327-2, -66, and -74 (WS: 161593-00026; 00027)

Categories: Completed, MRBeaman

Hi Erica,

Thank you for confirming the extensions below. We will prepare and file the 60 day motions to extend the deadlines in
both matters.

Our filing reports will follow shortly.

Best regards,

Alexis
VY, Alexis P. Grilli
\:_:}1”- s A NP Associate
_‘;_;/ “_':1;- agrilli@nixonpeabody.com
FAN T 202-585-8404 | C 202-808-6100 | F 844-315-7020
i Nixon Peabody LLP | 799 9th Street NW | Suite 500 | Washington, DC 20001-5327

nixonpeabody.com | @NixonPeabodyLLP

Please consider the environment before printing this email.

This email message and any attachments are confidential and may be protected by the attorney/client or other
applicable privileges. The information is intended to be conveyed only to the designated recipient(s) of the message. If
you are not an intended recipient, please notify the sender immediately and delete the message from your email
system. Unauthorized use, dissemination, distribution or reproduction of this message by other than the intended
recipient is strictly prohibited and may be unlawful. Thank you.

From: Erica B. E. Rogers

Sent: Thursday, October 8, 2020 5:10 PM

To: Grilli, Alexis

Cc: Washington Trademark ; Costellia, Jeffrey ; Weikert, Robert ; Arnold, Lauren ; trademarks@wardandsmith.com;
Angela P. Doughty ; Joseph A. Schouten

Subject: RE: Discovery of Opposition Nos. 91254427 and 91254428 filed by Motif Medical LLC; Our Refs. 080327-2, -66,
and -74 (WS: 161593-00026; 00027)

Alexis,



We consent to the additional two-week extension for both the first and second sets of discovery requests.

To the points you raise, we agree it will make sense to extend the deadlines for 60 days for both proceedings. If you are
available, you have our consent to file the motions. If you prefer to discuss, or for us to file, please let us know.

Thanks very much,
Erica

From: Grilli, Alexis <agrilli@nixonpeabody.com>

Sent: Thursday, October 8, 2020 10:26 AM

To: Erica B. E. Rogers <EBRogers@wardandsmith.com>

Cc: Washington Trademark <WTM@nixonpeabody.com>; Costellia, Jeffrey <JCostellia@nixonpeabody.com>; Weikert,
Robert <rweikert@nixonpeabody.com>; Arnold, Lauren <larnold@nixonpeabody.com>;
trademarks@wardandsmith.com; Angela P. Doughty <APD@wardandsmith.com>; Joseph A. Schouten
<JAS@wardandsmith.com>

Subject: RE: Discovery of Opposition Nos. 91254427 and 91254428 filed by Motif Medical LLC; Our Refs. 080327-2, -66,
and -74 (WS: 161593-00026; 00027)

Dear Erica,

Further to our communication below, we would like to request, as a professional courtesy, an additional two-week
extension of our current October 9, 2020 discovery response deadline for the above referenced matters, as well as a
two-week extension of the current October 10, 2020 response deadline for the second set of discovery responses. As
you know, there are two applicants in these matters, one of whom is located in South Korea. Given these circumstances
as well as some unexpected communication and business disruption issues stemming from the pandemic, we need
additional time to collect the information necessary to respond to the requests and adequately prepare the responses.
We are working diligently to meet the current deadlines, and will do so if we can. However, out of an abundance of
caution, and provisionally, we are respectfully requesting this additional time now. We appreciate your anticipated
cooperation in this regard.

Please let us know if you are agreeable to the additional two-week extension of the response deadlines for both the first
and second sets of discovery requests. Assuming the foregoing is acceptable to you, and thinking longer term, it may
also make sense for us to discuss a 60 or 90-day extension of all of the relevant deadlines in these matters. As you know,
there are several impending deadlines, including the discovery cutoff. In light of our client’s need for additional time to
respond to your client’s requests, as well as the unusual circumstances our clients and we are all facing at the present
time, it would seem that both sides would benefit from some additional time on the schedule. Please let us have your
thoughts on that issue as well, as we are amenable to something along these lines that makes sense.

We look forward to hearing from you at your earliest convenience.

Best regards,
Alexis



Alexis P. Grilli

Associate

agrilli@nixonpeabody.com

T 202-585-8404 | C 202-808-6100 | F 844-315-7020

Nixon Peabody LLP | 799 9th Street NW | Suite 500 | Washington, DC 20001-5327
nixonpeabody.com | @NixonPeabodyLLP

Please consider the environment before printing this email.

This email message and any attachments are confidential and may be protected by the attorney/client or other
applicable privileges. The information is intended to be conveyed only to the designated recipient(s) of the message. If
you are not an intended recipient, please notify the sender immediately and delete the message from your email
system. Unauthorized use, dissemination, distribution or reproduction of this message by other than the intended
recipient is strictly prohibited and may be unlawful. Thank you.

From: Grilli, Alexis

Sent: Monday, September 21, 2020 2:12 PM

To: 'Erica B. E. Rogers' <EBRogers@wardandsmith.com>

Cc: Washington Trademark <WTM@nixonpeabody.com>; Costellia, Jeffrey <JCostellia@nixonpeabody.com>; Weikert,
Robert <rweikert@nixonpeabody.com>; Arnold, Lauren <larnold@nixonpeabody.com>;
trademarks@wardandsmith.com; Angela P. Doughty <APD@wardandsmith.com>; Joseph A. Schouten
<JAS@wardandsmith.com>

Subject: RE: Discovery of Opposition Nos. 91254427 and 91254428 filed by Motif Medical LLC; Our Refs. 080327-2, -66,
and -74 (WS: 161593-00026; 00027)

Hi Erica,
Thank you for confirming the extension.

Best regards,
Alexis

Alexis P. Grilli

Associate

agrilli@nixonpeabody.com

T 202-585-8404 | C 202-808-6100 | F 844-315-7020

Nixon Peabody LLP | 799 9th Street NW | Suite 500 | Washington, DC 20001-5327
nixonpeabody.com | @NixonPeabodyLLP

Please consider the environment before printing this email.

This email message and any attachments are confidential and may be protected by the attorney/client or other
applicable privileges. The information is intended to be conveyed only to the designated recipient(s) of the message. If
you are not an intended recipient, please notify the sender immediately and delete the message from your email
system. Unauthorized use, dissemination, distribution or reproduction of this message by other than the intended
recipient is strictly prohibited and may be unlawful. Thank you.
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From: Erica B. E. Rogers <EBRogers@wardandsmith.com>

Sent: Monday, September 21, 2020 12:23 PM

To: Grilli, Alexis <agrilli@nixonpeabody.com>

Cc: Washington Trademark <WTM@nixonpeabody.com>; Costellia, Jeffrey <JCostellia@nixonpeabody.com>; Weikert,
Robert <rweikert@nixonpeabody.com>; Arnold, Lauren <larnold@nixonpeabody.com>;
trademarks@wardandsmith.com; Angela P. Doughty <APD@wardandsmith.com>; Joseph A. Schouten
<JAS@wardandsmith.com>

Subject: RE: Discovery of Opposition Nos. 91254427 and 91254428 filed by Motif Medical LLC; Our Refs. 080327-2, -66,
and -74 (WS: 161593-00026; 00027)

Hello, Alexis,
We consent to the additional two-week extension.

Erica

From: Grilli, Alexis <agrilli@nixonpeabody.com>

Sent: Monday, September 21, 2020 11:55 AM

To: Erica B. E. Rogers <EBRogers@wardandsmith.com>

Cc: Washington Trademark <WTM@nixonpeabody.com>; Costellia, Jeffrey <JCostellia@nixonpeabody.com>; Weikert,
Robert <rweikert@nixonpeabody.com>; Arnold, Lauren <larnold@nixonpeabody.com>;
trademarks@wardandsmith.com; Angela P. Doughty <APD@wardandsmith.com>; Joseph A. Schouten
<JAS@wardandsmith.com>

Subject: RE: Discovery of Opposition Nos. 91254427 and 91254428 filed by Motif Medical LLC; Our Refs. 080327-2, -66,
and -74 (WS: 161593-00026; 00027)

Hi Erica,

Thank you consenting below to the one-week extension. At this time, given the unforeseen difficulties of working with
one of the Applicant’s abroad (particularly, in light of the pandemic) we are respectfully requesting a further two-week
extension of the discovery response deadline. Please let us have your response as soon as possible. Thank you.

We look forward to hearing from you.

Best regards,
Alexis

Alexis P. Grilli

Associate

agrilli@nixonpeabody.com

T 202-585-8404 | C 202-808-6100 | F 844-315-7020

Nixon Peabody LLP | 799 9th Street NW | Suite 500 | Washington, DC 20001-5327
nixonpeabody.com | @NixonPeabodyLLP

Please consider the environment before printing this email.



This email message and any attachments are confidential and may be protected by the attorney/client or other
applicable privileges. The information is intended to be conveyed only to the designated recipient(s) of the message. If
you are not an intended recipient, please notify the sender immediately and delete the message from your email
system. Unauthorized use, dissemination, distribution or reproduction of this message by other than the intended
recipient is strictly prohibited and may be unlawful. Thank you.

From: Erica B. E. Rogers <EBRogers@wardandsmith.com>

Sent: Tuesday, September 15, 2020 1:17 PM

To: Grilli, Alexis <agrilli@nixonpeabody.com>

Cc: Washington Trademark <WTM@nixonpeabody.com>; Costellia, Jeffrey <JCostellia@nixonpeabody.com>; Weikert,
Robert <rweikert@nixonpeabody.com>; Arnold, Lauren <larnold@nixonpeabody.com>;
trademarks@wardandsmith.com; Angela P. Doughty <APD@wardandsmith.com>; Joseph A. Schouten
<JAS@wardandsmith.com>

Subject: RE: Discovery of Opposition Nos. 91254427 and 91254428 filed by Motif Medical LLC; Our Refs. 080327-2, -66,
and -74 (WS: 161593-00026; 00027)

Hi Alexis,
We confirm our consent to a one-week extension.

Erica

From: Grilli, Alexis <agrilli@nixonpeabody.com>

Sent: Tuesday, September 15, 2020 12:32 PM

To: Erica B. E. Rogers <EBRogers@wardandsmith.com>

Cc: Washington Trademark <WTM@nixonpeabody.com>; Costellia, Jeffrey <JCostellia@nixonpeabody.com>; Weikert,
Robert <rweikert@nixonpeabody.com>; Arnold, Lauren <larnold@nixonpeabody.com>;
trademarks@wardandsmith.com; Angela P. Doughty <APD @wardandsmith.com>

Subject: RE: Discovery of Opposition Nos. 91254427 and 91254428 filed by Motif Medical LLC; Our Refs. 080327-2, -66,
and -74 (WS: 161593-00026; 00027)

Hi Erica,

Further to your email below, can you please confirm your agreement to a one-week extension of our deadline to
respond to Opposer's First Set of Interrogatories and Requests for Production of Documents for both opposition
proceedings (Nos. 91254427 and 91254428)?

We look forward to hearing from you.

Best regards,
Alexis

Alexis P. Grilli

Associate

agrilli@nixonpeabody.com

T 202-585-8404 | C 202-808-6100 | F 844-315-7020




Nixon Peabody LLP | 799 9th Street NW | Suite 500 | Washington, DC 20001-5327
nixonpeabody.com | @NixonPeabodyLLP

Please consider the environment before printing this email.

This email message and any attachments are confidential and may be protected by the attorney/client or other
applicable privileges. The information is intended to be conveyed only to the designated recipient(s) of the message. If
you are not an intended recipient, please notify the sender immediately and delete the message from your email
system. Unauthorized use, dissemination, distribution or reproduction of this message by other than the intended
recipient is strictly prohibited and may be unlawful. Thank you.

From: Erica B. E. Rogers <EBRogers@wardandsmith.com>

Sent: Wednesday, August 19, 2020 7:43 AM

To: NP Trademark Docketing <NPTM @nixonpeabody.com>

Cc: Washington Trademark <WTM@nixonpeabody.com>; Costellia, Jeffrey <JCostellia@nixonpeabody.com>; Weikert,
Robert <rweikert@nixonpeabody.com>; Arnold, Lauren <larnold@nixonpeabody.com>;
trademarks@wardandsmith.com; Angela P. Doughty <APD@wardandsmith.com>; Grilli, Alexis
<agrilli@nixonpeabody.com>

Subject: RE: Discovery of Opposition Nos. 91254427 and 91254428 filed by Motif Medical LLC; Our Refs. 080327-2, -66,
and -74 (WS: 161593-00026; 00027)

[EXTERNAL E-MAIL]
Counsel,

Can you please let us know if your client is willing to consent to a one-week extension of the discovery response
deadline? We will extend the same courtesy, if needed. Attached to this email is Opposer's First Set of Interrogatories
and Requests for Production of Documents for both opposition proceedings (Nos. 91254427 and 91254428).

We look forward to hearing from you soon.

Erica

From: Grilli, Alexis <agrilli@nixonpeabody.com>

Sent: Friday, July 24, 2020 4:57 PM

To: Angela P. Doughty <APD@wardandsmith.com>

Cc: Washington Trademark <WTM@nixonpeabody.com>; Costellia, Jeffrey <JCostellia@nixonpeabody.com>; Weikert,
Robert <rweikert@nixonpeabody.com>; Arnold, Lauren <larnold@nixonpeabody.com>;
trademarks@wardandsmith.com; Erica B. E. Rogers <EBRogers@wardandsmith.com>

Subject: Re: Discovery of Opposition Nos. 91254427 and 91254428 filed by Motif Medical LLC; Our Refs. 080327-2, -66,
and -74 (WS: 161593-00026; 00027)

Dear Angela,

Attached please find copies of Applicant’s First Set of Request for Production of Documents and First Set of
Interrogatories for both of the above referenced proceedings.

Best regards,
Alexis



Alexis P. Grilli

Associate

agrilli@nixonpeabody.com

T 202-585-8404 | C 202-808-6100 | F 844-315-7020

Nixon Peabody LLP | 799 9th Street NW | Suite 500 | Washington, DC 20001-5327
nixonpeabody.com | @NixonPeabodyLLP

Please consider the environment before printing this email.

This email message and any attachments are confidential and may be protected by the attorney/client or other
applicable privileges. The information is intended to be conveyed only to the designated recipient(s) of the message. If
you are not an intended recipient, please notify the sender immediately and delete the message from your email
system. Unauthorized use, dissemination, distribution or reproduction of this message by other than the intended
recipient is strictly prohibited and may be unlawful. Thank you.

Erica B. E. Rogers

"‘i Attorney

Ward and Smith, P.A.

751 Corporate Center Drive, Suite 300
(27607)

Post Office Box 33009 | Raleigh, NC 27636-
3009

P:919.277.9186 | F: 919.277.9177

V-card | www.wardandsmith.com
Resources for North Carolina Businesses
during COVID-19

If you have received this confidential message in error, please destroy it and any
attachments without reading, printing, copying or forwarding it. Please let us know
of the error immediately so that we can prevent it from happening again. You may
reply directly to the sender of this message. Neither the name of Ward and Smith,
P.A. or its representative, nor transmission of this email from Ward and Smith, P.A.,
shall be considered an electronic signature unless specifically stated otherwise in
this email by a licensed attorney employed by Ward and Smith, P.A. Thank you.

Erica B. E. Rogers
A ) ) Attorney

Ward and Smith, P.A.

751 Corporate Center Drive, Suite 300
(27607)

Post Office Box 33009 | Raleigh, NC 27636-

3009 e
P:919.277.9186 | F: 919.277.9177 n Ld m




V-card | www.wardandsmith.com
Resources for North Carolina Businesses
during COVID-19

If you have received this confidential message in error, please destroy it and any
attachments without reading, printing, copying or forwarding it. Please let us know
of the error immediately so that we can prevent it from happening again. You may
reply directly to the sender of this message. Neither the name of Ward and Smith,
P.A. or its representative, nor transmission of this email from Ward and Smith, P.A.,
shall be considered an electronic signature unless specifically stated otherwise in
this email by a licensed attorney employed by Ward and Smith, P.A. Thank you.
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Erica B. E. Rogers

From: Erica B. E. Rogers

Sent: Thursday, January 7, 2021 6:57 PM

To: Kunze, Deanna; Joseph A. Schouten; NP Trademark Docketing

Cc: Angela P. Doughty; trademarks@wardandsmith.com; Costellia, Jeffrey; Weikert, Robert;
Arnold, Lauren; Washington Trademark; Grilli, Alexis; Howell, Tarae

Subject: RE: Discovery of Opposition Nos. 91254427 and 91254428 filed by Motif Medical LLC;

Our Refs. 080327-2, -66, and -74 (WS: 161593-00026; 00027)

Categories: MRBeaman

Deanna,

We confirm receipt of the below email and motions filed with the Board. We appreciate you raising Topic 20 in the
below email. However, we are not prepared to withdraw Topic 20 at this time. We intend to file responses, which will
address the remaining disputed issues, with the Board.

Thank you, as well, for your time on Monday afternoon.

Erica

From: Kunze, Deanna

Sent: Monday, January 4, 2021 8:33 PM

To: Joseph A. Schouten ; Erica B. E. Rogers ; NP Trademark Docketing

Cc: Angela P. Doughty ; trademarks@wardandsmith.com; Costellia, Jeffrey ; Weikert, Robert ; Arnold, Lauren ;
Washington Trademark ; Grilli, Alexis ; Howell, Tarae

Subject: RE: Discovery of Opposition Nos. 91254427 and 91254428 filed by Motif Medical LLC; Our Refs. 080327-2, -66,
and -74 (WS: 161593-00026; 00027)

Counsel,

We appreciate your time today in discussing these matters. As discussed, we will proceed with filing for a motion for
extension of time that Motif intends to oppose. Also, per our conversation, we will not produce witnesses for
depositions next week and intend to file a motion for protective order to address the issues that we cannot resolve with
regard to the notices. We appreciate Motif’'s withdrawal of Topic 16 in the 30(b)(6) notices, as well as limiting Topics 27
and 28 to goods used in connection with the Challenged Marks.

Per our conversation, we also believe that Topic 20, incorporating a list of 16 breast pump manufacturers, is overbroad
and improper, and should be withdrawn in its entirety. As to the remainder of the topics, we agree that it is unlikely for
the parties to be able to resolve the disputes without action from the Board.

Again, thank you for your time this afternoon.

Best Regards,
Deanna Kunze



From: Joseph A. Schouten

Sent: Monday, January 4, 2021 12:37 PM

To: Kunze, Deanna ; Erica B. E. Rogers ; NP Trademark Docketing

Cc: Angela P. Doughty ; trademarks@wardandsmith.com; Costellia, Jeffrey ; Weikert, Robert ; Arnold, Lauren ;
Washington Trademark ; Grilli, Alexis ; Howell, Tarae

Subject: RE: Discovery of Opposition Nos. 91254427 and 91254428 filed by Motif Medical LLC; Our Refs. 080327-2, -66,
and -74 (WS: 161593-00026; 00027)

Deanna,

The Federal Rules count calendar days, not business days. Thus, 19 days is the appropriate characterization of
Applicants' delay. Further, even if Applicants' were right (they are not), 12 business days is still far too long to go without
a response to an email.

We can be available at 3:00 pm this afternoon if that works.

Joe

From: Kunze, Deanna

Sent: Monday, January 4, 2021 1:05 PM

To: Erica B. E. Rogers ; NP Trademark Docketing

Cc: Angela P. Doughty ; trademarks@wardandsmith.com; Costellia, Jeffrey ; Weikert, Robert ; Arnold, Lauren ;
Washington Trademark ; Joseph A. Schouten ; Grilli, Alexis ; Howell, Tarae

Subject: RE: Discovery of Opposition Nos. 91254427 and 91254428 filed by Motif Medical LLC; Our Refs. 080327-2, -66,
and -74 (WS: 161593-00026; 00027)

Erica,

We believe there are some factual inaccuracies below. Most glaring is that, generously counting, we responded on the
12" business day after service of the deposition notices.

Nonetheless, are you available this afternoon to discuss?

Best,
Deanna Kunze

Deanna R. Kunze

Partner

dkunze@nixonpeabody.com

T 312-425-3971 | C 312-636-3693 | F 866-947-1702

Nixon Peabody LLP | 70 West Madison, Suite 3500 | Chicago, IL 60602-4224
nixonpeabody.com | @NixonPeabodyLLP

Nixon Peabody Pro Bono Champion

Please consider the environment before printing this email.

This email message and any attachments are confidential and may be protected by the attorney/client or other applicable privileges. The information is intended to
be conveyed only to the designated recipient(s) of the message. If you are not an intended recipient, please notify the sender immediately and delete the message
from your email system. Unauthorized use, dissemination, distribution or reproduction of this message by other than the intended recipient is strictly prohibited
and may be unlawful. Thank you.



From: Erica B. E. Rogers <EBRogers@wardandsmith.com>

Sent: Wednesday, December 30, 2020 7:36 PM

To: Kunze, Deanna <dkunze@nixonpeabody.com>; NP Trademark Docketing <NPTM@nixonpeabody.com>

Cc: Angela P. Doughty <APD@wardandsmith.com>; trademarks@wardandsmith.com; Costellia, Jeffrey
<JCostellia@nixonpeabody.com>; Weikert, Robert <rweikert@nixonpeabody.com>; Arnold, Lauren
<larnold@nixonpeabody.com>; Washington Trademark <WTM@nixonpeabody.com>; Joseph A. Schouten
<JAS@wardandsmith.com>; Grilli, Alexis <agrilli@nixonpeabody.com>; Howell, Tarae <THOWELL@nixonpeabody.com>
Subject: RE: Discovery of Opposition Nos. 91254427 and 91254428 filed by Motif Medical LLC; Our Refs. 080327-2, -66,
and -74 (WS: 161593-00026; 00027)

Dear Ms. Kunze,

We have received and reviewed the email below. There are a number of mischaracterizations about the facts, the scope
of the opposition proceedings, and the law. It is impossible to address all of them in this email. However, we have
several points in response:

First, Opposer served Notices of Deposition for Heidi Humpbhries, individually, in addition to the Rule 30(b)(6) Notices of
Deposition. Applicants' email below fails to provide any justification for delaying Heidi Humphries' individual deposition
or any reason to support Ms. Humphries not appearing for the deposition the week of January 11, 2021.

Second, Applicants' suggestion that the Rule 30(b)(6) Notices are "moot" or "ineffective" because there has not yet been
a meet and confer is without merit for at least the following reasons:

i.  Nothingin the recent amendment to Rule 30(b)(6) suggests that Opposer's 30(b)(6) Notices would
become "moot" or "ineffective."

ii. Nothing in the recent amendment to Rule 30(b)(6) suggests that a meet and confer is required prior to
the deposition notices being sent out. To the contrary, the revised Rule 30(b)(6) specifically provides
that a meet and confer can occur after the 30(b)(6) notice is served.

iii.  Opposer has been available to meet and confer on the topics in the deposition notices since the date
the deposition notices were served on December 10. As a matter of fact, our correspondence serving
the notices specifically sought further communication from Applicants.

iv. Despite this, Applicants failed to provide any response regarding the Notices for 19 days. Applicants
did not raise any issues with the dates, topics, scope, or anything else at all. Again, Applicants were
completely silent for 19 days.

V. It appears the only reason we received any communication at all from Applicants on the 30(b)(6)
Notices—after 19 days of silence—was that we asked Applicants about the 30(b)(6) witnesses.
Vi. Applicants cannot sit back for 19 days after the notices are sent, refuse to respond to a specific question

that accompanied the 30(b)(6) notices, remain silent about any of the topics, withhold any objection to
the notices, and then complain about a failure to meet and confer.

vii.  Again, we have been available to meet and confer for the last 19 days, but we have received
absolutely no communication from Applicants.
viii.  Therefore, to the extent that there has been any delay regarding a meet and confer, the delay is a direct

result of Applicants' conduct, not Opposer's conduct.

iX. Moreover, we are still able and willing to meet and confer regarding the topics of the 30(b)(6)
deposition notices. In fact, Applicants agreed to a meet and confer in the below email.

X.  We will meet and confer early next week to discuss the 30(b)(6) notices, thereby satisfying the
requirement.



Third, Applicants characterization of the 30(b)(6) notice topics as "egregiously overbroad and disproportionate" is based
upon on Applicants' apparent failure to read the operative pleadings in either Opposition. Applicants' objections are
based on the incorrect statement that, "the only basis asserted is the alleged functionality of the claimed features." If
Applicants would have taken five minutes to review the operative pleadings in both oppositions, they would have
understood, or should have understood, that there are more grounds at issue in these opposition proceedings than
"functionality." For example, all of the following grounds are explicitly and expressly pleaded in the Notice of
Opposition for Opposition No. 91254427: (1) fraud; (2) functionality; and (3) nondistinctive product design; and for
Opposition No. 91254428: (1) fraud; (2) genericness; (3) mere descriptiveness; (4) failure to function; and (5) aesthetic
functionality. Therefore, Applicants' belated objections fail to demonstrate a basic understanding of the grounds in each
case.

In addition, Applicants' passing complaint about the "THIRTY-THREE topics" is not indicative of the burden of the
30(b)(6) notice. A deposition notice with one very broad category could be more burdensome than a deposition notice
(like ours) with thirty-three narrowly-tailored and specific categories. Therefore, the complaint about "THIRTY-THREE"
topics is not well founded either.

Fourth, Applicants' statement that we "agreed to a 30-day extension then reneged on that and declined an extension" is
false. We never agreed to an extension on the phone. We said that we would discuss a 30-day extension with our client
because there was no way our client would agree to a 60-day extension. We expressly told Applicants that we did not
have authority to commit to any extension. Furthermore, we told Applicants that we were disappointed that Applicants
did no work whatsoever during the prior 60-day extension to which we agreed. Because Applicants have made baseless
threats of trademark infringement in the past, our client is concerned about delaying the proceedings. We are anxious to
establish that Applicants have no protectable trademarks here, neither for the breast pump design or the wave design,
and that is why we are committed to moving the proceedings forward as quickly as possible. We are reiterating, here,
what we already discussed with Applicants. Plus, it is clear from our December 6 email that we never agreed to an
additional extension, and if Applicants needed to discuss an extension with us, we are confused why we received no
communication from Applicants on the subject for almost a month.

Fifth, using the "holiday season" and "middle of the Covid-19 crisis" as an excuse is unacceptable. The longer these
proceedings persist, the more potential for prejudice to our client. Further, Opposer and Applicants already agreed to
extend the dates as currently set forth in the schedules. If the "holiday season" was going to be an issue, Applicants
should not have agreed to discovery ending during the holidays in the first place. We all knew what these dates would
be when we entered into the last 60-day extension. The "holiday season" and Covid-19 were known at the time of
entering into earlier extensions. As a matter of fact, Covid-19 makes scheduling depositions even easier than in-person
depositions. In numerous other matters, we have been able to complete discovery, conduct depositions, participate in
hearings, hold mediations, and complete any number of other necessary tasks without multiple extensions. Therefore,
this excuse simply does not support another extension.

Finally, during our prior meet and confer, Applicants informed us if we did not agree to an extension, Applicants were
going to seek one unilaterally. We note Applicants have not done that. Applicants' delay in actively participating in these
proceedings is particularly puzzling when Applicants have six attorneys on this matter.

We will not withdraw the deposition notices for the week of January 11, 2021. It is our intention that we will complete
the depositions at the noticed time. However, we reserve the right to file a motion to compel these witnesses to attend
the depositions after the close of discovery if they do not appear for the depositions prior to the close of discovery.

We look forward to meeting and conferring with you regarding the topics of the notices and whether any topics can be
clarified, narrowed, or eliminated. However, before we do so, we ask that you read the operative proceedings so that
you have an accurate understating of all issues raised. We expect that once you do, you will understand that all of the
thirty-three topics seek information that pertain directly to a ground that we have alleged in the Notices of Opposition.



We are available Monday or Tuesday of next week to meet and confer to discuss these topics. Please let us know your
availability.

Thanks very much.

Erica

From: Kunze, Deanna <dkunze@nixonpeabody.com>

Sent: Tuesday, December 29, 2020 4:39 PM

To: Erica B. E. Rogers <EBRogers@wardandsmith.com>; NP Trademark Docketing <NPTM@nixonpeabody.com>

Cc: Angela P. Doughty <APD@wardandsmith.com>; trademarks@wardandsmith.com; Costellia, Jeffrey
<JCostellia@nixonpeabody.com>; Weikert, Robert <rweikert@nixonpeabody.com>; Arnold, Lauren
<larnold@nixonpeabody.com>; Washington Trademark <WTM@nixonpeabody.com>; Joseph A. Schouten
<JAS@wardandsmith.com>; Grilli, Alexis <agrilli@nixonpeabody.com>; Howell, Tarae <THOWELL@nixonpeabody.com>
Subject: RE: Discovery of Opposition Nos. 91254427 and 91254428 filed by Motif Medical LLC; Our Refs. 080327-2, -66,
and -74 (WS: 161593-00026; 00027)

Dear Ms. Rogers,
We are in receipt of your correspondence from yesterday, and we have conferred with our client regarding the same.
First, we provided the bates numbers yesterday, so that issue should be closed.

Second, Spectra will not be proceeding with the depositions noticed for the week of January 11th. The deposition
notices are deficient in a number of ways, but most importantly, Motif failed to confer with Spectra on the Rule 30(b)(6)
notices as required by the most recent updates to Rule 30(b)(6), rendering those notices moot.

We are disappointed in this situation. Spectra sought a meet-and-confer in November to discuss the status of discovery,
including depositions, and we identified that trying to squeeze depositions in by January 18 would prove problematic,
given the holidays and Covid-19 crisis. We believed a 60-day extension was most reasonable, given the Board'’s
preference for either a 30-day or 60-day request, but Motif refused any extension in the Sunday December 6
correspondence sent by Mr. Schouten. Additionally, your reference to Motif’s request for dates for the depositions in
your correspondence below instead was just this statement, buried at least 4 paragraphs into Mr. Schouten’s same
email: “Please let us know when Ms. Humphries will be available during the week of January 11. We have been taking
depositions remotely during Covid, so this should actually make scheduling easier.”

Four days later, on December 10, you served notices, not just for Ms. Humphries’s deposition, but also for an
egregiously overbroad and disproportionate set of Rule 30(b)(6) depositions of the corporation, with THIRTY-THREE
topics each.

We previously asked your team to agree to a short extension to relieve pressure during the holiday season and allow for
preparing for depositions under those circumstances, which we believed would benefit both parties and the individuals
involved in the matters. Your team first agreed to a 30-day extension then reneged on that and declined an extension
altogether; therefore, we began making preparations with Ms. Humphries—the CEO of Spectra—to arrange her
schedule for a deposition the week of January 10. Then, despite the prior meet-and-confer and our correspondence
regarding scheduling, Motif served these highly inappropriate—and ineffective—Rule 30(b)(6) notices for depositions 30
days later, punctuated by the holiday season and in the middle of the Covid-19 crisis.

This matter is an opposition to two trademark registration applications. The only basis asserted is the alleged
functionality of the claimed features. The discovery requests from Motif have gone far, far beyond this issue.



We would like to set a time to confer about a reasonable schedule going forward to finalize depositions, which will
provide both parties opportunities to comply with Rule 30(b)(6) and avoid unnecessary expense. Please let us know your
availability early next week. In the interim, for clarity, no Spectra witnesses will be appearing pursuant to these deficient
deposition notices. Spectra reserves the right to further challenge the notices, but we object to them in their entirety for
violations of TBMP 404.06, as well as failure to specify a valid time and place pursuant to Federal Rule of Civ. P. 30(b).
For those notices issued pursuant to Fed. R. Civ. P. Rule 30(b)(6), we also object to Motif’s failure to meet its
requirements for reasonable particularity and conference. Additionally, the Rule 30(b)(6) notices are harassing, and we
object generally that the noticed topics are not proportional to the issues in this matter (i.e. functionality) and vague,
particularly with the use of the phrase “The facts and circumstances concerning.” The following specific topics also are
overbroad, not relevant, and, therefore, also not proportional: 1-12, 15-33. Several of the topics also specifically target
legal conclusions and attorney-client privileged information, as well as call for speculation.

Again, we would like to set a meet-and-confer to discuss a reasonable process and timeframe to complete oral discovery
in this matter—please let us know your availability early next week.

Best Regards,
Deanna Kunze

Deanna R. Kunze

Partner

dkunze@nixonpeabody.com

T 312-425-3971 | C 312-636-3693 | F 866-947-1702

Nixon Peabody LLP | 70 West Madison, Suite 3500 | Chicago, IL 60602-4224
nixonpeabody.com | @NixonPeabodyLLP

Nixon Peabody Pro Bono Champion

Please consider the environment before printing this email.

This email message and any attachments are confidential and may be protected by the attorney/client or other applicable privileges. The information is intended to
be conveyed only to the designated recipient(s) of the message. If you are not an intended recipient, please notify the sender immediately and delete the message
from your email system. Unauthorized use, dissemination, distribution or reproduction of this message by other than the intended recipient is strictly prohibited
and may be unlawful. Thank you.

From: Erica B. E. Rogers <EBRogers@wardandsmith.com>

Sent: Monday, December 28, 2020 11:43 AM

To: NP Trademark Docketing <NPTM@nixonpeabody.com>

Cc: Angela P. Doughty <APD@wardandsmith.com>; trademarks@wardandsmith.com; Costellia, Jeffrey
<JCostellia@nixonpeabody.com>; Weikert, Robert <rweikert@nixonpeabody.com>; Arnold, Lauren
<larnold@nixonpeabody.com>; Washington Trademark <WTM@nixonpeabody.com>; Joseph A. Schouten
<JAS@wardandsmith.com>; Grilli, Alexis <agrilli@nixonpeabody.com>; Kunze, Deanna <dkunze @nixonpeabody.com>;
Howell, Tarae <THOWELL@nixonpeabody.com>

Subject: RE: Discovery of Opposition Nos. 91254427 and 91254428 filed by Motif Medical LLC; Our Refs. 080327-2, -66,
and -74 (WS: 161593-00026; 00027)

Counsel,

It has been quite some time since we have heard from you. In light of that, we are following up on two items.



First, on December 2, you indicated that you would provide bates numbers for the documents responsive to
Interrogatories 15, 17, 20, 21, and 23. Please provide us with that information by the end of this week, which would be a
month since you promised to provide it.

Second, we have not heard anything from you in response to our December 6 request for available deposition dates. In
addition, we have not received any objection or notice of conflict to the dates that we provide in our December 10
Notices of Deposition. Therefore, we have been preparing as if we will go forward with depositions on January 12 and
13. In light of this, please provide us with the names of your 30(b)(6) designees.

Finally, please find attached Opposer's Supplemental Initial Disclosures for Opposition Nos. 91254427 and 91254428.
We look forward to hearing from you.

Thank you,
Erica

From: Erica B. E. Rogers

Sent: Thursday, December 10, 2020 6:17 PM

To: NP Trademark Docketing <NPTM@nixonpeabody.com>

Cc: Angela P. Doughty <APD@wardandsmith.com>; trademarks@wardandsmith.com; Costellia, Jeffrey
<JCostellia@nixonpeabody.com>; Weikert, Robert <rweikert@nixonpeabody.com>; Arnold, Lauren
<larnold@nixonpeabody.com>; Washington Trademark <WTM@nixonpeabody.com>; Joseph A. Schouten
<JAS@wardandsmith.com>; Grilli, Alexis <agrilli@nixonpeabody.com>; Kunze, Deanna <dkunze @nixonpeabody.com>;
'Howell, Tarae' <THOWELL@nixonpeabody.com>

Subject: RE: Discovery of Opposition Nos. 91254427 and 91254428 filed by Motif Medical LLC; Our Refs. 080327-2, -66,
and -74 (WS: 161593-00026; 00027)

Counsel,

Please find attached Opposer's Notices of Deposition for Heidi Humphries and Mother's Milk, Inc. (pursuant to FRCP
30(b)(6)).

We inserted dates and times since we did not receive a response from you on availability. We will work with you on
other dates to the extent the selected dates and times do not work. Please let us know.

Erica

From: Howell, Tarae <THOWELL@nixonpeabody.com>

Sent: Monday, December 7, 2020 7:45 PM

To: Erica B. E. Rogers <EBRogers@wardandsmith.com>

Cc: Angela P. Doughty <APD@wardandsmith.com>; trademarks@wardandsmith.com; Costellia, Jeffrey
<JCostellia@nixonpeabody.com>; Weikert, Robert <rweikert@nixonpeabody.com>; Arnold, Lauren
<larnold@nixonpeabody.com>; Washington Trademark <WTM@nixonpeabody.com>; Joseph A. Schouten
<JAS@wardandsmith.com>; Grilli, Alexis <agrilli@nixonpeabody.com>; Kunze, Deanna <dkunze @nixonpeabody.com>
Subject: RE: Discovery of Opposition Nos. 91254427 and 91254428 filed by Motif Medical LLC; Our Refs. 080327-2, -66,
and -74 (WS: 161593-00026; 00027)

Erica,

Thank you. Our second document production can be accessed using the link below. A password will be sent to you by
separate email shortly.



Link: https://spaces.hightail.com/receive/i9hAQyNRd8
Expiration Date: Monday December 14, 2020

-Tarae

Tarae L. Howell

Associate

thowell@nixonpeabody.com

T 617-345-1249 | C 607-280-2442 | F 866-999-0837

Nixon Peabody LLP | Exchange Place | 53 State Street | Boston, MA 02109-2835
nixonpeabody.com | @NixonPeabodyLLP

Nixon Peabody Pro Bono Champion

Please consider the environment before printing this email.

This email message and any attachments are confidential and may be protected by the attorney/client or other applicable privileges. The information is intended to
be conveyed only to the designated recipient(s) of the message. If you are not an intended recipient, please notify the sender immediately and delete the message
from your email system. Unauthorized use, dissemination, distribution or reproduction of this message by other than the intended recipient is strictly prohibited
and may be unlawful. Thank you.

From: Erica B. E. Rogers <EBRogers@wardandsmith.com>

Sent: Monday, December 7, 2020 12:04 PM

To: Howell, Tarae <THOWELL@nixonpeabody.com>

Cc: Angela P. Doughty <APD@wardandsmith.com>; trademarks@wardandsmith.com; Costellia, Jeffrey
<JCostellia@nixonpeabody.com>; Weikert, Robert <rweikert@nixonpeabody.com>; Arnold, Lauren
<larnold@nixonpeabody.com>; Washington Trademark <WTM@nixonpeabody.com>; Joseph A. Schouten
<JAS@wardandsmith.com>; Grilli, Alexis <agrilli@nixonpeabody.com>; Kunze, Deanna <dkunze @nixonpeabody.com>
Subject: RE: Discovery of Opposition Nos. 91254427 and 91254428 filed by Motif Medical LLC; Our Refs. 080327-2, -66,
and -74 (WS: 161593-00026; 00027)

Tarae,

Opposer's second and third document productions (MOTIF_0000356 — MOTIF_0003135) are available for download via
the following link: https://wardandsmith.box.com/s/bp4h708z84b13g69lvxs67jt1q8vekin. The link will expire on
December 18, 2020, and the password will be sent by separate email.

Erica

From: Joseph A. Schouten <JAS@wardandsmith.com>

Sent: Sunday, December 6, 2020 11:09 PM

To: Kunze, Deanna <dkunze@nixonpeabody.com>; Erica B. E. Rogers <EBRogers@wardandsmith.com>; Grilli, Alexis
<agrilli@nixonpeabody.com>

Cc: Angela P. Doughty <APD@wardandsmith.com>; trademarks@wardandsmith.com; Howell, Tarae
<THOWELL@nixonpeabody.com>; Costellia, Jeffrey <JCostellia@nixonpeabody.com>; Weikert, Robert
<rweikert@nixonpeabody.com>; Arnold, Lauren <larnold@nixonpeabody.com>; Washington Trademark
<WTM@nixonpeabody.com>

Subject: RE: Discovery of Opposition Nos. 91254427 and 91254428 filed by Motif Medical LLC; Our Refs. 080327-2, -66,
and -74 (WS: 161593-00026; 00027)

Deanna,



Thank you for your time on the call and for your efforts to follow up on the issues we discussed. However, we do take
issue with two items you have raised: (1) Applicants' apparent belief that they can withhold information now—under a
baseless objection—that was requested months ago and then unilaterally change their mind at some later date and
remove that objection; and (2) Applicants' belief that a second 60-day extension is appropriate.

First, we gave your client multiple extensions of time to respond to our written discovery. In addition, we agreed to a 60-
day extension of the Schedule to accommodate these extensions. Your team represented that the extensions were
necessary to get information from your client. We were happy to do that as a professional courtesy and to make sure
you could provide complete and accurate responses.

However, Applicants' responses contained virtually no information that would have been needed from the client.
Indeed, they contained virtually no information at all. They objected to interrogatories completely, simply parroted
information already before the TTAB, and/or failed to provide the substance requested. After the first 4 interrogatories,
there was not a single interrogatory that was answered sufficiently. Again, there were many interrogatories Applicants
did not answer at all. Others gave incomplete, non-responsive, and evasive answers.

Your email suggests that parties may freely amend their answers and withdraw their objections at any time. What you
are referring to is a duty to supplement answers. However, the duty to supplement discovery does not excuse a lack of
good faith in responding to interrogatories in the first instance. In other words, Applicants cannot use its obligation to
supplement interrogatories with new information that comes to light in order to delay providing responsive answers
now.

It appears that Applicants' position is that they does not have to provide any information now. Rather, Applicants seem
to be claiming that they can just decide to that provide information later, if and when they deem it convenient for them.
That is not the way it works. Parties cannot object for the purpose of strategically withholding information and later
determine that they want to provide it. If Applicants have decided that its objections are baseless (and they are),
Applicants must remove them now and answer now. If Applicants have decided that its answers to other interrogatories
are incomplete (and they are), Applicants must amend their answers now. Applicants do not get to sandbag us, see
which way the wind the blows, and then simply change their mind as to how to respond to interrogatories.

We are entitled to be able to rely on the answers (and non-answers) to interrogatories. And, while Applicants may
update them if new information comes to light, Applicants do not get to refuse to provide complete answers with
readily available information now. Furthermore, it is not our job to point out deficiencies in Applicants' answers. We are
entitled to let Applicants have deficient answers and use that against Applicants if we want.

We understand Applicants may disagree with this statement as to how discovery works. But we wish to be clear that this
is how we believe that discovery is conducted in good faith. Parties simply do not make baseless objections to delay
providing discoverable information. Parties further do not get to unilaterally withdraw their baseless objections once
they have decided it is convenient for them to disclose the previously withheld information. Please take this as notice
that we consider basically every Interrogatory after Interrogatory No. 4 to be deficient. We have told you which Nos. we
insist be corrected. For any others, we will object to and move to exclude any "updates" that are not timely provided.

Second, regarding the supplementation of Interrogatory Nos. 5, 6, and 7, we noted and refuted your relevance
objections. We further note the irony in your complaints about the relevance of those interrogatories in light of the
"issues" raised you with respect to our discovery. Virtually all of those Requests you referenced appeared to be cut-and-
paste from a different matter where likelihood of confusion was an issue. How are the geographic areas in which
Opposer sells its products remotely relevant to any issue in this Opposition? Of course, they are not.

That being said, we still agreed to make sure we provided the requested information. That shows the difference
between Opposer's approach to discovery versus Applicants.



Finally, we do not agree to any kind of extension and we are prepared to move forward on the current Schedule. We will
be serving deposition notices for Ms. Humphries and a 30(b)(6) shortly. Please let us know when Ms. Humphries will be
available during the week of January 11. We have been taking depositions remotely during Covid, so this should actually
make scheduling easier.

Given Applicants' delay and failure to provide us with any information during the last 60-day extension, we find it hard
to believe Applicants' would be "somewhat surprised" that we are unwilling to agree to another extension. We do wish
to work with you cooperatively to see this matter through to its conclusion. But we simply cannot consent to another
60-day extension when Applicants already have wasted one 60-day extension.

Thanks very much.

Joe

From: Kunze, Deanna <dkunze@nixonpeabody.com>

Sent: Wednesday, December 2, 2020 3:51 PM

To: Erica B. E. Rogers <EBRogers@wardandsmith.com>; Grilli, Alexis <agrilli@nixonpeabody.com>

Cc: Angela P. Doughty <APD@wardandsmith.com>; Joseph A. Schouten <JAS@wardandsmith.com>;
trademarks@wardandsmith.com; Howell, Tarae <THOWELL@nixonpeabody.com>; Costellia, Jeffrey
<JCostellia@nixonpeabody.com>; Weikert, Robert <rweikert@nixonpeabody.com>; Arnold, Lauren
<larnold@nixonpeabody.com>; Washington Trademark <WTM@nixonpeabody.com>

Subject: RE: Discovery of Opposition Nos. 91254427 and 91254428 filed by Motif Medical LLC; Our Refs. 080327-2, -66,
and -74 (WS: 161593-00026; 00027)

Counsel,

Thank you for your follow-up correspondence and for your time on the call as well. As we discussed on the call, it is
helpful to have the issues that you raised in writing, so we can discuss them with our client more productively.

As to your individual points on interrogatories below, we will provide document identifications to Rogs 15, 17, 20, 21,
and 23. We also plan to make a supplemental production shortly. As to the remainder of the interrogatories, we will
follow up with our client and see if we can provide a supplement.

As to your statement below regarding “a number of other interrogatories where we find the Responses deficient,” we
believe there is a little confusion. As an initial matter, although we understood the scheduled call was to be a discussion
generally on both parties’ discovery responses, we were nonetheless surprised by the level of hostility exhibited by
Opposer’s counsel during the call on Monday. Second, for clarity’s sake, we are happy to address any alleged
deficiencies that you wish to raise, but of course, we cannot address them if you do not raise them. Finally, with regard
to your reference to being “prepared to let Applicants stand on their objections,” with all due respect, this is not your
decision. As is common in most adversarial processes, there will be discovery requests which you and your client deem
necessary to follow-up on, and those that you do not. That decision is within your discretion. We are obligated to, and
will, of course, meet and confer with you regarding any alleged deficiency, but ultimately, we may opt to supplement
our response in spite of our objection, or we may choose to stand on our objection. Your client likewise has the same
options for the deficiencies we raised. Very frankly, we’re a long way from “standing on objections,” as we just initially
met and conferred this week.

Relatedly, we are somewhat surprised at your position on the extension; you wish to reserve the right to
amend/supplement the list of issues with regard to discovery, you raised no discovery issues until Monday, but you are
unwilling to agree to a 60-day extension of the schedule...this position seems inconsistent and somewhat illogical. We
understand that your client wishes to resolve this matter quickly, but adversarial processes take time, and it seems as
though your client is attempting to leverage the schedule to simply make this more difficult on the parties and counsel

10



over the holidays and during the Covid-19 crisis. We are not asking for a long extension—just 60 days—which is
consistent with our only other requested extension in these proceedings.

We do not intend to make this process more difficult for anyone, and as we discussed on the phone, we thought a 45-
day extension likely would be sufficient, but given that the Board’s preferred practice is to generally grant extensions in
30-day increments, we believe the 60-day request is more prudent. The discovery process has moved slightly more
slowly, due in large part to restrictions on travel that make client meetings more difficult, as well as restrictions on
resources due to the Covid-19 crisis as many of us work from home due to state regulations and advisories. Further, as
you know, one of the Applicants is based in Asia, which raises even greater logistical and communication challenges.
With the concurrent rising severity of the Covid-19 crisis, coupled with the approaching holidays, we believe a 60-day
extension is both warranted and prudent to avoid further requests for extensions. If your client will agree only to a 30-
day extension, we will have to determine whether to file a motion for the additional time, so please let us know your
decision no later than Monday, 12/7/2020.

Again, we will provide the document identifications and a supplemental document production in the next few days. If
there any issues that arise going forward, please reach out, and we’ll be happy to set a time to discuss. We hope you're
enjoying the beginning to the holiday season.

Best Regards,

Deanna Kunze

Deanna R. Kunze

Partner

dkunze@nixonpeabody.com

T 312-425-3971 | C 312-636-3693 | F 866-947-1702

Nixon Peabody LLP | 70 West Madison, Suite 3500 | Chicago, IL 60602-4224
nixonpeabody.com | @NixonPeabodyLLP

Nixon Peabody Pro Bono Champion

Please consider the environment before printing this email.

This email message and any attachments are confidential and may be protected by the attorney/client or other applicable privileges. The information is intended to
be conveyed only to the designated recipient(s) of the message. If you are not an intended recipient, please notify the sender immediately and delete the message
from your email system. Unauthorized use, dissemination, distribution or reproduction of this message by other than the intended recipient is strictly prohibited
and may be unlawful. Thank you.

From: Erica B. E. Rogers <EBRogers@wardandsmith.com>

Sent: Tuesday, December 1, 2020 4:43 PM

To: Grilli, Alexis <agrilli@nixonpeabody.com>

Cc: Angela P. Doughty <APD@wardandsmith.com>; Joseph A. Schouten <JAS@wardandsmith.com>;
trademarks@wardandsmith.com; Howell, Tarae <THOWELL@nixonpeabody.com>; Costellia, Jeffrey
<JCostellia@nixonpeabody.com>; Weikert, Robert <rweikert@nixonpeabody.com>; Arnold, Lauren
<larnold@nixonpeabody.com>; Washington Trademark <WTM@nixonpeabody.com>; Kunze, Deanna
<dkunze@nixonpeabody.com>

Subject: RE: Discovery of Opposition Nos. 91254427 and 91254428 filed by Motif Medical LLC; Our Refs. 080327-2, -66,
and -74 (WS: 161593-00026; 00027)

Counsel,
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We appreciate your time discussing discovery yesterday afternoon, which we summarize below.

First, we look forward to you addressing the deficiencies in Applicants' Responses and Objections to Opposer's
Interrogatories and Requests for the Production of Documents ("RFP"). Please find the list of Interrogatories we
discussed in bullet point below. We refer to the Interrogatories by the numbers in Opposition Proceeding No. 9125447,
though the same deficiencies apply to Opposition Proceeding No. 91254428.

Interrogatory No

. 5. Please provide a full and complete answer to the question. To paraphrase the explanation

from our call, wh

at designs, if any, did Applicant consider in creating/developing the challenged mark? Again,

this Interrogatory is relevant, at least, to functionality and Applicants' acquired distinctiveness claims.

Interrogatory No

. 6. Please provide a full and complete answer to the question, which ties to the answer to

Interrogatory No
Interrogatory No

. 5 both in subject matter and relevancy.
. 7. Please provide a full and complete answer to the question, which ties to the answer to

Interrogatory No

Interrogatory No.

. 5 both in subject matter and relevancy.
15. Please provide the bates numbers for the specific documents that are responsive to

Interrogatory No.
Interrogatory No.

15 pursuant to Rule 33(d) of the FRCP.
17. Please provide the bates numbers for the specific documents that are responsive to

Interrogatory No.
Interrogatory No.

17 pursuant to Rule 33(d) of the FRCP.
19. Please provide a full and complete answer. The Interrogatory is not limited in scope to the

United States.

Interrogatory No.

20. Please provide the bates numbers for the specific documents that are responsive to

Interrogatory No.
Interrogatory No.

20 pursuant to Rule 33(d) of the FRCP.
21. Please provide the bates numbers for the specific documents that are responsive to

Interrogatory No.

21 pursuant to Rule 33(d) of the FRCP.

Interrogatory No.
Interrogatory No.

23. Please provide the bates numbers for the specific documents that are responsive to
23 pursuant to Rule 33(d) of the FRCP.

Please note the above is not a complete list of Interrogatory Responses for which Applicants' failed to respond and/or
assert a proper objection. There were a number of other Interrogatories where we find the Responses deficient, but at
this time, we are prepared to let Applicants stand on their objections. We respectfully reserve the right to
amend/supplement this list.

Second, we look forward to receiving additional documents in response to Opposer's RFPs, and we intend to continue to
seek those documents. To date, we have received thirty-eight documents.

Third, we acknowledge the issues raised on the phone regarding Opposer's Responses to Applicants' RFPs. We are
working with our client to produce the remaining documents, and we intend to send a link to those documents within a
week. We suspect these additional documents will resolve the issues raised on the phone, but we will discuss any gaps,
to the extent gaps exist, after that point.

Finally, we acknowledge the request for an extension of discovery deadlines. Our client is not interested in a 60-day
extension at this time, but we are open to considering an extension of a lesser amount of time. We will discuss this with
our client and be in touch.

Erica

From: Erica B. E. Rogers

Sent: Tuesday, November 24, 2020 3:37 PM

To: 'Grilli, Alexis' <agrilli@nixonpeabody.com>

Cc: Angela P. Doughty <APD@wardandsmith.com>; Joseph A. Schouten <JAS@wardandsmith.com>;

trademarks@wardandsmith.com; Howell, Tarae <THOWELL@nixonpeabody.com>; Costellia, Jeffrey

<JCostellia@nixonpeabody.com>; Weikert, Robert <rweikert@nixonpeabody.com>; Arnold, Lauren
12




<larnold@nixonpeabody.com>; Washington Trademark <WTM@nixonpeabody.com>; Kunze, Deanna
<dkunze@nixonpeabody.com>

Subject: RE: Discovery of Opposition Nos. 91254427 and 91254428 filed by Motif Medical LLC; Our Refs. 080327-2, -66,
and -74 (WS: 161593-00026; 00027)

Thank you

From: Grilli, Alexis <agrilli@nixonpeabody.com>

Sent: Tuesday, November 24, 2020 3:35 PM

To: Erica B. E. Rogers <EBRogers@wardandsmith.com>

Cc: Angela P. Doughty <APD@wardandsmith.com>; Joseph A. Schouten <JAS@wardandsmith.com>;
trademarks@wardandsmith.com; Howell, Tarae <THOWELL@nixonpeabody.com>; Costellia, Jeffrey
<JCostellia@nixonpeabody.com>; Weikert, Robert <rweikert@nixonpeabody.com>; Arnold, Lauren
<larnold@nixonpeabody.com>; Washington Trademark <WTM@nixonpeabody.com>; Kunze, Deanna
<dkunze@nixonpeabody.com>

Subject: RE: Discovery of Opposition Nos. 91254427 and 91254428 filed by Motif Medical LLC; Our Refs. 080327-2, -66,
and -74 (WS: 161593-00026; 00027)

Hi Erica,

| can confirm we are available Monday November 30, 2020 at 3:00 pm EST. | will send along a revised calendar invite
shortly to reflect the new day.

Best regards,
Alexis

Alexis P. Grilli

Associate

agrilli@nixonpeabody.com

T 202-585-8404 | C 202-808-6100 | F 844-315-7020

Nixon Peabody LLP | 799 9th Street NW | Suite 500 | Washington, DC 20001-5327
nixonpeabody.com | @NixonPeabodyLLP

Please consider the environment before printing this email.

This email message and any attachments are confidential and may be protected by the attorney/client or other applicable privileges. The information is intended to
be conveyed only to the designated recipient(s) of the message. If you are not an intended recipient, please notify the sender immediately and delete the message
from your email system. Unauthorized use, dissemination, distribution or reproduction of this message by other than the intended recipient is strictly prohibited
and may be unlawful. Thank you.

From: Erica B. E. Rogers <EBRogers@wardandsmith.com>

Sent: Tuesday, November 24, 2020 1:52 PM

To: Grilli, Alexis <agrilli@nixonpeabody.com>

Cc: Angela P. Doughty <APD@wardandsmith.com>; Joseph A. Schouten <JAS@wardandsmith.com>;
trademarks@wardandsmith.com; Howell, Tarae <THOWELL@nixonpeabody.com>; Costellia, Jeffrey
<JCostellia@nixonpeabody.com>; Weikert, Robert <rweikert@nixonpeabody.com>; Arnold, Lauren
<larnold@nixonpeabody.com>; Washington Trademark <WTM@nixonpeabody.com>; Kunze, Deanna
<dkunze@nixonpeabody.com>

Subject: RE: Discovery of Opposition Nos. 91254427 and 91254428 filed by Motif Medical LLC; Our Refs. 080327-2, -66,
and -74 (WS: 161593-00026; 00027)

13



Hi Alexis,

We kindly request rescheduling tomorrow's call. Are you and your team available Monday, November 30, 2020 at
3:00pm EST?

Thank you,
Erica

From: Erica B. E. Rogers

Sent: Friday, November 20, 2020 12:35 PM

To: 'Grilli, Alexis' <agrilli@nixonpeabody.com>

Cc: Angela P. Doughty <APD@wardandsmith.com>; Joseph A. Schouten <JAS@wardandsmith.com>;
trademarks@wardandsmith.com; Howell, Tarae <THOWELL@nixonpeabody.com>; Costellia, Jeffrey
<JCostellia@nixonpeabody.com>; Weikert, Robert <rweikert@nixonpeabody.com>; Arnold, Lauren
<larnold@nixonpeabody.com>; Washington Trademark <WTM@nixonpeabody.com>; Kunze, Deanna
<dkunze@nixonpeabody.com>

Subject: RE: Discovery of Opposition Nos. 91254427 and 91254428 filed by Motif Medical LLC; Our Refs. 080327-2, -66,
and -74 (WS: 161593-00026; 00027)

Thanks very much, Alexis. We look forward to speaking with you.

Erica

From: Grilli, Alexis <agrilli@nixonpeabody.com>

Sent: Friday, November 20, 2020 12:30 PM

To: Erica B. E. Rogers <EBRogers@wardandsmith.com>

Cc: Angela P. Doughty <APD@wardandsmith.com>; Joseph A. Schouten <JAS@wardandsmith.com>;
trademarks@wardandsmith.com; Howell, Tarae <THOWELL@nixonpeabody.com>; Costellia, Jeffrey
<JCostellia@nixonpeabody.com>; Weikert, Robert <rweikert@nixonpeabody.com>; Arnold, Lauren
<larnold@nixonpeabody.com>; Washington Trademark <WTM@nixonpeabody.com>; Kunze, Deanna
<dkunze@nixonpeabody.com>

Subject: RE: Discovery of Opposition Nos. 91254427 and 91254428 filed by Motif Medical LLC; Our Refs. 080327-2, -66,
and -74 (WS: 161593-00026; 00027)

Hi Erica,
Thank you for confirming. Yes, | will send along call in information to the group.

Best regards,
Alexis

Alexis P. Grilli
Associate

agrilli@nixonpeabody.com

T 202-585-8404 | C 202-808-6100 | F 844-315-7020

Nixon Peabody LLP | 799 gth Street NW | Suite 500 | Washington, DC 20001-5327
nixonpeabody.com | @NixonPeabodyLLP

Please consider the environment before printing this email.

This email message and any attachments are confidential and may be protected by the attorney/client or other applicable privileges. The information is intended to
be conveyed only to the designated recipient(s) of the message. If you are not an intended recipient, please notify the sender immediately and delete the message
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from your email system. Unauthorized use, dissemination, distribution or reproduction of this message by other than the intended recipient is strictly prohibited
and may be unlawful. Thank you.

From: Erica B. E. Rogers <EBRogers@wardandsmith.com>

Sent: Friday, November 20, 2020 12:09 PM

To: Grilli, Alexis <agrilli@nixonpeabody.com>

Cc: Angela P. Doughty <APD@wardandsmith.com>; Joseph A. Schouten <JAS@wardandsmith.com>;
trademarks@wardandsmith.com; Howell, Tarae <THOWELL@nixonpeabody.com>; Costellia, Jeffrey
<JCostellia@nixonpeabody.com>; Weikert, Robert <rweikert@nixonpeabody.com>; Arnold, Lauren
<larnold@nixonpeabody.com>; Washington Trademark <WTM@nixonpeabody.com>; Kunze, Deanna
<dkunze@nixonpeabody.com>

Subject: RE: Discovery of Opposition Nos. 91254427 and 91254428 filed by Motif Medical LLC; Our Refs. 080327-2, -66,
and -74 (WS: 161593-00026; 00027)

Thank you, Alexis.
Next Wednesday at 3:00pm EST works for us. Will you be sending the call-in information?

Erica

From: Grilli, Alexis <agrilli@nixonpeabody.com>

Sent: Friday, November 20, 2020 10:49 AM

To: Erica B. E. Rogers <EBRogers@wardandsmith.com>

Cc: Angela P. Doughty <APD@wardandsmith.com>; Joseph A. Schouten <JAS@wardandsmith.com>;
trademarks@wardandsmith.com; Howell, Tarae <THOWELL@nixonpeabody.com>; Costellia, Jeffrey
<JCostellia@nixonpeabody.com>; Weikert, Robert <rweikert@nixonpeabody.com>; Arnold, Lauren
<larnold@nixonpeabody.com>; Washington Trademark <WTM@nixonpeabody.com>; Kunze, Deanna
<dkunze@nixonpeabody.com>

Subject: RE: Discovery of Opposition Nos. 91254427 and 91254428 filed by Motif Medical LLC; Our Refs. 080327-2, -66,
and -74 (WS: 161593-00026; 00027)

Hi Erica,

Thank you for proposing that the parties confer regarding discovery. Are you and your team available for a call with me
and my colleagues on November 25, 2020 at 3:00PM EST? We would like to discuss a timeline for both parties to
complete their document productions. Additionally, both the expert disclosure and discovery deadlines are fast
approaching so it might be prudent for the parties to discuss potentially extending the current deadlines (this would
allow the parties sufficient time to complete all outstanding discovery action items). We propose an additional 60-day
extension of the current deadlines but are happy to discuss further on our call.

Please let us know if the proposed date and time above works for you. We look forward to speaking with you.

Best regards,
Alexis
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Alexis P. Grilli

Associate

agrilli@nixonpeabody.com

T 202-585-8404 | C 202-808-6100 | F 844-315-7020

Nixon Peabody LLP | 799 gth Street NW | Suite 500 | Washington, DC 20001-5327
nixonpeabody.com | @NixonPeabodyLLP

Please consider the environment before printing this email.

This email message and any attachments are confidential and may be protected by the attorney/client or other applicable privileges. The information is intended to
be conveyed only to the designated recipient(s) of the message. If you are not an intended recipient, please notify the sender immediately and delete the message
from your email system. Unauthorized use, dissemination, distribution or reproduction of this message by other than the intended recipient is strictly prohibited
and may be unlawful. Thank you.

From: Grilli, Alexis

Sent: Wednesday, November 18, 2020 3:57 PM

To: 'Erica B. E. Rogers' <EBRogers@wardandsmith.com>

Cc: Angela P. Doughty <APD@wardandsmith.com>; Joseph A. Schouten <JAS@wardandsmith.com>;
trademarks@wardandsmith.com; Howell, Tarae <THOWELL@nixonpeabody.com>; Costellia, Jeffrey
<JCostellia@nixonpeabody.com>; Weikert, Robert <rweikert@nixonpeabody.com>; Arnold, Lauren
<larnold@nixonpeabody.com>; Washington Trademark <WTM@nixonpeabody.com>; Kunze, Deanna
<dkunze@nixonpeabody.com>

Subject: RE: Discovery of Opposition Nos. 91254427 and 91254428 filed by Motif Medical LLC; Our Refs. 080327-2, -66,
and -74 (WS: 161593-00026; 00027)

Hi Erica,

As requested, below is the information for accessing Applicants' first document production on Hightail. | will send over
the secure password to you separately.

Best regards,
Alexis

Link: https://spaces.hightail.com/receive/43RYjqgWRJa
Expiration Date: Wednesday November 25, 2020

Alexis P. Grilli

Associate

agrilli@nixonpeabody.com

T 202-585-8404 | C 202-808-6100 | F 844-315-7020

Nixon Peabody LLP | 799 gth Street NW | Suite 500 | Washington, DC 20001-5327
nixonpeabody.com | @NixonPeabodyLLP

Please consider the environment before printing this email.

This email message and any attachments are confidential and may be protected by the attorney/client or other applicable privileges. The information is intended to
be conveyed only to the designated recipient(s) of the message. If you are not an intended recipient, please notify the sender immediately and delete the message
from your email system. Unauthorized use, dissemination, distribution or reproduction of this message by other than the intended recipient is strictly prohibited
and may be unlawful. Thank you.
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From: Erica B. E. Rogers <EBRogers@wardandsmith.com>

Sent: Wednesday, November 18, 2020 1:23 PM

To: Howell, Tarae <THOWELL@nixonpeabody.com>; Costellia, Jeffrey <JCostellia@nixonpeabody.com>; Weikert, Robert
<rweikert@nixonpeabody.com>; Arnold, Lauren <larnold@nixonpeabody.com>; Grilli, Alexis
<agrilli@nixonpeabody.com>; Washington Trademark <WTM@nixonpeabody.com>; Kunze, Deanna
<dkunze@nixonpeabody.com>

Cc: Angela P. Doughty <APD@wardandsmith.com>; Joseph A. Schouten <JAS@wardandsmith.com>;
trademarks@wardandsmith.com

Subject: RE: Discovery of Opposition Nos. 91254427 and 91254428 filed by Motif Medical LLC; Our Refs. 080327-2, -66,
and -74 (WS: 161593-00026; 00027)

Thank you, Tarae.

Erica

From: Howell, Tarae <THOWELL@nixonpeabody.com>

Sent: Wednesday, November 18, 2020 1:21 PM

To: Erica B. E. Rogers <EBRogers@wardandsmith.com>; Costellia, Jeffrey <JCostellia@nixonpeabody.com>; Weikert,
Robert <rweikert@nixonpeabody.com>; Arnold, Lauren <larnold@nixonpeabody.com>; Grilli, Alexis
<agrilli@nixonpeabody.com>; Washington Trademark <WTM@nixonpeabody.com>; Kunze, Deanna
<dkunze@nixonpeabody.com>

Cc: Angela P. Doughty <APD@wardandsmith.com>; Joseph A. Schouten <JAS@wardandsmith.com>;
trademarks@wardandsmith.com

Subject: RE: Discovery of Opposition Nos. 91254427 and 91254428 filed by Motif Medical LLC; Our Refs. 080327-2, -66,
and -74 (WS: 161593-00026; 00027)

Erica,

My apologies for the delay. | will get a new secure link set up today and will send it to you to upload our first production.
I will also follow up with you regarding potential dates that work for us to discuss discovery.

Best,

Tarae

Tarae L. Howell

Associate

thowell@nixonpeabody.com

T 617-345-1249 | C 607-280-2442 | F 866-999-0837

Nixon Peabody LLP | Exchange Place | 53 State Street | Boston, MA 02109-2835
nixonpeabody.com | @NixonPeabodyLLP

Nixon Peabody Pro Bono Champion

Please consider the environment before printing this email.

This email message and any attachments are confidential and may be protected by the attorney/client or other applicable privileges. The information is intended to
be conveyed only to the designated recipient(s) of the message. If you are not an intended recipient, please notify the sender immediately and delete the message
from your email system. Unauthorized use, dissemination, distribution or reproduction of this message by other than the intended recipient is strictly prohibited
and may be unlawful. Thank you.
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From: Erica B. E. Rogers <EBRogers@wardandsmith.com>

Sent: Wednesday, November 18, 2020 1:16 PM

To: Howell, Tarae <THOWELL@nixonpeabody.com>; Costellia, Jeffrey <JCostellia@nixonpeabody.com>; Weikert, Robert
<rweikert@nixonpeabody.com>; Arnold, Lauren <larnold@nixonpeabody.com>; Grilli, Alexis
<agrilli@nixonpeabody.com>; Washington Trademark <WTM@nixonpeabody.com>; Kunze, Deanna
<dkunze@nixonpeabody.com>

Cc: Angela P. Doughty <APD@wardandsmith.com>; Joseph A. Schouten <JAS@wardandsmith.com>;
trademarks@wardandsmith.com

Subject: RE: Discovery of Opposition Nos. 91254427 and 91254428 filed by Motif Medical LLC; Our Refs. 080327-2, -66,
and -74 (WS: 161593-00026; 00027)

[EXTERNAL E-MAIL]

Tarae,
We are following up on the below email.

Erica

From: Erica B. E. Rogers

Sent: Wednesday, November 11, 2020 5:30 PM

To: 'Howell, Tarae' <THOWELL@nixonpeabody.com>; Costellia, Jeffrey <JCostellia@nixonpeabody.com>; Weikert,
Robert <rweikert@nixonpeabody.com>; Arnold, Lauren <larnold@nixonpeabody.com>; Grilli, Alexis
<agrilli@nixonpeabody.com>; Washington Trademark <WTM@nixonpeabody.com>; Kunze, Deanna
<dkunze@nixonpeabody.com>

Cc: Angela P. Doughty <APD@wardandsmith.com>; Joseph A. Schouten <JAS@wardandsmith.com>;
trademarks@wardandsmith.com

Subject: RE: Discovery of Opposition Nos. 91254427 and 91254428 filed by Motif Medical LLC; Our Refs. 080327-2, -66,
and -74 (WS: 161593-00026; 00027)

Tarae,

Please find Opposer's second document production (MOTIF_0000356 — MOTIF_0000979) available via the following link:
https://wardandsmith.box.com/s/brdvhayikqz7xk76gsvOjuhv48bonasl. The password will be sent by separate email, and
additional documents will be produced soon.

Can you please send an updated link and password to Applicants' first document production? Also, can you please let us
know your availability to discuss discovery?

Erica

From: Howell, Tarae <THOWELL@nixonpeabody.com>

Sent: Monday, October 26, 2020 10:45 PM

To: Erica B. E. Rogers <EBRogers@wardandsmith.com>; trademarks@wardandsmith.com; Angela P. Doughty
<APD@wardandsmith.com>; Joseph A. Schouten <JAS@wardandsmith.com>

Cc: Costellia, Jeffrey <JCostellia@nixonpeabody.com>; Weikert, Robert <rweikert@nixonpeabody.com>; Arnold, Lauren
<larnold@nixonpeabody.com>; Grilli, Alexis <agrilli@nixonpeabody.com>; Washington Trademark
<WTM@nixonpeabody.com>; Kunze, Deanna <dkunze@nixonpeabody.com>

Subject: RE: Discovery of Opposition Nos. 91254427 and 91254428 filed by Motif Medical LLC; Our Refs. 080327-2, -66,
and -74 (WS: 161593-00026; 00027)
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Dear Erica,

Attached please find Applicants’ Objections and Responses to Opposer’s Second Set of Interrogatories and Requests for
Production of Documents for both of the above referenced opposition proceedings (Nos. 91254427 and 91254428). Also
attached is the signed verification pages for Applicants’ responses to the first set of interrogatories and requests for
production of documents that we served on Friday.

Also, below is a secure link for you to download the Applicants’ first document production (access to the link expires on
October 30, 2020). You will receive the password by separate email shortly. We are continuing to compile responsive

documents in these matters and will send along the additional responsive documents in the next few days.

Link: https://spaces.hightail.com/receive/DueGmTZXQh

Regards,

Tarae

Tarae L Howell

Associate

thowell @nixonpeabody.com

T 617-345-1249 | C 607-280-2442 | F 866-999-0837

Nixon Peabody LLP | Exchange Place | 53 State Street | Boston, MA 02109-2835
nixonpeabody.com | @NixonPeabodyLLP

Nixon Peabody Pro Bono Champion

Please consider the environment before printing this email.

This email message and any attachments are confidential and may be protected by the attorney/client or other applicable privileges. The information is intended to
be conveyed only to the designated recipient(s) of the message. If you are not an intended recipient, please notify the sender immediately and delete the message
from your email system. Unauthorized use, dissemination, distribution or reproduction of this message by other than the intended recipient is strictly prohibited
and may be unlawful. Thank you.

From: Howell, Tarae

Sent: Friday, October 23, 2020 9:28 PM

To: 'EBRogers@wardandsmith.com' <EBRogers@wardandsmith.com>; 'trademarks@wardandsmith.com'
<trademarks@wardandsmith.com>; '"APD@wardandsmith.com' <APD@wardandsmith.com>; 'JAS@wardandsmith.com'
<JAS@wardandsmith.com>

Cc: Costellia, Jeffrey <JCostellia@nixonpeabody.com>; Weikert, Robert <rweikert@nixonpeabody.com>; Arnold, Lauren
<larnold@nixonpeabody.com>; Grilli, Alexis <agrilli@nixonpeabody.com>; Washington Trademark
<WTM@nixonpeabody.com>

Subject: Discovery of Opposition Nos. 91254427 and 91254428 filed by Motif Medical LLC; Our Refs. 080327-2, -66, and -
74 (WS: 161593-00026; 00027)

Dear Erica,

Attached please find Applicant’s Objections and Responses to Opposer’s First Set of Interrogatories and Requests for
Production of Documents for both of the above referenced opposition proceedings (Nos. 91254427 and 91254428).

Regards,

Tarae
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Tarae L Howell

Associate

thowell @nixonpeabody.com

T 617-345-1249 | C 607-280-2442 | F 866-999-0837

Nixon Peabody LLP | Exchange Place | 53 State Street | Boston, MA 02109-2835
nixonpeabody.com | @NixonPeabodyLLP

Nixon Peabody Pro Bono Champion

Please consider the environment before printing this email.

This email message and any attachments are confidential and may be protected by the attorney/client or other applicable privileges. The information is intended to
be conveyed only to the designated recipient(s) of the message. If you are not an intended recipient, please notify the sender immediately and delete the message
from your email system. Unauthorized use, dissemination, distribution or reproduction of this message by other than the intended recipient is strictly prohibited
and may be unlawful. Thank you.

-— - Erica B. E. Rogers
A ) ) Attorney

Ward and Smith, P.A.
751 Corporate Center Drive, Suite 300 (27607)
Post Office Box 33009 | Raleigh, NC 27636-3009

P:919.277.9186 | F: 919.277.9177
V-card | www.wardandsmith.com
Resources for North Carolina Businesses during COVID-19

If you have received this confidential message in error, please destroy it and any attachments
without reading, printing, copying or forwarding it. Please let us know of the error
immediately so that we can prevent it from happening again. You may reply directly to the
sender of this message. Neither the name of Ward and Smith, P.A. or its representative, nor
transmission of this email from Ward and Smith, P.A., shall be considered an electronic
signature unless specifically stated otherwise in this email by a licensed attorney employed
by Ward and Smith, P.A. Thank you.

Joseph A. Schouten

A ) Attorney

Ward and Smith, P.A.

751 Corporate Center Drive, Suite 300 (27607)
Post Office Box 33009 | Raleigh, NC 27636-3009

P:919.277.9217 | F: 919.277.9177 | M: 920.915.8061
V-card | www.wardandsmith.com
Resources for North Carolina Businesses during COVID-19

If you have received this confidential message in error, please destroy it and any attachments
without reading, printing, copying or forwarding it. Please let us know of the error
immediately so that we can prevent it from happening again. You may reply directly to the
sender of this message. Neither the name of Ward and Smith, P.A. or its representative, nor
transmission of this email from Ward and Smith, P.A., shall be considered an electronic
signature unless specifically stated otherwise in this email by a licensed attorney employed
by Ward and Smith, P.A. Thank you.
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EXHIBIT 3



REDACTED



EXHIBIT 4



REDACTED



EXHIBIT 5



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of Application Serial No. 87/776,295
For the mark:

@&

Published: November 5, 2019

—and—

In the Matter of Application Serial No. 88/329,455

For the mark:
Published: December 24, 2019

Motif Medical, LLC, Opposition No. 91254427 (Parent)
Opposer Opposition No. 91254428
V.

Mother's Milk, Inc.; Uzinmedicare Co.
Applicant.

DECLARATION OF ERICA B. E. ROGERS

I, Erica B. E. Rogers, declare as follows:

1. I am a citizen of the United States and resident of the State of North Carolina.

2. I am over eighteen (18) years of age, I am not subject to any disability, and I am
fully able to make the statements set forth in this Declaration.

3. I am an attorney at the law firm of Ward and Smith, P.A., and I represent the
Opposer, Motif Medical, LLC, in the above-captioned matter.

4. I make this Declaration in support of Opposer's Opposition to Mother's Milk,
Inc.'s Motion to Extend Discovery, Disclosure and Trial Schedule Deadlines and for the purpose

of authenticating specific facts stated therein.



5. Except where expressly stated on the basis of information which has been
provided to me and which I believe is true, the statements and facts contained in this Declaration
are true and accurate, and based on my own personal knowledge and experience.

6. On November 30, 2020 at 3:00pm ET, Applicant and Opposer's counsel held a
telephone conference regarding discovery. During the November 30, 2020 meet and confer,
Applicant raised the prospect of seeking a 60-day extension. During the November 30, 2020
meet and confer, Opposer informed Applicant that it would not agree to a 60-day extension. The
parties did not agree to any extension during the November 30, 2020 call.

7. I am aware that Ward and Smith, P.A. has been involved in numerous cases over
the past year in which the parties have found ways to adapt and complete discovery, depositions,
hearings, mediations, and numerous other events without multiple extensions of scheduling
orders despite the COVID-19 pandemic.

8. Applicant's First Document Production consisted of 37 documents (bate-stamped
SBU000000001-SBU0O00000666).

9. Applicant's Second Document Production consisted of 45 documents (bate-
stamped SBU000000667- SBU0O00000743)

10. I hereby declare, under penalty of perjury, that the foregoing is true and correct.

Executed on this ___25th day of January 2021.

Erica B. E. Rogers



CERTIFICATE OF SERVICE
I certify that on this 25th day of January 2021, the foregoing DECLARATION OF

ERICA B. E. ROGERS is being sent by electronic mail to the email addresses of record for the
Attorney for Applicant:

nptm@nixonpeabody.com

Erica B. E. Rogers

Joseph A. Schouten

Ward and Smith, P.A.

751 Corporate Center Drive, Suite 300
P.O. Box 33009

Raleigh, NC 27636-3009

Telephone: 919-277-9100

Facsimile: 919-277-9177

Email: trademarks@wardandsmith.com
Attorneys for Opposer



EXHIBIT 6



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of Application Serial No. 87/776,295

For the mark:

__________________________ X
Motif Medical, LLC
Opposition No.

Opposer,
V.
Mother's Milk, Inc.; Uzinmedicare Co.

Applicant.
__________________________ X

NOTICE OF OPPOSITION

Motif Medical, LLC ("Opposer"), a limited liability company organized and existing
under the laws of Delaware with a principal place of business at 1053 E Whitaker Mill Rd., Suite
115, Raleigh, NC 27604 believes that it will be damaged by the issuance of a registration for the
above-identified mark ("Applicants' Mark") shown in Application Serial No. 87/776,295 (the
"Application") filed January 30, 2018 by Mother's Milk, Inc. and Uzinmedicare Co. (each
referred to herein as an "Applicant," and collectively, the "Applicants") for breast pumps.

Opposer hereby opposes the Application on the following grounds: (a) Applicants made



fraudulent representations to the U.S. Patent and Trademark Office; (b) Applicants’ Mark
comprises matter that is functional; and (c) Applicants' Mark is a nondistinctive product design
which has not acquired distinctiveness.

As grounds for opposition, Opposer alleges as follows:

A. Opposer's Standing

1. Opposer is and has been in the business of medical technology, including
but not limited to, offering on-line wholesale store services featuring breast pumps and other
medical devices since at least as early as December, 1, 2016.

2. Opposer is and has been in the business of medical technology, including
but not limited to, manufacturing, distributing, and selling breast pumps, maternity compression
garments, pumping supplies, electric warmers for feeding bottles, and diaper bags since at least
as early as January 1, 2017.

3. Opposer uses a product design that is overall round and modern in shape
in connection with its manufacturing, distribution, and selling of breast pumps.

4. Opposer received letters dated March 29, 2019 and May 9, 2019 from

applicants counse! |

- Opposer therefore has a real interest in opposing the Application and standing to bring

this action. Attached as Exhibit A is a true and correct copy of Applicants' March 29, 2019 letter

_. Attached as Exhibit B is a true and correct copy of Applicants' May 9,



2019 letter _ Attached as Exhibit C is a true and correct copy of

Opposer's April 12, 2019 letter of response. Attached as Exhibit D is a true and correct copy of
Opposer's May 30, 2019 letter of response.

5. Opposer will be harmed by issuance of the registration for Applicants'

verk |
_. Opposer will also be harmed by the issuance of the registration sought

herein by Applicants because Opposer is in the business of manufacturing, distributing, and
selling breast pumps; Opposer is using a functional, nondistinctive product design in connection
with breast pumps; and the Application and any resulting registration will interfere with the
Opposer's current business. Opposer therefore has a real interest in opposing the Application and
standing to bring this action.

B. Application's Prosecution History

6. Applicants Mother's Milk, Inc. DBA Spectra Baby USA and
Uzinmedicare Co. filed the Application on January 30, 2018 based on their alleged use of
Applicants' Mark for breast pumps, in International Class 10.
7. Applicants' Mark is described in the application as follows:
The mark consists of a three-dimensional configuration of a breast pump that is
overall round and modern in shape with a top handle. The broken lines depicting
the attachment plug, the buttons and the display indicate placement of the mark on

the goods and are not part of the mark.

8. Applicants' Mark is further described by the drawing set forth below:



9. In the Application, a true and correct copy which is enclosed as Exhibit E,
Applicant's CEO, Heidi Humphries, on Applicant Mother's Milk, Inc. DBA Spectra Baby USA's
behalf, and Applicant's CEO, Byungwook Min, on Applicant Uzinmedicare Co.'s behalf,
represented and declared to the U.S. Patent and Trademark Office, in part: (a) that they are joint
owners of Applicants' Mark; (b) that "no other persons ... have the right to use the mark
[Applicants' Mark] in commerce..."; and (c) that to the best of each signatory's knowledge and
belief, the facts recited in the Application are accurate. Upon information and belief, these
representations were false and misleading.

10. On March 2, 2018 the U.S. Patent and Trademark Office issued an Office
Action refusing registration to Applicants' Mark based in part on functionality under Section
2(e)(5) of the Trademark Act, 15 U.S.C. § 1052(e)(5).

11. On September 4, 2018, Applicants, through counsel, amended the
description of Applicants' Mark and submitted a new drawing to exclude some of the functional
elements.

12. On September 26, 2018 the U.S. Patent and Trademark Office issued an

Office Action reiterating its refusal to registration of Applicants' Mark.



13. On March 8, 2019, Applicants, through counsel, filed a Request for
Reconsideration with the U.S. Patent and Trademark Office disagreeing that the interior portion
of the handle is functional.

14. In its March 8, 2019 Request, a copy of which is enclosed as Exhibit F,
Applicants, through counsel, made a false or misleading representation to the U.S. Patent and
Trademark Office in arguing that the handle as a part of "Applicants' breast pump trade dress
[...] is neither essential to the use or purpose of the breast pump nor does it affect the cost or
quality of the breast pump."

15. On March 29, 2019 the U.S. Patent and Trademark Office issued an Office
Action refusing registration to Applicants' Mark because Applicants' Mark is a nondistinctive
product design under Sections 1, 2 and 45 of the Trademark Act, 15 U.S.C. §§ 1051, 1052, and
1127.

16. On April 6, 2019 Applicants, through counsel, submitted written
arguments against the refusal and submitted a purported claim of acquired distinctiveness under
Section 2(f) of the Trademark Act, 15 U.S.C. §§ 1052(f).

17. In Applicants' April 6, 2019 Response, a copy of which is enclosed as
Exhibit G, Applicant, through counsel, made a false or misleading representation to the U.S.
Patent and Trademark Office in stating that its breast pump device design "has been in
continuous, exclusive, and extensive use in the U.S. for over 8 years."

18. On September 13, 2019, Applicants, through counsel, attempted to
substitute Min Byung Wook, an individual, in the place of Uzinmedicare, Co., by filing a Post

Publication Amendment, a copy of which is enclosed as Exhibit H.



19. On November 5, 2019 the U.S. Patent and Trademark Office approved the
Application for publication.

20. On December 3, 2019 Opposer filed to extend time to oppose the
Application by ninety days, and the Trademark Trial and Appeal Board granted the extension.

FIRST GROUND FOR OPPOSITION - FRAUD

21. Opposer incorporates by reference paragraphs 1-20 as if set forth fully
herein.

22. Applicants were warned at the time of signing the Application that willful
false statements and the like may jeopardize the validity of the application [...] or any

registration resulting therefrom. (Ex. E).

23. Min Byung Wook was not identified as an applicant at the time of filing
the Application.
24. Upon information and belief, Uzinmedicare Co. never existed as a Korean

corporation on the filing date of the Application, yet Uzinmedicare Co. was falsely identified as
Applicant at the time of filing the Application.

25. Upon information and belief, Uzinmedicare Co. was never a true owner of
Applicants' Mark, yet Uzinmedicare Co. was falsely identified as a true owner of Applicants'
Mark at the time of filing the Application.

26. On information and belief, Uzinmedicare is a sole proprietorship licensed
to do business in Korea and is currently owned by Min Byung Wook, individually.

217. On information and belief, Uzinmedicare was initially jointly owned by
Min Byung Wook and Sangha Kim, the current CEO of Cimilre Co. Ltd., another business in the

breast pump industry.



28. On information and belief, Cimilre Co. Ltd. was founded by Uzinmedicare
in 1999 but took a spinoff to establish itself as an independent company in 2016.

29. In the Application, Applicants declare that Applicants' Mark was first used
by Applicants or an Applicant's related company or licensee or predecessor in interest at least as
early as 2011.

30. On information and belief, because the Application identified an applicant
at the time of filing the Application that does not own Applicants' Mark, as evidence obtained
through discovery in this proceeding will further show, the false representation of paragraph 9
was false and inaccurate at the time it was made.

31. On information and belief, the false representation of paragraph 9
continued to be false as of March 8, 2019 when Applicants filed a Request for Reconsideration.

32. On information and belief, the false representation of paragraph 9
continued to be false as of September 4, 2018 when Applicants filed a Response to Office Action
with the U.S. Patent and Trademark Office.

33. The false representation of paragraph 9 is material because if the wrong
party is identified as the applicant, the Application is void ab initio which is grounds for the
denial of Applicants' Application.

34. On information and belief, Applicants, through counsel, made affirmative
false representations to the U.S. Patent and Trademark Office as set forth in paragraph 9, 14, and
17 in order to cause the U.S. Patent and Trademark Office to approve Applicants' Mark for
publication and grant a registration for Applicants' Mark.

35. The fraudulent representations of paragraphs 9, 14, and 17 are material

because the only reasonable inference from the foregoing is that Applicants made each false



representation to mislead the U.S. Patent and Trademark Office, to cause the U.S. Patent and
Trademark Office to approve Applicants' Application for publication and grant a registration for
Applicants' Mark.

36. On information and belief, Applicants knew or should have known the
false representations of paragraphs 9, 14, and 17 to be false at the time each was made and hence
committed fraud upon the U.S. Patent and Trademark Office.

37. Based on the foregoing, Applicants committed fraud in connection with
the prosecution of the Application, which is grounds for the denial of Applicants' Application.

38. Opposer will be damaged by the registration sought herein by Applicants
because Opposer is in the business of manufacturing, distributing, and selling breast pumps;
Opposer is using a functional, nondistinctive product design in connection with breast pumps;
and the Application and any resulting registration will interfere with the Opposer's current
business.

SECOND GROUND FOR OPPOSITION - FUNCTIONALITY

39. Opposer incorporates by reference paragraphs 1-20 as if set forth fully
herein.

40. The alleged mark of Applicants' Application consists of features that are
functional and provide a utilitarian advantage to the user.

41. Applicants were aware of the functional aspects and benefits provided by
the shape and design alleged by Applicants to make up Applicants' Mark at the time of filing the

Application.



42. As evidence obtained through discovery in this proceeding will show,
marketing materials ascribe functional attributes and benefits to a product configuration for
breast pumps that is overall round and modern in shape with a top handle.

43. As evidence obtained through discovery in this proceeding will likely
show, consumer reviews ascribe functional attributes and benefits to a product configuration for
breast pumps that is overall round and modern in shape with a top handle.

44. As evidence obtained through discovery in this proceeding will likely
show, there is little availability of alternative designs for breast pumps.

45. As evidence obtained through discovery in this proceeding will show, an
overall round and modern shape results from a comparatively simple or inexpensive method of
manufacture.

46. Applicants' Mark is wholly and substantially functional, and such matter is
not protectable under trademark law nor registrable under the Trademark Act, 15 U.S.C. §
1052(e)(5).

47. Opposer will be damaged by the registration sought herein by Applicants
because Opposer is in the business of manufacturing, distributing, and selling breast pumps;
Opposer is using a functional, nondistinctive product design in connection with breast pumps;
and the Application and any resulting registration will interfere with the Opposer's current

business.

THIRD GROUND FOR OPPOSITION - NONDISTINCTIVE PRODUCT DESIGN
48. Opposer incorporates by reference paragraphs 1-20 as if set forth fully

herein.



49. Applicants' Mark consists of breast pump device design that is overall
round and modern in shape with a top handle, which cannot indicate origin in Applicants or act
as a trademark to identify the source of the breast pumps or distinguish them from others and
therefore is not registerable.

50. Applicants' Mark is not inherently distinctive, and therefore is not
protectable under trademark law nor registrable under the Trademark Act, Sections 1, 2 and 45,
15 U.S.C. §§ 1051, 1052, and 1127.

51. Numerous breast pumps are on the market with a design that is overall
round and modern in shape. These include: Gland Nibble, Elvie Double Breast Electric Pump,
Medela Sonata, the Ruble Tuff, and numerous others. See Exhibit I, enclosed.

52. Applicants have failed to — and cannot — establish that Applicants' Mark
has acquired distinctiveness because Applicants are not the exclusive users of Applicants' Mark.

53. Opposer will be damaged by the registration sought herein by Applicants
because Opposer is in the business of manufacturing, distributing, and selling breast pumps;
Opposer is using a functional, nondistinctive product design in connection with breast pumps;
and the Application and any resulting registration will interfere with the Opposer's current
business.

WHEREFORE, Opposer believes it will be damaged by registration of Applicants' Mark
and respectfully prays that its opposition be sustained; that the Application be denied

registration; and for such other and further relief as may be appropriate.

10



Dated: March 3, 2020
Raleigh, North Carolina

Respectfully submitted,

ok

Erica B. E. Rogeré\,‘ASSthomey

WARD AND SMITH, P.A.
751 Corporate Center Drive,
Suite 300 (27607)

Post Office Box 33009
Raleigh, NC 27636-3009
919.277.9100

WS File: 161593-00007 Attorneys for Opposer.
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of Application Serial No. 88/329,455

For the mark:

Published: December 24, 2019.

__________________________ X
Motif Medical, LLC
Opposition No.

Opposer,
V.
Mother's Milk, Inc.; Uzinmedicare Co.

Applicant. :
__________________________ X

NOTICE OF OPPOSITION

Motif Medical, LLC ("Opposer"), a limited liability company organized and existing under
the laws of Delaware with a principal place of business at 1053 E Whitaker Mill Rd., Suite 115,
Raleigh, NC 27604 believes that it will be damaged by the issuance of a registration for the above-
identified mark ("Applicants' Mark") shown in Application Serial No. 88/329,455 (the
"Application") filed March 7, 2019 by Mother's Milk, Inc. and Uzinmedicare Co. (each referred
to herein as an "Applicant," and collectively, the "Applicants") for breast pumps. Opposer hereby

opposes the Application on the following grounds: (a) Applicants made fraudulent representations



to the U.S. Patent and Trademark Office; (b) Applicants' Mark is a generic designation; (c)
Applicants' Mark is merely descriptive of a feature or purpose of the identified goods; (d)
Applicants' Mark does not function as a trademark to indicate the source of Applicant's Goods and
to distinguish them from others; and (e) Applicants' Mark is aesthetically functional.

As grounds for opposition, Opposer alleges as follows:

A. Opposer's Standing

1. Opposer is and has been in the business of medical technology, including
but not limited to, offering on-line wholesale store services featuring breast pumps and other
medical devices since at least as early as December, 1, 2016.

2. Opposer is and has been in the business of medical technology, including
but not limited to, manufacturing, distributing, and selling breast pumps, maternity compression
garments, pumping supplies, electric warmers for feeding bottles, and diaper bags since at least as
early as January 1, 2017.

3. Because a design of three stacked wavy lines is the most appropriate and a
common descriptive designation for a product button to indicate product level or mode functions,
Opposer uses the designation in connection with its manufacturing, distribution, and selling of
breast pumps.

4. Opposer received letters dated March 29, 2019 and May 9, 2019 from

applicants' counse! |



I
I
I O poscr therefore
has areal interest in opposing the Application and standing to bring this action. Attached as Exhibit
A is a true and correct copy of Applicants' March 29, 2019 letter _
Attached as Exhibit B is a true and correct copy of Applicants' May 9, 2019 letter _
-. Attached as Exhibit C is a true and correct copy of Opposer's April 12, 2019 letter of
response. Attached as Exhibit D is a true and correct copy of Opposer's May 30, 2019 letter of
response.

5. Opposer will be harmed by issuance of the registration for Applicants' Mark

_. Opposer will also be harmed by the issuance of the registration sought

herein by Applicants because Opposer is in the business of manufacturing, distributing, and selling
breast pumps; Opposer is using a functional, nondistinctive, descriptive product design in
connection with breast pumps; and the Application and any resulting registration will interfere
with the Opposer's current business. Opposer therefore has a real interest in opposing the
Application and standing to bring this action.

B. Application's Prosecution History

6. Applicants Mother's Milk, Inc. DBA Spectra Baby USA and Uzinmedicare
Co. filed the Application on March 7, 2019 based on their alleged use of Applicants' Mark for
breast pumps, in International Class 10.

7. Applicants' Mark is described in the Application as follows:

The mark consists of a three-dimensional configuration of a design feature of the
goods, consisting of three stacked wavy lines. The circular dotted outline is not



claimed as a feature of the mark and represents the shape of a button to which the
mark is applied.

8. Applicants' Mark is further described by the drawing set forth below:

9. In the Application, a true and correct copy which is enclosed as Exhibit E,
Applicant's CEO Heidi Humphries, on Applicant Mother's Milk, Inc. DBA Spectra Baby USA's
behalf, and Applicant's CEO "Byungwook Min," on Applicant Uzinmedicare Co.'s behalf,
represented to the U.S. Patent and Trademark Office, in part: (a) that they are joint owners of
Applicants' Mark; (b) that "no other persons ... have the right to use the mark [Applicants' Mark]
in commerce"; and (c) that, to the best of each signatory's knowledge and belief, the facts recited
in the Application are accurate. Upon information and belief, these representations were false and
misleading.

10. On April 25, 2019 the U.S. Patent and Trademark Office issued an Office
Action refusing registration of Applicants' Mark because Applicants' Mark does not function as a
trademark to indicate the source of applicant’s goods or to identify and distinguish them from
others. Trademark Act Sections 1, 2, and 45, 15 U.S.C. §81051-1052, 1127.

11. On September 13, 2019, Applicants, through counsel, attempted to
substitute Min Byung Wook, an individual, in the place of Uzinmedicare, Co., by filing a Post

Publication Amendment, a copy of which is enclosed as Exhibit F.



12. On September 25, 2019 the U.S. Patent and Trademark Office accepted a
Letter of Protest filed by Opposer because the evidence submitted was relevant to support the

Section 2(e)(5) refusal, 15 U.S.C. §§ 1052(e). (Ex. G).

13. On October 22, 2019 Applicants, through counsel, submitted written
arguments against the refusal and submitted a purported claim of acquired distinctiveness under
Section 2(f) of the Trademark Act, 15 U.S.C. §§ 1052(f).

14. In Applicants' October 22, 2019 Response, a copy of which is enclosed as
Exhibit H, Applicants, through counsel, clarified the "letdown" function of Applicants' Mark as it
"occurs when the breast is stimulated [...] in this case by a mechanical process designed to mimic
a suckling baby" and "often described as [...] uncomfortable pressure."

15. In Applicants' October 22, 2019 Response, Applicants' admitted that "it

does [...] refer to its letdown functionality as 'massage mode,'" but claimed that "[massage mode]
is not a well-known phrase within the industry with respect to letdown." (Ex. H). However, as the
evidence in this proceeding will show, Applicants' statement that "massage mode" is not a well-
known phrase in the industry was false and misleading.

16. In Applicants' October 22, 2019 Response, Applicants, through counsel,
also made a false and misleading statement that "[Applicants' Mark] has become distinctive as a
source identifying trademark in connection with its breast pump devices." (Ex. H).

17. On December 4, 2019 the U.S. Patent and Trademark Office approved the
Application for publication.

18. On January 10, 2020, Opposer filed to extend time to oppose the

Application by ninety days, and the Trademark Trial and Appeal Board granted the extension.



FIRST GROUND FOR OPPOSITION - FRAUD

19. Opposer incorporates by reference paragraphs 1-18 as if set forth fully
herein.

20. Applicants were warned at the time of signing the Application that "willful
false statements and the like may jeopardize the validity of the application [...] or any registration
resulting therefrom." (Ex. E).

21. Min Byung Wook was not identified as an applicant at the time of filing the
Application.

22. Upon information and belief, Uzinmedicare Co. never existed as a Korean
corporation on the filing date of the Application, yet Uzinmedicare Co., a Korean corporation, was
falsely identified as Applicant at the time of filing the Application.

23. Upon information and belief, Uzinmedicare Co. was never a true owner of
Applicants' Mark, yet Uzinmedicare Co. was falsely identified as a true owner of Applicants' Mark
at the time of filing the Application.

24, On information and belief, "Uzinmedicare" is a sole proprietorship licensed
to do business in Korea and is currently owned by Min Byung Wook, individually.

25. On information and belief, Uzinmedicare was initially jointly owned by
Min Byung Wook and Sangha Kim, the current CEO of Cimilre Co. Ltd., another business in the
breast pump industry.

26. On information and belief, Cimilre Co. Ltd. was founded by Uzinmedicare

in 1999 but took a spinoff to establish itself as an independent company in 2016.



217. In the Application, Applicants declare that Applicants' Mark was first used
by Applicants or an Applicant's related company or licensee or predecessor in interest at least as
early as 2011.

28. On information and belief, because the Application identified an applicant
at the time of filing the Application that does not own Applicants' Mark, as evidence obtained
through discovery in this proceeding will further show, the false representation of paragraph 9 was
false and inaccurate at the time it was made.

29. The false representation of paragraph 9 is material because if the wrong
party is identified as the applicant, the Application is void ab initio which is grounds for the denial
of Applicants' Application.

30. On information and belief, Applicants, through counsel, made affirmative
false representations to the U.S. Patent and Trademark Office as set forth in paragraphs 15 and 16
in order to cause the U.S. Patent and Trademark Office to approve Applicants' Mark for publication
and grant a registration for Applicants' Mark.

31. The fraudulent representations in paragraphs 9, 15 and 16 are material
because the only reasonable inference from the foregoing is that Applicants made each false
representation to mislead the U.S. Patent and Trademark Office and to cause the U.S. Patent and
Trademark Office to approve Applicants' Application for publication and grant a registration for
Applicants' Mark.

32. On information and belief, Applicants knew or should have known the false
representations of paragraphs 9, 15 and 16 to be false at the time each was made and hence

committed fraud upon the U.S. Patent and Trademark Office.



33. Based on the foregoing, Applicants committed fraud in connection with the
prosecution of the Application, which is grounds for the denial of Applicants' Application.

34. Opposer will be damaged by the registration sought herein by Applicants
because Opposer is in the business of manufacturing, distributing, and selling breast pumps;
Opposer is using a functional, nondistinctive, descriptive product design in connection with breast
pumps; and the Application and any resulting registration will interfere with the Opposer's current
business.

SECOND GROUND FOR OPPOSITION - GENERICNESS

35. Opposer incorporates by reference paragraphs 1-18 as if set forth fully
herein.

36. The primary significance of three stacked wavy lines on a device button to
the relevant consumers is a generic designation. It is therefore incapable of distinguishing
Applicants' breast pumps from those of Opposer and any others in the industry. By claiming
exclusive rights in the three stacked wavy lines button design, Applicant seeks to prevent Opposer
(and other legitimate competitors) from using the precise and most common designation that
identifies a function or mode of a breast pump. Opposer and its competitors providing breast
pumps, as well as the general public, need to use the designation of three stacked wavy lines to be
able to properly identify and connote these functions or modes of the breast pump without words.

37. Therefore, Opposer would be injured if Applicants are permitted to obtain
a registration for Applicants' Mark giving Applicants the right to exclude Opposer and others in
the industry from using generic images and design to identify and connote a function of one of the

buttons on its breast pumps.



38. Based on the foregoing, registration of Applicants' Mark exceeds the scope
of permissible registration under 15 U.S.C. § 1052 for marks "by which the goods of the applicant
may be distinguished from the goods of others."

39. Opposer will be damaged by the registration sought herein by Applicants
because Opposer is in the business of manufacturing, distributing, and selling breast pumps;
Opposer is using a functional, nondistinctive, descriptive product design in connection with breast
pumps; and the Application and any resulting registration will interfere with the Opposer's current
business.

THIRD GROUND FOR OPPOSITION - MERE DESCRIPTIVENESS

40. Opposer incorporates by reference paragraphs 1-18 as if set forth fully
herein.

41. As a descriptive designation without secondary meaning, the stacked three
wavy line design does not distinguish Applicants' breast pumps from those of Opposer or others
in the industry.

42. The descriptive, nondistinctive, and functional design of three waves
claimed in Applicants' Mark is well known, if not universally known, to the consuming public to
describe and indicate levels or modes of product operation.

43. By claiming exclusive rights in the three stacked wavy lines button design,
Applicant seeks to prevent Opposer (and other legitimate competitors) from using the descriptive
designation which is necessary to accurately describe the function or mode of a button on the breast
pump.

44. Therefore, Opposer would be injured by the registration sought by

Applicant for the descriptive image of the three stacked wavy lines button design which would



give Applicant the right to exclude Opposer and others in the industry from using ordinary
terminology to describe a function or feature of one of the buttons routinely included on breast
pumps.

45. Applicants have failed to — and cannot — establish that Applicants' Mark has
acquired distinctiveness because Applicants are not the exclusive users of Applicants' Mark.

46. Based on the foregoing, registration of Applicants' Mark exceeds the scope
of permissible registration under 15 U.S.C. § 1052(e)(1), which prohibits registration of merely
descriptive terms.

47. Opposer will be damaged by the registration sought herein by Applicants
because Opposer is in the business of manufacturing, distributing, and selling breast pumps;
Opposer is using a functional, nondistinctive, descriptive product design in connection with breast
pumps; and the Application and any resulting registration will interfere with the Opposer's current
business.

FOURTH GROUND FOR OPPOSITION - FAILS TO FUNCTION

48. Opposer incorporates by reference paragraphs 1-18 as if set forth fully
herein.

49. Applicants' Mark merely informs the consumer of a function of the product
(i.e., mode or level of operation); therefore it cannot identify its source. See Applicants' product
manual, enclosed as Exhibit 1.

50. Applicants' Mark consists of three-dimensional configuration of a design
feature of the goods, consisting of three stacked wavy lines, which cannot indicate origin in
Applicants or act as a trademark to identify the source of breast pumps or distinguish them from

others and therefore is not registerable.
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51. Numerous devices, including medical devices, are on the market that use
the generic stacked wavy lines to describe to or inform consumers about a function (mode or level)
of the respective product. See Exhibit J, enclosed.

52. Opposer will be damaged by the registration sought herein by Applicants
because Opposer is in the business of manufacturing, distributing, and selling breast pumps;
Opposer is using a functional, nondistinctive, descriptive product design in connection with breast
pumps; and the Application and any resulting registration will interfere with the Opposer's current
business.

FIFTH GROUND OF OPPOSITION - AESTHETIC FUNCTIONALITY

53. Opposer incorporates by reference paragraphs 1-18 as if set forth fully
herein.

54. As evidence obtained through discovery in this proceeding will likely show,
a button depicting a three wave design serves a non-trademark purpose by connoting certain
attributes and benefits of a product such as indicating function levels or modes of operation to
consumers.

55. Applicants were aware of the aesthetically functional aspects and benefits
provided by a button depicting a three wave design for the non-trademark purpose of
communicating to a consumer at the time of filing the Application.

56. Applicants' assertion of ownership in Applicants' Mark places Opposer (and
other legitimate competitors) at an unfair non-reputational competitive disadvantage in the market

place throughout the United States.
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57.  Applicants' Mark is wholly and substantially functional, and such matter is
not protectable under trademark law nor registrable under the Trademark Act, 15 US.C. §
1052(e)(5).

58.  Opposer will be damaged by the registration sought herein by Applicants
because Opposer is in the business of manufacturing, distributing, and selling breast pumps;
Opposer is using a functional, nondistinctive, descriptive design in connection with breast pumps;
and the Application and any resulting registration will interfere with the Opposer's current
business.

WHEREFORE, Opposer believes it will be damaged by registration of Applicants' Mark
and respectfully requests that its opposition be sustained; that the Application be denied
registration; and for such other and further relief as may be appropriate.

Dated: March 3, 2020
Raleigh, North Carolina

Respectfully submitted,

WARD AND SMITH, P.A.
751 Corporate Center Drive,
Suite 300 (27607)

Post Office Box 33009
Raleigh, NC 27636-3009
919.277.9100

Attorneys for Opposer.

WS File: 161593-00007
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Trademark Trial and Appeal Board Electronic Filing System. http://estta.uspto.gov
ESTTA Tracking number: ESTTA1087678

Filing date: 10/09/2020

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Proceeding No. 91254427
Filing Party Defendant

Mother's Milk, Inc.; Min Byung Wook dba Uzinmedicare
Other Party Plaintiff

Motif Medical, LLC

There is no motion currently pending and no other motion is being filed concur-
rent with this consent motion.

Pending Motion

Consent Motion to Extend

The Expert Disclosures Due is currently set to close on 10/19/2020. Mother's Milk, Inc.; Min Byung Wook dba
Uzinmedicare requests that such date be extended for 60 days, or until 12/18/2020, and that all subsequent
dates be reset accordingly.

Time to Answer 04/22/2020 (CLOSED)
Deadline for Discovery Conference 05/22/2020 (CLOSED)
Discovery Opens 05/22/2020 (CLOSED)
Initial Disclosures Due 06/21/2020 (CLOSED)
Expert Disclosures Due 12/18/2020
Discovery Closes 01/17/2021
Plaintiff's Pretrial Disclosures Due 03/03/2021
Plaintiff's 30-day Trial Period Ends 04/17/2021
Defendant's Pretrial Disclosures Due 05/02/2021
Defendant's 30-day Trial Period Ends 06/16/2021
Plaintiff's Rebuttal Disclosures Due 07/01/2021
Plaintiff's 15-day Rebuttal Period Ends 07/31/2021
Plaintiff's Opening Brief Due 09/29/2021
Defendant's Brief Due 10/29/2021
Plaintiff's Reply Brief Due 11/13/2021
Request for Oral Hearing (optional) Due 11/23/2021

The grounds for this request are as follows:
Parties are unable to complete discovery/testimony during assigned period

Mother's Milk, Inc.; Min Byung Wook dba Uzinmedicare has secured the express consent of all other parties

to this proceeding for the extension and resetting of dates requested herein.

Certificate of Service

The undersigned hereby certifies that a copy of this filing has been served upon all parties, at their address of

record by Email on this date.
Respectfully submitted,
/Alexis P. Grilli/

Alexis P. Girilli

was.managing.clerk@nixonpeabody.com, ljewett@nixonpeabody.com, larnold@nixonpeabody.com, ag-

rilli@nixonpeabody.com



http://estta.uspto.gov
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Trademark Trial and Appeal Board Electronic Filing System. http://estta.uspto.gov
ESTTA Tracking number: ESTTA1087681

Filing date: 10/09/2020

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Proceeding No. 91254428

Filing Party Defendant
Mother's Milk, Inc.; Min Byung Wook dba Uzinmedicare

Other Party Plaintiff
Motif Medical, LLC

Pending Motion There is no motion currently pending and no other motion is being filed concur-
rent with this consent motion.

Consent Motion to Extend

The Expert Disclosures Due is currently set to close on 10/09/2020. Mother's Milk, Inc.; Min Byung Wook dba
Uzinmedicare requests that such date be extended for 60 days, or until 12/08/2020, and that all subsequent
dates be reset accordingly.

Time to Answer 04/12/2020 (CLOSED)
Deadline for Discovery Conference 05/12/2020 (CLOSED)
Discovery Opens 05/12/2020 (CLOSED)
Initial Disclosures Due 06/11/2020 (CLOSED)
Expert Disclosures Due 12/08/2020
Discovery Closes 01/07/2021
Plaintiff's Pretrial Disclosures Due 02/21/2021
Plaintiff's 30-day Trial Period Ends 04/07/2021
Defendant's Pretrial Disclosures Due 04/22/2021
Defendant's 30-day Trial Period Ends 06/06/2021
Plaintiff's Rebuttal Disclosures Due 06/21/2021
Plaintiff's 15-day Rebuttal Period Ends 07/21/2021
Plaintiff's Opening Brief Due 09/19/2021
Defendant's Brief Due 10/19/2021
Plaintiff's Reply Brief Due 11/03/2021
Request for Oral Hearing (optional) Due 11/13/2021

The grounds for this request are as follows:
Parties are unable to complete discovery/testimony during assigned period

Mother's Milk, Inc.; Min Byung Wook dba Uzinmedicare has secured the express consent of all other parties

to this proceeding for the extension and resetting of dates requested herein.

Certificate of Service

The undersigned hereby certifies that a copy of this filing has been served upon all parties, at their address of

record by Email on this date.
Respectfully submitted,
/Alexis P. Grilli/

Alexis P. Girilli

was.managing.clerk@nixonpeabody.com, ljewett@nixonpeabody.com, agrilli@nixonpeabody.com,

larnold@nixonpeabody.com
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