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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name Nationwide Mutual Insurance Company

Granted to Date
of previous ex-
tension

02/02/2020

Address ONE NATIONWIDE PLAZA
OFFICE OF GENERAL COUNSEL, 1-32-305
COLUMBUS, OH 43215-2226
UNITED STATES

Attorney informa-
tion

Kathryn A. Feiereisel
Morgan, Lewis & Bockius LLP
77 West Wacker Drive, 5th Floor
Attention: TMSU
Chicago, IL 60601
UNITED STATES
trademarks@morganlewis.com, anita.polott@morganlewis.com,
katie.feiereisel@morganlewis.com, trademarks@legalforce.com, caro-
lyn.himmelfarb@morganlewis.com, trademark@nationwide.com
312-324-1000

Applicant Information

Application No 88334031 Publication date 08/06/2019

Opposition Filing
Date

01/31/2020 Opposition Peri-
od Ends

02/02/2020

Applicant KING & KING, LLC
Apt. 1207
9039 Sligo Creek Pkwy
Silver Spring, MD 20901
UNITED STATES

Goods/Services Affected by Opposition

Class 036. First Use: 2015/03/00 First Use In Commerce: 2018/01/00
All goods and services in the class are opposed, namely: Business brokerage services and related-
consulting pertaining to business sales, mergers, acquisitions and business valuations; Business
brokerage services andrelated consulting pertaining to procurement, buying, selling and tendering in-
formation and opportunities

Grounds for Opposition

Priority and likelihood of confusion Trademark Act Section 2(d)

Dilution by blurring Trademark Act Sections 2 and 43(c)

http://estta.uspto.gov


Marks Cited by Opposer as Basis for Opposition

U.S. Registration
No.

854888 Application Date 07/24/1967

Registration Date 08/13/1968 Foreign Priority
Date

NONE

Word Mark NATIONWIDE

Design Mark

Description of
Mark

NONE

Goods/Services Class 036. First use: First Use: 1955/09/05 First Use In Commerce: 1955/09/05

UNDERWRITING AND SALE OF ALL LINES OF INSURANCE, INCLUDING
FIRE, LIFE, AND CASUALTY

U.S. Registration
No.

2017147 Application Date 06/30/1995

Registration Date 11/19/1996 Foreign Priority
Date

NONE

Word Mark NATIONWIDE

Design Mark

Description of
Mark

NONE

Goods/Services Class 036. First use: First Use: 1955/09/05 First Use In Commerce: 1955/09/05

financial services, namely, the brokerage and distribution of mutual funds,
money market funds, pension plans, IRA plans, annuities, and stocks and bonds

U.S. Registration
No.

1955871 Application Date 09/22/1994

Registration Date 02/13/1996 Foreign Priority
Date

NONE

Word Mark NATIONWIDE FINANCIAL SERVICES

Design Mark

Description of
Mark

NONE

Goods/Services Class 036. First use: First Use: 1983/11/28 First Use In Commerce: 1983/11/28

financial services, namely the brokerage of and administration of mutual
funds,money market funds, pension plans, and IRA plans

U.S. Registration
No.

1793850 Application Date 10/29/1987

Registration Date 09/21/1993 Foreign Priority
Date

NONE

Word Mark NATIONWIDE IS ON YOUR SIDE

Design Mark

Description of NONE



Mark

Goods/Services Class 036. First use: First Use: 1974/01/21 First Use In Commerce: 1974/01/21

INSURANCE SERVICES; NAMELY, UNDERWRITING LIFE, HEALTH, ANNU-
ITY, PROPERTY AND CASUALTY INSURANCE; FINANCIAL SERVICES;
NAMELY, THE SALE OF MUTUAL FUNDS, MONEY MARKET FUNDS, PEN-
SION PLANS AND IRA PLANS

U.S. Registration
No.

2788512 Application Date 11/22/2002

Registration Date 12/02/2003 Foreign Priority
Date

NONE

Word Mark NATIONWIDE FINANCIAL

Design Mark

Description of
Mark

NONE

Goods/Services Class 036. First use: First Use: 1983/11/28 First Use In Commerce: 1983/11/28

insurance and financial services, namely, life insurance underwriting; annuity un-
derwriting; mutual fund investment; [ money market fund investment; ] adminis-
tration of pension plans, retirement accounts and retirement plans; asset man-
agement services

U.S. Registration
No.

2851470 Application Date 04/11/2002

Registration Date 06/08/2004 Foreign Priority
Date

NONE

Word Mark NATIONWIDE QUATRO SELECT ANNUITY

Design Mark

Description of
Mark

NONE

Goods/Services Class 036. First use: First Use: 2002/06/01 First Use In Commerce: 2002/06/01

Financial services, namely, life insurance and annuity underwriting, investment-
management and distribution

U.S. Registration
No.

2775313 Application Date 12/13/2002

Registration Date 10/21/2003 Foreign Priority
Date

NONE

Word Mark THE NATIONWIDE CORPORATE INCENTIVE PROGRAM

Design Mark

Description of
Mark

NONE

Goods/Services Class 036. First use: First Use: 2002/12/04 First Use In Commerce: 2002/12/04

insurance and financial services, namely, underwriting and administration of uni-



versal life and variable universal lifeinsurance policies for corporate benefit
plans, [ administration of deferred compensation plans, and trust services ]

U.S. Registration
No.

2773489 Application Date 12/20/2002

Registration Date 10/14/2003 Foreign Priority
Date

NONE

Word Mark NATIONWIDE PLATINUM III

Design Mark

Description of
Mark

NONE

Goods/Services Class 036. First use: First Use: 2002/12/15 First Use In Commerce: 2002/12/15

financial services, namely, [ life insurance and ] annuity underwriting, [ invest-
ment management ] and distribution

U.S. Registration
No.

2654146 Application Date 12/14/2001

Registration Date 11/26/2002 Foreign Priority
Date

NONE

Word Mark NATIONWIDE PLATINUM V

Design Mark

Description of
Mark

NONE

Goods/Services Class 036. First use: First Use: 2000/01/06 First Use In Commerce: 2000/01/06

financial services, namely, brokerage in the field of [ variable universal life, ] an-
nuities [, and mutual funds ]
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 
 

NATIONWIDE MUTUAL INSURANCE 

COMPANY, 

Opposer, 

v. 

KING & KING, LLC, 

 

   Applicant. 

 

 

In re Application Serial No. 88/334,031 

 

 

Mark:  KKBA NATIONWIDE 

 BUSINESS ADVISORS 

 

Published:  August 6, 2019 

 

Opposition No.     

 

 

NOTICE OF OPPOSITION 

 Opposer Nationwide Mutual Insurance Company (“Nationwide”), an Ohio Corporation 

with its principal place of business at One Nationwide Plaza, Columbus, Ohio 43215, believes it 

will be damaged by registration of the designation KKBA NATIONWIDE BUSINESS 

ADVISORS for use in connection with business brokerage services and related consulting 

services in Class 36 as reflected in King & King LLC’s (“Applicant”) Application Serial No. 

88/334,031.  Nationwide hereby opposes registration of the designation KKBA NATIONWIDE 

BUSINESS ADVISORS under the provisions of Sections 2(d) and 43(c) of the Trademark Act 

of July 5, 1946 (the “Lanham Act”), 15 U.S.C. §§ 1052(d) and 1125(c). 

 As grounds for opposition, Nationwide alleges as follows: 

The NATIONWIDE Family of Marks 

1. Nationwide and its predecessors-in-interest and authorized licensees have for 

decades used the famous family of trademarks consisting of and containing the term 

NATIONWIDE (collectively, the “NATIONWIDE Marks”) in connection with a wide variety of 
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services including, without limitation, financial services and the underwriting and sale of 

different types of insurance including property and casualty, life, disability, and health.   

2. These and other services offered under the NATIONWIDE Marks are and have 

for many years been widely and continuously marketed, distributed, and sold throughout the 

United States.  The website located at www.nationwide.com features information about 

Nationwide’s services currently available in the United States. 

3. The NATIONWIDE Marks symbolize the extensive goodwill and consumer 

recognition that Nationwide has established through many years of continuous use and 

substantial expenditures of time, effort, and other resources in the advertising and promotion of 

services offered by Nationwide and its authorized licensees under the NATIONWIDE Marks.   

4. As a result of this continuous, extensive, and well-publicized use, the 

NATIONWIDE Marks are famous in the United States and are associated exclusively with 

Nationwide and its high quality services. 

5. In addition to its extensive common law rights in the NATIONWIDE Marks, 

Nationwide is the owner of all right, title, and interest in and to numerous registrations issued by 

the United States Patent and Trademark Office for trademarks consisting of or incorporating the 

term “NATIONWIDE,” including without limitation the following registrations (the 

“NATIONWIDE Registrations”): 

Mark Registration No.  Registration 

Date 

Class Incontestable 

NATIONWIDE 854,888 Aug. 13, 1968 36 Yes 

NATIONWIDE 2,017,147 Nov. 19, 1996 36 Yes 

NATIONWIDE 

FINANCIAL 

SERVICES 

1,955,871 Feb. 13, 1996 36 Yes 
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Mark Registration No.  Registration 

Date 

Class Incontestable 

NATIONWIDE IS ON 

YOUR SIDE 

1,793,850 

 

Sept. 21, 1993 36 Yes 

NATIONWIDE 

FINANCIAL  

2,788,512 Dec. 2, 2003 36 Yes 

NATIONWIDE 

QUATRO SELECT 

ANNUITY 

2,851,470 June 8, 2004 36 Yes 

THE NATIONWIDE 

CORPORATE 

INCENTIVE 

PROGRAM 

2,775,313 Oct. 21, 2003 36 Yes 

NATIONWIDE 

PLATINUM III 

2,773,489 Oct. 14, 2003 36 Yes 

NATIONWIDE 

PLATINUM V 

2,654,146 Nov. 26, 2002 36 Yes 

 

6. The NATIONWIDE Registrations are valid and subsisting, are in full force and 

effect, and constitute prima facie and/or conclusive evidence of Nationwide’s exclusive right to 

use the NATIONWIDE Marks in commerce in connection with the goods and services specified 

therein.     

7. The NATIONWIDE Marks are famous.  Indeed, the TTAB has previously ruled 

that “[t]he fame of the NATIONWIDE mark for insurance services . . . ‘casts a long shadow 

which competitors must avoid.’”  Nationwide Mut. Ins. Co. v. Nationwide Realty, LLC, 120 

U.S.P.Q.2d 1618, 1633 (TTAB Nov. 14, 2016) (non-precedential; quoting Kenner Parker Toys, 

Inc. v. Rose Art Indus., Inc., 22 U.S.P.Q.2d 1453, 1456 (Fed. Cir. 1992) (emphasis added)).   
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Applicant’s KKBA NATIONWIDE BUSINESS ADVISORS Application 

 

8. On March 11, 2019, Applicant filed Application Serial No. 88/334,031 under 

Section 1(a) of the Lanham Act, 15 U.S.C. § 1051(a), for federal registration of the designation 

KKBA NATIONWIDE BUSINESS ADVISORS for “business brokerage services and related 

consulting pertaining to business sales, mergers, acquisitions and business valuations” and 

“business brokerage services and related consulting pertaining to procurement, buying, selling 

and tendering information and opportunities” in Class 36 (the “Application”). 

9. The Application was published for opposition on August 6, 2019.   

10. On August 7, 2019 and again on December 3, 2019, the Trademark Trial and 

Appeal Board extended the deadline to oppose registration of the KKBA NATIONWIDE 

BUSINESS ADVISORS designation at Nationwide’s request.  The opposition period is currently 

set to expire on February 2, 2020.  Nationwide therefore timely files this opposition.   

11. Nationwide has not authorized or otherwise consented to the Application or to 

Applicant’s use of the KKBA NATIONWIDE BUSINESS ADVISORS designation. 

FIRST GROUND FOR OPPOSITION 

(Likelihood of Confusion) 

12. Nationwide incorporates the allegations of the foregoing paragraphs as if fully set 

forth herein.  

13. Nationwide’s rights to the NATIONWIDE Marks and the NATIONWIDE 

Registrations are superior to any rights of Applicant; through longstanding and continuous use, 

Nationwide has acquired exclusive rights in the NATIONWIDE Marks that predate any rights 

upon which Applicant may rely. 

14. The KKBA NATIONWIDE BUSINESS ADVISORS designation so resembles 

the NATIONWIDE Marks used by Nationwide in the United States as to be likely, when used on 
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or in connection with the goods identified in the Application, to cause confusion, mistake or to 

deceive consumers in violation of Section 2(d) of the Lanham Act, 15 U.S.C. § 1052(d). 

SECOND GROUND FOR OPPOSITION 

(Dilution) 

15. Nationwide incorporates the allegations of the foregoing paragraphs as if fully set 

forth herein. 

16. The NATIONWIDE Marks are famous and became famous before the filing date 

of the Application and before any use of the designation KKBA NATIONWIDE BUSINESS 

ADVISORS by Applicant. 

17. Applicant’s use and registration of KKBA NATIONWIDE BUSINESS 

ADVISORS is likely to dilute the distinctive quality of Nationwide’s famous family of 

NATIONWIDE Marks in violation of Section 43(c) of the Lanham Act, 15 U.S.C. § 1125(c).   

 

WHEREFORE, Opposer Nationwide Mutual Insurance Company believes it will be 

damaged by registration of designation KKBA NATIONWIDE BUSINESS ADVISORS as 

reflected in Application Serial No. 88/334,031, and respectfully requests that the registration 

sought by Applicant be refused. 

Dated:  January 31, 2020 

 

Respectfully submitted, 

 

By: /s/ Kathryn A. Feiereisel    

Anita B. Polott 

MORGAN, LEWIS & BOCKIUS LLP 

1111 Pennsylvania Ave., N.W. 

Washington, D.C. 20004 

Tel: (202) 739-3000 

Fax:  (202) 739-3001 

Email:mailto:rebecca.mcdougall@morganlewis.

com anita.polott@morganlewis.com  

 

Kathryn A. Feiereisel  

MORGAN, LEWIS & BOCKIUS LLP 

77 West Wacker Drive, Fifth Floor  

mailto:rebecca.mcdougall@morganlewis.com
mailto:rebecca.mcdougall@morganlewis.com


 
 

 6 

Chicago, IL 60601 

Tel:  (312) 324-1000  

Fax: (312) 324-1001 

Email: katie.feiereisel@morganlewis.com 

 

Attorneys for Opposer NATIONWIDE 

MUTUAL INSURANCE COMPANY 

 

 

 

 



 

 

Notice of Opposition 

EXHIBIT A 
 



 

Mark Information

Mark Literal
Elements:

NATIONWIDE

Standard Character
Claim:

No

Mark Drawing
Type:

1 - TYPESET WORD(S) /LETTER(S) /NUMBER(S)

Related Properties Information

Claimed Ownership
of US

Registrations:

0618001, 0713962, 0733565

Goods and Services

Note:
The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: UNDERWRITING AND SALE OF ALL LINES OF INSURANCE, INCLUDING FIRE, LIFE, AND CASUALTY

International
Class(es):

036 U.S Class(es): 102 - Primary Class

Class Status: ACTIVE

Basis: 1(a)

First Use: Sep. 05, 1955 Use in Commerce: Sep. 05, 1955

Basis Information (Case Level)

Filed Use: Yes Currently Use: Yes

Filed ITU: No Currently ITU: No

Generated on: This page was generated by TSDR on 2020-01-31 12:04:52 EST

Mark: NATIONWIDE

US Serial Number: 72276679 Application Filing
Date:

Jul. 24, 1967

US Registration
Number:

854888 Registration Date: Aug. 13, 1968

Register: Principal

Mark Type: Service Mark

TM5 Common Status
Descriptor:

LIVE/REGISTRATION/Issued and Active

The trademark application has been registered with the Office.

Status: The registration has been renewed.

Status Date: Sep. 23, 2017



Filed 44D: No Currently 44E: No

Filed 44E: No Currently 66A: No

Filed 66A: No Currently No Basis: No

Filed No Basis: No

Current Owner(s) Information

Owner Name: NATIONWIDE MUTUAL INSURANCE COMPANY

Owner Address: One Nationwide Plaza
Office of General Counsel 1-32-305
Columbus, OHIO UNITED STATES 432152226

Legal Entity Type: CORPORATION State or Country
Where Organized:

OHIO

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Scott W. Linek

Attorney Primary
Email Address:

trademark@nationwide.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

Scott W. Linek
Nationwide Mutual Insurance Company
One Nationwide Plaza
Office of General Counsel, 1-32-305
Columbus, OHIO UNITED STATES 43215-2226

Phone: 614-249-5497 Fax: 614-677-8034

Correspondent e-
mail:

trademark@nationwide.com Correspondent e-
mail Authorized:

Yes

Domestic Representative - Not Found

Prosecution History

Date Description
Proceeding
Number

Aug. 19, 2019 ATTORNEY/DOM.REP.REVOKED AND/OR APPOINTED

Aug. 19, 2019 TEAS REVOKE/APP/CHANGE ADDR OF ATTY/DOM REP RECEIVED

Sep. 23, 2017 NOTICE OF ACCEPTANCE OF SEC. 8 & 9 - E-MAILED

Sep. 23, 2017 REGISTERED AND RENEWED (THIRD RENEWAL - 10 YRS) 30004

Sep. 23, 2017 REGISTERED - SEC. 8 (10-YR) ACCEPTED/SEC. 9 GRANTED 30004

Sep. 20, 2017 CASE ASSIGNED TO POST REGISTRATION PARALEGAL 30004

Aug. 14, 2017 TEAS SECTION 8 & 9 RECEIVED

Aug. 13, 2017 COURTESY REMINDER - SEC. 8 (10-YR)/SEC. 9 E-MAILED

Jul. 25, 2017 NOTICE OF SUIT

Jul. 25, 2017 NOTICE OF SUIT

Jul. 21, 2016 NOTICE OF SUIT

Jul. 21, 2016 NOTICE OF SUIT

Apr. 28, 2016 ATTORNEY/DOM.REP.REVOKED AND/OR APPOINTED

Apr. 28, 2016 TEAS REVOKE/APP/CHANGE ADDR OF ATTY/DOM REP RECEIVED

May 21, 2012 NOTICE OF SUIT

Mar. 03, 2010 APPLICANT/CORRESPONDENCE CHANGES (NON-RESPONSIVE) ENTERED 88888

Mar. 03, 2010 TEAS CHANGE OF OWNER ADDRESS RECEIVED

Feb. 06, 2009 CASE FILE IN TICRS

Aug. 13, 2008 REGISTERED AND RENEWED (SECOND RENEWAL - 10 YRS) 65765

Aug. 13, 2008 REGISTERED - SEC. 8 (10-YR) ACCEPTED/SEC. 9 GRANTED

Aug. 06, 2008 ASSIGNED TO PARALEGAL 65765

Jul. 30, 2008 TEAS SECTION 8 & 9 RECEIVED

Dec. 18, 2002 TEAS CHANGE OF CORRESPONDENCE RECEIVED

Aug. 13, 1988 REGISTERED AND RENEWED (FIRST RENEWAL - 20 YRS)



Aug. 26, 1988 REGISTERED - SEC. 9 FILED/CHECK RECORD FOR SEC. 8

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: GENERIC WEB UPDATE Date in Location: Sep. 23, 2017

Proceedings

Summary

Number of
Proceedings:

8

 
Type of Proceeding: Opposition

Proceeding
Number:

91247239 Filing Date: Mar 27, 2019

Status: Pending Status Date: Mar 27, 2019

Interlocutory
Attorney:

JENNIFER KRISP

Defendant

Name: 1St Nationwide Mortgage Corporation

Correspondent
Address:

ANTHONY M VERNA III
VERNA LAW PC
80 THEODORE FREMD AVE
RYE NY UNITED STATES , 10580

Correspondent e-
mail:

anthony@vernalaw.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

1ST NATIONWIDE MORTGAGE Opposition Pending 87942069

Plaintiff(s)

Name: Nationwide Mutual Insurance Company

Correspondent
Address:

ANITA B POLOTT
MORGAN LEWIS & BOCKIUS LLP
1111 PENNSYLVANIA AVE N.W. , ATTENTION: TMSU
WASHINGTON DC UNITED STATES , 20004

Correspondent e-
mail:

trademarks@morganlewis.com , anita.polott@morganlewis.com , katie.feiereisel@morganlewis.com , carolyn.himmelfarb@morganlewi

s.com , trademark@nationwide.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

NATIONWIDE REGISTERED AND RENEWED 72276679 854888

NATIONWIDE REGISTERED AND RENEWED 74695366 2017147

NATIONWIDE FINANCIAL SERVICES REGISTERED AND RENEWED 74576757 1955871

NATIONWIDE IS ON YOUR SIDE REGISTERED AND RENEWED 73692433 1793850

NATIONWIDE FINANCIAL REGISTERED AND RENEWED 76469150 2788512

NATIONWIDE QUATRO SELECT ANNUITY REGISTERED AND RENEWED 76395224 2851470

THE NATIONWIDE CORPORATE INCENTIVE PROGRAM REGISTERED AND RENEWED 76475068 2775313

NATIONWIDE PLATINUM III REGISTERED AND RENEWED 76477175 2773489

NATIONWIDE PLATINUM V REGISTERED AND RENEWED 76348768 2654146

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Mar 27, 2019

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Mar 27, 2019 May 06, 2019

3 PENDING, INSTITUTED Mar 27, 2019

4 ANSWER May 03, 2019



5 P CHANGE OF CORRESP ADDRESS May 06, 2019

6 P MOT FOR EXT W/ CONSENT Nov 26, 2019

7 EXTENSION OF TIME GRANTED Nov 26, 2019

8 P MOT FOR EXT W/ CONSENT Jan 27, 2020

9 EXTENSION OF TIME GRANTED Jan 27, 2020

Type of Proceeding: Opposition

Proceeding
Number:

91241733 Filing Date: Jun 11, 2018

Status: Terminated Status Date: Jun 20, 2018

Interlocutory
Attorney:

MARY B MYLES

Defendant

Name: Nationwide Inventory Professionals, LLC

Correspondent
Address:

FRANK A MAZZEO
RYDER LU MAZZEO & KONIECZNY LLC
808 BETHLEHEM PIKE STE 200
COLMAR PA UNITED STATES , 18915

Correspondent e-
mail:

fmazzeo@ryderlu.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

NATIONWIDE INVENTORY PROFESSIONALS Abandoned - After Inter-Partes Decision 87519539

Plaintiff(s)

Name: Nationwide Mutual Insurance Company

Correspondent
Address:

ROBERT J MORGAN
PORTER WRIGHT MORRIS & ARTHUR LLP
41 SOUTH HIGH ST STE 2900
COLUMBUS OH UNITED STATES , 43215

Correspondent e-
mail:

rmorgan@porterwright.com , ipdocket@porterwright.com , mbarnett@porterwright.com , meghan.duffy@nationwide.com , amy.grayem

@nationwide.com , trademark@nationwide.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

NATIONWIDE REGISTERED AND RENEWED 72276679 854888

NATIONWIDE IS ON YOUR SIDE REGISTERED AND RENEWED 73692433 1793850

NATIONWIDE REGISTERED AND RENEWED 75789949 2371088

NATIONWIDE INSURANCE REGISTERED AND RENEWED 78714017 3196175

NATIONWIDE NATIONWIDE ON YOUR SIDE Cancelled - Section 8 77207230 3369072

NATIONWIDE Cancelled - Section 8 85162816 4177757

NATIONWIDE BLUE RIBBON Cancelled - Section 8 85271002 4177838

NATIONWIDE PRIVATE CLIENT Registered 86808237 4968831

NOW FROM NATIONWIDE Registered 87144130 5152921

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Jun 11, 2018

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Jun 11, 2018 Jul 21, 2018

3 PENDING, INSTITUTED Jun 11, 2018

4 W/DRAW OF APPLICATION Jun 18, 2018

5 BD DECISION: DISMISSED W/O PREJ Jun 20, 2018

6 TERMINATED Jun 20, 2018

Type of Proceeding: Cancellation

Proceeding
Number:

92067046 Filing Date: Oct 09, 2017

Status: Pending Status Date: Sep 05, 2019



Interlocutory
Attorney:

GEOFFREY MCNUTT

Defendant

Name: Nationwide Auto Lease LLC

Correspondent
Address:

MITCHELL P NOVICK
LAW OFFICES OF MITCHELL P NOVICK
623 EAGLE ROCK AVENUE, SUITE 407
WEST ORANGE NJ UNITED STATES , 07052

Correspondent e-
mail:

mnovick@mitchellnovick.com , nhyman@mitchellnovick.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

NATIONWIDE AUTO LEASE Cancellation Pending 86725538 5005305

Plaintiff(s)

Name: Nationwide Mutual Insurance Company

Correspondent
Address:

MARTIN J MILLER
PORTER WRIGHT MORRIS & ARTHUR LLP
41 SOUTH HIGH STREET, SUITE 2900
COLUMBUS OH UNITED STATES , 43215

Correspondent e-
mail:

ipdocket@porterwright.com , trademark@nationwide.com , LINEKS@nationwide.com , amy.grayem@nationwide.com , jgerken@porter

wright.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

NATIONWIDE REGISTERED AND RENEWED 72276679 854888

NATIONWIDE IS ON YOUR SIDE REGISTERED AND RENEWED 73692433 1793850

NATIONWIDE FINANCIAL SERVICES REGISTERED AND RENEWED 74576757 1955871

NATIONWIDE REGISTERED AND RENEWED 74695366 2017147

NATIONWIDE REGISTERED AND RENEWED 75789949 2371088

NATIONWIDE FINANCIAL REGISTERED AND RENEWED 76469150 2788512

NATIONWIDE ADVANTAGE MORTGAGE REGISTERED AND RENEWED 76344232 2811277

NATIONWIDE ADVANTAGE MORTGAGE REGISTERED AND RENEWED 78386920 3119130

NATIONWIDE ADVANTAGE MORTGAGE COMPANY REGISTERED AND RENEWED 78386925 3199372

NATIONWIDE REGISTERED AND RENEWED 77146539 3328956

NATIONWIDE REGISTERED AND RENEWED 77162722 3328989

NATIONWIDE BANK REGISTERED AND RENEWED 78592486 3308449

NATIONWIDE NATIONWIDE ON YOUR SIDE Cancelled - Section 8 77207230 3369072

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Oct 09, 2017

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Oct 09, 2017 Nov 18, 2017

3 PENDING, INSTITUTED Oct 09, 2017

4 D APPEARANCE / POWER OF ATTORNEY Nov 16, 2017

5 D MOT FOR EXT W/O CONSENT Nov 16, 2017

6 EXTENSION OF TIME GRANTED Dec 12, 2017

7 ANSWER Dec 18, 2017

8 P MOT FOR EXT W/ CONSENT Feb 08, 2018

9 EXTENSION OF TIME GRANTED Feb 08, 2018

10 P MOT FOR EXT W/ CONSENT Feb 11, 2018

11 EXTENSION OF TIME GRANTED Feb 12, 2018

12 P MOT TO COMPEL DISCOVERY Jun 15, 2018

13 P W/D MOTION TO COMPEL Jun 21, 2018

14 TRIAL DATES REMAIN AS SET Jun 25, 2018

15 P MOT FOR EXT W/ CONSENT Sep 12, 2018

16 EXTENSION OF TIME GRANTED Sep 12, 2018

17 P MOT FOR EXT W/ CONSENT Oct 15, 2018



18 EXTENSION OF TIME GRANTED Oct 15, 2018

19 P MOT FOR EXT W/ CONSENT Nov 26, 2018

20 EXTENSION OF TIME GRANTED Nov 27, 2018

21 P MOT FOR EXT W/ CONSENT Jan 11, 2019

22 EXTENSION OF TIME GRANTED Jan 11, 2019

23 P CHANGE OF CORRESP ADDRESS Mar 15, 2019

24 P MOT FOR EXT W/ CONSENT Mar 15, 2019

25 EXTENSION OF TIME GRANTED Mar 15, 2019

26 P MOT TO COMPEL DISCOVERY Jul 05, 2019

27 P CHANGE OF CORRESP ADDRESS Jul 08, 2019

28 TRIAL DATES RESET Sep 05, 2019

29 P MOT FOR DISCOVERY SANCTIONS Oct 30, 2019

30 PAPER RECEIVED AT TTAB Nov 29, 2019

31 P REPLY IN SUPPORT OF MOTION Dec 02, 2019

Type of Proceeding: Cancellation

Proceeding
Number:

92056432 Filing Date: Nov 12, 2012

Status: Terminated Status Date: Mar 31, 2017

Interlocutory
Attorney:

ELIZABETH A DUNN

Defendant

Name: NationWide Realty, LLC

Correspondent
Address:

KENNETH M SMITH
RIGGS ABNEY NEAL ET AL
4554 S HARVARD AVE, STE 200
TULSA OK UNITED STATES , 74135-2906

Correspondent e-
mail:

ksmith@riggsabney.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

NATIONWIDE REALTY Cancelled - Section 18 77477488 3600581

Plaintiff(s)

Name: Nationwide Mutual Insurance Company

Correspondent
Address:

JOSEPH R DREITLER
DREITLER TRUE LLC
19 E KOSSUTH ST
COLUMBUS OH UNITED STATES , 43206

Correspondent e-
mail:

jdreitler@ustrademarklawyer.com , mtrue@ustrademarklawyer.com , ttrofino@ustrademarklawyer.com , ahilton@ustrademarklawyer.c

om

Associated marks

Mark Application Status
Serial
Number

Registration
Number

NATIONWIDE REGISTERED AND RENEWED 72276679 854888

NATIONWIDE REGISTERED AND RENEWED 75789949 2371088

NATIONWIDE ADVANTAGE MORTGAGE REGISTERED AND RENEWED 78386920 3119130

NATIONWIDE Registered 85629211 5173873

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Nov 12, 2012

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Nov 13, 2012 Dec 23, 2012

3 PENDING, INSTITUTED Nov 13, 2012

4 ANSWER Dec 17, 2012

5 STIPULATED PROTECTIVE ORDER May 06, 2013

6 STIP NOTED AND APPROVED Jun 03, 2013

7 P MOT FOR EXT W/ CONSENT Jun 05, 2013



8 EXTENSION OF TIME GRANTED Jun 05, 2013

9 P MOT FOR EXT W/ CONSENT Aug 30, 2013

10 EXTENSION OF TIME GRANTED Aug 30, 2013

11 P MOT FOR EXT W/ CONSENT Nov 14, 2013

12 EXTENSION OF TIME GRANTED Nov 14, 2013

13 P MOT TO AMEND PLEADING/AMENDED PLEADING Feb 07, 2014

14 ANSWER Mar 07, 2014

15 TRIAL DATES RESET Mar 20, 2014

16 P MOT FOR EXT W/ CONSENT May 05, 2014

17 EXTENSION OF TIME GRANTED May 05, 2014

18 P CHANGE OF CORRESP ADDRESS Jun 25, 2014

19 D MOT FOR EXT W/ CONSENT Jun 27, 2014

20 EXTENSION OF TIME GRANTED Jun 27, 2014

21 P MOT FOR EXT W/ CONSENT Jul 30, 2014

22 EXTENSION OF TIME GRANTED Jul 30, 2014

23 P MOT FOR EXT W/ CONSENT Aug 28, 2014

24 EXTENSION OF TIME GRANTED Aug 28, 2014

25 P MOT FOR SUMMARY JUDGMENT Nov 25, 2014

26 P MOT TO SUSP PEND DISP OUTSTNDNG MOT Dec 12, 2014

27 D MOT FOR EXT W/ CONSENT Dec 23, 2014

28 D MOT FOR EXT W/O CONSENT Dec 30, 2014

29 D OPP/RESP TO MSJ Jan 07, 2015

30 D OPP/RESP TO MSJ Jan 07, 2015

31 D BAKER DECL W/ EXHIBITS Jan 07, 2015

32 P REPLY IN SUPPORT OF MOTION Jan 22, 2015

33 P MOT TO STRIKE Jan 22, 2015

34 D OPP/RESP TO STRIKE Feb 04, 2015

35 SUSP PEND DISP OF OUTSTNDNG MOT Feb 09, 2015

36 P MOT FOR SUMMARY JGT DENIED Jun 01, 2015

37 STIP FOR EXT Jun 03, 2015

38 EXTENSION OF TIME GRANTED Jun 10, 2015

39 STIP OF FACTS Aug 28, 2015

40 TRIAL DATES REMAIN AS SET Aug 31, 2015

41 UNDELIVERABLE MAIL Sep 08, 2015

42 TRIAL DATES REMAIN AS SET Sep 12, 2015

43 P NOTICE OF RELIANCE Oct 13, 2015

44 P NOTICE OF RELIANCE Oct 13, 2015

45 P NOTICE OF RELIANCE Oct 13, 2015

46 P NOTICE OF RELIANCE Oct 28, 2015

47 P NOTICE OF RELIANCE Oct 28, 2015

48 P TESTIMONY Oct 28, 2015

49 P TESTIMONY Oct 28, 2015

50 Confidential Testimony For Plaintiff Oct 28, 2015

51 P'S REDACYED TEST OF CHARLES ARIDA P.2 EXS A-CC START P. 9 Oct 28, 2015

52 P'S TEST OF STEVENS HAUSFELD Oct 28, 2015

53 P'S TEST OF CHARLES ARIDA Oct 28, 2015

54 BD'S ODER Nov 04, 2015

55 D'S FINAL PRETRIAL DISCLOSURE Nov 09, 2015

56 D NOTICE OF TAKING TESTIMONY Nov 12, 2015

57 D NOTICE OF RELIANCE Dec 21, 2015

58 D'S 2ND NOR Dec 21, 2015

59 D'S 3RD NOR Dec 21, 2015

60 D'S 4TH NOR Dec 21, 2015

61 D'S 5TH NOR Dec 21, 2015

62 D'S 6TH NOR Dec 21, 2015



63 D'S7TH NOR Dec 21, 2015

64 D'S COMMUNICATION Dec 30, 2015

65 D'S 4TH NOR Dec 30, 2015

66 D NOTICE OF TAKING TESTIMONY Jan 07, 2016

67 DEPO OF LORI BAKER Jan 08, 2016

68 P'S TESTIMONY OF BRIAN ELLIS Mar 15, 2016

69 P'S TESTIMONY OF BRIAN ELLIS Mar 15, 2016

70 P'S DEPO OF CARRIE NEAL Mar 15, 2016

71 P'S DEPO OF THOMPSON=REDACTED VERSION Apr 05, 2016

72 P'S DEPO OF THOMPSON- CONT Apr 05, 2016

73 P'S EXH-CONT Apr 05, 2016

74 P'S EXS-CONT Apr 05, 2016

75 P'S EXS-CONT Apr 05, 2016

76 P'S EXS-CONT Apr 05, 2016

77 P'S EXS-CONT Apr 05, 2016

78 P'S EXS-CONTI Apr 05, 2016

79 P'S DEPO OF THOMPSON Apr 05, 2016

80 QP'S DEPO OF GUEGOLD Apr 05, 2016

81 P EXHIBITS Apr 05, 2016

82 P'S EXH CONTI Apr 05, 2016

83 P'S EXH CONTI Apr 05, 2016

84 P'S EXH CONTI Apr 05, 2016

85 P'S EXH CONTI Apr 05, 2016

86 P'S EXH CONTI Apr 05, 2016

87 P'S EXH CONTI Apr 05, 2016

88 P'S EXH CONTI Apr 05, 2016

89 P'S EXH CONTI Apr 05, 2016

90 P'S EXH CONTI Apr 05, 2016

91 P'S EXH CONTI. Apr 05, 2016

92 P'S EXH CONTI. Apr 05, 2016

93 P'S EXH CONTI. Apr 05, 2016

94 P'S EXH CONTI. Apr 05, 2016

95 P'S EXH CONTI. Apr 05, 2016

96 P'S EXH CONTI. Apr 05, 2016

97 P'S EXH CONTI. Apr 05, 2016

98 P'S EXH CONTI. Apr 05, 2016

99 P'S EXH CONTI. Apr 05, 2016

100 P'S EXH CONTI. Apr 05, 2016

101 P'S EXH CONTI. Apr 05, 2016

102 P'S EXH CONTI. Apr 05, 2016

103 P'S EXH CONTI. Apr 05, 2016

104 P'S EXH CONTI. Apr 05, 2016

105 P'S EXH CONTI. Apr 05, 2016

106 P'S EXH CONTI. Apr 05, 2016

107 P'S EXH CONTI. Apr 05, 2016

108 P'S EXH CONTI. Apr 05, 2016

109 P'S EXH CONTI. Apr 05, 2016

110 P'S EXH CONTI. Apr 05, 2016

111 P'S EXH CONTI. Apr 05, 2016

112 P'S EXH CONTI. Apr 05, 2016

113 P'S EXH CONTI. Apr 05, 2016

114 P'S EXH CONTI. Apr 05, 2016

115 P'S EXH CONTI. Apr 05, 2016

116 P'S EXH CONTI. Apr 05, 2016

117 P'S EXH CONTI. Apr 05, 2016



118 P'S EXH CONTI. Apr 05, 2016

119 P'S EXH CONTI. Apr 05, 2016

120 P'S EXH CONTI. Apr 05, 2016

121 P'S EXH CONTI. Apr 05, 2016

122 P'S EXH CONTI. Apr 05, 2016

123 P'S EXH CONTI. Apr 05, 2016

124 P'S EXH CONTI. Apr 05, 2016

125 P'S EXH CONTI. Apr 05, 2016

126 P'S EXH CONTI. Apr 05, 2016

127 P'S EXH CONTI. Apr 05, 2016

128 P'S EXH CONTI. Apr 05, 2016

129 P'S EXH CONTI. Apr 05, 2016

130 P'S EXH CONTI. Apr 05, 2016

131 P'S EXH CONTI. Apr 05, 2016

132 P'S EXH CONTI. Apr 05, 2016

133 P'S EXH CONTI. Mar 05, 2016

134 P'S EXH CONTI. Apr 05, 2016

135 P'S EXH CONTI. Apr 05, 2016

136 P'S EXH CONTI. Apr 05, 2016

137 P'S EXH CONTI. Apr 05, 2016

138 P'S EXH CONTI. Apr 05, 2016

139 P'S EXH CONTI. May 05, 2016

140 P'S EXH CONTI. Apr 05, 2016

141 P'S EXH CONTI Apr 05, 2016

142 P'S EXH CONTI Apr 05, 2016

143 P'S EXH CONTI Apr 05, 2016

144 P'S EXH CONTI Apr 05, 2016

145 P'S EXH CONTI Apr 05, 2016

146 P'S EXH CONTI Apr 05, 2016

147 P'S EXH CONTI Apr 05, 2016

148 P'S EXH CONTI Apr 05, 2016

149 P'S EXH CONTI Apr 05, 2016

150 P'S CONF MAIN BRIEF Apr 11, 2016

151 P FINAL BRIEF: TM RULE 2.128 May 11, 2016

152 P MOT FOR EXT W/ CONSENT Apr 13, 2016

153 EXTENSION OF TIME GRANTED Apr 18, 2016

154 P MOT FOR EXT W/ CONSENT May 09, 2016

155 EXTENSION OF TIME GRANTED May 12, 2016

156 D MOT FOR EXT W/ CONSENT May 19, 2016

157 EXTENSION OF TIME GRANTED May 24, 2016

158 D FINAL BRIEF: TM RULE 2.128 Jun 06, 2016

159 P REPLY BRIEF OR REBUTTAL BRIEF ON COUNTERCLAIM: TM RULE 2.128 Jun 20, 2016

160 SUBMITTED ON BRIEF Jul 19, 2016

161 BD DECISION: GRANTED Nov 14, 2016

162 COMMR ORDER CANCELLING REG Mar 31, 2017

163 TERMINATED Mar 31, 2017

Type of Proceeding: Opposition

Proceeding
Number:

91198245 Filing Date: Jan 19, 2011

Status: Terminated Status Date: Jul 25, 2012

Interlocutory
Attorney:

ROBERT COGGINS

Defendant

Name: cRc Nationwide, LLC



Correspondent
Address:

MINDY K WARGUEZ COO
CrC NATIONWIDE LLC
480 E WINCHESTER ST , SUITE 230
MURRAY UT UNITED STATES , 84107 7595

Correspondent e-
mail:

mindy.warguez@crcnationwide.com , west.haradin@crcnationwide.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

CRC NATIONWIDE Abandoned - After Inter-Partes Decision 85011724

Plaintiff(s)

Name: Nationwide Mutual Insurance Company

Correspondent
Address:

JOSEPH R DREITLER
DREITLER TRUE LLC
137 E STATE ST, SUITE 101
COLUMBUS OH UNITED STATES , 43215 4291

Correspondent e-
mail:

jdreitler@ustrademarklawyer.com , mtrue@ustrademarklawyer.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

NATIONWIDE REGISTERED AND RENEWED 72276679 854888

NATIONWIDE FINANCIAL SERVICES REGISTERED AND RENEWED 74576757 1955871

NATIONWIDE REGISTERED AND RENEWED 74695366 2017147

NATIONWIDE REGISTERED AND RENEWED 75789949 2371088

NATIONWIDE ADVANTAGE MORTGAGE REGISTERED AND RENEWED 76344232 2811277

NATIONWIDE ADVANTAGE MORTGAGE REGISTERED AND RENEWED 78386920 3119130

NATIONWIDE TOTAL ADVANTAGE Cancelled - Section 8 78678151 3271638

NATIONWIDE NATIONWIDE ON YOUR SIDE Cancelled - Section 8 77207230 3369072

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Jan 19, 2011

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Jan 19, 2011 Feb 28, 2011

3 PENDING, INSTITUTED Jan 19, 2011

4 ANSWER Feb 24, 2011

5 P'S APPEARANCE OF COUNSEL Mar 18, 2011

6 BOARD'S ORDER RE SERVICE Mar 18, 2011

7 D'S INTIAL DISCLOSURES Apr 28, 2011

8 NO CONSIDERATION OF # 7 May 11, 2011

9 P'S MOTION FOR SUMMARY JUDGMENT May 11, 2011

10 SUSPENDED PENDING DISP OF OUTSTNDNG MOT May 20, 2011

11 D'S OPPOSITION/RESPONSE TO MOTION May 26, 2011

12 P'S REPLY IN SUPPORT OF MOTION Jun 10, 2011

13 D SURREPLY Jun 21, 2011

14 PL'S MOT. FOR SUMM. JUDGMENT DENIED Jun 30, 2011

15 AMENDED NOTICE; MOT TO SUSP Jul 12, 2011

16 SUSPEND DENIED; ANSWER DUE Aug 02, 2011

17 AMENDED ANSWER Aug 15, 2011

18 BOARD'S ORDER RE SERVICE Sep 06, 2011

19 P'S MOTION TO COMPEL DISCOVERY Oct 28, 2011

20 SUSPENDED PENDING DISP OF OUTSTNDNG MOT Oct 31, 2011

21 D'S OPPOSITION/RESPONSE TO MOTION Oct 31, 2011

22 PROCEEDINGS RESUMED Nov 09, 2011

23 CHANGE OF CORRESPONDENCE ADDRESS Jan 19, 2012

24 BOARD'S COMMUNICATION Jan 31, 2012

25 P'S PRETRIAL DISCLOSURES Apr 30, 2012

26 BOARD'S COMMUNICATION May 14, 2012



27 P'S MOTION FOR SUMMARY JUDGMENT May 14, 2012

28 SUSPENDED PENDING DISP OF OUTSTNDNG MOT May 17, 2012

29 BOARD'S DECISION: SUSTAINED Jul 25, 2012

30 TERMINATED Jul 25, 2012

Type of Proceeding: Opposition

Proceeding
Number:

91197450 Filing Date: Nov 18, 2010

Status: Terminated Status Date: Feb 28, 2011

Interlocutory
Attorney:

ANN LINNEHAN VOGLER

Defendant

Name: QC Holdings, Inc.

Correspondent
Address:

BRADLEY P HARTMAN
HARTMAN LAW PLC
7114 E STETSON DRIVE , SUITE 205
SCOTTSDALE AZ UNITED STATES , 85251-3250

Correspondent e-
mail:

trademarks@hartmanlaw.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

NATIONWIDE BUDGET FINANCE Abandoned - After Inter-Partes Decision 85015290

Plaintiff(s)

Name: Nationwide Mutual Insurance Company

Correspondent
Address:

JOSEPH R DREITLER
BRICKER & ECKLER LLP
100 SOUTH THIRD STREET
COLUMBUS OH UNITED STATES , 43215

Correspondent e-
mail:

trademarks@bricker.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

NATIONWIDE REGISTERED AND RENEWED 72276679 854888

NATIONWIDE REGISTERED AND RENEWED 74695366 2017147

NATIONWIDE REGISTERED AND RENEWED 75789949 2371088

NATIONWIDE FINANCIAL SERVICES REGISTERED AND RENEWED 74576757 1955871

NATIONWIDE FINANCIAL REGISTERED AND RENEWED 76469150 2788512

NATIONWIDE FINANCIAL NETWORK REGISTERED AND RENEWED 78525635 3319683

REGISTERED AND RENEWED 76018954 2514456

NATIONWIDE REGISTERED AND RENEWED 77146539 3328956

NATIONWIDE NATIONWIDE BANK ON YOUR SIDE REGISTERED AND RENEWED 77325466 3449286

NATIONWIDE ADVANTAGE MORTGAGE REGISTERED AND RENEWED 76344232 2811277

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Nov 18, 2010

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Nov 18, 2010 Dec 28, 2010

3 PENDING, INSTITUTED Nov 18, 2010

4 NOTICE OF DEFAULT Jan 13, 2011

5 BOARD'S DECISION: SUSTAINED Feb 28, 2011

6 TERMINATED Feb 28, 2011

Type of Proceeding: Opposition

Proceeding
Number:

91188480 Filing Date: Jan 21, 2009

Status: Terminated Status Date: May 12, 2009



Interlocutory
Attorney:

JENNIFER KRISP

Defendant

Name: Del Fishman

Correspondent
Address:

DEL FISHMAN
FISHMAN AGENCY INC
3060 SOUTH COMMERCE RD
WALLED LAKE MI UNITED STATES , 48390-1417

Correspondent e-
mail:

delfishman@sbcglobal.net

Associated marks

Mark Application Status
Serial
Number

Registration
Number

INSURANCE FOR REPROCESSING ORGANIZATIONS
NATIONWID

Abandoned - After Inter-Partes Decision 77463684

Plaintiff(s)

Name: Nationwide Mutual Insurance Company

Correspondent
Address:

Robert J. Morgan, Esq.
Porter, Wright, Morris & Arthur
41 South High Street
Columbus OH UNITED STATES , 43215

Correspondent e-
mail:

rmorgan@porterwright.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

NATIONWIDE REGISTERED AND RENEWED 72276679 854888

NATIONWIDE IS ON YOUR SIDE REGISTERED AND RENEWED 73692433 1793850

NATIONWIDE REGISTERED AND RENEWED 75789949 2371088

NATIONWIDE PLATINUM III REGISTERED AND RENEWED 76477175 2773489

NATIONWIDE PORTRAIT SERIES Cancelled - Section 8 76411488 2777452

NATIONWIDE FINANCIAL REGISTERED AND RENEWED 76469150 2788512

NATIONWIDE CLEAR HORIZON REGISTERED AND RENEWED 78708251 3196158

NATIONWIDE INSURANCE REGISTERED AND RENEWED 78714017 3196175

NATIONWIDE NATIONWIDE ON YOUR SIDE Cancelled - Section 8 77207230 3369072

NATIONWIDE YOURLIFE REGISTERED AND RENEWED 77097943 3537731

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Jan 21, 2009

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Jan 21, 2009 Mar 02, 2009

3 PENDING, INSTITUTED Jan 21, 2009

4 D'S INFORMAL ANSWER Jan 26, 2009

5 COPY OF THE INSTITUTION ORDER Jan 21, 2009

6 RESPONSE DUE 30 DAYS (DUE DATE) Feb 04, 2009 Mar 06, 2009

7 D'S RESPONSE TO BOARD ORDER/INQUIRY Feb 13, 2009

8 RESPONSE DUE 30 DAYS (DUE DATE) Feb 24, 2009 Mar 26, 2009

9 D'S COMMUNICATION Feb 27, 2009

10 D'S CERTIFICATE OF SERVICE ON P'S Mar 02, 2009

11 TRIAL DATES REMAIN AS SET Mar 16, 2009

12 APPEARANCE Apr 07, 2009

13 WITHDRAWAL OF OPPOSITION May 07, 2009

14 BD'S DECISION: DISMISSED W/O PREJUDICE May 12, 2009

15 TERMINATED May 12, 2009

Type of Proceeding: Opposition

Proceeding
Number:

91074159 Filing Date: May 23, 1986

Status: Terminated Status Date: Dec 11, 1986



Interlocutory
Attorney:

PAULA T HAIRSTON

Defendant

Name: NATIONWIDE LEGAL SERVICES, INC.

Correspondent
Address:

AMSTER, ROTHSTEIN & ENGELBERG
90 PARK AVENUE
NEW YORK , N.Y. NY UNITED STATES , 10016

Associated marks

Mark Application Status
Serial
Number

Registration
Number

NATIONWIDE L. M. O. Abandoned - After Inter-Partes Decision 73526945

Plaintiff(s)

Name: NATIONWIDE MUTUAL INSURANCE COMPANY

Correspondent
Address:

KENYON & KENYON
ATT: WALTER E. HANLEY, JR.
ONE BROADWAY
NEW YORK , N.Y. NY UNITED STATES , 10004

Associated marks

Mark Application Status
Serial
Number

Registration
Number

NATIONWIDE REGISTERED AND RENEWED 72276679 854888

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE May 23, 1986

2 NOTICE SENT; ANSWER DUE (DUE DATE) Jun 30, 1986 Aug 11, 1986

3 PENDING, INSTITUTED Jun 30, 1986

4 D'S MOT FOR EXTEN. OF TIME W/ CONSENT Aug 14, 1986

5 ANSWER DUE (DUE DATE) Sep 18, 1986 Sep 11, 1986

6 WITHDRAWAL OF APPLICATION Sep 16, 1986

7 PL'S WRITTEN CONSENT TO ABANDONMENT DUE 10-22-86; PROCS O/W SUSP Oct 03, 1986

8 BOARD'S DECISION: SUSTAINED Nov 21, 1986

9 TERMINATED Dec 11, 1986



 

Mark Information

Mark Literal
Elements:

NATIONWIDE

Standard Character
Claim:

No

Mark Drawing
Type:

1 - TYPESET WORD(S) /LETTER(S) /NUMBER(S)

Related Properties Information

Claimed Ownership
of US

Registrations:

0713962, 0733565, 0854888, 0860715, 0901003, 1017597, 1534629, 1793850 and others

Goods and Services

Note:
The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: financial services, namely, the brokerage and distribution of mutual funds, money market funds, pension plans, IRA plans, annuities,
and stocks and bonds

International
Class(es):

036 - Primary Class U.S Class(es): 100, 101, 102

Class Status: ACTIVE

Basis: 1(a)

First Use: Sep. 05, 1955 Use in Commerce: Sep. 05, 1955

Basis Information (Case Level)

Filed Use: Yes Currently Use: Yes

Generated on: This page was generated by TSDR on 2020-01-31 12:05:25 EST

Mark: NATIONWIDE

US Serial Number: 74695366 Application Filing
Date:

Jun. 30, 1995

US Registration
Number:

2017147 Registration Date: Nov. 19, 1996

Register: Principal

Mark Type: Service Mark

TM5 Common Status
Descriptor:

LIVE/REGISTRATION/Issued and Active

The trademark application has been registered with the Office.

Status: The registration has been renewed.

Status Date: Nov. 25, 2015

Publication Date: Aug. 27, 1996



Filed ITU: No Currently ITU: No

Filed 44D: No Currently 44E: No

Filed 44E: No Currently 66A: No

Filed 66A: No Currently No Basis: No

Filed No Basis: No

Current Owner(s) Information

Owner Name: Nationwide Mutual Insurance Company

Owner Address: One Nationwide Plaza
Office of General Counsel 1-35-204
Columbus, OHIO UNITED STATES 43215

Legal Entity Type: CORPORATION State or Country
Where Organized:

OHIO

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Maribeth Day Case

Attorney Primary
Email Address:

trademark@nationwide.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

Maribeth Day Case
Nationwide Mutual Insurance Company
One Nationwide Plaza
Office of General Counsel, 1-32-305
Columbus, OHIO UNITED STATES 43215-2226

Phone: 614-249-0596 Fax: 614-677-8034

Correspondent e-
mail:

trademark@nationwide.com Correspondent e-
mail Authorized:

Yes

Domestic Representative - Not Found

Prosecution History

Date Description
Proceeding
Number

Aug. 09, 2019 ATTORNEY/DOM.REP.REVOKED AND/OR APPOINTED

Aug. 09, 2019 TEAS REVOKE/APP/CHANGE ADDR OF ATTY/DOM REP RECEIVED

Nov. 25, 2015 NOTICE OF ACCEPTANCE OF SEC. 8 & 9 - E-MAILED

Nov. 25, 2015 REGISTERED AND RENEWED (SECOND RENEWAL - 10 YRS) 75461

Nov. 25, 2015 REGISTERED - SEC. 8 (10-YR) ACCEPTED/SEC. 9 GRANTED 75461

Nov. 24, 2015 TEAS SECTION 8 & 9 RECEIVED

Nov. 24, 2015 TEAS CHANGE OF CORRESPONDENCE RECEIVED

Mar. 03, 2010 APPLICANT/CORRESPONDENCE CHANGES (NON-RESPONSIVE) ENTERED 88888

Mar. 03, 2010 TEAS CHANGE OF OWNER ADDRESS RECEIVED

Jan. 20, 2007 REGISTERED AND RENEWED (FIRST RENEWAL - 10 YRS) 75461

Jan. 20, 2007 REGISTERED - SEC. 8 (10-YR) ACCEPTED/SEC. 9 GRANTED

Jan. 20, 2007 ASSIGNED TO PARALEGAL 75461

Nov. 20, 2006 REGISTERED - COMBINED SECTION 8 (10-YR) & SEC. 9 FILED

Nov. 20, 2006 TEAS SECTION 8 & 9 RECEIVED

Sep. 19, 2006 CASE FILE IN TICRS

Dec. 18, 2002 TEAS CHANGE OF CORRESPONDENCE RECEIVED

Oct. 04, 2002 REGISTERED - SEC. 8 (6-YR) ACCEPTED & SEC. 15 ACK.

Aug. 27, 2002 REGISTERED - SEC. 8 (6-YR) & SEC. 15 FILED

Aug. 26, 2002 PAPER RECEIVED

Jul. 11, 2002 TEAS CHANGE OF CORRESPONDENCE RECEIVED

Nov. 19, 1996 REGISTERED-PRINCIPAL REGISTER

Aug. 27, 1996 PUBLISHED FOR OPPOSITION



Jul. 26, 1996 NOTICE OF PUBLICATION

Jul. 02, 1996 APPROVED FOR PUB - PRINCIPAL REGISTER

Jun. 12, 1996 CORRESPONDENCE RECEIVED IN LAW OFFICE

Dec. 08, 1995 NON-FINAL ACTION MAILED

Nov. 27, 1995 ASSIGNED TO EXAMINER 69196

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: GENERIC WEB UPDATE Date in Location: Nov. 25, 2015

Proceedings

Summary

Number of
Proceedings:

6

 
Type of Proceeding: Opposition

Proceeding
Number:

91247239 Filing Date: Mar 27, 2019

Status: Pending Status Date: Mar 27, 2019

Interlocutory
Attorney:

JENNIFER KRISP

Defendant

Name: 1St Nationwide Mortgage Corporation

Correspondent
Address:

ANTHONY M VERNA III
VERNA LAW PC
80 THEODORE FREMD AVE
RYE NY UNITED STATES , 10580

Correspondent e-
mail:

anthony@vernalaw.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

1ST NATIONWIDE MORTGAGE Opposition Pending 87942069

Plaintiff(s)

Name: Nationwide Mutual Insurance Company

Correspondent
Address:

ANITA B POLOTT
MORGAN LEWIS & BOCKIUS LLP
1111 PENNSYLVANIA AVE N.W. , ATTENTION: TMSU
WASHINGTON DC UNITED STATES , 20004

Correspondent e-
mail:

trademarks@morganlewis.com , anita.polott@morganlewis.com , katie.feiereisel@morganlewis.com , carolyn.himmelfarb@morganlewi

s.com , trademark@nationwide.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

NATIONWIDE REGISTERED AND RENEWED 72276679 854888

NATIONWIDE REGISTERED AND RENEWED 74695366 2017147

NATIONWIDE FINANCIAL SERVICES REGISTERED AND RENEWED 74576757 1955871

NATIONWIDE IS ON YOUR SIDE REGISTERED AND RENEWED 73692433 1793850

NATIONWIDE FINANCIAL REGISTERED AND RENEWED 76469150 2788512

NATIONWIDE QUATRO SELECT ANNUITY REGISTERED AND RENEWED 76395224 2851470

THE NATIONWIDE CORPORATE INCENTIVE PROGRAM REGISTERED AND RENEWED 76475068 2775313

NATIONWIDE PLATINUM III REGISTERED AND RENEWED 76477175 2773489

NATIONWIDE PLATINUM V REGISTERED AND RENEWED 76348768 2654146

Prosecution History

Entry Number History Text Date Due Date



1 FILED AND FEE Mar 27, 2019

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Mar 27, 2019 May 06, 2019

3 PENDING, INSTITUTED Mar 27, 2019

4 ANSWER May 03, 2019

5 P CHANGE OF CORRESP ADDRESS May 06, 2019

6 P MOT FOR EXT W/ CONSENT Nov 26, 2019

7 EXTENSION OF TIME GRANTED Nov 26, 2019

8 P MOT FOR EXT W/ CONSENT Jan 27, 2020

9 EXTENSION OF TIME GRANTED Jan 27, 2020

Type of Proceeding: Cancellation

Proceeding
Number:

92067046 Filing Date: Oct 09, 2017

Status: Pending Status Date: Sep 05, 2019

Interlocutory
Attorney:

GEOFFREY MCNUTT

Defendant

Name: Nationwide Auto Lease LLC

Correspondent
Address:

MITCHELL P NOVICK
LAW OFFICES OF MITCHELL P NOVICK
623 EAGLE ROCK AVENUE, SUITE 407
WEST ORANGE NJ UNITED STATES , 07052

Correspondent e-
mail:

mnovick@mitchellnovick.com , nhyman@mitchellnovick.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

NATIONWIDE AUTO LEASE Cancellation Pending 86725538 5005305

Plaintiff(s)

Name: Nationwide Mutual Insurance Company

Correspondent
Address:

MARTIN J MILLER
PORTER WRIGHT MORRIS & ARTHUR LLP
41 SOUTH HIGH STREET, SUITE 2900
COLUMBUS OH UNITED STATES , 43215

Correspondent e-
mail:

ipdocket@porterwright.com , trademark@nationwide.com , LINEKS@nationwide.com , amy.grayem@nationwide.com , jgerken@porter

wright.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

NATIONWIDE REGISTERED AND RENEWED 72276679 854888

NATIONWIDE IS ON YOUR SIDE REGISTERED AND RENEWED 73692433 1793850

NATIONWIDE FINANCIAL SERVICES REGISTERED AND RENEWED 74576757 1955871

NATIONWIDE REGISTERED AND RENEWED 74695366 2017147

NATIONWIDE REGISTERED AND RENEWED 75789949 2371088

NATIONWIDE FINANCIAL REGISTERED AND RENEWED 76469150 2788512

NATIONWIDE ADVANTAGE MORTGAGE REGISTERED AND RENEWED 76344232 2811277

NATIONWIDE ADVANTAGE MORTGAGE REGISTERED AND RENEWED 78386920 3119130

NATIONWIDE ADVANTAGE MORTGAGE COMPANY REGISTERED AND RENEWED 78386925 3199372

NATIONWIDE REGISTERED AND RENEWED 77146539 3328956

NATIONWIDE REGISTERED AND RENEWED 77162722 3328989

NATIONWIDE BANK REGISTERED AND RENEWED 78592486 3308449

NATIONWIDE NATIONWIDE ON YOUR SIDE Cancelled - Section 8 77207230 3369072

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Oct 09, 2017

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Oct 09, 2017 Nov 18, 2017

3 PENDING, INSTITUTED Oct 09, 2017



4 D APPEARANCE / POWER OF ATTORNEY Nov 16, 2017

5 D MOT FOR EXT W/O CONSENT Nov 16, 2017

6 EXTENSION OF TIME GRANTED Dec 12, 2017

7 ANSWER Dec 18, 2017

8 P MOT FOR EXT W/ CONSENT Feb 08, 2018

9 EXTENSION OF TIME GRANTED Feb 08, 2018

10 P MOT FOR EXT W/ CONSENT Feb 11, 2018

11 EXTENSION OF TIME GRANTED Feb 12, 2018

12 P MOT TO COMPEL DISCOVERY Jun 15, 2018

13 P W/D MOTION TO COMPEL Jun 21, 2018

14 TRIAL DATES REMAIN AS SET Jun 25, 2018

15 P MOT FOR EXT W/ CONSENT Sep 12, 2018

16 EXTENSION OF TIME GRANTED Sep 12, 2018

17 P MOT FOR EXT W/ CONSENT Oct 15, 2018

18 EXTENSION OF TIME GRANTED Oct 15, 2018

19 P MOT FOR EXT W/ CONSENT Nov 26, 2018

20 EXTENSION OF TIME GRANTED Nov 27, 2018

21 P MOT FOR EXT W/ CONSENT Jan 11, 2019

22 EXTENSION OF TIME GRANTED Jan 11, 2019

23 P CHANGE OF CORRESP ADDRESS Mar 15, 2019

24 P MOT FOR EXT W/ CONSENT Mar 15, 2019

25 EXTENSION OF TIME GRANTED Mar 15, 2019

26 P MOT TO COMPEL DISCOVERY Jul 05, 2019

27 P CHANGE OF CORRESP ADDRESS Jul 08, 2019

28 TRIAL DATES RESET Sep 05, 2019

29 P MOT FOR DISCOVERY SANCTIONS Oct 30, 2019

30 PAPER RECEIVED AT TTAB Nov 29, 2019

31 P REPLY IN SUPPORT OF MOTION Dec 02, 2019

Type of Proceeding: Opposition

Proceeding
Number:

91223382 Filing Date: Aug 19, 2015

Status: Terminated Status Date: May 22, 2018

Interlocutory
Attorney:

ANDREW P BAXLEY

Defendant

Name: Nationwide Payment Solutions, LLC

Correspondent
Address:

JENNIFER LEE TAYLOR
MORRISON & FOERSTER LLP
425 MARKET STREET
SAN FRANCISCO CA UNITED STATES , 94105-2482

Correspondent e-
mail:

jtaylor@mofo.com , tmdocket@mofo.com , msmolen@mofo.com , ggabriel@mofo.com , droumiantseva@mofo.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

NATIONWIDE PAYMENTS Abandoned - After Inter-Partes Decision 86067838

Plaintiff(s)

Name: Nationwide Mutual Insurance Company

Correspondent
Address:

MELISSA A BARNETT
PORTER WRIGHT MORRIS & ARTHUR LLP
41 SOUTH HIGH STREET SUITE 2900
COLUMBUS OH UNITED STATES , 43215

Correspondent e-
mail:

ipdocket@porterwright.com , rmorgan@porterwright.com , mbarnett@porterwright.com , emoyo@porterwright.com , trademark@nation

wide.com

Associated marks

Mark Application Status
Serial Registration



Number Number

NATIONWIDE REGISTERED AND RENEWED 77146539 3328956

NATIONWIDE REGISTERED AND RENEWED 77162722 3328989

NATIONWIDE Cancelled - Section 8 85436091 4224422

NATIONWIDE BANK REGISTERED AND RENEWED 78592486 3308449

NATIONWIDE NATIONWIDE BANK ON YOUR SIDE REGISTERED AND RENEWED 77325466 3449286

NATIONWIDE IS ON YOUR SIDE REGISTERED AND RENEWED 73692433 1793850

NATIONWIDE REGISTERED AND RENEWED 74695366 2017147

NATIONWIDE REGISTERED AND RENEWED 75789949 2371088

NATIONWIDE FINANCIAL REGISTERED AND RENEWED 76469150 2788512

NATIONWIDE FINANCIAL SERVICES REGISTERED AND RENEWED 74576757 1955871

NATIONWIDE Cancelled - Section 8 85162816 4177757

NATIONWIDE RESTORATION REGISTERED AND RENEWED 78940127 3555448

NATIONWIDE PORTRAIT SERIES Registered 86091774 4619842

NATIONWIDE ACCELERATE Cancelled - Section 8 77240248 3710857

NATIONWIDE HERITAGE ANNUITY REGISTERED AND RENEWED 77132224 3423782

NATIONWIDE FUNDS REGISTERED AND RENEWED 77162720 3410133

NATIONWIDE CUSTOM PORTFOLIO REGISTERED AND RENEWED 77249724 3405161

NATIONWIDE RETIREMENT CLEAR ADVANTAGE REGISTERED AND RENEWED 77599969 3832553

NATIONWIDE RETIREMENT FLEXIBLE ADVANTAGE Section 8 and 15 - Accepted and Acknowledged 85550629 4198540

NATIONWIDE SURETY STARTER Section 8 and 15 - Accepted and Acknowledged 85545683 4198529

NATIONWIDE FUNDGUARD REGISTERED AND RENEWED 77052682 3356927

NATIONWIDE PROACCOUNT REGISTERED AND RENEWED 77052684 3356928

NATIONWIDE INSTITUTE Registered 85550625 4502208

NATIONWIDE RETIREMENT INNOVATOR ADVANTAGE Section 8 and 15 - Accepted and Acknowledged 85650647 4502347

NATIONWIDE LIFETIME INCOME CAPTURE Registered 85781515 4573104

NATIONWIDE NEW HEIGHTS Registered 85945423 4573475

NATIONWIDE INCOME ARCHITECT REGISTERED AND RENEWED 77272755 3603484

NATIONWIDE HIGH POINT Registered 85947886 4614656

NATIONWIDE TRUESTEP V Registered 86056620 4612468

NATIONWIDE LIFETIME INCOME TRACK Registered 86025128 4664492

NATIONWIDE FREEDOM Registered 86287989 4673130

NATIONWIDE HIGH POINT 365 Registered 85947887 4739644

NATIONWIDE CLEARCREDIT REGISTERED AND RENEWED 77763211 3816664

NATIONWIDE PORTFOLIO INNOVATOR Cancelled - Section 8 77584290 3677715

NATIONWIDE MARATHON Section 8 and 15 - Accepted and Acknowledged 77111011 3731795

NATIONWIDE PRIVATE CLIENT GROUP Cancelled - Section 8 78708236 3713418

NATIONWIDE ADVANTAGE MORTGAGE REGISTERED AND RENEWED 78386920 3119130

NATIONWIDE ADVANTAGE MORTGAGE COMPANY REGISTERED AND RENEWED 78386925 3199372

NATIONWIDE FIXED SELECT CONTRACT Section 8 and 15 - Accepted and Acknowledged 85550630 4273393

NATIONWIDE CLEAR HORIZON REGISTERED AND RENEWED 78708251 3196158

THE NATIONWIDE LIFETIME INCOME RIDER REGISTERED AND RENEWED 78779267 3270128

NATIONWIDE ESTA DE TU LADO REGISTERED AND RENEWED 78894481 3302256

NATIONWIDE FINANCIAL NETWORK REGISTERED AND RENEWED 78525635 3319683

NATIONWIDE RETIREMENT INNOVATOR REGISTERED AND RENEWED 77169601 3328997

NATIONWIDE NATIONWIDE ON YOUR SIDE Cancelled - Section 8 77207230 3369072

NATIONWIDE FREEDOMPRO Registered 86288006 4714028

NATIONWIDE FREEDOMPRO+ Registered 86288010 4714029

NATIONWIDE PLATINUM V REGISTERED AND RENEWED 76348768 2654146

NATIONWIDE PLATINUM III REGISTERED AND RENEWED 76477175 2773489

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Aug 19, 2015



2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Aug 19, 2015 Sep 28, 2015

3 PENDING, INSTITUTED Aug 19, 2015

4 ANSWER Sep 28, 2015

5 D MOT FOR EXT W/ CONSENT Nov 24, 2015

6 EXTENSION OF TIME GRANTED Nov 24, 2015

7 P MOT FOR EXT W/ CONSENT Dec 17, 2015

8 EXTENSION OF TIME GRANTED Jan 02, 2016

9 P MOT FOR EXT W/ CONSENT Feb 02, 2016

10 EXTENSION OF TIME GRANTED Feb 09, 2016

11 P MOT FOR EXT W/ CONSENT Mar 08, 2016

12 EXTENSION OF TIME GRANTED Mar 15, 2016

13 P MOT FOR EXT W/ CONSENT Apr 22, 2016

14 EXTENSION OF TIME GRANTED Apr 30, 2016

15 P MOT FOR EXT W/ CONSENT May 17, 2016

16 EXTENSION OF TIME GRANTED May 24, 2016

17 P MOT FOR EXT W/ CONSENT Jun 20, 2016

18 EXTENSION OF TIME GRANTED Jun 27, 2016

19 P MOT FOR EXT W/ CONSENT Aug 16, 2016

20 EXTENSION OF TIME GRANTED Aug 30, 2016

21 P MOT FOR EXT W/ CONSENT Oct 17, 2016

22 EXTENSION OF TIME GRANTED Nov 02, 2016

23 P MOT FOR EXT W/ CONSENT Dec 01, 2016

24 EXTENSION OF TIME GRANTED Dec 08, 2016

25 P MOT FOR EXT W/ CONSENT Feb 09, 2017

26 EXTENSION OF TIME GRANTED Feb 27, 2017

27 P MOT FOR EXT W/ CONSENT Apr 04, 2017

28 EXTENSION OF TIME GRANTED Apr 11, 2017

29 P MOT FOR EXT W/ CONSENT Jun 08, 2017

30 EXTENSION OF TIME GRANTED Jun 15, 2017

31 P MOT FOR EXT W/ CONSENT Aug 07, 2017

32 MOTION DENIED; TRIAL DATES REMAIN AS SET Aug 25, 2017

33 P MOT TO SUSP W/ CONSENT PEND SETTL NEGOTIATIONS Aug 30, 2017

34 SUSPENDED Sep 06, 2017

35 W/DRAW OF APPLICATION W/ CONSENT May 15, 2018

36 BD DECISION: DISMISSED W/O PREJ May 22, 2018

37 TERMINATED May 22, 2018

Type of Proceeding: Opposition

Proceeding
Number:

91198245 Filing Date: Jan 19, 2011

Status: Terminated Status Date: Jul 25, 2012

Interlocutory
Attorney:

ROBERT COGGINS

Defendant

Name: cRc Nationwide, LLC

Correspondent
Address:

MINDY K WARGUEZ COO
CrC NATIONWIDE LLC
480 E WINCHESTER ST , SUITE 230
MURRAY UT UNITED STATES , 84107 7595

Correspondent e-
mail:

mindy.warguez@crcnationwide.com , west.haradin@crcnationwide.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

CRC NATIONWIDE Abandoned - After Inter-Partes Decision 85011724

Plaintiff(s)



Name: Nationwide Mutual Insurance Company

Correspondent
Address:

JOSEPH R DREITLER
DREITLER TRUE LLC
137 E STATE ST, SUITE 101
COLUMBUS OH UNITED STATES , 43215 4291

Correspondent e-
mail:

jdreitler@ustrademarklawyer.com , mtrue@ustrademarklawyer.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

NATIONWIDE REGISTERED AND RENEWED 72276679 854888

NATIONWIDE FINANCIAL SERVICES REGISTERED AND RENEWED 74576757 1955871

NATIONWIDE REGISTERED AND RENEWED 74695366 2017147

NATIONWIDE REGISTERED AND RENEWED 75789949 2371088

NATIONWIDE ADVANTAGE MORTGAGE REGISTERED AND RENEWED 76344232 2811277

NATIONWIDE ADVANTAGE MORTGAGE REGISTERED AND RENEWED 78386920 3119130

NATIONWIDE TOTAL ADVANTAGE Cancelled - Section 8 78678151 3271638

NATIONWIDE NATIONWIDE ON YOUR SIDE Cancelled - Section 8 77207230 3369072

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Jan 19, 2011

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Jan 19, 2011 Feb 28, 2011

3 PENDING, INSTITUTED Jan 19, 2011

4 ANSWER Feb 24, 2011

5 P'S APPEARANCE OF COUNSEL Mar 18, 2011

6 BOARD'S ORDER RE SERVICE Mar 18, 2011

7 D'S INTIAL DISCLOSURES Apr 28, 2011

8 NO CONSIDERATION OF # 7 May 11, 2011

9 P'S MOTION FOR SUMMARY JUDGMENT May 11, 2011

10 SUSPENDED PENDING DISP OF OUTSTNDNG MOT May 20, 2011

11 D'S OPPOSITION/RESPONSE TO MOTION May 26, 2011

12 P'S REPLY IN SUPPORT OF MOTION Jun 10, 2011

13 D SURREPLY Jun 21, 2011

14 PL'S MOT. FOR SUMM. JUDGMENT DENIED Jun 30, 2011

15 AMENDED NOTICE; MOT TO SUSP Jul 12, 2011

16 SUSPEND DENIED; ANSWER DUE Aug 02, 2011

17 AMENDED ANSWER Aug 15, 2011

18 BOARD'S ORDER RE SERVICE Sep 06, 2011

19 P'S MOTION TO COMPEL DISCOVERY Oct 28, 2011

20 SUSPENDED PENDING DISP OF OUTSTNDNG MOT Oct 31, 2011

21 D'S OPPOSITION/RESPONSE TO MOTION Oct 31, 2011

22 PROCEEDINGS RESUMED Nov 09, 2011

23 CHANGE OF CORRESPONDENCE ADDRESS Jan 19, 2012

24 BOARD'S COMMUNICATION Jan 31, 2012

25 P'S PRETRIAL DISCLOSURES Apr 30, 2012

26 BOARD'S COMMUNICATION May 14, 2012

27 P'S MOTION FOR SUMMARY JUDGMENT May 14, 2012

28 SUSPENDED PENDING DISP OF OUTSTNDNG MOT May 17, 2012

29 BOARD'S DECISION: SUSTAINED Jul 25, 2012

30 TERMINATED Jul 25, 2012

Type of Proceeding: Opposition

Proceeding
Number:

91197450 Filing Date: Nov 18, 2010

Status: Terminated Status Date: Feb 28, 2011

Interlocutory ANN LINNEHAN VOGLER



Attorney:

Defendant

Name: QC Holdings, Inc.

Correspondent
Address:

BRADLEY P HARTMAN
HARTMAN LAW PLC
7114 E STETSON DRIVE , SUITE 205
SCOTTSDALE AZ UNITED STATES , 85251-3250

Correspondent e-
mail:

trademarks@hartmanlaw.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

NATIONWIDE BUDGET FINANCE Abandoned - After Inter-Partes Decision 85015290

Plaintiff(s)

Name: Nationwide Mutual Insurance Company

Correspondent
Address:

JOSEPH R DREITLER
BRICKER & ECKLER LLP
100 SOUTH THIRD STREET
COLUMBUS OH UNITED STATES , 43215

Correspondent e-
mail:

trademarks@bricker.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

NATIONWIDE REGISTERED AND RENEWED 72276679 854888

NATIONWIDE REGISTERED AND RENEWED 74695366 2017147

NATIONWIDE REGISTERED AND RENEWED 75789949 2371088

NATIONWIDE FINANCIAL SERVICES REGISTERED AND RENEWED 74576757 1955871

NATIONWIDE FINANCIAL REGISTERED AND RENEWED 76469150 2788512

NATIONWIDE FINANCIAL NETWORK REGISTERED AND RENEWED 78525635 3319683

REGISTERED AND RENEWED 76018954 2514456

NATIONWIDE REGISTERED AND RENEWED 77146539 3328956

NATIONWIDE NATIONWIDE BANK ON YOUR SIDE REGISTERED AND RENEWED 77325466 3449286

NATIONWIDE ADVANTAGE MORTGAGE REGISTERED AND RENEWED 76344232 2811277

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Nov 18, 2010

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Nov 18, 2010 Dec 28, 2010

3 PENDING, INSTITUTED Nov 18, 2010

4 NOTICE OF DEFAULT Jan 13, 2011

5 BOARD'S DECISION: SUSTAINED Feb 28, 2011

6 TERMINATED Feb 28, 2011

Type of Proceeding: Opposition

Proceeding
Number:

91193204 Filing Date: Dec 30, 2009

Status: Terminated Status Date: Apr 12, 2010

Interlocutory
Attorney:

GEORGE POLOGEORGIS

Defendant

Name: Nationwide Home Relief LLC

Correspondent
Address:

James W. Ove, Jr.
Ryndak & Suri LLP
200 W Madison Street, Suite 2100
Chicago IL UNITED STATES , 60606-3521

Correspondent e-
mail:

docketing@ryndaksuri.com

Associated marks



Mark Application Status
Serial
Number

Registration
Number

NATIONWIDE HOME RELIEF Abandoned - After Inter-Partes Decision 77588500

Plaintiff(s)

Name: Nationwide Mutual Insurance Company

Correspondent
Address:

Robert J. Morgan
Porter Wright Morris & Arthur, LLP
41 South High Street, Suite 2900
Columbus OH UNITED STATES , 43215

Correspondent e-
mail:

ipdocket@porterwright.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

NATIONWIDE FINANCIAL SERVICES REGISTERED AND RENEWED 74576757 1955871

NATIONWIDE FINANCIAL REGISTERED AND RENEWED 76469150 2788512

NATIONWIDE IS ON YOUR SIDE REGISTERED AND RENEWED 73692433 1793850

NATIONWIDE REGISTERED AND RENEWED 74695366 2017147

NATIONWIDE PLATINUM III REGISTERED AND RENEWED 76477175 2773489

NATIONWIDE PORTRAIT SERIES Cancelled - Section 8 76411488 2777452

NATIONWIDE CLEAR HORIZON REGISTERED AND RENEWED 78708251 3196158

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Dec 30, 2009

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Dec 30, 2009 Feb 08, 2010

3 PENDING, INSTITUTED Dec 30, 2009

4 NOTICE OF DEFAULT Feb 23, 2010

5 BOARD'S DECISION: SUSTAINED Apr 12, 2010

6 TERMINATED Apr 12, 2010



 

Mark Information

Mark Literal
Elements:

NATIONWIDE FINANCIAL SERVICES

Standard Character
Claim:

No

Mark Drawing
Type:

1 - TYPESET WORD(S) /LETTER(S) /NUMBER(S)

Disclaimer: "FINANCIAL SERVICES"

Goods and Services

Note:
The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: financial services, namely the brokerage of and administration of mutual funds, money market funds, pension plans, and IRA plans

International
Class(es):

036 - Primary Class U.S Class(es): 100, 101, 102

Class Status: ACTIVE

Basis: 1(a)

First Use: Nov. 28, 1983 Use in Commerce: Nov. 28, 1983

Basis Information (Case Level)

Filed Use: Yes Currently Use: Yes

Filed ITU: No Currently ITU: No

Filed 44D: No Currently 44E: No

Filed 44E: No Currently 66A: No

Filed 66A: No Currently No Basis: No

Generated on: This page was generated by TSDR on 2020-01-31 12:05:41 EST

Mark: NATIONWIDE FINANCIAL SERVICES

US Serial Number: 74576757 Application Filing
Date:

Sep. 22, 1994

US Registration
Number:

1955871 Registration Date: Feb. 13, 1996

Register: Principal

Mark Type: Service Mark

TM5 Common Status
Descriptor:

LIVE/REGISTRATION/Issued and Active

The trademark application has been registered with the Office.

Status: The registration has been renewed.

Status Date: Apr. 20, 2006

Publication Date: Nov. 21, 1995



Filed No Basis: No

Current Owner(s) Information

Owner Name: NATIONWIDE MUTUAL INSURANCE COMPANY

Owner Address: One Nationwide Plaza
Office of General Counsel 1-35-204
Columbus, OHIO UNITED STATES 43215

Legal Entity Type: CORPORATION State or Country
Where Organized:

OHIO

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Scott W. Linek and Ukeme Awakessien Jeter

Attorney Primary
Email Address:

trademark@nationwide.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

Scott W. Linek and Ukeme Awakessien Jeter
Nationwide Mutual Insurance Company
One Nationwide Plaza
Office of General Counsel, 1-32-305
Columbus, OHIO UNITED STATES 43215-2226

Phone: 614.249.5497 Fax: 614.677.8034

Correspondent e-
mail:

trademark@nationwide.com Correspondent e-
mail Authorized:

Yes

Domestic Representative - Not Found

Prosecution History

Date Description
Proceeding
Number

Feb. 11, 2019 ATTORNEY/DOM.REP.REVOKED AND/OR APPOINTED

Feb. 11, 2019 TEAS REVOKE/APP/CHANGE ADDR OF ATTY/DOM REP RECEIVED

Feb. 07, 2019 ATTORNEY/DOM.REP.REVOKED AND/OR APPOINTED

Feb. 07, 2019 TEAS REVOKE/APP/CHANGE ADDR OF ATTY/DOM REP RECEIVED

Apr. 28, 2016 ATTORNEY/DOM.REP.REVOKED AND/OR APPOINTED

Apr. 28, 2016 TEAS REVOKE/APP/CHANGE ADDR OF ATTY/DOM REP RECEIVED

Feb. 13, 2015 COURTESY REMINDER - SEC. 8 (10-YR)/SEC. 9 E-MAILED

Mar. 03, 2010 APPLICANT/CORRESPONDENCE CHANGES (NON-RESPONSIVE) ENTERED 88888

Mar. 03, 2010 TEAS CHANGE OF OWNER ADDRESS RECEIVED

Aug. 19, 2008 TEAS CHANGE OF CORRESPONDENCE RECEIVED

Aug. 18, 2006 CASE FILE IN TICRS

Apr. 20, 2006 REGISTERED AND RENEWED (FIRST RENEWAL - 10 YRS) 66607

Apr. 20, 2006 REGISTERED - SEC. 8 (10-YR) ACCEPTED/SEC. 9 GRANTED

Apr. 20, 2006 ASSIGNED TO PARALEGAL 66607

Feb. 10, 2006 REGISTERED - COMBINED SECTION 8 (10-YR) & SEC. 9 FILED

Feb. 10, 2006 TEAS SECTION 8 & 9 RECEIVED

Dec. 18, 2002 TEAS CHANGE OF CORRESPONDENCE RECEIVED

Nov. 21, 2001 REGISTERED - SEC. 8 (6-YR) ACCEPTED & SEC. 15 ACK.

Oct. 22, 2001 REGISTERED - SEC. 8 (6-YR) & SEC. 15 FILED

Feb. 13, 1996 REGISTERED-PRINCIPAL REGISTER

Nov. 21, 1995 PUBLISHED FOR OPPOSITION

Oct. 20, 1995 NOTICE OF PUBLICATION

Sep. 11, 1995 APPROVED FOR PUB - PRINCIPAL REGISTER

Jul. 31, 1995 CORRESPONDENCE RECEIVED IN LAW OFFICE

Jul. 24, 1995 ASSIGNED TO EXAMINER 67512

Mar. 14, 1995 NON-FINAL ACTION MAILED

Mar. 08, 1995 ASSIGNED TO EXAMINER 70428



TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: SCANNING ON DEMAND Date in Location: Aug. 18, 2006

Assignment Abstract Of Title Information

Summary

Total Assignments: 1 Registrant: Nationwide Life Insurance Company

 
Assignment 1 of 1

Conveyance: ASSIGNS THE ENTIRE INTEREST

Reel/Frame: 1570/0463 Pages: 3

Date Recorded: Mar. 31, 1997

Supporting
Documents:

No Supporting Documents Available

Assignor

Name: NATIONWIDE LIFE INSURANCE COMPANY Execution Date: Jan. 01, 1997

Legal Entity Type: CORPORATION State or Country
Where Organized:

OHIO

Assignee

Name: NATIONWIDE MUTUAL INS. CO. 

Legal Entity Type: CORPORATION State or Country
Where Organized:

OHIO

Address: ONE NATIONWIDE PLAZA
COLUMBUS, OHIO 43215

Correspondent

Correspondent
Name:

NATIONWIDE MUTUAL INS. CO.

Correspondent
Address:

LEE A. THORNBURY
OFFICE OF GENERAL COUNSEL
ONE NATIONWIDE PLAZA
COLUMBUS, OH 43215

Domestic Representative - Not Found

Proceedings

Summary

Number of
Proceedings:

6

 
Type of Proceeding: Opposition

Proceeding
Number:

91247239 Filing Date: Mar 27, 2019

Status: Pending Status Date: Mar 27, 2019

Interlocutory
Attorney:

JENNIFER KRISP

Defendant

Name: 1St Nationwide Mortgage Corporation

Correspondent
Address:

ANTHONY M VERNA III
VERNA LAW PC
80 THEODORE FREMD AVE
RYE NY UNITED STATES , 10580

Correspondent e-
mail:

anthony@vernalaw.com

Associated marks

Serial Registration



Mark Application Status
Number Number

1ST NATIONWIDE MORTGAGE Opposition Pending 87942069

Plaintiff(s)

Name: Nationwide Mutual Insurance Company

Correspondent
Address:

ANITA B POLOTT
MORGAN LEWIS & BOCKIUS LLP
1111 PENNSYLVANIA AVE N.W. , ATTENTION: TMSU
WASHINGTON DC UNITED STATES , 20004

Correspondent e-
mail:

trademarks@morganlewis.com , anita.polott@morganlewis.com , katie.feiereisel@morganlewis.com , carolyn.himmelfarb@morganlewi

s.com , trademark@nationwide.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

NATIONWIDE REGISTERED AND RENEWED 72276679 854888

NATIONWIDE REGISTERED AND RENEWED 74695366 2017147

NATIONWIDE FINANCIAL SERVICES REGISTERED AND RENEWED 74576757 1955871

NATIONWIDE IS ON YOUR SIDE REGISTERED AND RENEWED 73692433 1793850

NATIONWIDE FINANCIAL REGISTERED AND RENEWED 76469150 2788512

NATIONWIDE QUATRO SELECT ANNUITY REGISTERED AND RENEWED 76395224 2851470

THE NATIONWIDE CORPORATE INCENTIVE PROGRAM REGISTERED AND RENEWED 76475068 2775313

NATIONWIDE PLATINUM III REGISTERED AND RENEWED 76477175 2773489

NATIONWIDE PLATINUM V REGISTERED AND RENEWED 76348768 2654146

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Mar 27, 2019

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Mar 27, 2019 May 06, 2019

3 PENDING, INSTITUTED Mar 27, 2019

4 ANSWER May 03, 2019

5 P CHANGE OF CORRESP ADDRESS May 06, 2019

6 P MOT FOR EXT W/ CONSENT Nov 26, 2019

7 EXTENSION OF TIME GRANTED Nov 26, 2019

8 P MOT FOR EXT W/ CONSENT Jan 27, 2020

9 EXTENSION OF TIME GRANTED Jan 27, 2020

Type of Proceeding: Cancellation

Proceeding
Number:

92067046 Filing Date: Oct 09, 2017

Status: Pending Status Date: Sep 05, 2019

Interlocutory
Attorney:

GEOFFREY MCNUTT

Defendant

Name: Nationwide Auto Lease LLC

Correspondent
Address:

MITCHELL P NOVICK
LAW OFFICES OF MITCHELL P NOVICK
623 EAGLE ROCK AVENUE, SUITE 407
WEST ORANGE NJ UNITED STATES , 07052

Correspondent e-
mail:

mnovick@mitchellnovick.com , nhyman@mitchellnovick.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

NATIONWIDE AUTO LEASE Cancellation Pending 86725538 5005305

Plaintiff(s)

Name: Nationwide Mutual Insurance Company

Correspondent
Address:

MARTIN J MILLER
PORTER WRIGHT MORRIS & ARTHUR LLP
41 SOUTH HIGH STREET, SUITE 2900



COLUMBUS OH UNITED STATES , 43215

Correspondent e-
mail:

ipdocket@porterwright.com , trademark@nationwide.com , LINEKS@nationwide.com , amy.grayem@nationwide.com , jgerken@porter

wright.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

NATIONWIDE REGISTERED AND RENEWED 72276679 854888

NATIONWIDE IS ON YOUR SIDE REGISTERED AND RENEWED 73692433 1793850

NATIONWIDE FINANCIAL SERVICES REGISTERED AND RENEWED 74576757 1955871

NATIONWIDE REGISTERED AND RENEWED 74695366 2017147

NATIONWIDE REGISTERED AND RENEWED 75789949 2371088

NATIONWIDE FINANCIAL REGISTERED AND RENEWED 76469150 2788512

NATIONWIDE ADVANTAGE MORTGAGE REGISTERED AND RENEWED 76344232 2811277

NATIONWIDE ADVANTAGE MORTGAGE REGISTERED AND RENEWED 78386920 3119130

NATIONWIDE ADVANTAGE MORTGAGE COMPANY REGISTERED AND RENEWED 78386925 3199372

NATIONWIDE REGISTERED AND RENEWED 77146539 3328956

NATIONWIDE REGISTERED AND RENEWED 77162722 3328989

NATIONWIDE BANK REGISTERED AND RENEWED 78592486 3308449

NATIONWIDE NATIONWIDE ON YOUR SIDE Cancelled - Section 8 77207230 3369072

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Oct 09, 2017

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Oct 09, 2017 Nov 18, 2017

3 PENDING, INSTITUTED Oct 09, 2017

4 D APPEARANCE / POWER OF ATTORNEY Nov 16, 2017

5 D MOT FOR EXT W/O CONSENT Nov 16, 2017

6 EXTENSION OF TIME GRANTED Dec 12, 2017

7 ANSWER Dec 18, 2017

8 P MOT FOR EXT W/ CONSENT Feb 08, 2018

9 EXTENSION OF TIME GRANTED Feb 08, 2018

10 P MOT FOR EXT W/ CONSENT Feb 11, 2018

11 EXTENSION OF TIME GRANTED Feb 12, 2018

12 P MOT TO COMPEL DISCOVERY Jun 15, 2018

13 P W/D MOTION TO COMPEL Jun 21, 2018

14 TRIAL DATES REMAIN AS SET Jun 25, 2018

15 P MOT FOR EXT W/ CONSENT Sep 12, 2018

16 EXTENSION OF TIME GRANTED Sep 12, 2018

17 P MOT FOR EXT W/ CONSENT Oct 15, 2018

18 EXTENSION OF TIME GRANTED Oct 15, 2018

19 P MOT FOR EXT W/ CONSENT Nov 26, 2018

20 EXTENSION OF TIME GRANTED Nov 27, 2018

21 P MOT FOR EXT W/ CONSENT Jan 11, 2019

22 EXTENSION OF TIME GRANTED Jan 11, 2019

23 P CHANGE OF CORRESP ADDRESS Mar 15, 2019

24 P MOT FOR EXT W/ CONSENT Mar 15, 2019

25 EXTENSION OF TIME GRANTED Mar 15, 2019

26 P MOT TO COMPEL DISCOVERY Jul 05, 2019

27 P CHANGE OF CORRESP ADDRESS Jul 08, 2019

28 TRIAL DATES RESET Sep 05, 2019

29 P MOT FOR DISCOVERY SANCTIONS Oct 30, 2019

30 PAPER RECEIVED AT TTAB Nov 29, 2019

31 P REPLY IN SUPPORT OF MOTION Dec 02, 2019

Type of Proceeding: Opposition

Proceeding 91223382 Filing Date: Aug 19, 2015



Number:

Status: Terminated Status Date: May 22, 2018

Interlocutory
Attorney:

ANDREW P BAXLEY

Defendant

Name: Nationwide Payment Solutions, LLC

Correspondent
Address:

JENNIFER LEE TAYLOR
MORRISON & FOERSTER LLP
425 MARKET STREET
SAN FRANCISCO CA UNITED STATES , 94105-2482

Correspondent e-
mail:

jtaylor@mofo.com , tmdocket@mofo.com , msmolen@mofo.com , ggabriel@mofo.com , droumiantseva@mofo.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

NATIONWIDE PAYMENTS Abandoned - After Inter-Partes Decision 86067838

Plaintiff(s)

Name: Nationwide Mutual Insurance Company

Correspondent
Address:

MELISSA A BARNETT
PORTER WRIGHT MORRIS & ARTHUR LLP
41 SOUTH HIGH STREET SUITE 2900
COLUMBUS OH UNITED STATES , 43215

Correspondent e-
mail:

ipdocket@porterwright.com , rmorgan@porterwright.com , mbarnett@porterwright.com , emoyo@porterwright.com , trademark@nation

wide.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

NATIONWIDE REGISTERED AND RENEWED 77146539 3328956

NATIONWIDE REGISTERED AND RENEWED 77162722 3328989

NATIONWIDE Cancelled - Section 8 85436091 4224422

NATIONWIDE BANK REGISTERED AND RENEWED 78592486 3308449

NATIONWIDE NATIONWIDE BANK ON YOUR SIDE REGISTERED AND RENEWED 77325466 3449286

NATIONWIDE IS ON YOUR SIDE REGISTERED AND RENEWED 73692433 1793850

NATIONWIDE REGISTERED AND RENEWED 74695366 2017147

NATIONWIDE REGISTERED AND RENEWED 75789949 2371088

NATIONWIDE FINANCIAL REGISTERED AND RENEWED 76469150 2788512

NATIONWIDE FINANCIAL SERVICES REGISTERED AND RENEWED 74576757 1955871

NATIONWIDE Cancelled - Section 8 85162816 4177757

NATIONWIDE RESTORATION REGISTERED AND RENEWED 78940127 3555448

NATIONWIDE PORTRAIT SERIES Registered 86091774 4619842

NATIONWIDE ACCELERATE Cancelled - Section 8 77240248 3710857

NATIONWIDE HERITAGE ANNUITY REGISTERED AND RENEWED 77132224 3423782

NATIONWIDE FUNDS REGISTERED AND RENEWED 77162720 3410133

NATIONWIDE CUSTOM PORTFOLIO REGISTERED AND RENEWED 77249724 3405161

NATIONWIDE RETIREMENT CLEAR ADVANTAGE REGISTERED AND RENEWED 77599969 3832553

NATIONWIDE RETIREMENT FLEXIBLE ADVANTAGE Section 8 and 15 - Accepted and Acknowledged 85550629 4198540

NATIONWIDE SURETY STARTER Section 8 and 15 - Accepted and Acknowledged 85545683 4198529

NATIONWIDE FUNDGUARD REGISTERED AND RENEWED 77052682 3356927

NATIONWIDE PROACCOUNT REGISTERED AND RENEWED 77052684 3356928

NATIONWIDE INSTITUTE Registered 85550625 4502208

NATIONWIDE RETIREMENT INNOVATOR ADVANTAGE Section 8 and 15 - Accepted and Acknowledged 85650647 4502347

NATIONWIDE LIFETIME INCOME CAPTURE Registered 85781515 4573104

NATIONWIDE NEW HEIGHTS Registered 85945423 4573475

NATIONWIDE INCOME ARCHITECT REGISTERED AND RENEWED 77272755 3603484

NATIONWIDE HIGH POINT Registered 85947886 4614656

NATIONWIDE TRUESTEP V Registered 86056620 4612468



NATIONWIDE LIFETIME INCOME TRACK Registered 86025128 4664492

NATIONWIDE FREEDOM Registered 86287989 4673130

NATIONWIDE HIGH POINT 365 Registered 85947887 4739644

NATIONWIDE CLEARCREDIT REGISTERED AND RENEWED 77763211 3816664

NATIONWIDE PORTFOLIO INNOVATOR Cancelled - Section 8 77584290 3677715

NATIONWIDE MARATHON Section 8 and 15 - Accepted and Acknowledged 77111011 3731795

NATIONWIDE PRIVATE CLIENT GROUP Cancelled - Section 8 78708236 3713418

NATIONWIDE ADVANTAGE MORTGAGE REGISTERED AND RENEWED 78386920 3119130

NATIONWIDE ADVANTAGE MORTGAGE COMPANY REGISTERED AND RENEWED 78386925 3199372

NATIONWIDE FIXED SELECT CONTRACT Section 8 and 15 - Accepted and Acknowledged 85550630 4273393

NATIONWIDE CLEAR HORIZON REGISTERED AND RENEWED 78708251 3196158

THE NATIONWIDE LIFETIME INCOME RIDER REGISTERED AND RENEWED 78779267 3270128

NATIONWIDE ESTA DE TU LADO REGISTERED AND RENEWED 78894481 3302256

NATIONWIDE FINANCIAL NETWORK REGISTERED AND RENEWED 78525635 3319683

NATIONWIDE RETIREMENT INNOVATOR REGISTERED AND RENEWED 77169601 3328997

NATIONWIDE NATIONWIDE ON YOUR SIDE Cancelled - Section 8 77207230 3369072

NATIONWIDE FREEDOMPRO Registered 86288006 4714028

NATIONWIDE FREEDOMPRO+ Registered 86288010 4714029

NATIONWIDE PLATINUM V REGISTERED AND RENEWED 76348768 2654146

NATIONWIDE PLATINUM III REGISTERED AND RENEWED 76477175 2773489

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Aug 19, 2015

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Aug 19, 2015 Sep 28, 2015

3 PENDING, INSTITUTED Aug 19, 2015

4 ANSWER Sep 28, 2015

5 D MOT FOR EXT W/ CONSENT Nov 24, 2015

6 EXTENSION OF TIME GRANTED Nov 24, 2015

7 P MOT FOR EXT W/ CONSENT Dec 17, 2015

8 EXTENSION OF TIME GRANTED Jan 02, 2016

9 P MOT FOR EXT W/ CONSENT Feb 02, 2016

10 EXTENSION OF TIME GRANTED Feb 09, 2016

11 P MOT FOR EXT W/ CONSENT Mar 08, 2016

12 EXTENSION OF TIME GRANTED Mar 15, 2016

13 P MOT FOR EXT W/ CONSENT Apr 22, 2016

14 EXTENSION OF TIME GRANTED Apr 30, 2016

15 P MOT FOR EXT W/ CONSENT May 17, 2016

16 EXTENSION OF TIME GRANTED May 24, 2016

17 P MOT FOR EXT W/ CONSENT Jun 20, 2016

18 EXTENSION OF TIME GRANTED Jun 27, 2016

19 P MOT FOR EXT W/ CONSENT Aug 16, 2016

20 EXTENSION OF TIME GRANTED Aug 30, 2016

21 P MOT FOR EXT W/ CONSENT Oct 17, 2016

22 EXTENSION OF TIME GRANTED Nov 02, 2016

23 P MOT FOR EXT W/ CONSENT Dec 01, 2016

24 EXTENSION OF TIME GRANTED Dec 08, 2016

25 P MOT FOR EXT W/ CONSENT Feb 09, 2017

26 EXTENSION OF TIME GRANTED Feb 27, 2017

27 P MOT FOR EXT W/ CONSENT Apr 04, 2017

28 EXTENSION OF TIME GRANTED Apr 11, 2017

29 P MOT FOR EXT W/ CONSENT Jun 08, 2017

30 EXTENSION OF TIME GRANTED Jun 15, 2017

31 P MOT FOR EXT W/ CONSENT Aug 07, 2017

32 MOTION DENIED; TRIAL DATES REMAIN AS SET Aug 25, 2017



33 P MOT TO SUSP W/ CONSENT PEND SETTL NEGOTIATIONS Aug 30, 2017

34 SUSPENDED Sep 06, 2017

35 W/DRAW OF APPLICATION W/ CONSENT May 15, 2018

36 BD DECISION: DISMISSED W/O PREJ May 22, 2018

37 TERMINATED May 22, 2018

Type of Proceeding: Opposition

Proceeding
Number:

91198245 Filing Date: Jan 19, 2011

Status: Terminated Status Date: Jul 25, 2012

Interlocutory
Attorney:

ROBERT COGGINS

Defendant

Name: cRc Nationwide, LLC

Correspondent
Address:

MINDY K WARGUEZ COO
CrC NATIONWIDE LLC
480 E WINCHESTER ST , SUITE 230
MURRAY UT UNITED STATES , 84107 7595

Correspondent e-
mail:

mindy.warguez@crcnationwide.com , west.haradin@crcnationwide.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

CRC NATIONWIDE Abandoned - After Inter-Partes Decision 85011724

Plaintiff(s)

Name: Nationwide Mutual Insurance Company

Correspondent
Address:

JOSEPH R DREITLER
DREITLER TRUE LLC
137 E STATE ST, SUITE 101
COLUMBUS OH UNITED STATES , 43215 4291

Correspondent e-
mail:

jdreitler@ustrademarklawyer.com , mtrue@ustrademarklawyer.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

NATIONWIDE REGISTERED AND RENEWED 72276679 854888

NATIONWIDE FINANCIAL SERVICES REGISTERED AND RENEWED 74576757 1955871

NATIONWIDE REGISTERED AND RENEWED 74695366 2017147

NATIONWIDE REGISTERED AND RENEWED 75789949 2371088

NATIONWIDE ADVANTAGE MORTGAGE REGISTERED AND RENEWED 76344232 2811277

NATIONWIDE ADVANTAGE MORTGAGE REGISTERED AND RENEWED 78386920 3119130

NATIONWIDE TOTAL ADVANTAGE Cancelled - Section 8 78678151 3271638

NATIONWIDE NATIONWIDE ON YOUR SIDE Cancelled - Section 8 77207230 3369072

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Jan 19, 2011

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Jan 19, 2011 Feb 28, 2011

3 PENDING, INSTITUTED Jan 19, 2011

4 ANSWER Feb 24, 2011

5 P'S APPEARANCE OF COUNSEL Mar 18, 2011

6 BOARD'S ORDER RE SERVICE Mar 18, 2011

7 D'S INTIAL DISCLOSURES Apr 28, 2011

8 NO CONSIDERATION OF # 7 May 11, 2011

9 P'S MOTION FOR SUMMARY JUDGMENT May 11, 2011

10 SUSPENDED PENDING DISP OF OUTSTNDNG MOT May 20, 2011

11 D'S OPPOSITION/RESPONSE TO MOTION May 26, 2011

12 P'S REPLY IN SUPPORT OF MOTION Jun 10, 2011



13 D SURREPLY Jun 21, 2011

14 PL'S MOT. FOR SUMM. JUDGMENT DENIED Jun 30, 2011

15 AMENDED NOTICE; MOT TO SUSP Jul 12, 2011

16 SUSPEND DENIED; ANSWER DUE Aug 02, 2011

17 AMENDED ANSWER Aug 15, 2011

18 BOARD'S ORDER RE SERVICE Sep 06, 2011

19 P'S MOTION TO COMPEL DISCOVERY Oct 28, 2011

20 SUSPENDED PENDING DISP OF OUTSTNDNG MOT Oct 31, 2011

21 D'S OPPOSITION/RESPONSE TO MOTION Oct 31, 2011

22 PROCEEDINGS RESUMED Nov 09, 2011

23 CHANGE OF CORRESPONDENCE ADDRESS Jan 19, 2012

24 BOARD'S COMMUNICATION Jan 31, 2012

25 P'S PRETRIAL DISCLOSURES Apr 30, 2012

26 BOARD'S COMMUNICATION May 14, 2012

27 P'S MOTION FOR SUMMARY JUDGMENT May 14, 2012

28 SUSPENDED PENDING DISP OF OUTSTNDNG MOT May 17, 2012

29 BOARD'S DECISION: SUSTAINED Jul 25, 2012

30 TERMINATED Jul 25, 2012

Type of Proceeding: Opposition

Proceeding
Number:

91197450 Filing Date: Nov 18, 2010

Status: Terminated Status Date: Feb 28, 2011

Interlocutory
Attorney:

ANN LINNEHAN VOGLER

Defendant

Name: QC Holdings, Inc.

Correspondent
Address:

BRADLEY P HARTMAN
HARTMAN LAW PLC
7114 E STETSON DRIVE , SUITE 205
SCOTTSDALE AZ UNITED STATES , 85251-3250

Correspondent e-
mail:

trademarks@hartmanlaw.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

NATIONWIDE BUDGET FINANCE Abandoned - After Inter-Partes Decision 85015290

Plaintiff(s)

Name: Nationwide Mutual Insurance Company

Correspondent
Address:

JOSEPH R DREITLER
BRICKER & ECKLER LLP
100 SOUTH THIRD STREET
COLUMBUS OH UNITED STATES , 43215

Correspondent e-
mail:

trademarks@bricker.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

NATIONWIDE REGISTERED AND RENEWED 72276679 854888

NATIONWIDE REGISTERED AND RENEWED 74695366 2017147

NATIONWIDE REGISTERED AND RENEWED 75789949 2371088

NATIONWIDE FINANCIAL SERVICES REGISTERED AND RENEWED 74576757 1955871

NATIONWIDE FINANCIAL REGISTERED AND RENEWED 76469150 2788512

NATIONWIDE FINANCIAL NETWORK REGISTERED AND RENEWED 78525635 3319683

REGISTERED AND RENEWED 76018954 2514456

NATIONWIDE REGISTERED AND RENEWED 77146539 3328956

NATIONWIDE NATIONWIDE BANK ON YOUR SIDE REGISTERED AND RENEWED 77325466 3449286



NATIONWIDE ADVANTAGE MORTGAGE REGISTERED AND RENEWED 76344232 2811277

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Nov 18, 2010

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Nov 18, 2010 Dec 28, 2010

3 PENDING, INSTITUTED Nov 18, 2010

4 NOTICE OF DEFAULT Jan 13, 2011

5 BOARD'S DECISION: SUSTAINED Feb 28, 2011

6 TERMINATED Feb 28, 2011

Type of Proceeding: Opposition

Proceeding
Number:

91193204 Filing Date: Dec 30, 2009

Status: Terminated Status Date: Apr 12, 2010

Interlocutory
Attorney:

GEORGE POLOGEORGIS

Defendant

Name: Nationwide Home Relief LLC

Correspondent
Address:

James W. Ove, Jr.
Ryndak & Suri LLP
200 W Madison Street, Suite 2100
Chicago IL UNITED STATES , 60606-3521

Correspondent e-
mail:

docketing@ryndaksuri.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

NATIONWIDE HOME RELIEF Abandoned - After Inter-Partes Decision 77588500

Plaintiff(s)

Name: Nationwide Mutual Insurance Company

Correspondent
Address:

Robert J. Morgan
Porter Wright Morris & Arthur, LLP
41 South High Street, Suite 2900
Columbus OH UNITED STATES , 43215

Correspondent e-
mail:

ipdocket@porterwright.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

NATIONWIDE FINANCIAL SERVICES REGISTERED AND RENEWED 74576757 1955871

NATIONWIDE FINANCIAL REGISTERED AND RENEWED 76469150 2788512

NATIONWIDE IS ON YOUR SIDE REGISTERED AND RENEWED 73692433 1793850

NATIONWIDE REGISTERED AND RENEWED 74695366 2017147

NATIONWIDE PLATINUM III REGISTERED AND RENEWED 76477175 2773489

NATIONWIDE PORTRAIT SERIES Cancelled - Section 8 76411488 2777452

NATIONWIDE CLEAR HORIZON REGISTERED AND RENEWED 78708251 3196158

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Dec 30, 2009

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Dec 30, 2009 Feb 08, 2010

3 PENDING, INSTITUTED Dec 30, 2009

4 NOTICE OF DEFAULT Feb 23, 2010

5 BOARD'S DECISION: SUSTAINED Apr 12, 2010

6 TERMINATED Apr 12, 2010



 

Mark Information

Mark Literal
Elements:

NATIONWIDE IS ON YOUR SIDE

Standard Character
Claim:

No

Mark Drawing
Type:

1 - TYPESET WORD(S) /LETTER(S) /NUMBER(S)

Related Properties Information

Claimed Ownership
of US

Registrations:

0713962, 0733565, 0854888, 0860715, 0901003, 1017597 and others

Goods and Services

Note:
The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: INSURANCE SERVICES; NAMELY, UNDERWRITING LIFE, HEALTH, ANNUITY, PROPERTY AND CASUALTY INSURANCE;
FINANCIAL SERVICES; NAMELY, THE SALE OF MUTUAL FUNDS, MONEY MARKET FUNDS, PENSION PLANS AND IRA PLANS

International
Class(es):

036 - Primary Class U.S Class(es): 101, 102

Class Status: ACTIVE

Basis: 1(a)

First Use: Jan. 21, 1974 Use in Commerce: Jan. 21, 1974

Basis Information (Case Level)

Filed Use: Yes Currently Use: Yes

Filed ITU: No Currently ITU: No

Filed 44D: No Currently 44E: No

Filed 44E: No Currently 66A: No

Filed 66A: No Currently No Basis: No

Generated on: This page was generated by TSDR on 2020-01-31 12:06:32 EST

Mark: NATIONWIDE IS ON YOUR SIDE

US Serial Number: 73692433 Application Filing
Date:

Oct. 29, 1987

US Registration
Number:

1793850 Registration Date: Sep. 21, 1993

Register: Principal

Mark Type: Service Mark

TM5 Common Status
Descriptor:

LIVE/REGISTRATION/Issued and Active

The trademark application has been registered with the Office.

Status: The registration has been renewed.

Status Date: Sep. 24, 2013

Publication Date: Jun. 29, 1993



Filed No Basis: No

Current Owner(s) Information

Owner Name: NATIONWIDE MUTUAL INSURANCE COMPANY

Owner Address: One Nationwide Plaza
Office of General Counsel 1-35-204
Columbus, OHIO UNITED STATES 43215

Legal Entity Type: CORPORATION State or Country
Where Organized:

OHIO

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Scott W. Linek

Attorney Primary
Email Address:

trademark@nationwide.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

Scott W. Linek
Nationwide Mutual Insurance Company
One Nationwide Plaza
Office of General Counsel, 1-32-305
Columbus, OHIO UNITED STATES 43215-2226

Phone: 614-249-5497 Fax: 614-677-8034

Correspondent e-
mail:

trademark@nationwide.com Correspondent e-
mail Authorized:

Yes

Domestic Representative - Not Found

Prosecution History

Date Description
Proceeding
Number

Aug. 19, 2019 ATTORNEY/DOM.REP.REVOKED AND/OR APPOINTED

Aug. 19, 2019 TEAS REVOKE/APP/CHANGE ADDR OF ATTY/DOM REP RECEIVED

Feb. 07, 2019 ATTORNEY/DOM.REP.REVOKED AND/OR APPOINTED

Feb. 07, 2019 TEAS REVOKE/APP/CHANGE ADDR OF ATTY/DOM REP RECEIVED

Apr. 28, 2016 ATTORNEY/DOM.REP.REVOKED AND/OR APPOINTED

Apr. 28, 2016 TEAS REVOKE/APP/CHANGE ADDR OF ATTY/DOM REP RECEIVED

Apr. 08, 2014 NOTICE OF SUIT

Sep. 24, 2013 NOTICE OF ACCEPTANCE OF SEC. 8 & 9 - E-MAILED

Sep. 24, 2013 REGISTERED AND RENEWED (SECOND RENEWAL - 10 YRS) 67603

Sep. 24, 2013 REGISTERED - SEC. 8 (10-YR) ACCEPTED/SEC. 9 GRANTED 67603

Sep. 20, 2013 REGISTERED - COMBINED SECTION 8 (10-YR) & SEC. 9 FILED 67603

Sep. 20, 2013 TEAS SECTION 8 & 9 RECEIVED

May 21, 2012 NOTICE OF SUIT

Mar. 03, 2010 APPLICANT/CORRESPONDENCE CHANGES (NON-RESPONSIVE) ENTERED 88888

Mar. 03, 2010 TEAS CHANGE OF OWNER ADDRESS RECEIVED

Sep. 17, 2007 CASE FILE IN TICRS

Jun. 13, 2003 REGISTERED AND RENEWED (FIRST RENEWAL - 10 YRS)

Jun. 13, 2003 REGISTERED - SEC. 8 (10-YR) ACCEPTED/SEC. 9 GRANTED

Apr. 09, 2003 REGISTERED - COMBINED SECTION 8 (10-YR) & SEC. 9 FILED

Apr. 09, 2003 PAPER RECEIVED

Dec. 18, 2002 TEAS CHANGE OF CORRESPONDENCE RECEIVED

Jul. 11, 2002 TEAS CHANGE OF CORRESPONDENCE RECEIVED

Jan. 13, 2000 REGISTERED - SEC. 8 (6-YR) ACCEPTED & SEC. 15 ACK.

Sep. 21, 1999 REGISTERED - SEC. 8 (6-YR) & SEC. 15 FILED

Sep. 21, 1993 REGISTERED-PRINCIPAL REGISTER

Jun. 29, 1993 PUBLISHED FOR OPPOSITION

May 28, 1993 NOTICE OF PUBLICATION



May 06, 1993 APPROVED FOR PUB - PRINCIPAL REGISTER

May 03, 1993 JURISDICTION RESTORED TO EXAMINING ATTORNEY

Jan. 21, 1993 CORRESPONDENCE RECEIVED IN LAW OFFICE

May 14, 1992 FINAL REFUSAL MAILED

Mar. 23, 1992 CORRESPONDENCE RECEIVED IN LAW OFFICE

Sep. 18, 1991 NON-FINAL ACTION MAILED

May 11, 1989 LETTER OF SUSPENSION MAILED

Mar. 03, 1989 CORRESPONDENCE RECEIVED IN LAW OFFICE

Nov. 28, 1988 NON-FINAL ACTION MAILED

Jun. 27, 1988 CORRESPONDENCE RECEIVED IN LAW OFFICE

Feb. 09, 1988 NON-FINAL ACTION MAILED

Jan. 27, 1988 ASSIGNED TO EXAMINER 59899

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: GENERIC WEB UPDATE Date in Location: Sep. 24, 2013



 

Mark Information

Mark Literal
Elements:

NATIONWIDE FINANCIAL

Standard Character
Claim:

No

Mark Drawing
Type:

1 - TYPESET WORD(S) /LETTER(S) /NUMBER(S)

Disclaimer: "FINANCIAL"

Related Properties Information

Claimed Ownership
of US

Registrations:

1955871, 2371088, 2654146, 2668700 and others

Goods and Services

Note:
The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: insurance and financial services, namely, life insurance underwriting; annuity underwriting; mutual fund investment; [ money market
fund investment; ] administration of pension plans, retirement accounts and retirement plans; asset management services

International
Class(es):

036 - Primary Class U.S Class(es): 100, 101, 102

Class Status: ACTIVE

Basis: 1(a)

First Use: Nov. 28, 1983 Use in Commerce: Nov. 28, 1983

Basis Information (Case Level)

Filed Use: Yes Currently Use: Yes

Filed ITU: No Currently ITU: No

Filed 44D: No Currently 44E: No

Filed 44E: No Currently 66A: No

Generated on: This page was generated by TSDR on 2020-01-31 12:07:08 EST

Mark: NATIONWIDE FINANCIAL

US Serial Number: 76469150 Application Filing
Date:

Nov. 22, 2002

US Registration
Number:

2788512 Registration Date: Dec. 02, 2003

Register: Principal

Mark Type: Service Mark

TM5 Common Status
Descriptor:

LIVE/REGISTRATION/Issued and Active

The trademark application has been registered with the Office.

Status: The registration has been renewed.

Status Date: Nov. 29, 2013

Publication Date: Sep. 09, 2003



Filed 66A: No Currently No Basis: No

Filed No Basis: No

Current Owner(s) Information

Owner Name: Nationwide Mutual Insurance Company

Owner Address: Office of General Counsel 1-35-204
One Nationwide Plaza
Columbus, OHIO UNITED STATES 43215

Legal Entity Type: CORPORATION State or Country
Where Organized:

OHIO

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Maribeth Day Case

Attorney Primary
Email Address:

trademark@nationwide.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

Maribeth Day Case
Nationwide Mutual Insurance Company
One Nationwide Plaza
Office of General Counsel, 1-32-305
Columbus, OHIO UNITED STATES 43215-2226

Phone: 614-249-0596 Fax: 614-677-8034

Correspondent e-
mail:

trademark@nationwide.com Correspondent e-
mail Authorized:

Yes

Domestic Representative - Not Found

Prosecution History

Date Description
Proceeding
Number

Aug. 09, 2019 ATTORNEY/DOM.REP.REVOKED AND/OR APPOINTED

Aug. 09, 2019 TEAS REVOKE/APP/CHANGE ADDR OF ATTY/DOM REP RECEIVED

Dec. 16, 2014 ATTORNEY/DOM.REP.REVOKED AND/OR APPOINTED

Dec. 16, 2014 TEAS REVOKE/APP/CHANGE ADDR OF ATTY/DOM REP RECEIVED

Nov. 29, 2013 NOTICE OF ACCEPTANCE OF SEC. 8 & 9 - E-MAILED

Nov. 29, 2013 REGISTERED AND RENEWED (FIRST RENEWAL - 10 YRS) 76874

Nov. 29, 2013 REGISTERED - SEC. 8 (10-YR) ACCEPTED/SEC. 9 GRANTED 76874

Nov. 11, 2013 REGISTERED - COMBINED SECTION 8 (10-YR) & SEC. 9 FILED 76874

Nov. 29, 2013 CASE ASSIGNED TO POST REGISTRATION PARALEGAL 76874

Nov. 11, 2013 TEAS SECTION 8 & 9 RECEIVED

Mar. 03, 2010 APPLICANT/CORRESPONDENCE CHANGES (NON-RESPONSIVE) ENTERED 88888

Mar. 03, 2010 TEAS CHANGE OF OWNER ADDRESS RECEIVED

Dec. 08, 2009 REGISTERED - SEC. 8 (6-YR) ACCEPTED & SEC. 15 ACK. 71378

Dec. 07, 2009 CASE ASSIGNED TO POST REGISTRATION PARALEGAL 71378

Nov. 25, 2009 TEAS SECTION 8 & 15 RECEIVED

Dec. 02, 2003 REGISTERED-PRINCIPAL REGISTER

Sep. 09, 2003 PUBLISHED FOR OPPOSITION

Aug. 20, 2003 NOTICE OF PUBLICATION

Jul. 01, 2003 APPROVED FOR PUB - PRINCIPAL REGISTER

Jul. 01, 2003 EXAMINERS AMENDMENT MAILED

Apr. 21, 2003 NON-FINAL ACTION MAILED

Apr. 07, 2003 ASSIGNED TO EXAMINER 76505

Dec. 18, 2002 TEAS CHANGE OF CORRESPONDENCE RECEIVED

TM Staff and Location Information



TM Staff Information - None

File Location

Current Location: GENERIC WEB UPDATE Date in Location: Nov. 29, 2013

Proceedings

Summary

Number of
Proceedings:

6

 
Type of Proceeding: Opposition

Proceeding
Number:

91247239 Filing Date: Mar 27, 2019

Status: Pending Status Date: Mar 27, 2019

Interlocutory
Attorney:

JENNIFER KRISP

Defendant

Name: 1St Nationwide Mortgage Corporation

Correspondent
Address:

ANTHONY M VERNA III
VERNA LAW PC
80 THEODORE FREMD AVE
RYE NY UNITED STATES , 10580

Correspondent e-
mail:

anthony@vernalaw.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

1ST NATIONWIDE MORTGAGE Opposition Pending 87942069

Plaintiff(s)

Name: Nationwide Mutual Insurance Company

Correspondent
Address:

ANITA B POLOTT
MORGAN LEWIS & BOCKIUS LLP
1111 PENNSYLVANIA AVE N.W. , ATTENTION: TMSU
WASHINGTON DC UNITED STATES , 20004

Correspondent e-
mail:

trademarks@morganlewis.com , anita.polott@morganlewis.com , katie.feiereisel@morganlewis.com , carolyn.himmelfarb@morganlewi

s.com , trademark@nationwide.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

NATIONWIDE REGISTERED AND RENEWED 72276679 854888

NATIONWIDE REGISTERED AND RENEWED 74695366 2017147

NATIONWIDE FINANCIAL SERVICES REGISTERED AND RENEWED 74576757 1955871

NATIONWIDE IS ON YOUR SIDE REGISTERED AND RENEWED 73692433 1793850

NATIONWIDE FINANCIAL REGISTERED AND RENEWED 76469150 2788512

NATIONWIDE QUATRO SELECT ANNUITY REGISTERED AND RENEWED 76395224 2851470

THE NATIONWIDE CORPORATE INCENTIVE PROGRAM REGISTERED AND RENEWED 76475068 2775313

NATIONWIDE PLATINUM III REGISTERED AND RENEWED 76477175 2773489

NATIONWIDE PLATINUM V REGISTERED AND RENEWED 76348768 2654146

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Mar 27, 2019

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Mar 27, 2019 May 06, 2019

3 PENDING, INSTITUTED Mar 27, 2019

4 ANSWER May 03, 2019

5 P CHANGE OF CORRESP ADDRESS May 06, 2019

6 P MOT FOR EXT W/ CONSENT Nov 26, 2019

7 EXTENSION OF TIME GRANTED Nov 26, 2019



8 P MOT FOR EXT W/ CONSENT Jan 27, 2020

9 EXTENSION OF TIME GRANTED Jan 27, 2020

Type of Proceeding: Cancellation

Proceeding
Number:

92067046 Filing Date: Oct 09, 2017

Status: Pending Status Date: Sep 05, 2019

Interlocutory
Attorney:

GEOFFREY MCNUTT

Defendant

Name: Nationwide Auto Lease LLC

Correspondent
Address:

MITCHELL P NOVICK
LAW OFFICES OF MITCHELL P NOVICK
623 EAGLE ROCK AVENUE, SUITE 407
WEST ORANGE NJ UNITED STATES , 07052

Correspondent e-
mail:

mnovick@mitchellnovick.com , nhyman@mitchellnovick.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

NATIONWIDE AUTO LEASE Cancellation Pending 86725538 5005305

Plaintiff(s)

Name: Nationwide Mutual Insurance Company

Correspondent
Address:

MARTIN J MILLER
PORTER WRIGHT MORRIS & ARTHUR LLP
41 SOUTH HIGH STREET, SUITE 2900
COLUMBUS OH UNITED STATES , 43215

Correspondent e-
mail:

ipdocket@porterwright.com , trademark@nationwide.com , LINEKS@nationwide.com , amy.grayem@nationwide.com , jgerken@porter

wright.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

NATIONWIDE REGISTERED AND RENEWED 72276679 854888

NATIONWIDE IS ON YOUR SIDE REGISTERED AND RENEWED 73692433 1793850

NATIONWIDE FINANCIAL SERVICES REGISTERED AND RENEWED 74576757 1955871

NATIONWIDE REGISTERED AND RENEWED 74695366 2017147

NATIONWIDE REGISTERED AND RENEWED 75789949 2371088

NATIONWIDE FINANCIAL REGISTERED AND RENEWED 76469150 2788512

NATIONWIDE ADVANTAGE MORTGAGE REGISTERED AND RENEWED 76344232 2811277

NATIONWIDE ADVANTAGE MORTGAGE REGISTERED AND RENEWED 78386920 3119130

NATIONWIDE ADVANTAGE MORTGAGE COMPANY REGISTERED AND RENEWED 78386925 3199372

NATIONWIDE REGISTERED AND RENEWED 77146539 3328956

NATIONWIDE REGISTERED AND RENEWED 77162722 3328989

NATIONWIDE BANK REGISTERED AND RENEWED 78592486 3308449

NATIONWIDE NATIONWIDE ON YOUR SIDE Cancelled - Section 8 77207230 3369072

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Oct 09, 2017

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Oct 09, 2017 Nov 18, 2017

3 PENDING, INSTITUTED Oct 09, 2017

4 D APPEARANCE / POWER OF ATTORNEY Nov 16, 2017

5 D MOT FOR EXT W/O CONSENT Nov 16, 2017

6 EXTENSION OF TIME GRANTED Dec 12, 2017

7 ANSWER Dec 18, 2017

8 P MOT FOR EXT W/ CONSENT Feb 08, 2018

9 EXTENSION OF TIME GRANTED Feb 08, 2018

10 P MOT FOR EXT W/ CONSENT Feb 11, 2018



11 EXTENSION OF TIME GRANTED Feb 12, 2018

12 P MOT TO COMPEL DISCOVERY Jun 15, 2018

13 P W/D MOTION TO COMPEL Jun 21, 2018

14 TRIAL DATES REMAIN AS SET Jun 25, 2018

15 P MOT FOR EXT W/ CONSENT Sep 12, 2018

16 EXTENSION OF TIME GRANTED Sep 12, 2018

17 P MOT FOR EXT W/ CONSENT Oct 15, 2018

18 EXTENSION OF TIME GRANTED Oct 15, 2018

19 P MOT FOR EXT W/ CONSENT Nov 26, 2018

20 EXTENSION OF TIME GRANTED Nov 27, 2018

21 P MOT FOR EXT W/ CONSENT Jan 11, 2019

22 EXTENSION OF TIME GRANTED Jan 11, 2019

23 P CHANGE OF CORRESP ADDRESS Mar 15, 2019

24 P MOT FOR EXT W/ CONSENT Mar 15, 2019

25 EXTENSION OF TIME GRANTED Mar 15, 2019

26 P MOT TO COMPEL DISCOVERY Jul 05, 2019

27 P CHANGE OF CORRESP ADDRESS Jul 08, 2019

28 TRIAL DATES RESET Sep 05, 2019

29 P MOT FOR DISCOVERY SANCTIONS Oct 30, 2019

30 PAPER RECEIVED AT TTAB Nov 29, 2019

31 P REPLY IN SUPPORT OF MOTION Dec 02, 2019

Type of Proceeding: Opposition

Proceeding
Number:

91223382 Filing Date: Aug 19, 2015

Status: Terminated Status Date: May 22, 2018

Interlocutory
Attorney:

ANDREW P BAXLEY

Defendant

Name: Nationwide Payment Solutions, LLC

Correspondent
Address:

JENNIFER LEE TAYLOR
MORRISON & FOERSTER LLP
425 MARKET STREET
SAN FRANCISCO CA UNITED STATES , 94105-2482

Correspondent e-
mail:

jtaylor@mofo.com , tmdocket@mofo.com , msmolen@mofo.com , ggabriel@mofo.com , droumiantseva@mofo.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

NATIONWIDE PAYMENTS Abandoned - After Inter-Partes Decision 86067838

Plaintiff(s)

Name: Nationwide Mutual Insurance Company

Correspondent
Address:

MELISSA A BARNETT
PORTER WRIGHT MORRIS & ARTHUR LLP
41 SOUTH HIGH STREET SUITE 2900
COLUMBUS OH UNITED STATES , 43215

Correspondent e-
mail:

ipdocket@porterwright.com , rmorgan@porterwright.com , mbarnett@porterwright.com , emoyo@porterwright.com , trademark@nation

wide.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

NATIONWIDE REGISTERED AND RENEWED 77146539 3328956

NATIONWIDE REGISTERED AND RENEWED 77162722 3328989

NATIONWIDE Cancelled - Section 8 85436091 4224422

NATIONWIDE BANK REGISTERED AND RENEWED 78592486 3308449

NATIONWIDE NATIONWIDE BANK ON YOUR SIDE REGISTERED AND RENEWED 77325466 3449286

NATIONWIDE IS ON YOUR SIDE REGISTERED AND RENEWED 73692433 1793850



NATIONWIDE REGISTERED AND RENEWED 74695366 2017147

NATIONWIDE REGISTERED AND RENEWED 75789949 2371088

NATIONWIDE FINANCIAL REGISTERED AND RENEWED 76469150 2788512

NATIONWIDE FINANCIAL SERVICES REGISTERED AND RENEWED 74576757 1955871

NATIONWIDE Cancelled - Section 8 85162816 4177757

NATIONWIDE RESTORATION REGISTERED AND RENEWED 78940127 3555448

NATIONWIDE PORTRAIT SERIES Registered 86091774 4619842

NATIONWIDE ACCELERATE Cancelled - Section 8 77240248 3710857

NATIONWIDE HERITAGE ANNUITY REGISTERED AND RENEWED 77132224 3423782

NATIONWIDE FUNDS REGISTERED AND RENEWED 77162720 3410133

NATIONWIDE CUSTOM PORTFOLIO REGISTERED AND RENEWED 77249724 3405161

NATIONWIDE RETIREMENT CLEAR ADVANTAGE REGISTERED AND RENEWED 77599969 3832553

NATIONWIDE RETIREMENT FLEXIBLE ADVANTAGE Section 8 and 15 - Accepted and Acknowledged 85550629 4198540

NATIONWIDE SURETY STARTER Section 8 and 15 - Accepted and Acknowledged 85545683 4198529

NATIONWIDE FUNDGUARD REGISTERED AND RENEWED 77052682 3356927

NATIONWIDE PROACCOUNT REGISTERED AND RENEWED 77052684 3356928

NATIONWIDE INSTITUTE Registered 85550625 4502208

NATIONWIDE RETIREMENT INNOVATOR ADVANTAGE Section 8 and 15 - Accepted and Acknowledged 85650647 4502347

NATIONWIDE LIFETIME INCOME CAPTURE Registered 85781515 4573104

NATIONWIDE NEW HEIGHTS Registered 85945423 4573475

NATIONWIDE INCOME ARCHITECT REGISTERED AND RENEWED 77272755 3603484

NATIONWIDE HIGH POINT Registered 85947886 4614656

NATIONWIDE TRUESTEP V Registered 86056620 4612468

NATIONWIDE LIFETIME INCOME TRACK Registered 86025128 4664492

NATIONWIDE FREEDOM Registered 86287989 4673130

NATIONWIDE HIGH POINT 365 Registered 85947887 4739644

NATIONWIDE CLEARCREDIT REGISTERED AND RENEWED 77763211 3816664

NATIONWIDE PORTFOLIO INNOVATOR Cancelled - Section 8 77584290 3677715

NATIONWIDE MARATHON Section 8 and 15 - Accepted and Acknowledged 77111011 3731795

NATIONWIDE PRIVATE CLIENT GROUP Cancelled - Section 8 78708236 3713418

NATIONWIDE ADVANTAGE MORTGAGE REGISTERED AND RENEWED 78386920 3119130

NATIONWIDE ADVANTAGE MORTGAGE COMPANY REGISTERED AND RENEWED 78386925 3199372

NATIONWIDE FIXED SELECT CONTRACT Section 8 and 15 - Accepted and Acknowledged 85550630 4273393

NATIONWIDE CLEAR HORIZON REGISTERED AND RENEWED 78708251 3196158

THE NATIONWIDE LIFETIME INCOME RIDER REGISTERED AND RENEWED 78779267 3270128

NATIONWIDE ESTA DE TU LADO REGISTERED AND RENEWED 78894481 3302256

NATIONWIDE FINANCIAL NETWORK REGISTERED AND RENEWED 78525635 3319683

NATIONWIDE RETIREMENT INNOVATOR REGISTERED AND RENEWED 77169601 3328997

NATIONWIDE NATIONWIDE ON YOUR SIDE Cancelled - Section 8 77207230 3369072

NATIONWIDE FREEDOMPRO Registered 86288006 4714028

NATIONWIDE FREEDOMPRO+ Registered 86288010 4714029

NATIONWIDE PLATINUM V REGISTERED AND RENEWED 76348768 2654146

NATIONWIDE PLATINUM III REGISTERED AND RENEWED 76477175 2773489

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Aug 19, 2015

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Aug 19, 2015 Sep 28, 2015

3 PENDING, INSTITUTED Aug 19, 2015

4 ANSWER Sep 28, 2015

5 D MOT FOR EXT W/ CONSENT Nov 24, 2015

6 EXTENSION OF TIME GRANTED Nov 24, 2015

7 P MOT FOR EXT W/ CONSENT Dec 17, 2015

8 EXTENSION OF TIME GRANTED Jan 02, 2016



9 P MOT FOR EXT W/ CONSENT Feb 02, 2016

10 EXTENSION OF TIME GRANTED Feb 09, 2016

11 P MOT FOR EXT W/ CONSENT Mar 08, 2016

12 EXTENSION OF TIME GRANTED Mar 15, 2016

13 P MOT FOR EXT W/ CONSENT Apr 22, 2016

14 EXTENSION OF TIME GRANTED Apr 30, 2016

15 P MOT FOR EXT W/ CONSENT May 17, 2016

16 EXTENSION OF TIME GRANTED May 24, 2016

17 P MOT FOR EXT W/ CONSENT Jun 20, 2016

18 EXTENSION OF TIME GRANTED Jun 27, 2016

19 P MOT FOR EXT W/ CONSENT Aug 16, 2016

20 EXTENSION OF TIME GRANTED Aug 30, 2016

21 P MOT FOR EXT W/ CONSENT Oct 17, 2016

22 EXTENSION OF TIME GRANTED Nov 02, 2016

23 P MOT FOR EXT W/ CONSENT Dec 01, 2016

24 EXTENSION OF TIME GRANTED Dec 08, 2016

25 P MOT FOR EXT W/ CONSENT Feb 09, 2017

26 EXTENSION OF TIME GRANTED Feb 27, 2017

27 P MOT FOR EXT W/ CONSENT Apr 04, 2017

28 EXTENSION OF TIME GRANTED Apr 11, 2017

29 P MOT FOR EXT W/ CONSENT Jun 08, 2017

30 EXTENSION OF TIME GRANTED Jun 15, 2017

31 P MOT FOR EXT W/ CONSENT Aug 07, 2017

32 MOTION DENIED; TRIAL DATES REMAIN AS SET Aug 25, 2017

33 P MOT TO SUSP W/ CONSENT PEND SETTL NEGOTIATIONS Aug 30, 2017

34 SUSPENDED Sep 06, 2017

35 W/DRAW OF APPLICATION W/ CONSENT May 15, 2018

36 BD DECISION: DISMISSED W/O PREJ May 22, 2018

37 TERMINATED May 22, 2018

Type of Proceeding: Opposition

Proceeding
Number:

91197450 Filing Date: Nov 18, 2010

Status: Terminated Status Date: Feb 28, 2011

Interlocutory
Attorney:

ANN LINNEHAN VOGLER

Defendant

Name: QC Holdings, Inc.

Correspondent
Address:

BRADLEY P HARTMAN
HARTMAN LAW PLC
7114 E STETSON DRIVE , SUITE 205
SCOTTSDALE AZ UNITED STATES , 85251-3250

Correspondent e-
mail:

trademarks@hartmanlaw.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

NATIONWIDE BUDGET FINANCE Abandoned - After Inter-Partes Decision 85015290

Plaintiff(s)

Name: Nationwide Mutual Insurance Company

Correspondent
Address:

JOSEPH R DREITLER
BRICKER & ECKLER LLP
100 SOUTH THIRD STREET
COLUMBUS OH UNITED STATES , 43215

Correspondent e-
mail:

trademarks@bricker.com

Associated marks



Mark Application Status
Serial
Number

Registration
Number

NATIONWIDE REGISTERED AND RENEWED 72276679 854888

NATIONWIDE REGISTERED AND RENEWED 74695366 2017147

NATIONWIDE REGISTERED AND RENEWED 75789949 2371088

NATIONWIDE FINANCIAL SERVICES REGISTERED AND RENEWED 74576757 1955871

NATIONWIDE FINANCIAL REGISTERED AND RENEWED 76469150 2788512

NATIONWIDE FINANCIAL NETWORK REGISTERED AND RENEWED 78525635 3319683

REGISTERED AND RENEWED 76018954 2514456

NATIONWIDE REGISTERED AND RENEWED 77146539 3328956

NATIONWIDE NATIONWIDE BANK ON YOUR SIDE REGISTERED AND RENEWED 77325466 3449286

NATIONWIDE ADVANTAGE MORTGAGE REGISTERED AND RENEWED 76344232 2811277

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Nov 18, 2010

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Nov 18, 2010 Dec 28, 2010

3 PENDING, INSTITUTED Nov 18, 2010

4 NOTICE OF DEFAULT Jan 13, 2011

5 BOARD'S DECISION: SUSTAINED Feb 28, 2011

6 TERMINATED Feb 28, 2011

Type of Proceeding: Opposition

Proceeding
Number:

91193204 Filing Date: Dec 30, 2009

Status: Terminated Status Date: Apr 12, 2010

Interlocutory
Attorney:

GEORGE POLOGEORGIS

Defendant

Name: Nationwide Home Relief LLC

Correspondent
Address:

James W. Ove, Jr.
Ryndak & Suri LLP
200 W Madison Street, Suite 2100
Chicago IL UNITED STATES , 60606-3521

Correspondent e-
mail:

docketing@ryndaksuri.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

NATIONWIDE HOME RELIEF Abandoned - After Inter-Partes Decision 77588500

Plaintiff(s)

Name: Nationwide Mutual Insurance Company

Correspondent
Address:

Robert J. Morgan
Porter Wright Morris & Arthur, LLP
41 South High Street, Suite 2900
Columbus OH UNITED STATES , 43215

Correspondent e-
mail:

ipdocket@porterwright.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

NATIONWIDE FINANCIAL SERVICES REGISTERED AND RENEWED 74576757 1955871

NATIONWIDE FINANCIAL REGISTERED AND RENEWED 76469150 2788512

NATIONWIDE IS ON YOUR SIDE REGISTERED AND RENEWED 73692433 1793850

NATIONWIDE REGISTERED AND RENEWED 74695366 2017147

NATIONWIDE PLATINUM III REGISTERED AND RENEWED 76477175 2773489

NATIONWIDE PORTRAIT SERIES Cancelled - Section 8 76411488 2777452

NATIONWIDE CLEAR HORIZON REGISTERED AND RENEWED 78708251 3196158



Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Dec 30, 2009

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Dec 30, 2009 Feb 08, 2010

3 PENDING, INSTITUTED Dec 30, 2009

4 NOTICE OF DEFAULT Feb 23, 2010

5 BOARD'S DECISION: SUSTAINED Apr 12, 2010

6 TERMINATED Apr 12, 2010

Type of Proceeding: Opposition

Proceeding
Number:

91188480 Filing Date: Jan 21, 2009

Status: Terminated Status Date: May 12, 2009

Interlocutory
Attorney:

JENNIFER KRISP

Defendant

Name: Del Fishman

Correspondent
Address:

DEL FISHMAN
FISHMAN AGENCY INC
3060 SOUTH COMMERCE RD
WALLED LAKE MI UNITED STATES , 48390-1417

Correspondent e-
mail:

delfishman@sbcglobal.net

Associated marks

Mark Application Status
Serial
Number

Registration
Number

INSURANCE FOR REPROCESSING ORGANIZATIONS
NATIONWID

Abandoned - After Inter-Partes Decision 77463684

Plaintiff(s)

Name: Nationwide Mutual Insurance Company

Correspondent
Address:

Robert J. Morgan, Esq.
Porter, Wright, Morris & Arthur
41 South High Street
Columbus OH UNITED STATES , 43215

Correspondent e-
mail:

rmorgan@porterwright.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

NATIONWIDE REGISTERED AND RENEWED 72276679 854888

NATIONWIDE IS ON YOUR SIDE REGISTERED AND RENEWED 73692433 1793850

NATIONWIDE REGISTERED AND RENEWED 75789949 2371088

NATIONWIDE PLATINUM III REGISTERED AND RENEWED 76477175 2773489

NATIONWIDE PORTRAIT SERIES Cancelled - Section 8 76411488 2777452

NATIONWIDE FINANCIAL REGISTERED AND RENEWED 76469150 2788512

NATIONWIDE CLEAR HORIZON REGISTERED AND RENEWED 78708251 3196158

NATIONWIDE INSURANCE REGISTERED AND RENEWED 78714017 3196175

NATIONWIDE NATIONWIDE ON YOUR SIDE Cancelled - Section 8 77207230 3369072

NATIONWIDE YOURLIFE REGISTERED AND RENEWED 77097943 3537731

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Jan 21, 2009

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Jan 21, 2009 Mar 02, 2009

3 PENDING, INSTITUTED Jan 21, 2009

4 D'S INFORMAL ANSWER Jan 26, 2009

5 COPY OF THE INSTITUTION ORDER Jan 21, 2009

6 RESPONSE DUE 30 DAYS (DUE DATE) Feb 04, 2009 Mar 06, 2009



7 D'S RESPONSE TO BOARD ORDER/INQUIRY Feb 13, 2009

8 RESPONSE DUE 30 DAYS (DUE DATE) Feb 24, 2009 Mar 26, 2009

9 D'S COMMUNICATION Feb 27, 2009

10 D'S CERTIFICATE OF SERVICE ON P'S Mar 02, 2009

11 TRIAL DATES REMAIN AS SET Mar 16, 2009

12 APPEARANCE Apr 07, 2009

13 WITHDRAWAL OF OPPOSITION May 07, 2009

14 BD'S DECISION: DISMISSED W/O PREJUDICE May 12, 2009

15 TERMINATED May 12, 2009



 

Mark Information

Mark Literal
Elements:

NATIONWIDE QUATRO SELECT ANNUITY

Standard Character
Claim:

No

Mark Drawing
Type:

1 - TYPESET WORD(S) /LETTER(S) /NUMBER(S)

Disclaimer: "QUATRO SELECT ANNUITY"

Related Properties Information

Claimed Ownership
of US

Registrations:

0854888, 1793850, 1955871, 2017147, 2371088 and others

Goods and Services

Note:
The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: Financial services, namely, life insurance and annuity underwriting, investment management and distribution

International
Class(es):

036 - Primary Class U.S Class(es): 100, 101, 102

Class Status: ACTIVE

Basis: 1(a)

First Use: Jun. 01, 2002 Use in Commerce: Jun. 01, 2002

Basis Information (Case Level)

Filed Use: No Currently Use: Yes

Filed ITU: Yes Currently ITU: No

Filed 44D: No Currently 44E: No

Filed 44E: No Currently 66A: No

Generated on: This page was generated by TSDR on 2020-01-31 12:07:34 EST

Mark: NATIONWIDE QUATRO SELECT ANNUITY

US Serial Number: 76395224 Application Filing
Date:

Apr. 11, 2002

US Registration
Number:

2851470 Registration Date: Jun. 08, 2004

Register: Principal

Mark Type: Service Mark

TM5 Common Status
Descriptor:

LIVE/REGISTRATION/Issued and Active

The trademark application has been registered with the Office.

Status: The registration has been renewed.

Status Date: Jun. 18, 2014

Publication Date: May 20, 2003 Notice of
Allowance Date:

Aug. 12, 2003



Filed 66A: No Currently No Basis: No

Filed No Basis: No

Current Owner(s) Information

Owner Name: Nationwide Mutual Insurance Company

Owner Address: One Nationwide Plaza
Office of General Counsel 1-35-204
Columbus, OHIO UNITED STATES 43215

Legal Entity Type: CORPORATION State or Country
Where Organized:

OHIO

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Maribeth Day Case

Attorney Primary
Email Address:

trademark@nationwide.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

Maribeth Day Case
Nationwide Mutual Insurance Company
One Nationwide Plaza
Office of General Counsel, 1-32-305
Columbus, OHIO UNITED STATES 43215-2226

Phone: 614-249-0596 Fax: 614-677-8034

Correspondent e-
mail:

trademark@nationwide.com Correspondent e-
mail Authorized:

Yes

Domestic Representative - Not Found

Prosecution History

Date Description
Proceeding
Number

Aug. 09, 2019 ATTORNEY/DOM.REP.REVOKED AND/OR APPOINTED

Aug. 09, 2019 TEAS REVOKE/APP/CHANGE ADDR OF ATTY/DOM REP RECEIVED

Feb. 07, 2019 ATTORNEY/DOM.REP.REVOKED AND/OR APPOINTED

Feb. 07, 2019 TEAS REVOKE/APP/CHANGE ADDR OF ATTY/DOM REP RECEIVED

Apr. 28, 2016 ATTORNEY/DOM.REP.REVOKED AND/OR APPOINTED

Apr. 28, 2016 TEAS REVOKE/APP/CHANGE ADDR OF ATTY/DOM REP RECEIVED

Jun. 18, 2014 NOTICE OF ACCEPTANCE OF SEC. 8 & 9 - E-MAILED

Jun. 18, 2014 REGISTERED AND RENEWED (FIRST RENEWAL - 10 YRS) 68502

Jun. 18, 2014 REGISTERED - SEC. 8 (10-YR) ACCEPTED/SEC. 9 GRANTED 68502

Jun. 18, 2014 CASE ASSIGNED TO POST REGISTRATION PARALEGAL 68502

May 30, 2014 TEAS SECTION 8 & 9 RECEIVED

Jun. 03, 2010 APPLICANT/CORRESPONDENCE CHANGES (NON-RESPONSIVE) ENTERED 88888

Jun. 03, 2010 TEAS CHANGE OF OWNER ADDRESS RECEIVED

May 29, 2010 REGISTERED - SEC. 8 (6-YR) ACCEPTED & SEC. 15 ACK. 67723

May 26, 2010 CASE ASSIGNED TO POST REGISTRATION PARALEGAL 67723

May 11, 2010 TEAS SECTION 8 & 15 RECEIVED

Mar. 03, 2010 APPLICANT/CORRESPONDENCE CHANGES (NON-RESPONSIVE) ENTERED 88888

Mar. 03, 2010 TEAS CHANGE OF OWNER ADDRESS RECEIVED

Jun. 08, 2004 REGISTERED-PRINCIPAL REGISTER

Mar. 30, 2004 ALLOWED PRINCIPAL REGISTER - SOU ACCEPTED

Mar. 23, 2004 CASE FILE IN TICRS

Mar. 23, 2004 CASE FILE IN TICRS

Mar. 18, 2004 STATEMENT OF USE PROCESSING COMPLETE

Feb. 10, 2004 USE AMENDMENT FILED

Feb. 10, 2004 TEAS STATEMENT OF USE RECEIVED

Aug. 12, 2003 NOA MAILED - SOU REQUIRED FROM APPLICANT



May 20, 2003 PUBLISHED FOR OPPOSITION

Apr. 30, 2003 NOTICE OF PUBLICATION

Mar. 24, 2003 APPROVED FOR PUB - PRINCIPAL REGISTER

Mar. 07, 2003 EXAMINERS AMENDMENT MAILED

Dec. 18, 2002 TEAS CHANGE OF CORRESPONDENCE RECEIVED

Sep. 17, 2002 NON-FINAL ACTION MAILED

Sep. 03, 2002 ASSIGNED TO EXAMINER 74308

Aug. 30, 2002 ASSIGNED TO EXAMINER 74814

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: GENERIC WEB UPDATE Date in Location: Jun. 18, 2014

Proceedings

Summary

Number of
Proceedings:

1

 
Type of Proceeding: Opposition

Proceeding
Number:

91247239 Filing Date: Mar 27, 2019

Status: Pending Status Date: Mar 27, 2019

Interlocutory
Attorney:

JENNIFER KRISP

Defendant

Name: 1St Nationwide Mortgage Corporation

Correspondent
Address:

ANTHONY M VERNA III
VERNA LAW PC
80 THEODORE FREMD AVE
RYE NY UNITED STATES , 10580

Correspondent e-
mail:

anthony@vernalaw.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

1ST NATIONWIDE MORTGAGE Opposition Pending 87942069

Plaintiff(s)

Name: Nationwide Mutual Insurance Company

Correspondent
Address:

ANITA B POLOTT
MORGAN LEWIS & BOCKIUS LLP
1111 PENNSYLVANIA AVE N.W. , ATTENTION: TMSU
WASHINGTON DC UNITED STATES , 20004

Correspondent e-
mail:

trademarks@morganlewis.com , anita.polott@morganlewis.com , katie.feiereisel@morganlewis.com , carolyn.himmelfarb@morganlewi

s.com , trademark@nationwide.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

NATIONWIDE REGISTERED AND RENEWED 72276679 854888

NATIONWIDE REGISTERED AND RENEWED 74695366 2017147

NATIONWIDE FINANCIAL SERVICES REGISTERED AND RENEWED 74576757 1955871

NATIONWIDE IS ON YOUR SIDE REGISTERED AND RENEWED 73692433 1793850

NATIONWIDE FINANCIAL REGISTERED AND RENEWED 76469150 2788512

NATIONWIDE QUATRO SELECT ANNUITY REGISTERED AND RENEWED 76395224 2851470

THE NATIONWIDE CORPORATE INCENTIVE PROGRAM REGISTERED AND RENEWED 76475068 2775313

NATIONWIDE PLATINUM III REGISTERED AND RENEWED 76477175 2773489



NATIONWIDE PLATINUM V REGISTERED AND RENEWED 76348768 2654146

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Mar 27, 2019

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Mar 27, 2019 May 06, 2019

3 PENDING, INSTITUTED Mar 27, 2019

4 ANSWER May 03, 2019

5 P CHANGE OF CORRESP ADDRESS May 06, 2019

6 P MOT FOR EXT W/ CONSENT Nov 26, 2019

7 EXTENSION OF TIME GRANTED Nov 26, 2019

8 P MOT FOR EXT W/ CONSENT Jan 27, 2020

9 EXTENSION OF TIME GRANTED Jan 27, 2020



 

Mark Information

Mark Literal
Elements:

THE NATIONWIDE CORPORATE INCENTIVE PROGRAM

Standard Character
Claim:

No

Mark Drawing
Type:

1 - TYPESET WORD(S) /LETTER(S) /NUMBER(S)

Disclaimer: "CORPORATE INCENTIVE PROGRAM"

Related Properties Information

Claimed Ownership
of US

Registrations:

0854888, 1017597, 1955871 and others

Goods and Services

Note:
The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: insurance and financial services, namely, underwriting and administration of universal life and variable universal life insurance policies
for corporate benefit plans, [ administration of deferred compensation plans, and trust services ]

International
Class(es):

036 - Primary Class U.S Class(es): 100, 101, 102

Class Status: ACTIVE

Basis: 1(a)

First Use: Dec. 04, 2002 Use in Commerce: Dec. 04, 2002

Basis Information (Case Level)

Filed Use: Yes Currently Use: Yes

Filed ITU: No Currently ITU: No

Filed 44D: No Currently 44E: No

Filed 44E: No Currently 66A: No

Generated on: This page was generated by TSDR on 2020-01-31 12:08:35 EST

Mark: THE NATIONWIDE CORPORATE INCENTIVE PROGRAM

US Serial Number: 76475068 Application Filing
Date:

Dec. 13, 2002

US Registration
Number:

2775313 Registration Date: Oct. 21, 2003

Register: Principal

Mark Type: Service Mark

TM5 Common Status
Descriptor:

LIVE/REGISTRATION/Issued and Active

The trademark application has been registered with the Office.

Status: The registration has been renewed.

Status Date: Oct. 15, 2013

Publication Date: Jul. 29, 2003



Filed 66A: No Currently No Basis: No

Filed No Basis: No

Current Owner(s) Information

Owner Name: Nationwide Mutual Insurance Company

Owner Address: One Nationwide Plaza
Office of General Counsel 1-35-204
Columbus, OHIO UNITED STATES 43215

Legal Entity Type: CORPORATION State or Country
Where Organized:

OHIO

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Maribeth Day Case

Attorney Primary
Email Address:

trademark@nationwide.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

Maribeth Day Case
Nationwide Mutual Insurance Company
One Nationwide Plaza
Office of General Counsel, 1-32-305
Columbus, OHIO UNITED STATES 43215-2226

Phone: 614-249-0596 Fax: 614-677-8034

Correspondent e-
mail:

trademark@nationwide.com Correspondent e-
mail Authorized:

Yes

Domestic Representative - Not Found

Prosecution History

Date Description
Proceeding
Number

Aug. 09, 2019 ATTORNEY/DOM.REP.REVOKED AND/OR APPOINTED

Aug. 09, 2019 TEAS REVOKE/APP/CHANGE ADDR OF ATTY/DOM REP RECEIVED

Dec. 16, 2014 ATTORNEY/DOM.REP.REVOKED AND/OR APPOINTED

Dec. 16, 2014 TEAS REVOKE/APP/CHANGE ADDR OF ATTY/DOM REP RECEIVED

Oct. 15, 2013 NOTICE OF ACCEPTANCE OF SEC. 8 & 9 - E-MAILED

Oct. 15, 2013 REGISTERED AND RENEWED (FIRST RENEWAL - 10 YRS) 69471

Oct. 15, 2013 REGISTERED - SEC. 8 (10-YR) ACCEPTED/SEC. 9 GRANTED 69471

Oct. 10, 2013 REGISTERED - COMBINED SECTION 8 (10-YR) & SEC. 9 FILED 69471

Oct. 15, 2013 CASE ASSIGNED TO POST REGISTRATION PARALEGAL 69471

Oct. 10, 2013 TEAS SECTION 8 & 9 RECEIVED

Jun. 03, 2010 APPLICANT/CORRESPONDENCE CHANGES (NON-RESPONSIVE) ENTERED 88888

Jun. 03, 2010 TEAS CHANGE OF OWNER ADDRESS RECEIVED

Mar. 03, 2010 APPLICANT/CORRESPONDENCE CHANGES (NON-RESPONSIVE) ENTERED 88888

Mar. 03, 2010 TEAS CHANGE OF OWNER ADDRESS RECEIVED

Feb. 14, 2009 REGISTERED - SEC. 8 (6-YR) ACCEPTED & SEC. 15 ACK. 60234

Feb. 11, 2009 ASSIGNED TO PARALEGAL 60234

Feb. 09, 2009 TEAS SECTION 8 & 15 RECEIVED

Apr. 30, 2007 ATTORNEY/DOM.REP.REVOKED AND/OR APPOINTED

Apr. 30, 2007 TEAS REVOKE/APP/CHANGE ADDR OF ATTY/DOM REP RECEIVED

Oct. 21, 2003 REGISTERED-PRINCIPAL REGISTER

Jul. 29, 2003 PUBLISHED FOR OPPOSITION

Jul. 09, 2003 NOTICE OF PUBLICATION

May 29, 2003 APPROVED FOR PUB - PRINCIPAL REGISTER

May 20, 2003 EXAMINERS AMENDMENT MAILED

May 16, 2003 NON-FINAL ACTION MAILED

Apr. 30, 2003 ASSIGNED TO EXAMINER 77656



TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: GENERIC WEB UPDATE Date in Location: Oct. 15, 2013

Proceedings

Summary

Number of
Proceedings:

1

 
Type of Proceeding: Opposition

Proceeding
Number:

91247239 Filing Date: Mar 27, 2019

Status: Pending Status Date: Mar 27, 2019

Interlocutory
Attorney:

JENNIFER KRISP

Defendant

Name: 1St Nationwide Mortgage Corporation

Correspondent
Address:

ANTHONY M VERNA III
VERNA LAW PC
80 THEODORE FREMD AVE
RYE NY UNITED STATES , 10580

Correspondent e-
mail:

anthony@vernalaw.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

1ST NATIONWIDE MORTGAGE Opposition Pending 87942069

Plaintiff(s)

Name: Nationwide Mutual Insurance Company

Correspondent
Address:

ANITA B POLOTT
MORGAN LEWIS & BOCKIUS LLP
1111 PENNSYLVANIA AVE N.W. , ATTENTION: TMSU
WASHINGTON DC UNITED STATES , 20004

Correspondent e-
mail:

trademarks@morganlewis.com , anita.polott@morganlewis.com , katie.feiereisel@morganlewis.com , carolyn.himmelfarb@morganlewi

s.com , trademark@nationwide.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

NATIONWIDE REGISTERED AND RENEWED 72276679 854888

NATIONWIDE REGISTERED AND RENEWED 74695366 2017147

NATIONWIDE FINANCIAL SERVICES REGISTERED AND RENEWED 74576757 1955871

NATIONWIDE IS ON YOUR SIDE REGISTERED AND RENEWED 73692433 1793850

NATIONWIDE FINANCIAL REGISTERED AND RENEWED 76469150 2788512

NATIONWIDE QUATRO SELECT ANNUITY REGISTERED AND RENEWED 76395224 2851470

THE NATIONWIDE CORPORATE INCENTIVE PROGRAM REGISTERED AND RENEWED 76475068 2775313

NATIONWIDE PLATINUM III REGISTERED AND RENEWED 76477175 2773489

NATIONWIDE PLATINUM V REGISTERED AND RENEWED 76348768 2654146

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Mar 27, 2019

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Mar 27, 2019 May 06, 2019

3 PENDING, INSTITUTED Mar 27, 2019

4 ANSWER May 03, 2019

5 P CHANGE OF CORRESP ADDRESS May 06, 2019



6 P MOT FOR EXT W/ CONSENT Nov 26, 2019

7 EXTENSION OF TIME GRANTED Nov 26, 2019

8 P MOT FOR EXT W/ CONSENT Jan 27, 2020

9 EXTENSION OF TIME GRANTED Jan 27, 2020



 

Mark Information

Mark Literal
Elements:

NATIONWIDE PLATINUM III

Standard Character
Claim:

No

Mark Drawing
Type:

1 - TYPESET WORD(S) /LETTER(S) /NUMBER(S)

Related Properties Information

Claimed Ownership
of US

Registrations:

2017147

Goods and Services

Note:
The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: financial services, namely, [ life insurance and ] annuity underwriting, [ investment management ] and distribution

International
Class(es):

036 - Primary Class U.S Class(es): 100, 101, 102

Class Status: ACTIVE

Basis: 1(a)

First Use: Dec. 15, 2002 Use in Commerce: Dec. 15, 2002

Basis Information (Case Level)

Filed Use: Yes Currently Use: Yes

Filed ITU: No Currently ITU: No

Filed 44D: No Currently 44E: No

Filed 44E: No Currently 66A: No

Filed 66A: No Currently No Basis: No

Generated on: This page was generated by TSDR on 2020-01-31 12:08:50 EST

Mark: NATIONWIDE PLATINUM III

US Serial Number: 76477175 Application Filing
Date:

Dec. 20, 2002

US Registration
Number:

2773489 Registration Date: Oct. 14, 2003

Register: Principal

Mark Type: Service Mark

TM5 Common Status
Descriptor:

LIVE/REGISTRATION/Issued and Active

The trademark application has been registered with the Office.

Status: The registration has been renewed.

Status Date: Oct. 03, 2013

Publication Date: Jul. 22, 2003



Filed No Basis: No

Current Owner(s) Information

Owner Name: Nationwide Mutual Insurance Company

Owner Address: One Nationwide Plaza
Office of General Counsel 1-35-204
Columbus, OHIO UNITED STATES 43215

Legal Entity Type: CORPORATION State or Country
Where Organized:

OHIO

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Maribeth Day Case

Attorney Primary
Email Address:

trademark@nationwide.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

Maribeth Day Case
Nationwide Mutual Insurance Company
One Nationwide Plaza
Office of General Counsel, 1-32-305
Columbus, OHIO UNITED STATES 43215-2226

Phone: 614-249-0596 Fax: 614-677-8034

Correspondent e-
mail:

trademark@nationwide.com Correspondent e-
mail Authorized:

Yes

Domestic Representative - Not Found

Prosecution History

Date Description
Proceeding
Number

Aug. 09, 2019 ATTORNEY/DOM.REP.REVOKED AND/OR APPOINTED

Aug. 09, 2019 TEAS REVOKE/APP/CHANGE ADDR OF ATTY/DOM REP RECEIVED

Dec. 16, 2014 ATTORNEY/DOM.REP.REVOKED AND/OR APPOINTED

Dec. 16, 2014 TEAS REVOKE/APP/CHANGE ADDR OF ATTY/DOM REP RECEIVED

Oct. 03, 2013 NOTICE OF ACCEPTANCE OF SEC. 8 & 9 - E-MAILED

Oct. 03, 2013 REGISTERED AND RENEWED (FIRST RENEWAL - 10 YRS) 64591

Oct. 03, 2013 REGISTERED - SEC. 8 (10-YR) ACCEPTED/SEC. 9 GRANTED 64591

Oct. 01, 2013 REGISTERED - COMBINED SECTION 8 (10-YR) & SEC. 9 FILED 64591

Oct. 01, 2013 TEAS SECTION 8 & 9 RECEIVED

Jun. 03, 2010 APPLICANT/CORRESPONDENCE CHANGES (NON-RESPONSIVE) ENTERED 88888

Jun. 03, 2010 TEAS CHANGE OF OWNER ADDRESS RECEIVED

Mar. 03, 2010 APPLICANT/CORRESPONDENCE CHANGES (NON-RESPONSIVE) ENTERED 88888

Mar. 03, 2010 TEAS CHANGE OF OWNER ADDRESS RECEIVED

Dec. 01, 2008 REGISTERED - SEC. 8 (6-YR) ACCEPTED & SEC. 15 ACK. 64591

Nov. 20, 2008 ASSIGNED TO PARALEGAL 64591

Nov. 11, 2008 TEAS SECTION 8 & 15 RECEIVED

Apr. 30, 2007 ATTORNEY/DOM.REP.REVOKED AND/OR APPOINTED

Apr. 30, 2007 TEAS REVOKE/APP/CHANGE ADDR OF ATTY/DOM REP RECEIVED

Oct. 14, 2003 REGISTERED-PRINCIPAL REGISTER

Jul. 22, 2003 PUBLISHED FOR OPPOSITION

Jul. 02, 2003 NOTICE OF PUBLICATION

May 23, 2003 APPROVED FOR PUB - PRINCIPAL REGISTER

May 20, 2003 ASSIGNED TO EXAMINER 74309

TM Staff and Location Information

TM Staff Information - None

File Location



Current Location: GENERIC WEB UPDATE Date in Location: Oct. 03, 2013

Proceedings

Summary

Number of
Proceedings:

4

 
Type of Proceeding: Opposition

Proceeding
Number:

91247239 Filing Date: Mar 27, 2019

Status: Pending Status Date: Mar 27, 2019

Interlocutory
Attorney:

JENNIFER KRISP

Defendant

Name: 1St Nationwide Mortgage Corporation

Correspondent
Address:

ANTHONY M VERNA III
VERNA LAW PC
80 THEODORE FREMD AVE
RYE NY UNITED STATES , 10580

Correspondent e-
mail:

anthony@vernalaw.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

1ST NATIONWIDE MORTGAGE Opposition Pending 87942069

Plaintiff(s)

Name: Nationwide Mutual Insurance Company

Correspondent
Address:

ANITA B POLOTT
MORGAN LEWIS & BOCKIUS LLP
1111 PENNSYLVANIA AVE N.W. , ATTENTION: TMSU
WASHINGTON DC UNITED STATES , 20004

Correspondent e-
mail:

trademarks@morganlewis.com , anita.polott@morganlewis.com , katie.feiereisel@morganlewis.com , carolyn.himmelfarb@morganlewi

s.com , trademark@nationwide.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

NATIONWIDE REGISTERED AND RENEWED 72276679 854888

NATIONWIDE REGISTERED AND RENEWED 74695366 2017147

NATIONWIDE FINANCIAL SERVICES REGISTERED AND RENEWED 74576757 1955871

NATIONWIDE IS ON YOUR SIDE REGISTERED AND RENEWED 73692433 1793850

NATIONWIDE FINANCIAL REGISTERED AND RENEWED 76469150 2788512

NATIONWIDE QUATRO SELECT ANNUITY REGISTERED AND RENEWED 76395224 2851470

THE NATIONWIDE CORPORATE INCENTIVE PROGRAM REGISTERED AND RENEWED 76475068 2775313

NATIONWIDE PLATINUM III REGISTERED AND RENEWED 76477175 2773489

NATIONWIDE PLATINUM V REGISTERED AND RENEWED 76348768 2654146

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Mar 27, 2019

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Mar 27, 2019 May 06, 2019

3 PENDING, INSTITUTED Mar 27, 2019

4 ANSWER May 03, 2019

5 P CHANGE OF CORRESP ADDRESS May 06, 2019

6 P MOT FOR EXT W/ CONSENT Nov 26, 2019

7 EXTENSION OF TIME GRANTED Nov 26, 2019

8 P MOT FOR EXT W/ CONSENT Jan 27, 2020

9 EXTENSION OF TIME GRANTED Jan 27, 2020



Type of Proceeding: Opposition

Proceeding
Number:

91223382 Filing Date: Aug 19, 2015

Status: Terminated Status Date: May 22, 2018

Interlocutory
Attorney:

ANDREW P BAXLEY

Defendant

Name: Nationwide Payment Solutions, LLC

Correspondent
Address:

JENNIFER LEE TAYLOR
MORRISON & FOERSTER LLP
425 MARKET STREET
SAN FRANCISCO CA UNITED STATES , 94105-2482

Correspondent e-
mail:

jtaylor@mofo.com , tmdocket@mofo.com , msmolen@mofo.com , ggabriel@mofo.com , droumiantseva@mofo.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

NATIONWIDE PAYMENTS Abandoned - After Inter-Partes Decision 86067838

Plaintiff(s)

Name: Nationwide Mutual Insurance Company

Correspondent
Address:

MELISSA A BARNETT
PORTER WRIGHT MORRIS & ARTHUR LLP
41 SOUTH HIGH STREET SUITE 2900
COLUMBUS OH UNITED STATES , 43215

Correspondent e-
mail:

ipdocket@porterwright.com , rmorgan@porterwright.com , mbarnett@porterwright.com , emoyo@porterwright.com , trademark@nation

wide.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

NATIONWIDE REGISTERED AND RENEWED 77146539 3328956

NATIONWIDE REGISTERED AND RENEWED 77162722 3328989

NATIONWIDE Cancelled - Section 8 85436091 4224422

NATIONWIDE BANK REGISTERED AND RENEWED 78592486 3308449

NATIONWIDE NATIONWIDE BANK ON YOUR SIDE REGISTERED AND RENEWED 77325466 3449286

NATIONWIDE IS ON YOUR SIDE REGISTERED AND RENEWED 73692433 1793850

NATIONWIDE REGISTERED AND RENEWED 74695366 2017147

NATIONWIDE REGISTERED AND RENEWED 75789949 2371088

NATIONWIDE FINANCIAL REGISTERED AND RENEWED 76469150 2788512

NATIONWIDE FINANCIAL SERVICES REGISTERED AND RENEWED 74576757 1955871

NATIONWIDE Cancelled - Section 8 85162816 4177757

NATIONWIDE RESTORATION REGISTERED AND RENEWED 78940127 3555448

NATIONWIDE PORTRAIT SERIES Registered 86091774 4619842

NATIONWIDE ACCELERATE Cancelled - Section 8 77240248 3710857

NATIONWIDE HERITAGE ANNUITY REGISTERED AND RENEWED 77132224 3423782

NATIONWIDE FUNDS REGISTERED AND RENEWED 77162720 3410133

NATIONWIDE CUSTOM PORTFOLIO REGISTERED AND RENEWED 77249724 3405161

NATIONWIDE RETIREMENT CLEAR ADVANTAGE REGISTERED AND RENEWED 77599969 3832553

NATIONWIDE RETIREMENT FLEXIBLE ADVANTAGE Section 8 and 15 - Accepted and Acknowledged 85550629 4198540

NATIONWIDE SURETY STARTER Section 8 and 15 - Accepted and Acknowledged 85545683 4198529

NATIONWIDE FUNDGUARD REGISTERED AND RENEWED 77052682 3356927

NATIONWIDE PROACCOUNT REGISTERED AND RENEWED 77052684 3356928

NATIONWIDE INSTITUTE Registered 85550625 4502208

NATIONWIDE RETIREMENT INNOVATOR ADVANTAGE Section 8 and 15 - Accepted and Acknowledged 85650647 4502347

NATIONWIDE LIFETIME INCOME CAPTURE Registered 85781515 4573104

NATIONWIDE NEW HEIGHTS Registered 85945423 4573475



NATIONWIDE INCOME ARCHITECT REGISTERED AND RENEWED 77272755 3603484

NATIONWIDE HIGH POINT Registered 85947886 4614656

NATIONWIDE TRUESTEP V Registered 86056620 4612468

NATIONWIDE LIFETIME INCOME TRACK Registered 86025128 4664492

NATIONWIDE FREEDOM Registered 86287989 4673130

NATIONWIDE HIGH POINT 365 Registered 85947887 4739644

NATIONWIDE CLEARCREDIT REGISTERED AND RENEWED 77763211 3816664

NATIONWIDE PORTFOLIO INNOVATOR Cancelled - Section 8 77584290 3677715

NATIONWIDE MARATHON Section 8 and 15 - Accepted and Acknowledged 77111011 3731795

NATIONWIDE PRIVATE CLIENT GROUP Cancelled - Section 8 78708236 3713418

NATIONWIDE ADVANTAGE MORTGAGE REGISTERED AND RENEWED 78386920 3119130

NATIONWIDE ADVANTAGE MORTGAGE COMPANY REGISTERED AND RENEWED 78386925 3199372

NATIONWIDE FIXED SELECT CONTRACT Section 8 and 15 - Accepted and Acknowledged 85550630 4273393

NATIONWIDE CLEAR HORIZON REGISTERED AND RENEWED 78708251 3196158

THE NATIONWIDE LIFETIME INCOME RIDER REGISTERED AND RENEWED 78779267 3270128

NATIONWIDE ESTA DE TU LADO REGISTERED AND RENEWED 78894481 3302256

NATIONWIDE FINANCIAL NETWORK REGISTERED AND RENEWED 78525635 3319683

NATIONWIDE RETIREMENT INNOVATOR REGISTERED AND RENEWED 77169601 3328997

NATIONWIDE NATIONWIDE ON YOUR SIDE Cancelled - Section 8 77207230 3369072

NATIONWIDE FREEDOMPRO Registered 86288006 4714028

NATIONWIDE FREEDOMPRO+ Registered 86288010 4714029

NATIONWIDE PLATINUM V REGISTERED AND RENEWED 76348768 2654146

NATIONWIDE PLATINUM III REGISTERED AND RENEWED 76477175 2773489

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Aug 19, 2015

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Aug 19, 2015 Sep 28, 2015

3 PENDING, INSTITUTED Aug 19, 2015

4 ANSWER Sep 28, 2015

5 D MOT FOR EXT W/ CONSENT Nov 24, 2015

6 EXTENSION OF TIME GRANTED Nov 24, 2015

7 P MOT FOR EXT W/ CONSENT Dec 17, 2015

8 EXTENSION OF TIME GRANTED Jan 02, 2016

9 P MOT FOR EXT W/ CONSENT Feb 02, 2016

10 EXTENSION OF TIME GRANTED Feb 09, 2016

11 P MOT FOR EXT W/ CONSENT Mar 08, 2016

12 EXTENSION OF TIME GRANTED Mar 15, 2016

13 P MOT FOR EXT W/ CONSENT Apr 22, 2016

14 EXTENSION OF TIME GRANTED Apr 30, 2016

15 P MOT FOR EXT W/ CONSENT May 17, 2016

16 EXTENSION OF TIME GRANTED May 24, 2016

17 P MOT FOR EXT W/ CONSENT Jun 20, 2016

18 EXTENSION OF TIME GRANTED Jun 27, 2016

19 P MOT FOR EXT W/ CONSENT Aug 16, 2016

20 EXTENSION OF TIME GRANTED Aug 30, 2016

21 P MOT FOR EXT W/ CONSENT Oct 17, 2016

22 EXTENSION OF TIME GRANTED Nov 02, 2016

23 P MOT FOR EXT W/ CONSENT Dec 01, 2016

24 EXTENSION OF TIME GRANTED Dec 08, 2016

25 P MOT FOR EXT W/ CONSENT Feb 09, 2017

26 EXTENSION OF TIME GRANTED Feb 27, 2017

27 P MOT FOR EXT W/ CONSENT Apr 04, 2017

28 EXTENSION OF TIME GRANTED Apr 11, 2017

29 P MOT FOR EXT W/ CONSENT Jun 08, 2017



30 EXTENSION OF TIME GRANTED Jun 15, 2017

31 P MOT FOR EXT W/ CONSENT Aug 07, 2017

32 MOTION DENIED; TRIAL DATES REMAIN AS SET Aug 25, 2017

33 P MOT TO SUSP W/ CONSENT PEND SETTL NEGOTIATIONS Aug 30, 2017

34 SUSPENDED Sep 06, 2017

35 W/DRAW OF APPLICATION W/ CONSENT May 15, 2018

36 BD DECISION: DISMISSED W/O PREJ May 22, 2018

37 TERMINATED May 22, 2018

Type of Proceeding: Opposition

Proceeding
Number:

91193204 Filing Date: Dec 30, 2009

Status: Terminated Status Date: Apr 12, 2010

Interlocutory
Attorney:

GEORGE POLOGEORGIS

Defendant

Name: Nationwide Home Relief LLC

Correspondent
Address:

James W. Ove, Jr.
Ryndak & Suri LLP
200 W Madison Street, Suite 2100
Chicago IL UNITED STATES , 60606-3521

Correspondent e-
mail:

docketing@ryndaksuri.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

NATIONWIDE HOME RELIEF Abandoned - After Inter-Partes Decision 77588500

Plaintiff(s)

Name: Nationwide Mutual Insurance Company

Correspondent
Address:

Robert J. Morgan
Porter Wright Morris & Arthur, LLP
41 South High Street, Suite 2900
Columbus OH UNITED STATES , 43215

Correspondent e-
mail:

ipdocket@porterwright.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

NATIONWIDE FINANCIAL SERVICES REGISTERED AND RENEWED 74576757 1955871

NATIONWIDE FINANCIAL REGISTERED AND RENEWED 76469150 2788512

NATIONWIDE IS ON YOUR SIDE REGISTERED AND RENEWED 73692433 1793850

NATIONWIDE REGISTERED AND RENEWED 74695366 2017147

NATIONWIDE PLATINUM III REGISTERED AND RENEWED 76477175 2773489

NATIONWIDE PORTRAIT SERIES Cancelled - Section 8 76411488 2777452

NATIONWIDE CLEAR HORIZON REGISTERED AND RENEWED 78708251 3196158

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Dec 30, 2009

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Dec 30, 2009 Feb 08, 2010

3 PENDING, INSTITUTED Dec 30, 2009

4 NOTICE OF DEFAULT Feb 23, 2010

5 BOARD'S DECISION: SUSTAINED Apr 12, 2010

6 TERMINATED Apr 12, 2010

Type of Proceeding: Opposition

Proceeding
Number:

91188480 Filing Date: Jan 21, 2009

Status: Terminated Status Date: May 12, 2009



Interlocutory
Attorney:

JENNIFER KRISP

Defendant

Name: Del Fishman

Correspondent
Address:

DEL FISHMAN
FISHMAN AGENCY INC
3060 SOUTH COMMERCE RD
WALLED LAKE MI UNITED STATES , 48390-1417

Correspondent e-
mail:

delfishman@sbcglobal.net

Associated marks

Mark Application Status
Serial
Number

Registration
Number

INSURANCE FOR REPROCESSING ORGANIZATIONS
NATIONWID

Abandoned - After Inter-Partes Decision 77463684

Plaintiff(s)

Name: Nationwide Mutual Insurance Company

Correspondent
Address:

Robert J. Morgan, Esq.
Porter, Wright, Morris & Arthur
41 South High Street
Columbus OH UNITED STATES , 43215

Correspondent e-
mail:

rmorgan@porterwright.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

NATIONWIDE REGISTERED AND RENEWED 72276679 854888

NATIONWIDE IS ON YOUR SIDE REGISTERED AND RENEWED 73692433 1793850

NATIONWIDE REGISTERED AND RENEWED 75789949 2371088

NATIONWIDE PLATINUM III REGISTERED AND RENEWED 76477175 2773489

NATIONWIDE PORTRAIT SERIES Cancelled - Section 8 76411488 2777452

NATIONWIDE FINANCIAL REGISTERED AND RENEWED 76469150 2788512

NATIONWIDE CLEAR HORIZON REGISTERED AND RENEWED 78708251 3196158

NATIONWIDE INSURANCE REGISTERED AND RENEWED 78714017 3196175

NATIONWIDE NATIONWIDE ON YOUR SIDE Cancelled - Section 8 77207230 3369072

NATIONWIDE YOURLIFE REGISTERED AND RENEWED 77097943 3537731

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Jan 21, 2009

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Jan 21, 2009 Mar 02, 2009

3 PENDING, INSTITUTED Jan 21, 2009

4 D'S INFORMAL ANSWER Jan 26, 2009

5 COPY OF THE INSTITUTION ORDER Jan 21, 2009

6 RESPONSE DUE 30 DAYS (DUE DATE) Feb 04, 2009 Mar 06, 2009

7 D'S RESPONSE TO BOARD ORDER/INQUIRY Feb 13, 2009

8 RESPONSE DUE 30 DAYS (DUE DATE) Feb 24, 2009 Mar 26, 2009

9 D'S COMMUNICATION Feb 27, 2009

10 D'S CERTIFICATE OF SERVICE ON P'S Mar 02, 2009

11 TRIAL DATES REMAIN AS SET Mar 16, 2009

12 APPEARANCE Apr 07, 2009

13 WITHDRAWAL OF OPPOSITION May 07, 2009

14 BD'S DECISION: DISMISSED W/O PREJUDICE May 12, 2009

15 TERMINATED May 12, 2009



 

Mark Information

Mark Literal
Elements:

NATIONWIDE PLATINUM V

Standard Character
Claim:

No

Mark Drawing
Type:

1 - TYPESET WORD(S) /LETTER(S) /NUMBER(S)

Goods and Services

Note:
The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: financial services, namely, brokerage in the field of [ variable universal life, ] annuities [, and mutual funds ]

International
Class(es):

036 - Primary Class U.S Class(es): 100, 101, 102

Class Status: ACTIVE

Basis: 1(a)

First Use: Jan. 06, 2000 Use in Commerce: Jan. 06, 2000

Basis Information (Case Level)

Filed Use: Yes Currently Use: Yes

Filed ITU: No Currently ITU: No

Filed 44D: No Currently 44E: No

Filed 44E: No Currently 66A: No

Filed 66A: No Currently No Basis: No

Filed No Basis: No

Current Owner(s) Information

Owner Name: Nationwide Mutual Insurance Company

Owner Address: One Nationwide Plaza

Generated on: This page was generated by TSDR on 2020-01-31 12:09:00 EST

Mark: NATIONWIDE PLATINUM V

US Serial Number: 76348768 Application Filing
Date:

Dec. 14, 2001

US Registration
Number:

2654146 Registration Date: Nov. 26, 2002

Register: Principal

Mark Type: Service Mark

TM5 Common Status
Descriptor:

LIVE/REGISTRATION/Issued and Active

The trademark application has been registered with the Office.

Status: The registration has been renewed.

Status Date: Oct. 29, 2012

Publication Date: Sep. 03, 2002



Office of General Counsel 1-35-204
Columbus, OHIO UNITED STATES 43215

Legal Entity Type: CORPORATION State or Country
Where Organized:

OHIO

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Maribeth Day Case

Attorney Primary
Email Address:

trademark@nationwide.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

Maribeth Day Case
Nationwide Mutual Insurance Company
One Nationwide Plaza
Office of General Counsel, 1-32-305
Columbus, OHIO UNITED STATES 43215-2226

Phone: 614-249-0596 Fax: 614-677-8034

Correspondent e-
mail:

trademark@nationwide.com Correspondent e-
mail Authorized:

Yes

Domestic Representative - Not Found

Prosecution History

Date Description
Proceeding
Number

Aug. 09, 2019 ATTORNEY/DOM.REP.REVOKED AND/OR APPOINTED

Aug. 09, 2019 TEAS REVOKE/APP/CHANGE ADDR OF ATTY/DOM REP RECEIVED

Feb. 07, 2019 ATTORNEY/DOM.REP.REVOKED AND/OR APPOINTED

Feb. 07, 2019 TEAS REVOKE/APP/CHANGE ADDR OF ATTY/DOM REP RECEIVED

Apr. 28, 2016 ATTORNEY/DOM.REP.REVOKED AND/OR APPOINTED

Apr. 28, 2016 TEAS REVOKE/APP/CHANGE ADDR OF ATTY/DOM REP RECEIVED

Oct. 29, 2012 NOTICE OF ACCEPTANCE OF SEC. 8 & 9 - E-MAILED

Oct. 29, 2012 REGISTERED AND RENEWED (FIRST RENEWAL - 10 YRS) 77315

Oct. 29, 2012 REGISTERED - SEC. 8 (10-YR) ACCEPTED/SEC. 9 GRANTED 77315

Oct. 24, 2012 TEAS SECTION 8 & 9 RECEIVED

Mar. 03, 2010 APPLICANT/CORRESPONDENCE CHANGES (NON-RESPONSIVE) ENTERED 88888

Mar. 03, 2010 TEAS CHANGE OF OWNER ADDRESS RECEIVED

Aug. 19, 2008 TEAS CHANGE OF CORRESPONDENCE RECEIVED

Jun. 20, 2008 CASE FILE IN TICRS

Dec. 07, 2007 REGISTERED - SEC. 8 (6-YR) ACCEPTED & SEC. 15 ACK. 77315

Dec. 07, 2007 ASSIGNED TO PARALEGAL 77315

Dec. 05, 2007 TEAS SECTION 8 & 15 RECEIVED

Dec. 18, 2002 TEAS CHANGE OF CORRESPONDENCE RECEIVED

Nov. 26, 2002 REGISTERED-PRINCIPAL REGISTER

Sep. 03, 2002 PUBLISHED FOR OPPOSITION

Aug. 14, 2002 NOTICE OF PUBLICATION

Apr. 26, 2002 APPROVED FOR PUB - PRINCIPAL REGISTER

Apr. 10, 2002 ASSIGNED TO EXAMINER 74308

Mar. 28, 2002 ASSIGNED TO EXAMINER 73348

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: GENERIC WEB UPDATE Date in Location: Oct. 29, 2012

Proceedings



Summary

Number of
Proceedings:

2

 
Type of Proceeding: Opposition

Proceeding
Number:

91247239 Filing Date: Mar 27, 2019

Status: Pending Status Date: Mar 27, 2019

Interlocutory
Attorney:

JENNIFER KRISP

Defendant

Name: 1St Nationwide Mortgage Corporation

Correspondent
Address:

ANTHONY M VERNA III
VERNA LAW PC
80 THEODORE FREMD AVE
RYE NY UNITED STATES , 10580

Correspondent e-
mail:

anthony@vernalaw.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

1ST NATIONWIDE MORTGAGE Opposition Pending 87942069

Plaintiff(s)

Name: Nationwide Mutual Insurance Company

Correspondent
Address:

ANITA B POLOTT
MORGAN LEWIS & BOCKIUS LLP
1111 PENNSYLVANIA AVE N.W. , ATTENTION: TMSU
WASHINGTON DC UNITED STATES , 20004

Correspondent e-
mail:

trademarks@morganlewis.com , anita.polott@morganlewis.com , katie.feiereisel@morganlewis.com , carolyn.himmelfarb@morganlewi

s.com , trademark@nationwide.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

NATIONWIDE REGISTERED AND RENEWED 72276679 854888

NATIONWIDE REGISTERED AND RENEWED 74695366 2017147

NATIONWIDE FINANCIAL SERVICES REGISTERED AND RENEWED 74576757 1955871

NATIONWIDE IS ON YOUR SIDE REGISTERED AND RENEWED 73692433 1793850

NATIONWIDE FINANCIAL REGISTERED AND RENEWED 76469150 2788512

NATIONWIDE QUATRO SELECT ANNUITY REGISTERED AND RENEWED 76395224 2851470

THE NATIONWIDE CORPORATE INCENTIVE PROGRAM REGISTERED AND RENEWED 76475068 2775313

NATIONWIDE PLATINUM III REGISTERED AND RENEWED 76477175 2773489

NATIONWIDE PLATINUM V REGISTERED AND RENEWED 76348768 2654146

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Mar 27, 2019

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Mar 27, 2019 May 06, 2019

3 PENDING, INSTITUTED Mar 27, 2019

4 ANSWER May 03, 2019

5 P CHANGE OF CORRESP ADDRESS May 06, 2019

6 P MOT FOR EXT W/ CONSENT Nov 26, 2019

7 EXTENSION OF TIME GRANTED Nov 26, 2019

8 P MOT FOR EXT W/ CONSENT Jan 27, 2020

9 EXTENSION OF TIME GRANTED Jan 27, 2020

Type of Proceeding: Opposition

Proceeding
Number:

91223382 Filing Date: Aug 19, 2015



Status: Terminated Status Date: May 22, 2018

Interlocutory
Attorney:

ANDREW P BAXLEY

Defendant

Name: Nationwide Payment Solutions, LLC

Correspondent
Address:

JENNIFER LEE TAYLOR
MORRISON & FOERSTER LLP
425 MARKET STREET
SAN FRANCISCO CA UNITED STATES , 94105-2482

Correspondent e-
mail:

jtaylor@mofo.com , tmdocket@mofo.com , msmolen@mofo.com , ggabriel@mofo.com , droumiantseva@mofo.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

NATIONWIDE PAYMENTS Abandoned - After Inter-Partes Decision 86067838

Plaintiff(s)

Name: Nationwide Mutual Insurance Company

Correspondent
Address:

MELISSA A BARNETT
PORTER WRIGHT MORRIS & ARTHUR LLP
41 SOUTH HIGH STREET SUITE 2900
COLUMBUS OH UNITED STATES , 43215

Correspondent e-
mail:

ipdocket@porterwright.com , rmorgan@porterwright.com , mbarnett@porterwright.com , emoyo@porterwright.com , trademark@nation

wide.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

NATIONWIDE REGISTERED AND RENEWED 77146539 3328956

NATIONWIDE REGISTERED AND RENEWED 77162722 3328989

NATIONWIDE Cancelled - Section 8 85436091 4224422

NATIONWIDE BANK REGISTERED AND RENEWED 78592486 3308449

NATIONWIDE NATIONWIDE BANK ON YOUR SIDE REGISTERED AND RENEWED 77325466 3449286

NATIONWIDE IS ON YOUR SIDE REGISTERED AND RENEWED 73692433 1793850

NATIONWIDE REGISTERED AND RENEWED 74695366 2017147

NATIONWIDE REGISTERED AND RENEWED 75789949 2371088

NATIONWIDE FINANCIAL REGISTERED AND RENEWED 76469150 2788512

NATIONWIDE FINANCIAL SERVICES REGISTERED AND RENEWED 74576757 1955871

NATIONWIDE Cancelled - Section 8 85162816 4177757

NATIONWIDE RESTORATION REGISTERED AND RENEWED 78940127 3555448

NATIONWIDE PORTRAIT SERIES Registered 86091774 4619842

NATIONWIDE ACCELERATE Cancelled - Section 8 77240248 3710857

NATIONWIDE HERITAGE ANNUITY REGISTERED AND RENEWED 77132224 3423782

NATIONWIDE FUNDS REGISTERED AND RENEWED 77162720 3410133

NATIONWIDE CUSTOM PORTFOLIO REGISTERED AND RENEWED 77249724 3405161

NATIONWIDE RETIREMENT CLEAR ADVANTAGE REGISTERED AND RENEWED 77599969 3832553

NATIONWIDE RETIREMENT FLEXIBLE ADVANTAGE Section 8 and 15 - Accepted and Acknowledged 85550629 4198540

NATIONWIDE SURETY STARTER Section 8 and 15 - Accepted and Acknowledged 85545683 4198529

NATIONWIDE FUNDGUARD REGISTERED AND RENEWED 77052682 3356927

NATIONWIDE PROACCOUNT REGISTERED AND RENEWED 77052684 3356928

NATIONWIDE INSTITUTE Registered 85550625 4502208

NATIONWIDE RETIREMENT INNOVATOR ADVANTAGE Section 8 and 15 - Accepted and Acknowledged 85650647 4502347

NATIONWIDE LIFETIME INCOME CAPTURE Registered 85781515 4573104

NATIONWIDE NEW HEIGHTS Registered 85945423 4573475

NATIONWIDE INCOME ARCHITECT REGISTERED AND RENEWED 77272755 3603484

NATIONWIDE HIGH POINT Registered 85947886 4614656

NATIONWIDE TRUESTEP V Registered 86056620 4612468

NATIONWIDE LIFETIME INCOME TRACK Registered 86025128 4664492



NATIONWIDE FREEDOM Registered 86287989 4673130

NATIONWIDE HIGH POINT 365 Registered 85947887 4739644

NATIONWIDE CLEARCREDIT REGISTERED AND RENEWED 77763211 3816664

NATIONWIDE PORTFOLIO INNOVATOR Cancelled - Section 8 77584290 3677715

NATIONWIDE MARATHON Section 8 and 15 - Accepted and Acknowledged 77111011 3731795

NATIONWIDE PRIVATE CLIENT GROUP Cancelled - Section 8 78708236 3713418

NATIONWIDE ADVANTAGE MORTGAGE REGISTERED AND RENEWED 78386920 3119130

NATIONWIDE ADVANTAGE MORTGAGE COMPANY REGISTERED AND RENEWED 78386925 3199372

NATIONWIDE FIXED SELECT CONTRACT Section 8 and 15 - Accepted and Acknowledged 85550630 4273393

NATIONWIDE CLEAR HORIZON REGISTERED AND RENEWED 78708251 3196158

THE NATIONWIDE LIFETIME INCOME RIDER REGISTERED AND RENEWED 78779267 3270128

NATIONWIDE ESTA DE TU LADO REGISTERED AND RENEWED 78894481 3302256

NATIONWIDE FINANCIAL NETWORK REGISTERED AND RENEWED 78525635 3319683

NATIONWIDE RETIREMENT INNOVATOR REGISTERED AND RENEWED 77169601 3328997

NATIONWIDE NATIONWIDE ON YOUR SIDE Cancelled - Section 8 77207230 3369072

NATIONWIDE FREEDOMPRO Registered 86288006 4714028

NATIONWIDE FREEDOMPRO+ Registered 86288010 4714029

NATIONWIDE PLATINUM V REGISTERED AND RENEWED 76348768 2654146

NATIONWIDE PLATINUM III REGISTERED AND RENEWED 76477175 2773489

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Aug 19, 2015

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Aug 19, 2015 Sep 28, 2015

3 PENDING, INSTITUTED Aug 19, 2015

4 ANSWER Sep 28, 2015

5 D MOT FOR EXT W/ CONSENT Nov 24, 2015

6 EXTENSION OF TIME GRANTED Nov 24, 2015

7 P MOT FOR EXT W/ CONSENT Dec 17, 2015

8 EXTENSION OF TIME GRANTED Jan 02, 2016

9 P MOT FOR EXT W/ CONSENT Feb 02, 2016

10 EXTENSION OF TIME GRANTED Feb 09, 2016

11 P MOT FOR EXT W/ CONSENT Mar 08, 2016

12 EXTENSION OF TIME GRANTED Mar 15, 2016

13 P MOT FOR EXT W/ CONSENT Apr 22, 2016

14 EXTENSION OF TIME GRANTED Apr 30, 2016

15 P MOT FOR EXT W/ CONSENT May 17, 2016

16 EXTENSION OF TIME GRANTED May 24, 2016

17 P MOT FOR EXT W/ CONSENT Jun 20, 2016

18 EXTENSION OF TIME GRANTED Jun 27, 2016

19 P MOT FOR EXT W/ CONSENT Aug 16, 2016

20 EXTENSION OF TIME GRANTED Aug 30, 2016

21 P MOT FOR EXT W/ CONSENT Oct 17, 2016

22 EXTENSION OF TIME GRANTED Nov 02, 2016

23 P MOT FOR EXT W/ CONSENT Dec 01, 2016

24 EXTENSION OF TIME GRANTED Dec 08, 2016

25 P MOT FOR EXT W/ CONSENT Feb 09, 2017

26 EXTENSION OF TIME GRANTED Feb 27, 2017

27 P MOT FOR EXT W/ CONSENT Apr 04, 2017

28 EXTENSION OF TIME GRANTED Apr 11, 2017

29 P MOT FOR EXT W/ CONSENT Jun 08, 2017

30 EXTENSION OF TIME GRANTED Jun 15, 2017

31 P MOT FOR EXT W/ CONSENT Aug 07, 2017

32 MOTION DENIED; TRIAL DATES REMAIN AS SET Aug 25, 2017

33 P MOT TO SUSP W/ CONSENT PEND SETTL NEGOTIATIONS Aug 30, 2017



34 SUSPENDED Sep 06, 2017

35 W/DRAW OF APPLICATION W/ CONSENT May 15, 2018

36 BD DECISION: DISMISSED W/O PREJ May 22, 2018

37 TERMINATED May 22, 2018


	1. Nationwide and its predecessors-in-interest and authorized licensees have for decades used the famous family of trademarks consisting of and containing the term NATIONWIDE (collectively, the “NATIONWIDE Marks”) in connection with a wide variety of ...
	2. These and other services offered under the NATIONWIDE Marks are and have for many years been widely and continuously marketed, distributed, and sold throughout the United States.  The website located at www.nationwide.com features information about...
	3. The NATIONWIDE Marks symbolize the extensive goodwill and consumer recognition that Nationwide has established through many years of continuous use and substantial expenditures of time, effort, and other resources in the advertising and promotion o...
	4. As a result of this continuous, extensive, and well-publicized use, the NATIONWIDE Marks are famous in the United States and are associated exclusively with Nationwide and its high quality services.
	5. In addition to its extensive common law rights in the NATIONWIDE Marks, Nationwide is the owner of all right, title, and interest in and to numerous registrations issued by the United States Patent and Trademark Office for trademarks consisting of ...
	6. The NATIONWIDE Registrations are valid and subsisting, are in full force and effect, and constitute prima facie and/or conclusive evidence of Nationwide’s exclusive right to use the NATIONWIDE Marks in commerce in connection with the goods and serv...
	7. The NATIONWIDE Marks are famous.  Indeed, the TTAB has previously ruled that “[t]he fame of the NATIONWIDE mark for insurance services . . . ‘casts a long shadow which competitors must avoid.’”  Nationwide Mut. Ins. Co. v. Nationwide Realty, LLC, 1...
	8. On March 11, 2019, Applicant filed Application Serial No. 88/334,031 under Section 1(a) of the Lanham Act, 15 U.S.C. § 1051(a), for federal registration of the designation KKBA NATIONWIDE BUSINESS ADVISORS for “business brokerage services and relat...
	9. The Application was published for opposition on August 6, 2019.
	10. On August 7, 2019 and again on December 3, 2019, the Trademark Trial and Appeal Board extended the deadline to oppose registration of the KKBA NATIONWIDE BUSINESS ADVISORS designation at Nationwide’s request.  The opposition period is currently se...
	11. Nationwide has not authorized or otherwise consented to the Application or to Applicant’s use of the KKBA NATIONWIDE BUSINESS ADVISORS designation.
	12. Nationwide incorporates the allegations of the foregoing paragraphs as if fully set forth herein.
	13. Nationwide’s rights to the NATIONWIDE Marks and the NATIONWIDE Registrations are superior to any rights of Applicant; through longstanding and continuous use, Nationwide has acquired exclusive rights in the NATIONWIDE Marks that predate any rights...
	14. The KKBA NATIONWIDE BUSINESS ADVISORS designation so resembles the NATIONWIDE Marks used by Nationwide in the United States as to be likely, when used on or in connection with the goods identified in the Application, to cause confusion, mistake or...
	15. Nationwide incorporates the allegations of the foregoing paragraphs as if fully set forth herein.
	16. The NATIONWIDE Marks are famous and became famous before the filing date of the Application and before any use of the designation KKBA NATIONWIDE BUSINESS ADVISORS by Applicant.
	17. Applicant’s use and registration of KKBA NATIONWIDE BUSINESS ADVISORS is likely to dilute the distinctive quality of Nationwide’s famous family of NATIONWIDE Marks in violation of Section 43(c) of the Lanham Act, 15 U.S.C. § 1125(c).
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