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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

DELL INC. and EMC CORPORATION,
In the matter of Serial No.: 86/948,640
Opposers,

For the mark: UNITY

v.

Published on: December 31, 2019

NEXSAN TECHNOLOGIES,

Opposition No.: 91253736

Applicant.
MOTION TO SUSPEND PENDING DETERMINATION
OF CIVIL ACTION PURSUANT TO 37 C.F.R. § 2.117
Opposers Dell Inc. (“Dell”) and EMC Corporation (“EMC”) (together, “Opposers”) move
the Board to suspend the above-referenced Opposition proceeding against Applicant Nexsan
Technologies (“Nexsan”) pending the outcome of the civil action between the parties, Nexsan
Techs. v. EMC Corp., No. 1:16-cv-10847-WGY in the United States District Court for the District
of Massachusetts. Because the civil action involves issues that are central to this Opposition
proceeding, Opposers respectfully request that this Opposition proceeding be suspended under 37
C.F.R. § 2.117 and TBMP Section 510.02(a).
BACKGROUND
On May 6, 2016, Nexsan filed a civil action against EMC in the United States District Court
for the District of Massachusetts, seeking a declaratory judgment of priority and non-infringement
of EMC’s marks UNITY and EMC UNITY for use in connection with data management hardware
and software and related consultation services, based on Nexsan’s alleged rights in its UNITY and
NEXSAN UNITY marks for use in connection with data management hardware and software. See
Declaration of Elizabeth E. Brenckman (“Brenckman Decl.”) ¶ 2, Ex. 1. In response, on July 8,

2016, EMC answered Nexsan’s complaint (denying that Nexsan had priority in the NEXSAN
UNITY and UNITY marks) and asserted counterclaims for trademark infringement and unfair
competition. See id. ¶ 3, Ex. 2.
Thereafter, on October 11, 2016, EMC filed a notice of opposition (“NEXSAN UNITY
Opposition”) against Nexsan’s application to register the NEXSAN UNITY mark on the grounds
of priority, likelihood of confusion, and fraud on the USPTO (based on Nexsan’s knowledge of
EMC’s use of its UNITY and EMC UNITY marks prior to when Nexsan filed its application to
register the UNITY and NEXSAN UNITY marks). See id. ¶ 4, Ex. 3. Because the civil action was
already pending and involved overlapping issues, the Board suspended the NEXSAN UNITY
Opposition pending “final disposition” of the civil action. See id. ¶ 5, Ex. 4.
Meanwhile, throughout the summer and fall of 2016 in the civil action, the parties
exchanged limited discovery and filed cross-motions for summary judgment on the sole issue of
priority. See id. ¶ 6, Ex. 5 at 2. The parties agreed to proceed “case stated” regarding the issues
raised in the cross-motions for summary judgment. See id. at 3. Then, on January 10, 2017, Nexsan
amended its complaint to include a count for “False Designation of Origin and Federal Unfair
Competition In Violation of the Lanham Act” (Section 43(a), 15 U.S.C. § 1125). See id. ¶ 7, Ex.
6. Nexsan’s district court complaint does not include a claim for infringement of a federally
registered trademark.
That same day, EMC filed amended counterclaims to include additional counts for
trademark infringement and unfair competition under federal and state law, based on information
that Nexsan produced during discovery as to Nexsan’s allegedly fraudulent conduct. See id. ¶ 8,
Ex. 7. In particular, Nexsan revealed that three days before it filed its applications to register the
UNITY and NEXSAN UNITY marks, a Nexsan employee asked if Nexsan owned the UNITY
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trademark because he learned that EMC was launching a product named “Unity.” See id. ¶ 6, Ex.
5 at 11-12. Also, Nexsan produced an email concerning its “bate [sic] and switch” marketing
strategy to purchase “EMC Unity” as an Internet keyword advertising term to cause consumers to
generate hits for EMC’s UNITY product, but then lead consumers to learn about Nexsan’s product.
See id.
The court heard argument on the issue of priority on January 11, 2017 on a case-stated
basis. See id. at 3. Following oral argument, the court administratively closed the case, pending its
decision on the issue of priority. See id. ¶ 9, Ex. 8 at 44:6-7. Then on April 14, 2017, the court
issued Findings of Fact and Rulings of Law (“Findings”) on the issue of priority. See id. ¶ 6, Ex.
5. Specifically, the court ruled that Nexsan has priority over EMC, but did not rule on the issue of
whether Nexsan was entitled to a registration of the UNITY or NEXSAN UNITY marks, explicitly
stating that “[f]urther proceedings shall take place in accordance with this determination of
trademark priority.” See id. at 24. The court noted the evidence of Nexsan’s alleged fraud and its
attempt to trade off of EMC’s use of the UNITY and EMC UNITY marks when Nexsan finally
did launch its UNITY and NEXSAN UNITY products, labeling the alleged activities as
“reprehensible” and stating that “[t]he consequences of [Nexsan’s] conduct shall be considered
during further proceedings in this case.” See id. at 23 (emphasis added).
Since the issuance of the court’s decision, Nexsan has taken no action in the district court.
Nexsan has not moved the court to reopen the case to pursue the “further proceedings” referenced
by the court. Nexsan has not sought the entry of an order (final or otherwise) based on the court’s
opinion. Further, on July 8, 2019, the Board confirmed that the proceedings for the NEXSAN
UNITY Opposition would remain suspended pending final determination of the civil action. See
id. ¶ 10, Ex. 9.
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ARGUMENT
I.

THE PENDING CIVIL ACTION HAS A DIRECT BEARING ON THIS
OPPOSITION PROCEEDING
Under 37 C.F.R. § 2.117, when the parties before the Board “are engaged in a civil action

. . . which may have a bearing on the case,” the Board may suspend the case “until termination of
the civil action.” See also TBMP Section 510.02(a) (Ordinarily, “the Board will suspend
proceedings in the case before it if the final determination of the other proceeding may have a
bearing on the issues before the Board.”). The pending civil action “does not have to be dispositive
of the Board proceeding to warrant suspension, it need only have a bearing on the issues before
the Board.” New Orleans Louisiana Saints LLC and NFL Properties LLC v. Who Dat?, Inc., 99
U.S.P.Q.2d 1550, 2011 WL 3381380, at *2 (TTAB 2011).
The issues presented in the pending civil action in the United States District Court for the
District of Massachusetts will have a direct bearing on the outcome of this opposition proceeding.
The civil action, involving the same parties and the same mark, will determine Nexsan’s entitlement
to register UNITY. See Complaint for Declaratory Judgment at 6-8, Nexsan Techs., Inc. v. EMC
Corp., 260 F. Supp. 3d 68 (D. Mass. 2017) (No. 1:16-cv-10847) (explaining the existence of a
controversy over priority in and entitlement to use the UNITY mark).
First, the court heard argument on the issue of priority on January 11, 2017 on a case-stated
basis. See Brenckman Decl. ¶ 6, Ex. 5 at 3. Following oral argument, the court administratively
closed the case, pending its decision on the issue of priority. See id. ¶ 9, Ex. 8 at 44:6-7. Then on
April 14, 2017, the court issued Findings on the issue of priority. See id. ¶ 6, Ex. 5. Specifically,
the court ruled that Nexsan has priority over EMC, but did not rule on the issue of whether Nexsan
was entitled to a registration of the UNITY or NEXSAN UNITY marks, explicitly stating that
“[f]urther proceedings shall take place in accordance with this determination of trademark priority.”
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See id. at 24. This registrability determination will have a direct impact on Nexsan’s ability to
register its UNITY mark.
Second, the court will determine Nexsan’s alleged fraud and bad faith. If proven, Nexsan’s
allegedly fraudulent activities and bad faith could impact the relative rights of the parties in that
case: “[t]he consequences of [Nexsan’s] conduct shall be considered during further proceedings in
this case.” See id. at 23 (emphasis added). If the court finds that Nexsan has come to the court with
unclean hands or has acted in bad faith in adopting the mark or committed fraud on the USPTO,
that is grounds to deny registration for both Nexsan’s NEXSAN UNITY and UNITY marks. For
example, in Nationstar Mortgage LLC v. Ahmad, the opposer objected to the registration of the
applicant’s mark on the grounds of fraud on the USPTO, likelihood of confusion, and a lack of
bona fide intent to use the mark. 112 U.S.P.Q.2d 1361, 1363 (TTAB 2012). The Board found that
the applicant knowingly made false statements with the requisite intent to deceive the USPTO and
refused registration without even considering the other grounds for opposition. Id.
Here, similarly, if the court finds that Nexsan committed fraud, the UNITY mark may not
be registrable at a threshold level, regardless of the court’s initial priority determination. Moreover,
if the court finds that Nexsan’s registration was pursued as part of a plan to generate confusion and
capitalize on EMC’s prior use of the EMC UNITY mark, it could deny Nexsan’s right to its
registration as a matter of equity. See Swann v. Charlotte-Mecklenburg Bd. Of Ed., 402 U.S. 1, 15
(1971) (“Once a right and a violation have been shown, the scope of a district court’s equitable
powers to remedy past wrongs is broad, for breadth and flexibility are inherent in equitable
remedies.”).
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II.

THE PENDING CIVIL ACTION HAS NOT BEEN TERMINATED AND THE
“NEXSAN UNITY OPPOSITION” REMAINS SUSPENDED
TBMP Section 510.02(b) defines a “final determination” as:
A proceeding is considered to have been finally determined when an
order or ruling that ends litigation has been rendered, and no appeal has
been filed, or all appeals filed have been decided and the time for any
further review has expired.

Section 510.02(b)’s definition of “final determination” applies to Section 510.02(a). See
Monster Energy Co. v. William J. Martin, 125 U.S.P.Q.2d 1174, 2018 WL 1083483, at *4 n.13
(TTAB 2018) (ordering suspension of [the proceedings] until final determination of the civil
action and citing TBMP Section 510.02(b) to define “final determination”). See also Softbelly’s,
Inc. v. TY, Inc., 2002 WL 1844210 (TTAB Aug. 13, 2002) (suspending opposition proceeding
where civil action was not “finally determined” because post-trial motions were pending and
opposer had indicated its intention to appeal an unfavorable ruling to the Seventh Circuit).
There is no dispute that the civil proceedings have not been “terminated” under 37 C.F.R.
2.117. The court’s Findings do not constitute “orders or rulings ending the litigation,” and no
issue is yet ripe for appeal. TBMP Section 510.02(b). Under the Federal Rules, an order ending
the district court litigation is known as a “judgment.” See Fed. R. Civ. P. 54(a). The Rules provide
clarity on what is and what is not a judgment by requiring that a judgment ordinarily be “set out
in a separate document.” Fed. R. Civ. P. 58(a). The Findings do not constitute a judgment under
Rule 58, and therefore they are not orders that end the litigation. Id. See also Brenckman Decl.
¶ 6, Ex. 5 at 23 (explaining that “[t]he consequences of [Nexsan’s] conduct shall be considered
during further proceedings in this case”) (emphasis added).
Indeed, in the Board’s decision denying Nexsan’s motion to resume the NEXSAN
UNITY Opposition, the Board determined that although “the District Court has rendered a
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determination on the issue of priority in a case stated hearing, the civil litigation has not been
terminated” (emphasis added) and further explained that “judicial economy is generally served
by suspending the Board proceeding pending final determination of the District Court action”
(emphasis in original). See id. ¶ 11, Ex. 10 at 3-4.
Moreover, Nexsan even admits that there is no final determination and acknowledges
that the district court has not entered a final judgment on priority or any other claims in the civil
action. See id. ¶ 12, Ex. 11 at 1, 3-4.
As the pending civil action has a direct bearing on these proceedings, and as the
NEXSAN UNITY Opposition remains suspended, this opposition proceeding should be
suspended until there has been a final determination on the issues that relate to registrability of
the UNITY mark.

Respectfully submitted.
Dated: March 30, 2020

ORRICK, HERRINGTON & SUTCLIFFE LLP
/s/ Elizabeth E. Brenckman
R. David Hosp
dhosp@orrick.com
IPProsecution@orrick.com
2050 Main St., Suite 1100
Irvine, CA 92614
(617) 880-1800 - Telephone
Elizabeth E. Brenckman
ebrenckman@orrick.com
51 West 52nd St.
New York, NY 10019
(212) 506-5000 - Telephone
(212) 506-5151 – Facsimile
Counsel for Dell Inc. and EMC Corporation
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CERTIFICATE OF SERVICE
I, Elizabeth Brenckman, do hereby certify that on March 30, 2020, I caused a true and
complete copy of the foregoing Motion to Suspend to be served upon Steven A. Abreu, counsel
for Applicant Nexsan Technologies, Inc., by email addressed to trademarks@sunsteinlaw.com.

/s/ Elizabeth E. Brenckman
Elizabeth E. Brenckman
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

DELL INC. and EMC CORPORATION,
In the matter of Serial No.: 86/948,640
Opposers,
v.

For the mark: UNITY
Published on: December 31, 2019

NEXSAN TECHNOLOGIES,

Opposition No.: 91253736

Applicant.
DECLARATION OF ELIZABETH E. BRENCKMAN IN SUPPORT OF
OPPOSERS DELL INC. AND EMC CORPORATION’S MOTION TO SUSPEND
I, Elizabeth E. Brenckman, declare under penalty of perjury pursuant to 37 C.F.R. § 2.20,
as follows:
1.

I am a partner of the firm Orrick, Herrington & Sutcliffe LLP, attorneys for

Opposers Dell Inc. (“Dell”) and EMC Corporation (“EMC”) (together, “Opposers”). I make this
declaration based on personal knowledge and, if called upon, could testify competently thereto. I
submit this declaration in support of Opposers’ Motion to Suspend Pending Determination of Civil
Action Pursuant to 37 C.F.R. § 2.117.
2.

Attached hereto as Exhibit 1 is a true and correct copy of the Complaint for

Declaratory Judgment filed in the United States District Court for the District of Massachusetts,
Case No. 1:16-cv-10847, by Applicant Nexsan Technologies Incorporated (“Nexsan”) (the “Civil
Litigation”).
3.

Attached hereto as Exhibit 2 is a true and correct copy of EMC’s Corrected

Answer, Affirmative Defenses, and Counterclaims filed in the Civil Litigation.

4.

Attached hereto as Exhibit 3 is a true and correct copy of EMC’s Notice of

Opposition filed in the matter of Serial No. 86/948,652 in opposition to the registration of the mark
NEXSAN UNITY (the “NEXSAN UNITY Opposition”).
5.

Attached hereto as Exhibit 4 is a true and correct copy of the Trademark Trial and

Appeal Board’s February 28, 2017 order suspending the NEXSAN UNITY Opposition pending
final disposition of the Civil Litigation.
6.

Attached hereto as Exhibit 5 is a true and correct copy of the Findings of Fact and

Rulings of Law on the issue of priority, dated April 14, 2017, in the Civil Litigation.
7.

Attached hereto as Exhibit 6 is a true and correct copy of Nexsan’s First Amended

Complaint filed in the Civil Litigation.
8.

Attached hereto as Exhibit 7 is a true and correct copy of EMC’s Amended

Answer, Affirmative Defenses, and Counterclaims filed in the Civil Litigation.
9.

Attached hereto as Exhibit 8 is a true and correct copy of the transcript of the

Massachusetts district court’s January 11, 2017 hearing on the issue of priority in the Civil
Litigation.
10.

Attached hereto as Exhibit 9 is a true and correct copy of the Trademark Trial and

Appeal Board’s July 8, 2019 order continuing suspension of the NEXSAN UNITY Opposition,
pending final disposition of the Civil Litigation.
11.

Attached hereto as Exhibit 10 is a true and correct copy of the Trademark Trial and

Appeal Board’s April 10, 2018 order denying Nexsan’s Motion to Resume the NEXSAN UNITY
Opposition.
12.

Attached hereto as Exhibit 11 is a true and correct copy of Nexsan’s Motion to

Resume the NEXSAN UNITY Opposition and Nexsan’s Supporting Brief.
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I declare under penalty of perjury that the foregoing is true and correct.

/s/ Elizabeth E. Brenckman
Elizabeth E. Brenckman

Executed on: March 30, 2020
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CERTIFICATE OF SERVICE
I, Elizabeth Brenckman, do hereby certify that on March 30, 2020, I caused a true and
complete copy of the foregoing Declaration to be served upon Steven A. Abreu, counsel for
Applicant Nexsan Technologies, Inc., by email addressed to trademarks@sunsteinlaw.com.

/s/ Elizabeth E. Brenckman
Elizabeth E. Brenckman
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EXHIBIT 1
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IN THE UNITED STATES DISTRICT COURT
DISTRICT OF MASSACHUSETTS

)
)
)
)
)
)
)
)
)
)
)

NEXSAN TECHNOLOGIES
INCORPORATED,
Plaintiff,
v.
EMC CORPORATION,
Defendant.

C.A. No. 1:16-cv-10847
JURY TRIAL DEMANDED

COMPLAINT FOR DECLARATORY JUDGMENT
This is an action for a declaratory judgment of trademark priority and non-infringement.
Nexsan Technologies Incorporated (“Nexsan”) seeks a declaration that it has priority to, and is
not infringing upon, certain trademark rights asserted by EMC Corporation (“EMC”). Nexsan
seeks this Court’s intervention because EMC has threatened suit unless Nexsan abandons its
UNITY trademarks.
PARTIES
1.

Plaintiff Nexsan Technologies Corporation is a Delaware business entity, with an address

of 900 E. Hamilton Avenue, Suite 230, Campbell, California 95008.
2.

Upon information and belief, Defendant EMC Corporation is a Massachusetts

corporation, with an address of 176 South Street, Hopkinton, Massachusetts 01748.
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JURISDICTION AND VENUE
3.

This Court has subject matter jurisdiction over this action pursuant to 28 U.S.C. §§1331

and 1338(a), as this action arises under the United States trademark laws.
4.

Venue is proper in this District under 28 U.S.C. § 1391(b)(1) and (2), in that EMC resides

within the District and a substantial part of the events or omissions giving rise to the claim
occurred within the District.
5.

An actual case or controversy has arisen between the parties. EMC has sent a letter to

Nexsan demanding that Nexsan cease all use of its UNITY trademark and expressly abandon its
trademark applications containing the UNITY mark; threatened litigation against Nexsan; and
asserted that Nexsan’s provision of goods and services under its UNITY mark would constitute
trademark infringement. These statements threaten immediate injury to Nexsan.
STATEMENT OF FACTS
Nexsan and Nexsan’s UNITY Marks
6.

Plaintiff, Nexsan, is engaged in the business of storage, back up and data management

solutions that are focused on seamlessly and securely enabling a connected workforce. Nexsan’s
solution portfolio allows enterprises to securely store, protect and manage business data, while
allowing users to sync, share and access files from any device, anywhere, anytime. Nexsan has
annual sales of approximately $50 million. It is a wholly-owned subsidiary of Nexsan
Corporation, which, in turn, is a wholly-owned subsidiary of Imation Corp. (“Imation”), a
publicly-traded company that recently completed a restructuring and winding down of its legacy
businesses except for its commercial storage business, i.e., Nexsan. As of the close of trading on
the New York Stock Exchange (“NYSE”) on May 5, 2016, Imation’s market capitalization was
approximately $64 million.
2
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7.

On March 22, 2016, Nexsan filed with the United States Patent and Trademark Office

(“USPTO”) the following trademark applications, based on an intent to use UNITY and
NEXSAN UNITY (collectively referred to as the “Nexsan UNITY Marks”), copies of which are
attached hereto as Exhibit 1:
Mark and Serial
No.
UNITY

Filing Date

Goods and Services

March 22,
2016

computer hardware and software for use in managing, storing,
transferring, accessing, and sharing data in an enterprise
private cloud environment

March 22,
2016

computer hardware and software for use in managing, storing,
transferring, accessing, and sharing data in an enterprise
private cloud environment

U.S. App. Ser.
No. 86/948,640

NEXSAN
UNITY
U.S. App. Ser.
No. 86/948,652

8.

Nexsan filed the applications following a period of market research and testing in which

Nexsan, among other things, engaged with strategic partners, customers and industry analysts to
introduce the Nexsan UNITY Marks and product concept.
9.

On April 26, 2016, Nexsan announced “the release of Nexsan UNITY™, a next-

generation storage platform that combines the performance, scability and value of DRAM
[dynamic random access memory] and Flash [flash memory] along with private cloud system
synchronization and true data mobility support.” In a press release issued that date, a copy of
which is attached as Exhibit 2, Nexsan further announced that “Nexsan UNITY is available now
with pricing starting at $45,000 MSRP.”
10.

On the eve of Nexsan’s public announcement, on April 25, 2016, industry publication,

CRN magazine, previewed in an online article that “[t]he new Nexsan Unity solution allows
3
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customers to set up private clouds for sync and share” and “is the first iteration of what is
expected to be a wide range of solutions that combines file sync and share with data in both the
file and block format.”
11.

The market has favorably viewed Nexsan’s new UNITY product offerings, in which

Nexsan has invested, and continues to invest, substantially.
EMC and EMC’s Alleged Trademark Rights
12.

Defendant EMC Corporation is one of the largest technology companies in the world,

having annual sales of approximately $25 billion. As of the close of trading on the NYSE on
May 5, 2016, EMC’s market capitalization was approximately $51.5 billion. In December
2015, EMC announced that it had signed definitive agreements to be acquired by Dell, Inc. The
acquisition is expected to be consummated this year.
13.

More than a month after Nexsan filed its UNITY trademark applications with the

USPTO, and days after Nexsan’s public announcement of its UNITY product line, on April 29,
2016, EMC filed (between approximately 7:00 p.m. and 8:00 p.m., according to USPTO
records), trademark applications for UNITY and EMC UNITY (collectively referred to as the
(“EMC UNITY Marks”), copies of which are attached as Exhibit 3:
Mark and Serial
No.
UNITY
U.S. App. Ser.
No. 87/020,119

Filing Date

Goods and Services

April 29,
2016

computer hardware; computer software for data
management and data storage
computer services, namely, computer consultation,
customization of computer hardware and software,
computer hardware and software design development,
deployment and installation of computer software
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Mark and Serial
No.
EMC UNITY

Filing Date

Goods and Services

April 29,
2016

computer hardware; computer software for data
management and data storage

U.S. App. Ser.
No. 87/020,237

14.

computer services, namely, computer consultation,
customization of computer hardware and software,
computer hardware and software design development,
deployment and installation of computer software

The applications for the EMC UNITY Marks contain a declaration that EMC has used the

marks since March 19, 2015, and used in commerce since March 19, 2015; except for the goods
in Class 9, on which EMC has alleged first use in commerce since Dec. 14, 2015. On
information and belief, EMC has not used the EMC UNITY Marks in commerce for services at
least as early as March 19, 2015, and for goods, at least as early as December 14, 2015, as
alleged in its applications.
15.

At or about the same time, at approximately 6:00 p.m. on April 29, 2016, CRN magazine

published an article online revealing that “EMC is set to kick off its final EMC World conference
as an independent company by taking the storage world by storm with a new unified all-flash
storage array.” According to the article, “[t]he new 2U unified storage solution . . . combines
file, blocks and object storage capabilities under the new Unity brand.”
16.

Quoting industry expert, James Shepard, the CRN article observed: “There is one issue

with the new product, Shepard said: The name ‘Unity.’” The article continued:
"Other vendors use 'Unity.' "
One of those vendors is Campbell, Calif.-based Nexsan, which earlier this week unveiled
Nexsan Unity, the first iteration of what is expected to be a wide range of solutions that
combines file sync and share with data in both the file and block format.
17.

The next business day, on May 2, 2016, at the EMC World conference in Las Vegas,
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EMC introduced the EMC Unity product line. In a press release issued the same date (a copy of
which is attached as Exhibit 4), EMC “today announced EMC Unity™, a new family of storage
systems that helps simplify and modernize the data center.” According to the press release,
“Unity is the latest member of EMC's all flash portfolio delivering highly affordable file and
block storage for small and medium-sized IT departments.”
18.

On information and belief, EMC did not launch its product or make public use of its

EMC UNITY Marks until after the issuance of EMC’s press release regarding its UNITY
product, dated May 2, 2016.
19.

EMC’s application filing for its EMC UNITY Marks occurred 38 days after Nexsan’s

filing date for its Nexsan UNITY Marks.
20.

EMC’s public launch of its UNITY product and services occurred 41 days after Nexsan’s

filing date.
The Present Case and Controversy
21.

At approximately 5:00 p.m. on April 29, 2016, EMC transmitted by e-mail a letter (a

copy of which is attached as Exhibit 5) to counsel for Nexsan making clear that EMC is “a
Fortune 200 company” with “annual sales of approximately $25 billion and market capitalization
of over $60 billion,” acknowledging that it “recently became aware that your client Nexsan
Technologies filed two trademark applications with the USPTO for marks that include the term
UNITY,” and asserting that “EMC first used the mark UNITY . . . over a year ago in customer
presentations,” beginning in March 2015. EMC went on to maintain that “[since] the parties’
marks are, respectively, identical and confusingly similar, the parties’ uses conflict.” EMC
claimed “senior use” of “its own UNITY marks,” and that “Nexsan does not have the right to use
UNITY as a mark on similar goods and services.” EMC, therefore, demanded, on threat of
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litigation, that, on or before May 6, 2016, Nexsan abandon its trademark applications and not use
any UNITY mark for goods and services related to EMC’s UNITY goods and services.
22.

Nexsan has invested, and continues to invest, substantially in the Nexsan UNITY Marks.

23.

Nexsan’s trademark filings entitle Nexsan to the right to use the Nexsan UNITY Marks

under Section 7(c) of the Lanham Act, 15 USC §1057(c) as of the date of filing, i.e., on March
22, 2016.
24.

EMC’s customer presentations did not constitute prior use of the EMC UNITY Marks in

interstate commerce within the meaning of Section 45 of the Lanham Act, 15 USC §1127, and
EMC did not otherwise use the EMC UNITY Marks in interstate commerce within the meaning
of the Lanham Act prior to the filing of Nexsan’s trademark applications.
25.

As between Nexsan and EMC, Nexsan has priority of right to use the UNITY mark, and

is entitled to prosecute its trademark applications and to use the Nexsan UNITY Marks without
infringing on any rights that EMC claims in the EMC UNITY Marks.
26.

In contrast, EMC maintains that it has priority of right to use the UNITY mark, and that

Nexsan’s continued prosecution of its trademark applications and use of the Nexsan UNITY
Marks infringes upon the EMC UNITY Marks.
27.

A case and controversy, therefore, exists between Nexsan and EMC as to the priority of

rights to use the UNITY mark.
COUNT I
(Declaratory Judgment of Non-Infringement of Trademarks)
28.

Nexsan incorporates by reference paragraphs 1 through 27 as if fully set forth herein.

29.

This is an action for declaratory judgment pursuant to 28 U.S.C. § 2201.
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30.

An actual, present and justiciable controversy has arisen between Nexsan and EMC

concerning Nexsan’s rights to use the Nexsan UNITY Marks in connection with the provision of
products for data management and storage.
31.

EMC claims that Nexsan’s use of the Nexsan UNITY Marks in connection with the

provision of data management and storage products creates a likelihood of confusion with the
EMC UNITY Marks and has threatened litigation against Nexsan if Nexsan does not comply
with EMC’s demands to abandon the Nexsan UNITY Marks.
32.

Nexsan seeks a declaratory judgment from this Court that Nexsan has a priority of right

to use the Nexsan UNITY Marks and that Nexsan’s prosecution of its trademark applications
with respect to, and its use of, the Nexsan UNITY Marks does not infringe upon the EMC
UNITY Marks, and that EMC’s claimed use in commerce date in its US applications are false
and cannot be supported by the facts and applicable trademark law.
PRAYER FOR RELIEF
WHEREFORE, Plaintiff Nexsan respectfully asks this Court to enter judgment for
Nexsan against EMC, and to grant Nexsan the following relief:
1.

Declaring, pursuant to 28 U.S.C. § 2201 and Fed. R. Civ. P. 57, that Plaintiff

Nexsan has a priority of right to use the Nexsan UNITY Marks and that Nexsan’s prosecution of
its trademark applications with respect to, and its use of, the Nexsan UNITY Marks does not
infringe upon the EMC UNITY Marks;
2.

Ordering Defendant EMC to pay the cost of this action as provided in 15 U.S.C.

§ 1117 and other applicable law; and
3.

Ordering Defendant EMC to pay Plaintiff’s attorneys’ fees as provided by 15

U.S.C. § 1117, and other applicable law; and
4.

Granting such other and further relief as is just and proper.
8
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DEMAND FOR JURY TRIAL
Pursuant to Federal Rule of Civil Procedure 38, Plaintiff hereby demands a jury trial of
any issues in this action so triable.
Dated: May 6, 2016

Respectfully submitted,
Nexsan Technologies Incorporated,
By Its Attorneys,
/s/ Lisa M. Tittemore, Esq.
Lisa M. Tittemore, BBO No. 567941
Steven A. Abreu, BBO No. 672177
Brandon Scruggs, BBO No. 672541
SUNSTEIN KANN MURPHY & TIMBERS, LLP
125 Summer Street - 11th floor
Boston, Massachusetts 02110-1618
617.443.9292
617.443.0004 Fax
ltittemore@sunsteinlaw.com
sabreu@sunsteinlaw.com
bscruggs@sunsteinlaw.com

04262/05001 2505061.1
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IN THE UNITED STATES DISTRICT COURT
DISTRICT OF MASSACHUSETTS

NEXSAN TECHNOLOGIES
INCORPORATED,
Plaintiff and Counterclaim-Defendant,
C.A. No. 1:16-cv-10847-WGY
v.
JURY TRIAL DEMANDED
EMC CORPORATION,
Defendant and Counterclaim-Plaintiff.

DEFENDANT EMC CORPORATION’S
CORRECTED ANSWER, AFFIRMATIVE DEFENSES, AND COUNTERCLAIMS

Defendant EMC Corporation (“EMC”), by and through its undersigned counsel, hereby
responds to the Complaint for Declaratory Judgment (the “Complaint”) filed by Plaintiff Nexsan
Technologies Incorporated (“Nexsan”). Except as expressly admitted below, EMC denies each
and every allegation in the Complaint.
PARTIES
1.

EMC lacks knowledge or information sufficient to form a belief as to the truth of

the allegations of paragraph 1, and therefore denies them.
2.

Admits.
JURISDICTION AND VENUE

3.

To the extent that a response is required, EMC admits that this Court has subject

matter jurisdiction over this matter pursuant to 28 U.S.C. §§ 1331 and 1338(a) because this
action arises out of the trademark laws of the United States of America. Except as expressly
admitted, EMC denies the allegations of paragraph 3.
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4.

To the extent that a response is required, EMC admits that venue is proper in this

District pursuant to 28 U.S.C. § 1391(b)(1) and (2) because EMC resides within the District and
a substantial part of the alleged events or omissions giving rise to Nexsan’s claims occurred
within the District. Except as expressly admitted, EMC denies the allegations of paragraph 4.
5.

To the extent that a response is required, EMC admits that an actual case or

controversy exists between Nexsan and EMC. EMC admits that, prior to Nexsan filing this
lawsuit, EMC sent Nexsan the letter attached as Exhibit 5 to the Complaint, and refers to that
letter for its specific contents. Except as expressly admitted, EMC denies the allegations of
paragraph 5.
STATEMENT OF FACTS
6.

EMC is without knowledge or information sufficient to form a belief as to the

truth of the averments contained in paragraph 6 and on that basis denies each and every averment
contained therein.
7.

EMC admits that the United States Patent and Trademark Office (“USPTO”)

records, attached as Exhibit 1 to the Complaint, identify trademark applications filed by Nexsan
on March 22, 2016, and refers to those records for their specific contents. EMC is otherwise
without knowledge or information sufficient to form a belief as to the truth of the averments
contained in paragraph 7 and on that basis denies each and every averment contained therein.
8.

EMC is without knowledge or information sufficient to form a belief as to the

truth of the averments contained in paragraph 8 and on that basis denies each and every averment
contained therein.
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9.

EMC is without knowledge or information sufficient to form a belief as to the

truth of the averments contained in paragraph 9 and on that basis denies each and every averment
contained therein.
10.

EMC is without knowledge or information sufficient to form a belief as to the

truth of the averments contained in paragraph 10 and on that basis denies each and every
averment contained therein.
11.

EMC is without knowledge or information sufficient to form a belief as to the

truth of the averments contained in paragraph 11 and on that basis denies each and every
averment contained therein.
12.

EMC admits that with annual sales of approximately $25 Billion and market

capitalization of over $50 Billion, EMC is a Fortune 200 company and the world’s leading
developer and provider of information infrastructure technology and solutions, including
hardware, software and services for storing and managing data. EMC admits that as of the close
of trading on the New York Stock Exchange on May 5, 2016, EMC’s market capitalization was
approximately $51.5 Billion. EMC admits that in October of 2015, EMC announced that it had
signed definitive agreements to be acquired by Dell, Inc., and that the acquisition is expected to
be consummated this year. Except as expressly admitted, EMC denies the allegations of
paragraph 12.
13.

EMC admits that on April 29, 2016, EMC filed federal trademark applications to

register the trademarks UNITY and EMC UNITY in connection with “computer hardware;
computer software for data management and data storage” in International Class 9 and
“computer services, namely, computer consultation, customization of computer hardware and
software, computer hardware and software design development, deployment and installation of
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computer software” in International Class 42, and that the applications have been assigned Serial
Nos. 87/020,119 and 87/020,237, respectively. EMC admits that copies of the USPTO records
identifying these applications are attached as Exhibit 3 to the Complaint and refers to those
records for their specific contents. EMC is otherwise without knowledge or information
sufficient to form a belief as to the truth of the averments contained in paragraph 13 and on that
basis denies each and every averment contained therein.
14.

EMC admits that its applications to register the UNITY and EMC UNITY

trademarks (Serial Nos. 87/020,119 and 87/020,237) contain declarations and refers to those
records for their specific contents. Except as expressly admitted, EMC denies the allegations of
paragraph 14.
15.

EMC is without knowledge or information sufficient to form a belief as to the

truth of the averments contained in paragraph 15 and on that basis denies each and every
averment contained therein.
16.

EMC is without knowledge or information sufficient to form a belief as to the

truth of the averments contained in paragraph 16 and on that basis denies each and every
averment contained therein.
17.

EMC admits that on May 2, 2016, at the EMC World conference in Las Vegas,

EMC issued a press release regarding its UNITY family of storage systems. EMC admits that
the press release dated May 2, 2016 is attached as Exhibit 4 to the Complaint and refers to that
press release for its specific contents. Except as expressly admitted, EMC denies the allegations
of paragraph 17.
18.

EMC denies the allegations in paragraph 18.
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19.

EMC admits that it filed its federal trademark applications to register the UNITY

and EMC UNITY marks (Ser. Nos. 87/020,119 and 87/020,237) 38 days after Nexsan filed its
intent-to-use federal trademark applications to register the UNITY and NEXSAN UNITY marks
(Ser. Nos. 86/948,640 and 86/948,652). Except as expressly admitted, EMC denies the
allegations of paragraph 19.
20.

EMC denies the allegations in paragraph 20.

21.

EMC admits that at approximately 5:00 p.m. on April 29, 2016, EMC sent

Nexsan the letter attached as Exhibit 5 to the Complaint, and refers to that letter for its specific
contents. Except as expressly admitted, EMC denies the allegations of paragraph 21.
22.

EMC is without knowledge or information sufficient to form a belief as to the

truth of the averments contained in paragraph 22 and on that basis denies each and every
averment contained therein.
23.

To the extent that a response is required, EMC denies each and every averment

contained therein.
24.

To the extent that a response is required, EMC denies each and every averment

contained therein.
25.

To the extent that a response is required, EMC denies each and every averment

contained therein.
26.

EMC admits that, prior to Nexsan filing this lawsuit, EMC sent Nexsan the letter

attached as Exhibit 5 to the Complaint, and refers to that letter for its contents. Except as
expressly admitted, EMC denies the allegations of paragraph 26.
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27.

To the extent that a response is required, EMC admits that a case or controversy

exists between Nexsan and EMC as to the priority of rights to use the UNITY trademark. Except
as expressly admitted, EMC denies the allegations of paragraph 27.
COUNT 1
(Declaratory Judgment of Non-Infringement of Trademarks)
28.

EMC refers to and incorporates its responses set forth above to each and every

allegation in paragraphs 1 through 27 of the Complaint as if fully set forth herein.
29.

To the extent that a response is required, EMC admits that this is an action for

declaratory judgment pursuant to 28 U.S.C. § 2201. Except as expressly admitted, EMC denies
the allegations of paragraph 29.
30.

To the extent that a response is required, EMC admits that an actual, present, and

justiciable controversy has arisen between Nexsan and EMC concerning Nexsan’s rights to use
the trademarks UNITY and NEXSAN UNITY in connection with data management and storage
products. Except as expressly admitted, EMC denies the allegations of paragraph 30.
31.

EMC admits that, prior to Nexsan filing this lawsuit, EMC sent Nexsan the letter

attached as Exhibit 5 to the Complaint, and refers to that letter for its contents. Except as
expressly admitted, EMC denies the allegations of paragraph 31.
32.

EMC admits that Nexsan has filed the present lawsuit, but denies that there is any

merit to the legal claims made therein.
PRAYER FOR RELIEF
EMC denies that Nexsan is entitled to any relief against EMC. Specifically, EMC denies
all of the allegations set forth in the introductory paragraph and paragraphs 1 through 4 of the
Prayer for Relief of the Complaint.
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DEMAND FOR JURY TRIAL
Pursuant to Federal Rule of Civil Procedure 38(b), EMC hereby demands a jury trial on
all issues so triable.
AFFIRMATIVE DEFENSES
EMC asserts the following defenses to the Complaint and reserves the right to amend its
answer with additional defenses in light of information obtained through further investigation or
discovery. Nothing herein shall be construed as an admission or acknowledgment that EMC
bears the burden of proof as to any of the following defenses:
First Affirmative Defense—Failure to State a Cause of Action
Nexsan’s claims fail to state a claim upon which relief can be granted.
Second Affirmative Defense—Unclean Hands
Nexsan’s claims are barred in whole or in part under the doctrine of unclean hands.
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COUNTERCLAIMS
Pursuant to Rule 13 of the Federal Rules of Civil Procedure, Defendant and
Counterclaim-Plaintiff EMC alleges as follows against Plaintiff and Counterclaim-Defendant
Nexsan:
NATURE OF COUNTERCLAIMS
1.

This case arises out of Nexsan’s adoption, promotion, and purported use of the

trademarks UNITY and NEXSAN UNITY in connection with computer hardware and software
products in spite of its competitor EMC’s prior adoption, promotion, beta testing, and offering
for sale of its highly similar computer hardware and software UNITY products and services,
prominently featuring the UNITY and EMC UNITY trademarks.
2.

EMC is the world’s leading developer and provider of information infrastructure

technology and solutions, including hardware, software, and services for storing and managing
data. Over two years ago, at least as early as May of 2014, EMC adopted the distinctive
trademarks UNITY and EMC UNITY (the “UNITY Marks”) for use in connection with certain
computer hardware and software products for data management and storage, and corresponding
consultation, customization, development, deployment, and installation services (the “UNITY
Products”). EMC then spent the next two years investing significant time, energy, and money
promoting and advertising the UNITY Products, distributing beta versions of the UNITY
Products, and ultimately selling the UNITY Products. Presently, the UNITY Marks embody a
notable amount of goodwill, which is a valuable asset of the company.
3.

Nexsan is also in the business of offering computer hardware and software

products for data storage, backup, and management. On March 22, 2016, approximately two
years after EMC began marketing its UNITY Products, Nexsan filed applications to federally
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register the trademarks UNITY and NEXSAN UNITY (the “Infringing UNITY Marks”) in
connection with computer hardware and software for use in managing, storing, transferring,
accessing, and sharing data in an enterprise private cloud environment (the “Infringing UNITY
Products”), on an “intent-to-use basis” (i.e., as of March 22, 2016, Nexsan had not actually
commenced use of the Infringing UNITY Marks).
4.

Because EMC began marketing, advertising, testing, and offering for sale its

UNITY Products well before Nexsan adopted the Infringing UNITY Marks, and because the
Infringing UNITY Marks are likely to cause confusion with the EMC UNITY Marks, EMC sent
Nexsan a letter to identify EMC’s existing rights in the UNITY Marks and to request that Nexsan
cease all use of the Infringing UNITY Marks and withdraw its corresponding federal trademark
applications.
5.

Nexsan then filed this action against EMC, seeking a declaratory judgment that it

has priority to, and is not infringing upon, EMC’s trademark rights in the UNITY Marks.
Accordingly, because EMC actually has priority in its UNITY Marks and because consumers are
likely to be confused and erroneously believe that EMC has an affiliation, connection, or
association with the Infringing UNITY Marks and Products, or that EMC has sponsored or
approved Nexsan’s adoption, promotion, and purported use of the Infringing UNITY Marks,
EMC files these counterclaims for trademark infringement and unfair competition because
Nexsan’s infringement of EMC’s trademarks has and will continue to irreparably harm EMC and
the goodwill that EMC has developed in the UNITY Marks. Nexsan’s infringement also has and
will cause monetary harm in an amount to be determined at trial.
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PARTIES
6.

EMC is a Massachusetts corporation with its principal place of business at 176

South Street, Hopkinton, Massachusetts 01748.
7.

Upon information and belief, Nexsan is a Delaware business entity with its

principal place of business at 900 E. Hamilton Avenue, Suite 230, Campbell, California 95008.
JURISDICTION AND VENUE
8.

This Court has subject matter jurisdiction over these counterclaims pursuant to 28

U.S.C. §§ 1331 and 1338 because this action arises under the United States trademark laws.
9.

This Court has supplemental jurisdiction over these counterclaims pursuant to 28

U.S.C. § 1367(a) because these counterclaims are so related to the claims alleged by Nexsan in
this action that they form the same case or controversy.
10.

This Court has personal jurisdiction over Nexsan because Nexsan has consented

to personal jurisdiction in this District by initiating the instant lawsuit in this District and because
Nexsan transacts business in this District and Nexsan’s unlawful activities have occurred and
caused injury in this District.
11.

Venue is proper in this District under 28 U.S.C. § 1391(b), as a substantial part of

the events or omissions giving rise to these counterclaims occurred in this District.
FACTUAL BACKGROUND
EMC and its Rights in the UNITY Marks
12.

With annual sales of approximately $25 Billion and a market capitalization of

over $50 Billion, EMC is a Fortune 200 company and the world’s leading developer and
provider of information infrastructure technology and solutions, including hardware, software,
and services for storing and managing data.
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13.

One of EMC’s premier storage systems is UNITY, a family of storage systems

that helps simplify and modernize company data centers. The UNITY family of products delivers
affordable “file and block” storage for small and mid-sized IT departments offering all-flash
performance and cloud-like simplicity for under $18,000.
14.

EMC first publicly used the UNITY Marks well over two years ago in connection

with an extension of its “VNX” product line of data storage systems, and some of those early
uses remain publicly available on the Internet today (see, e.g., http://virtualgeek.typepad.com/
virtual_geek/2014/05/vnx-architectural-evolution-keeps-rolling-vnxe-3200-project-liberty.html).
15.

Since that time, EMC has continued to market its UNITY Products. For example,

on March 19, 2015, EMC presented the UNITY Products to a customer and large reseller. EMC
gave at least three other customer presentations of the UNITY Products in March of 2015 alone.
Since then, EMC has presented its UNITY Products to thousands of partners and customers in
sales presentations and at industry tradeshows.
16.

From December 14, 2015 through March 14, 2016, EMC provided 21 partners

and customers around the world demonstration versions of the UNITY Products (prominently
featuring the UNITY Marks). Several of these original beta testers then purchased the UNITY
Products so that they could continue using the UNITY Products.
17.

On April 29, 2016, EMC filed two applications to federally register the

trademarks UNITY and EMC UNITY in connection with “computer hardware; computer
software for data management and data storage” in International Class 9 and “computer services,
namely, computer consultation, customization of computer hardware and software, computer
hardware and software design and development, deployment and installation of computer
software” in International Class 42.
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18.

In connection with its applications, EMC claimed a “first use date” of March 19,

2015, a “first use in commerce” date of March 19, 2015 for the services in International Class 42
and a first use in commerce date of December 14, 2015 for the goods in International Class 9.
19.

EMC has consistently promoted the UNITY Products directly to its potential

customers in sales presentations and at industry tradeshows, as well as through its website at
emc.com. Since at least as early as May of 2014, EMC has spent a significant amount of money
to advertise the UNITY Products. As a result, purchasers and potential purchasers of data
management software immediately associate the distinctive UNITY Marks with EMC and its
high-quality software products and services.
20.

In the time since EMC first presented its UNITY Products to potential consumers,

the UNITY Products have become widely recognized by EMC partners, customers, and industry
leaders.
Nexsan and its Infringing Conduct
21.

Similar to EMC, Nexsan is engaged in the business of storage, backup, and data

management solutions. With annual sales of approximately $50 Million, Nexsan is one of
EMC’s competitors.
22.

On March 22, 2016, Nexsan filed two federal “intent-to-use” applications to

register the trademarks UNITY and NEXSAN UNITY in connection with “computer hardware
and software for use in managing, storing, transferring, accessing, and sharing data in an
enterprise private cloud environment” in International Class 9. The USPTO assigned the
applications Serial Nos. 86/948,640 and 86/948,652, respectively.
23.

Nexsan did not even announce the release of its Infringing UNITY Products until

April 26, 2016, through the press release attached as Exhibit 2 to the Complaint. In the release,
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Nexsan announced the availability of its first Infringing UNITY Product offering, with prices
starting at $45,000 MSRP. However, upon information and belief, notwithstanding the contents
of the press release, Nexsan’s Infringing UNITY Products were not generally available until June
of 2016 at the earliest.
24.

Nexsan has not indicated that it has consummated any sales for its Infringing

UNITY Products.
The Parties’ Interactions to Date
25.

On April 29, 2016, EMC sent the letter attached as Exhibit 5 to the Complaint to

Nexsan: (i) identifying its prior rights in the UNITY Marks; (ii) explaining that because its
UNITY Products are the same as and/or closely related to Nexsan’s Infringing UNITY Products
and the UNITY Marks are, respectively, identical or confusingly similar, the parties’ uses
conflict and Nexsan does not have the right to use the Infringing UNITY Marks; and
(iii) requesting that Nexsan immediately abandon its federal trademark applications and not use
any trademark including the term UNITY for goods and services related to the UNITY Products.
26.

In the letter, EMC asked Nexsan to respond to EMC within one week. Instead of

responding, Nexsan filed this declaratory judgment action, seeking a declaration that Nexsan has
priority to, and is not infringing upon, EMC’s trademark rights.
COUNT I
Federal Trademark Infringement and Unfair Competition (15 U.S.C. § 1125(a))
27.

EMC repeats and realleges each and every allegation of the foregoing paragraphs

in this Counterclaim as if fully set forth herein.
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28.

Since at least as early as December 14, 2015, or as early as May 5, 2014, EMC

has been the exclusive owner of, and has exercised valid trademark rights in, the distinctive
UNITY Marks in connection with its high-quality UNITY Products.
29.

As a result of EMC’s substantial marketing and promotional efforts and the

immediate success of the UNITY Products, data management software customers immediately
associate the distinctive UNITY Marks with EMC.
30.

EMC has priority over Nexsan, as EMC’s adoption, promotion, beta testing, and

offering for sale of its UNITY Products pre-dates the application filing dates for the Infringing
UNITY Marks, and upon information and belief, any other date upon which Nexsan could rely.
31.

Nexsan’s adoption, promotion, and purported use of the confusingly similar

Infringing UNITY Marks in connection with computer hardware and software products that are
highly similar to EMC’s computer hardware and software products constitutes trademark
infringement and unfair competition pursuant to 15 U.S.C. § 1125(a). Nexsan’s purported use of
the Infringing UNITY Marks is likely to cause confusion among consumers, who are likely to
believe erroneously that the Infringing UNITY Products originate from the same source as EMC
UNITY Products, or that such purported use is otherwise associated with or authorized or
approved by EMC.
32.

Nexsan has knowingly and willfully infringed EMC’s trademark rights by

deliberately exploiting the goodwill associated with EMC’s UNITY Marks.
33.

Nexsan’s actions have at all times been without EMC’s consent or license.

34.

EMC has no adequate remedy at law. Nexsan’s conduct has caused and if not

enjoined will continue to cause irreparable harm to EMC’s rights in the UNITY Marks, and to its
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business reputation and goodwill, resulting in damages in an amount which cannot be accurately
computed at this time but will be proven at trial.
COUNT II
Unfair Competition (Mass. Gen. Laws Chapter 93A)
35.

EMC repeats and realleges each and every allegation of the foregoing paragraphs

in this Counterclaim as if fully set forth herein.
36.

EMC and Nexsan are persons engaged in the conduct of trade or commerce

within the meaning of Mass. Gen. Laws Chapter 93A.
37.

Since at least as early as December 14, 2015, or as early as May 5, 2014, EMC

has been the exclusive owner of, and has exercised valid trademark rights in, the distinctive
UNITY Marks in connection with its high-quality UNITY Products.
38.

As a result of EMC’s substantial marketing and promotional efforts and the

immediate success of the UNITY Products, data management software customers immediately
associate the distinctive UNITY Marks with EMC.
39.

EMC has priority over Nexsan, as EMC’s adoption, promotion, and offering for

sale of its UNITY Products pre-dates the application filing dates for the Infringing UNITY
Marks, and upon information and belief, any other date upon which Nexsan could rely.
40.

Nexsan’s adoption, promotion, and purported use of the confusingly similar

Infringing UNITY Marks in connection with computer hardware and software products that are
highly similar to EMC’s computer hardware and software products constitutes unfair business
methods of competition and unfair or deceptive acts or practices pursuant to Mass. Gen. Laws
Chapter 93A. Nexsan’s purported use of the Infringing UNITY Marks is likely to cause
confusion among consumers, who are likely to believe erroneously that the Infringing UNITY
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Products originate from the same source as the EMC UNITY Products, or that such purported
use is otherwise associated with or authorized or approved by EMC.
41.

Nexsan’s acts, conduct, and practices described above occurred and are occurring

primarily and substantially within the Commonwealth of Massachusetts.
42.

Nexsan has knowingly and willfully infringed EMC’s trademark rights by

deliberately exploiting the goodwill associated with EMC’s UNITY Marks.
43.

Nexsan’s actions have at all times been without EMC’s consent or license.

44.

As a direct and proximate result of Nexsan’s violations of Mass. Gen. Laws

Chapter 93A, EMC has and will continue to be damaged.
45.

EMC has no adequate remedy at law. Nexsan’s conduct has caused and if not

enjoined will continue to cause irreparable harm to EMC’s rights in the UNITY Marks, and to its
business reputation and goodwill, resulting in damages in an amount which cannot be accurately
computed at this time but will be proven at trial.
COUNT III
Trademark Infringement and Unfair Competition (Common Law)
46.

EMC repeats and realleges each and every allegation of the foregoing paragraphs

in this Counterclaim as if fully set forth herein.
47.

Since at least as early as December 14, 2015, or as early as May 5, 2014, EMC

has been the exclusive owner of, and has exercised valid trademark rights in, the distinctive
UNITY Marks in connection with its high-quality UNITY Products.
48.

As a result of EMC’s substantial marketing and promotional efforts and the

immediate success of the UNITY Products, data management software customers immediately
associate the distinctive UNITY Marks with EMC.
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49.

EMC has priority over Nexsan, as EMC’s adoption, promotion, beta testing, and

offering for sale of its UNITY Products pre-dates the application filing dates for the Infringing
UNITY Marks, and upon information and belief, any other date upon which Nexsan could rely.
50.

Nexsan’s adoption, promotion, and purported use of the confusingly similar

Infringing UNITY Marks in connection with computer hardware and software products that are
highly similar to EMC’s computer hardware and software products constitutes trademark
infringement and unfair competition in violation of EMC’s common law trademark rights.
Nexsan’s purported use of the Infringing Unity Marks is likely to cause confusion among
consumers, who are likely to believe erroneously that the Infringing UNITY Products originate
from the same source as EMC UNITY Products, or that such purported use is otherwise
associated with or authorized or approved by EMC.
51.

Nexsan’s acts, conduct, and practices described above occurred and are occurring

within the Commonwealth of Massachusetts.
52.

Nexsan has knowingly and willfully infringed EMC’s trademark rights by

deliberately exploiting the goodwill associated with EMC’s UNITY Marks.
53.

Nexsan’s actions have at all times been without EMC’s consent or license.

54.

EMC has no adequate remedy at law. Nexsan’s conduct has caused and if not

enjoined will continue to cause irreparable harm to EMC’s rights in the UNITY Marks, and to its
business reputation and goodwill, resulting in damages in an amount which cannot be accurately
computed at this time but will be proven at trial.
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PRAYER FOR RELIEF
WHEREFORE, EMC prays for judgment as follows:
(a) That the Court deny Nexsan’s request for declaratory relief and enter judgment in

EMC’s favor;
(b) That the Court enter a finding that Nexsan’s adoption, promotion, and purported use

of the UNITY Marks, in connection with computer hardware and software products,
infringes EMC’s trademark rights;
(c) That the Court permanently enjoin Nexsan, as well as its members, organizers,

predecessors, successors, agents, employees, representatives and all persons,
corporations, or other entities acting in concert or participation with Nexsan from
using the name UNITY in connection with any hardware and software product;
(d) That the Court order Nexsan to pay to EMC:

1. In accordance with 15 U.S.C. § 1117(a), an award of treble the actual
damages suffered by EMC, and the wrongful profits enjoyed by Nexsan,
enhanced as the Court deems appropriate, as well as EMC’s reasonable costs
and attorneys’ fees;
2. In accordance with the common law of unfair competition of the
Commonwealth of Massachusetts, EMC’s actual damages or Nexsan’s
profits; and
3. In accordance with 15 U.S.C. § 1117, prejudgment interest.
(e) For such other and further relief as the Court may deem just and equitable.
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DEMAND FOR JURY TRIAL
Pursuant to Federal Rule of Civil Procedure 38(b), EMC hereby demands a jury trial on
all issues so triable.

Dated: July 8, 2016

Respectfully submitted,
FISH & RICHARDSON P.C.
/s/ R. David Hosp
FISH & RICHARDSON, P.C.
R. David Hosp (BBO # 634,091)
Adam J. Kessel (BBO # 661,211)
One Marina Park Drive
Boston, MA 02210
Tel. 617.542.5070
Fax: 617.542.8906
Email: hosp@fr.com
kessel@fr.com
Elizabeth E. Brenckman (admitted pro hac vice)
601 Lexington Avenue, 52nd Floor
New York, New York 10022
Tel. 212.765.5070
Fax: 212.258.2291
Email: brenckman@fr.com
Krishnendu Gupta (BBO # 632,793)
Thomas A. Brown (BBO # 657,715)
EMC Corporation
176 South Street
Hopkinton, MA 01748
Tel. 508.435.1000
Email: krish.gupta@emc.com
tom.brown@emc.com
Counsel for Defendant
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CERTIFICATE OF SERVICE
The undersigned hereby certifies that a true and correct copy of the above and foregoing
document has been served on July 8, 2016 to all counsel of record who are deemed to have
consented to electronic service via the Court’s CM/ECF system per Local Rule 5.2(b).

/s/
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R. David Hosp
R. David Hosp

EXHIBIT 3

Trademark Trial and Appeal Board Electronic Filing System. http://estta.uspto.gov
ESTTA Tracking number:
Filing date:

ESTTA776044
10/11/2016

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition
Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information
Name

EMC Corporation

Granted to Date
of previous extension

10/08/2016

Address

176 South Street
Hopkinton, MA 01748
UNITED STATES

Attorney information

Elizabeth E. Brenckman
Fish & Richardson P.C.
601 Lexington Avenue Floor 52
New York, NY 10022
UNITED STATES
brenckman@fr.com, tmdoctc@fr.com, hosp@fr.com, kessel@fr.com,
ranks@fr.com, macdonald@fr.com Phone:212-641-2305

Applicant Information
Application No

86948652

Publication date

08/09/2016

Opposition Filing
Date

10/11/2016

Opposition Period Ends

10/08/2016

Applicant

Nexsan Technologies
Suite 230
Campbell, CA 95008
UNITED STATES

Goods/Services Affected by Opposition
Class 009. First Use: 0 First Use In Commerce: 0
All goods and services in the class are opposed, namely: computer hardware and software for use in
managing, storing, transferring, accessing, and sharing data in an enterpriseprivate cloud environment

Grounds for Opposition
Priority and likelihood of confusion

Trademark Act Section 2(d)

Fraud on the USPTO

In re Bose Corp., 580 F.3d 1240, 91 USPQ2d
1938 (Fed. Cir. 2009)

Marks Cited by Opposer as Basis for Opposition
U.S. Application
No.

87020237

Application Date

04/29/2016

Registration Date

NONE

Foreign Priority

NONE

Date
Word Mark

EMC UNITY

Design Mark

Description of
Mark

NONE

Goods/Services

Class 009. First use: First Use: 2015/03/19 First Use In Commerce: 2015/12/14
Computer hardware; computer software for data management and data storage
Class 042. First use: First Use: 2015/03/19 First Use In Commerce: 2015/03/19
Computer services, namely, computer consultation, customization of computer
hardware and software, computer hardware and software design and development, deployment and installation of computer software

U.S. Application
No.

87020119

Application Date

04/29/2016

Registration Date

NONE

Foreign Priority
Date

NONE

Word Mark

UNITY

Design Mark

Description of
Mark

NONE

Goods/Services

Class 009. First use: First Use: 2015/03/19 First Use In Commerce: 2015/12/14
Computer hardware; computer software for data management and data storage
Class 042. First use: First Use: 2015/03/19 First Use In Commerce: 2015/03/19
Computer services, namely, computer consultation, customization of computer
hardware and software, computer hardware and software design and development, deployment and installation of computer software

Attachments

87020237#TMSN.png( bytes )
87020119#TMSN.png( bytes )
2016-10-11 EMC Notice of Opposition.pdf(3870539 bytes )

Certificate of Service
The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature

/Elizabeth E. Brenckman/

Name

Elizabeth E. Brenckman

Date

10/11/2016

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD
EMC CORPORATION,

In the matter of Serial No. 86/948,652

Opposer,

For the mark NEXSAN UNITY

v.

Published on August 9, 2016

NEXSAN TECHNOLOGIES
INCORPORATED,

Opposition No.: ________________

Applicant.
NOTICE OF OPPOSITION
Opposer EMC Corporation (“EMC”) believes that it will be damaged by registration of
the mark shown in the above-identified application (the “Application”) and hereby opposes the
same pursuant to the provisions of 15 U.S.C. § 1063.
The grounds for opposition are as follows:
THE PARTIES
1.

Opposer EMC is a Massachusetts corporation with its principal place of business

at 176 South Street, Hopkinton, Massachusetts 01748. It is a wholly-owned subsidiary of Dell
Inc., a Delaware corporation with its principal place of business at One Dell Way, Round Rock,
Texas 78682.
2.

Upon information and belief, Applicant Nexsan Technologies, Inc. (“Nexsan”) is

a Delaware business entity with its principal place of business at 900 E. Hamilton Avenue, Suite
230, Campbell, California 95008.

FACTS COMMON TO ALL COUNTS
3.

EMC (now branded as Dell EMC) is the world’s leading developer and provider

of information infrastructure technology and solutions, including hardware, software, and
services for storing and managing data.
4.

At least as early as May 2014, over two years ago, EMC began using the term

UNITY for use in connection with products and services related to data storage systems that help
simplify and modernize mid-size companies’ data centers (the “UNITY Products”).
5.

EMC first publicly revealed its use of the term UNITY at least as early as May of

2014 through a blog post describing the UNITY Products as an extension of EMC’s “VNX”
product line of data storage systems. See Exhibit A (http://virtualgeek.typepad.com/
virtual_geek/2014/05/vnx-architectural-evolution-keeps-rolling-vnxe-3200-project-liberty.html).
6.

Since then, EMC continued to market its UNITY Products in connection with the

UNITY and EMC UNITY marks (the “UNITY Marks”). For example, on March 19, 2015,
EMC presented the UNITY Products to a customer and large reseller.
7.

EMC gave at least three other customer presentations of the UNITY Products in

March of 2015 alone. Since then, EMC has presented its UNITY Products to hundreds of
partners and customers in sales presentations and at industry tradeshows.
8.

From December 14, 2015 through March 14, 2016, EMC began shipping beta

versions of its UNITY Products (prominently featuring the UNITY Marks) to its customers and
potential customers. Several of these original beta customers ultimately consummated their
purchases of the UNITY Products.
9.

On April 29, 2016, EMC filed two applications to federally register the

trademarks UNITY and EMC UNITY in connection with “computer hardware; computer
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software for data management and data storage” in International Class 9 and “computer services,
namely, computer consultation, customization of computer hardware and software, computer
hardware and software design and development, deployment and installation of computer
software” in International Class 42. See Exhibit B (USPTO TESS Records for the EMC UNITY
and UNITY applications—Serial Nos. 87/020,237 and 87/020,119, respectively).
10.

In connection with its applications, EMC claimed a date of first use of March 19,

2015, a date of first use in commerce of March 19, 2015 for the services in International Class
42, and a date of first use in commerce of December 14, 2015 for the goods in International
Class 9.
11.

Since adopting the UNITY Marks, EMC has consistently promoted the UNITY

Products directly to its potential customers in sales presentations and at industry tradeshows.
Since at least as early as May of 2014, EMC has spent a significant amount of money on presales activities related to the UNITY Products. As a result, purchasers and potential purchasers
of data management software immediately associate the distinctive UNITY Marks with EMC
and its high-quality software products and services.
12.

In the time since EMC first presented its UNITY Products to potential consumers,

the UNITY Products have become widely recognized by the relevant consuming public and
industry leaders in the field. EMC enjoys common law trademark rights for its UNITY Marks
for the UNITY Products.
13.

On March 22, 2016, Nexsan filed two applications to federally register the marks

UNITY and NEXSAN UNITY (the “NEXSAN UNITY Marks”) in connection with “computer
hardware and software for use in managing storing, transferring, accessing, and sharing data in
an enterprise private cloud environment” in International Class 9 (the “NEXSAN UNITY
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Products”) on an intent-to-use basis. See Exhibit C (USPTO TESS Records for the UNITY and
NEXSAN UNITY applications—Serial Nos. 86/948,640 and 86/948,652, respectively).
14.

Nexsan did not announce the release of any products or services bearing the

NEXSAN UNITY Marks until April 26, 2016, through a press release. See Exhibit D
(https://www.nexsan.com/unity-unified-storage-solution-with-secure-enterprise-file-sync-andshare/). In the press release, Nexsan announced the availability of its first NEXSAN UNITY
product offering. Notwithstanding that release, however, upon information and belief, the
NEXSAN UNITY Products were not generally available for sale at that time.
15.

The Application was published for opposition in the Official Gazette on August 9,

16.

EMC then sought and obtained an extension of time to oppose the Application

2016.

until October 8, 2016, and consequently, timely filed this Notice of Opposition.1
GROUNDS FOR OPPOSITION
Count I – Priority and Likelihood of Confusion
17.

EMC hereby incorporates by reference the preceding paragraphs as if they were

fully set forth herein.
18.

EMC has priority over Nexsan as to the parties’ uses of the UNITY and NEXSAN

UNITY Marks, as EMC’s adoption, promotion, beta testing, and offering for sale of EMC’s
UNITY Products pre-dates the filing date of the Application, and upon information and belief,
any other date upon which Nexsan could rely.
19.

Since at least as early as May 5, 2014, EMC has exercised valid trademark rights

in the distinctive UNITY Marks in connection with its high-quality UNITY Products.
Because October 8, 2016 fell on a Saturday, and because Monday, October 10, 2011 was a federal holiday, the
deadline to file this Notice of Opposition is Tuesday, October 11, 2016.

1
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20.

As a result of EMC’s substantial marketing and promotional efforts and the

immediate success of the UNITY Products, data management software customers immediately
associate the distinctive UNITY Marks with EMC.
21.

Nexsan had actual knowledge of EMC’s use of the UNITY Marks for the UNITY

Products prior to filing the Application.
22.

The NEXSAN UNITY mark that is the subject of the Application is highly

similar to the EMC UNITY Marks.
23.

The NEXSAN UNITY Products identified in the Application are highly similar to

the UNITY Products.
24.

Upon information and belief, the NEXSAN UNITY Products will be sold through

the same channels of trade as the EMC UNITY Products.
25.

Upon information and belief, Nexsan will market the goods identified in the

Application to the same potential purchasers to whom EMC markets the UNITY Products.
26.

Upon information and belief, the NEXSAN UNITY Products, once sold, will

compete with EMC’s UNITY Products.
27.

The NEXSAN UNITY mark so resembles EMC’s previously-adopted and used

UNITY Marks as to be likely, when used in connection with the NEXSAN UNITY Products, to
cause confusion, to cause mistake, or to deceive. Purchasers and prospective purchasers are
likely to mistakenly believe that the products that Nexsan intends to offer under the NEXSAN
UNITY mark are produced, sponsored, endorsed, or approved by EMC, or are in some way
affiliated, connected, or associated with EMC, all to the detriment of EMC. Registration of the
NEXSAN UNITY Marks, therefore, should be refused under 15 U.S.C. §§ 1052(d) and 1063.
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28.

Registration of Nexsan’s proposed mark NEXSAN UNITY would be a further

source of damage to EMC because it would confer upon Nexsan various statutory presumptions
to which it is not entitled in view of EMC’s prior adoption and use of its UNITY Marks.
Count II – Fraud
29.

EMC hereby incorporates by reference the preceding paragraphs as if they were

fully set forth herein.
30.

Upon information and belief, before Nexsan filed the Application, Nexsan was

aware of EMC’s use of the UNITY Marks.
31.

On March 22, 2016, when filing the Application, Ms. Geraldine Osman, Nexsan’s

Vice President of International Marketing, declared that:
The undersigned, being hereby warned that willful false statements and the
like so made are punishable by fine or imprisonment, or both, under 18
U.S.C. Section 1001, and that such willful false statements, and the like,
may jeopardize the validity of the application or any resulting registration,
declares . . . to the best of his/her knowledge and belief no other person,
firm, corporation, or association has the right to use the mark in
commerce, either in the identical form thereof or in such near
resemblance thereto as to be likely, when used on or in connection with
the goods/services of such other person, to cause confusion, or to cause
mistake, or to deceive . . .
Exhibit E (the Application) (emphasis added).
32.

Upon information and belief, because Ms. Osman was informed of, and therefore

had knowledge of EMC’s prior use of the UNITY Marks in connection with goods that are
closely related to the NEXSAN UNITY Products prior to filing the Application, Ms. Osman
could not have reasonably believed that: (1) Nexsan was entitled to use the NEXSAN UNITY
mark in commerce; and (2) no other person, firm, corporation, or association had the right to use
UNITY, or a confusingly similar variation, in commerce. Upon information and belief, given
Nexsan’s prior knowledge of EMC’s prior use of the UNITY Marks, and the extremely short
6

period of time (three days) that elapsed between learning of EMC’s use of the UNITY Marks and
Nexsan filing the Application, Nexsan submitted the Application with intent to deceive the
USPTO.
33.

Had the USPTO been aware of Ms. Osman’s false declaration, it would not have

allowed Application Serial No. 86/948,652 to proceed to publication. Therefore, the false
declaration was material to the decision of the USPTO to allow the application to proceed to
publication.
34.

The fraud committed by Nexsan in filing the Application bars Nexsan from

obtaining a registration for NEXSAN UNITY.
WHEREFORE, pursuant to Section 13 of the Lanham Act, 15 U.S.C. § 1063, EMC
respectfully requests that its Notice of Opposition be sustained and that the registration of the
mark shown in Application Serial No. 86/948,652 be refused.
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Respectfully Submitted,

Date: October 11, 2016

/s/ R. David Hosp____________
R. David Hosp
Adam J. Kessel
FISH & RICHARDSON, P.C.
One Marina Park Drive
Boston, MA 02210
Tel. 617.542.5070
Fax: 617.542.8906
Email: hosp@fr.com
kessel@fr.com
Elizabeth E. Brenckman
FISH & RICHARDSON, P.C.
601 Lexington Avenue, 52nd Floor
New York, New York 10022
Tel. 212.765.5070
Fax: 212.258.2291
Email: brenckman@fr.com
Krishnendu Gupta
Thomas A. Brown
EMC Corporation
176 South Street
Hopkinton, MA 01748
Tel. 508.435.1000
Email: krish.gupta@emc.com
tom.brown@emc.com
Counsel for EMC Corporation
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CERTIFICATE OF SERVICE
The undersigned herby certifies that a true and complete copy of the foregoing Notice of
Opposition has been served this 11th day of October, 2016, by First Class U.S. Mail, postage
prepaid, upon Nexsan Technologies, Incorporated.

/s/ R. David Hosp
R. David Hosp
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EXHIBIT A

EXHIBIT B

EXHIBIT C

EXHIBIT D

EXHIBIT E

Under the Paperwork Reduction Act of 1995 no persons are required to respond to a collection of information unless it displays a valid OMB control number.
PTO Form 1478 (Rev 09/2006)
OMB No. 0651-0009 (Exp 02/28/2018)

Trademark/Service Mark Application, Principal Register
Serial Number: 86948652
Filing Date: 03/22/2016

The table below presents the data as entered.
Input Field
SERIAL NUMBER

Entered
86948652

MARK INFORMATION
*MARK

NEXSAN UNITY

STANDARD CHARACTERS

YES

USPTO-GENERATED IMAGE

YES

LITERAL ELEMENT

NEXSAN UNITY

MARK STATEMENT

The mark consists of standard characters, without claim to any
particular font, style, size, or color.

REGISTER

Principal

APPLICANT INFORMATION
*OWNER OF MARK

Nexsan Technologies

INTERNAL ADDRESS

Suite 230

*STREET

900 E. Hamilton Avenue

*CITY

Campbell

*STATE
(Required for U.S. applicants)

California

*COUNTRY

United States

*ZIP/POSTAL CODE
(Required for U.S. applicants)

95008

LEGAL ENTITY INFORMATION
TYPE

corporation

STATE/COUNTRY OF INCORPORATION

Delaware

GOODS AND/OR SERVICES AND BASIS INFORMATION
INTERNATIONAL CLASS

009

*IDENTIFICATION

computer hardware and software for use in managing, storing,
transferring, accessing, and sharing data in an enterprise
private cloud environment

FILING BASIS

SECTION 1(b)

ADDITIONAL STATEMENTS SECTION
ACTIVE PRIOR REGISTRATION(S)

ATTORNEY INFORMATION

The applicant claims ownership of active prior U.S.
Registration Number(s) 3982616, 3675948, and 3768838.

NAME

Steven A Abreu

ATTORNEY DOCKET NUMBER

4262/2002

FIRM NAME

Sunstein Kann Murphy & Timbers LLP

STREET

125 Summer Street

CITY

Boston

STATE

Massachusetts

COUNTRY

United States

ZIP/POSTAL CODE

02110

PHONE

6174439292

FAX

6174430004

EMAIL ADDRESS

trademarks@sunsteinlaw.com

AUTHORIZED TO COMMUNICATE VIA EMAIL

Yes

OTHER APPOINTED ATTORNEY

Bruce D. Sunstein; Robert L. Kann; Robert M. Asher; Steven
G. Saunders; Joel Leeman; Lisa M. Tittemore; Kerry L.
Timbers; Peter J. Karol; Steven Abreu; Nancy C. Wilker;
Sharona Sternberg; Brandon Scruggs

CORRESPONDENCE INFORMATION
NAME

Steven A Abreu

FIRM NAME

Sunstein Kann Murphy & Timbers LLP

STREET

125 Summer Street

CITY

Boston

STATE

Massachusetts

COUNTRY

United States

ZIP/POSTAL CODE

02110

PHONE

6174439292

FAX

6174430004

*EMAIL ADDRESS

trademarks@sunsteinlaw.com

*AUTHORIZED TO COMMUNICATE VIA EMAIL

Yes

FEE INFORMATION
APPLICATION FILING OPTION

TEAS RF

NUMBER OF CLASSES

1

FEE PER CLASS

275

*TOTAL FEE DUE

275

*TOTAL FEE PAID

275

SIGNATURE INFORMATION
SIGNATURE

/Geraldine Osman/

SIGNATORY'S NAME

Geraldine Osman

SIGNATORY'S POSITION

VP of International Marketing

SIGNATORY'S PHONE NUMBER

NA

DATE SIGNED

03/22/2016

Under the Paperwork Reduction Act of 1995 no persons are required to respond to a collection of information unless it displays a valid OMB control number.
PTO Form 1478 (Rev 09/2006)
OMB No. 0651-0009 (Exp 02/28/2018)

Trademark/Service Mark Application, Principal Register
Serial Number: 86948652
Filing Date: 03/22/2016

To the Commissioner for Trademarks:
MARK: NEXSAN UNITY (Standard Characters, see mark)
The literal element of the mark consists of NEXSAN UNITY.
The mark consists of standard characters, without claim to any particular font, style, size, or color.
The applicant, Nexsan Technologies, a corporation of Delaware, having an address of
Suite 230
900 E. Hamilton Avenue
Campbell, California 95008
United States

requests registration of the trademark/service mark identified above in the United States Patent and Trademark Office on the Principal Register
established by the Act of July 5, 1946 (15 U.S.C. Section 1051 et seq.), as amended, for the following:
International Class 009: computer hardware and software for use in managing, storing, transferring, accessing, and sharing data in an
enterprise private cloud environment
Intent to Use: The applicant has a bona fide intention, and is entitled, to use the mark in commerce on or in connection with the identified
goods/services.

Claim of Active Prior Registration(s)
The applicant claims ownership of active prior U.S. Registration Number(s) 3982616, 3675948, and 3768838.
The applicant's current Attorney Information:
Steven A Abreu and Bruce D. Sunstein; Robert L. Kann; Robert M. Asher; Steven G. Saunders; Joel Leeman; Lisa M. Tittemore; Kerry L.
Timbers; Peter J. Karol; Steven Abreu; Nancy C. Wilker; Sharona Sternberg; Brandon Scruggs of Sunstein Kann Murphy & Timbers LLP
125 Summer Street
Boston, Massachusetts 02110
United States
The attorney docket/reference number is 4262/2002.
The applicant's current Correspondence Information:
Steven A Abreu
Sunstein Kann Murphy & Timbers LLP
125 Summer Street
Boston, Massachusetts 02110
6174439292(phone)
6174430004(fax)
trademarks@sunsteinlaw.com (authorized)
E-mail Authorization: I authorize the USPTO to send e-mail correspondence concerning the application to the applicant or applicant's attorney
at the e-mail address provided above. I understand that a valid e-mail address must be maintained and that the applicant or the applicant's
attorney must file the relevant subsequent application-related submissions via the Trademark Electronic Application System (TEAS). Failure to
do so will result in an additional processing fee of $50 per international class of goods/services.
A fee payment in the amount of $275 has been submitted with the application, representing payment for 1 class(es).
Declaration

The signatory believes that: if the applicant is filing the application under 15 U.S.C. § 1051(a), the applicant is the owner of the
trademark/service mark sought to be registered; the applicant is using the mark in commerce on or in connection with the goods/services in the
application; the specimen(s) shows the mark as used on or in connection with the goods/services in the application; and/or if the applicant filed
an application under 15 U.S.C. § 1051(b), § 1126(d), and/or § 1126(e), the applicant is entitled to use the mark in commerce; the applicant has a
bona fide intention, and is entitled, to use the mark in commerce on or in connection with the goods/services in the application. The signatory
believes that to the best of the signatory's knowledge and belief, no other persons, except, if applicable, concurrent users, have the right to use the
mark in commerce, either in the identical form or in such near resemblance as to be likely, when used on or in connection with the goods/services
of such other persons, to cause confusion or mistake, or to deceive. The signatory being warned that willful false statements and the like are
punishable by fine or imprisonment, or both, under 18 U.S.C. § 1001, and that such willful false statements and the like may jeopardize the
validity of the application or any registration resulting therefrom, declares that all statements made of his/her own knowledge are true and all
statements made on information and belief are believed to be true.
Declaration Signature
Signature: /Geraldine Osman/ Date: 03/22/2016
Signatory's Name: Geraldine Osman
Signatory's Position: VP of International Marketing
RAM Sale Number: 86948652
RAM Accounting Date: 03/23/2016
Serial Number: 86948652
Internet Transmission Date: Tue Mar 22 14:25:23 EDT 2016
TEAS Stamp: USPTO/BAS-XX.XX.XX.XX-201603221425236217
67-86948652-5506a36d893da66e80649f113601
52c1e64428d15b72bd984e7e3685d07169cc-DA669-20160322105101292612

EXHIBIT 4

UNITED STATES PATENT AND TRADEMARK OFFICE
Trademark Trial and Appeal Board
P.O. Box 1451
Alexandria, VA 22313-1451
General Contact Number: 571-272-8500

MW/RA
Mailed: February 28, 2017
Opposition No. 91230537
EMC Corporation
v.
Nexsan Technologies

Michael Webster, Interlocutory Attorney:
The Applicant’s motion (filed November 7, 2016) to suspend this proceeding
pending final determination of Civil Action No. 1:16-cv-10847-WGY filed in the
[Federal District Court of Massachusetts] is granted as conceded.1 See Trademark
Rules 2.127(a) and 2.117(a). The Board regrets the delay in processing the motion;
however, due to the parties repeated filing of motions to extend time for Applicant
to file an answer, the case continued to automatic processing.
Accordingly, proceedings are suspended pending final disposition of the civil
action.
Within twenty days after the final determination of the civil action, the parties
shall so notify the Board so that this proceeding may be called up for appropriate

1

If a copy of the pleadings in the civil action was not filed with the motion to suspend,
Nexsan Technologies is allowed until twenty days from the mailing date of this order in
which to file a copy of the pleadings.

Opposition No. 91230537

action.2 Such notification to the Board should include a copy of any final order or
final judgment which issued in the civil action.
During the suspension period, the parties must notify the Board of any address
or email address changes for the parties or their attorneys. In addition, the parties
are to promptly inform the Board of any other related cases, even if they become
aware of such cases during the suspension period. Upon resumption, if appropriate,
the Board may consolidate related Board cases.

2

A proceeding is considered to have been finally determined when an order or ruling that
ends litigation has been rendered, and no appeal has been filed, or all appeals filed have
been decided and the time for any further review has expired. See TBMP § 510.02(b).
2

EXHIBIT 5

EXHIBIT 6

Case 1:16-cv-10847-WGY Document 89 Filed 01/10/17 Page 1 of 12

IN THE UNITED STATES DISTRICT COURT
DISTRICT OF MASSACHUSETTS

)
)
)
)
)
)
)
)
)
)
)
)

NEXSAN TECHNOLOGIES
INCORPORATED,
Plaintiff,
v.

EMC CORPORATION,
Defendant.

CIVIL ACTION No. 1:16-cv-10847
JURY TRIAL DEMANDED
Leave to File Granted on 1/10/17

FIRST AMENDED COMPLAINT
Nexsan Technologies Incorporated (“Nexsan”) brings this action against EMC
Corporation, Defendant and Plaintiff in Counterclaims, and alleges as follows:
Nexsan filed its original Complaint for Declaratory Judgment seeking a declaration that it
has priority to, and is not infringing upon, certain trademark rights asserted by EMC. Nexsan
seeks this Court’s intervention because EMC threatened suit unless Nexsan abandons its UNITY
trademarks.
This First Amended Complaint includes Nexsan’s claims that EMC has engaged in
conduct constituting trademark infringement, false designation of origin and unfair competition.
Defendant EMC has acted intentionally to misappropriate, improperly trade on, and wrongfully
profit from the goodwill and reputation of Plaintiff Nexsan’s UNITY trademarks as fully
described herein.
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PARTIES
1.

Plaintiff Nexsan Technologies Corporation is a Delaware business entity, with an address

of 900 E. Hamilton Avenue, Suite 230, Campbell, California 95008.
2.

Upon information and belief, Defendant EMC Corporation is a Massachusetts

corporation, with an address of 176 South Street, Hopkinton, Massachusetts 01748.

JURISDICTION AND VENUE
3.

This Court has subject matter jurisdiction over this action pursuant to 28 U.S.C. §§1331

and 1338(a), as this action arises under the United States trademark laws.
4.

Venue is proper in this District under 28 U.S.C. § 1391(b)(1) and (2), in that EMC resides

within the District and a substantial part of the events or omissions giving rise to the claim
occurred within the District.
5.

An actual case or controversy has arisen between the parties. EMC has sent a letter to

Nexsan demanding that Nexsan cease all use of its UNITY trademark and expressly abandon its
trademark applications containing the UNITY mark; threatened litigation against Nexsan; and
asserted that Nexsan’s provision of goods and services under its UNITY mark would constitute
trademark infringement. These statements threaten immediate injury to Nexsan.
STATEMENT OF FACTS
Nexsan and Nexsan’s UNITY Marks
6.

Plaintiff, Nexsan, is engaged in the business of storage, back up and data management

solutions that are focused on seamlessly and securely enabling a connected workforce. Nexsan’s
solution portfolio allows enterprises to securely store, protect and manage business data, while
allowing users to sync, share and access files from any device, anywhere, anytime. Nexsan has
annual sales of approximately $50 million. It is a wholly-owned subsidiary of Nexsan
2
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Corporation, which, in turn, is a wholly-owned subsidiary of Imation Corp. (“Imation”), a
publicly-traded company that recently completed a restructuring and winding down of its legacy
businesses except for its commercial storage business, i.e., Nexsan. As of the close of trading on
the New York Stock Exchange (“NYSE”) on May 5, 2016, Imation’s market capitalization was
approximately $64 million.
7.

On March 22, 2016, Nexsan filed with the United States Patent and Trademark Office

(“USPTO”) the following trademark applications, based on an intent to use UNITY and
NEXSAN UNITY (collectively referred to as the “Nexsan UNITY Marks”), copies of which are
attached hereto as Exhibit 1:
Mark and Serial
No.
UNITY

Filing Date

Goods and Services

March 22,
2016

computer hardware and software for use in managing, storing,
transferring, accessing, and sharing data in an enterprise
private cloud environment

March 22,
2016

computer hardware and software for use in managing, storing,
transferring, accessing, and sharing data in an enterprise
private cloud environment

U.S. App. Ser.
No. 86/948,640

NEXSAN
UNITY
U.S. App. Ser.
No. 86/948,652

8.

Nexsan filed the applications following a period of market research and testing in which

Nexsan, among other things, engaged with strategic partners, customers and industry analysts to
introduce the Nexsan UNITY Marks and product concept.
9.

On April 26, 2016, Nexsan announced “the release of Nexsan UNITY™, a next-

generation storage platform that combines the performance, scability and value of DRAM
[dynamic random access memory] and Flash [flash memory] along with private cloud system
3
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synchronization and true data mobility support.” In a press release issued that date, a copy of
which is attached as Exhibit 2, Nexsan further announced that “Nexsan UNITY is available now
with pricing starting at $45,000 MSRP.”
10.

On the eve of Nexsan’s public announcement, on April 25, 2016, industry publication,

CRN magazine, previewed in an online article that “[t]he new Nexsan Unity solution allows
customers to set up private clouds for sync and share” and “is the first iteration of what is
expected to be a wide range of solutions that combines file sync and share with data in both the
file and block format.”
11.

The market has favorably viewed Nexsan’s new UNITY product offerings, in which

Nexsan has invested, and continues to invest, substantially. For example Nexsan showcased its
UNITY products at trade shows, in live and recorded demonstrations, and through print and
online publications. The UNITY products and related promotional material always feature
Nexsan’s UNITY marks.
12.

In addition, since at least April 2016, Nexsan has prominently showcased its UNITY

products on its website, which includes numerous instances of Nexsan’s UNITY marks.
13.

Nexsan began shipping its new UNITY product offerings in September of 2016. Since

that time Nexsan has sold products across the United States and abroad.
14.

As a result of Nexsan’s substantial and continued investment, as well as the unique

features of the UNITY products, Nexsan’s UNITY marks have gained substantial goodwill and
recognition.
15.

Since at least March 22, 2016, Nexsan has consistently used the UNITY marks without

interruption.
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EMC and EMC’s Alleged Trademark Rights and Unauthorized Use
16.

Defendant EMC Corporation is one of the largest technology companies in the world,

having annual sales of approximately $25 billion. As of the close of trading on the NYSE on
May 5, 2016, EMC’s market capitalization was approximately $51.5 billion. In December
2015, EMC announced that it had signed definitive agreements to be acquired by Dell, Inc. The
acquisition is expected to be consummated this year.
17.

More than a month after Nexsan filed its UNITY trademark applications with the

USPTO, and days after Nexsan’s public announcement of its UNITY product line, on April 29,
2016, EMC filed (between approximately 7:00 p.m. and 8:00 p.m., according to USPTO
records), trademark applications for UNITY and EMC UNITY (collectively referred to as the
(“EMC UNITY Marks”), copies of which are attached as Exhibit 3:
Mark and Serial
No.
UNITY

Filing Date

Goods and Services

April 29,
2016

computer hardware; computer software for data
management and data storage

April 29,
2016

computer services, namely, computer consultation,
customization of computer hardware and software,
computer hardware and software design development,
deployment and installation of computer software
computer hardware; computer software for data
management and data storage

U.S. App. Ser.
No. 87/020,119

EMC UNITY
U.S. App. Ser.
No. 87/020,237

18.

computer services, namely, computer consultation,
customization of computer hardware and software,
computer hardware and software design development,
deployment and installation of computer software

The applications for the EMC UNITY Marks contain a declaration that EMC has used the

marks since March 19, 2015, and used in commerce since March 19, 2015; except for the goods
in Class 9, on which EMC has alleged first use in commerce since Dec. 14, 2015. On
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information and belief, EMC has not used the EMC UNITY Marks in commerce for services at
least as early as March 19, 2015, and for goods, at least as early as December 14, 2015, as
alleged in its applications.
19.

At or about the same time, at approximately 6:00 p.m. on April 29, 2016, CRN magazine

published an article online revealing that “EMC is set to kick off its final EMC World conference
as an independent company by taking the storage world by storm with a new unified all-flash
storage array.” According to the article, “[t]he new 2U unified storage solution . . . combines
file, blocks and object storage capabilities under the new Unity brand.”
20.

Quoting industry expert, James Shepard, the CRN article observed: “There is one issue

with the new product, Shepard said: The name ‘Unity.’” The article continued:
"Other vendors use 'Unity.' "
One of those vendors is Campbell, Calif.-based Nexsan, which earlier this week unveiled
Nexsan Unity, the first iteration of what is expected to be a wide range of solutions that
combines file sync and share with data in both the file and block format.
21.

The next business day, on May 2, 2016, at the EMC World conference in Las Vegas,

EMC introduced the EMC Unity product line. In a press release issued the same date (a copy of
which is attached as Exhibit 4), EMC “today announced EMC Unity™, a new family of storage
systems that helps simplify and modernize the data center.” According to the press release,
“Unity is the latest member of EMC's all flash portfolio delivering highly affordable file and
block storage for small and medium-sized IT departments.”
22.

On information and belief, EMC did not launch its product or make public use of its

EMC UNITY Marks until after the issuance of EMC’s press release regarding its UNITY
product, dated May 2, 2016.
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23.

EMC’s application filing for its EMC UNITY Marks occurred 38 days after Nexsan’s

filing date for its Nexsan UNITY Marks.
24.

EMC’s public launch of its UNITY product and services occurred 41 days after Nexsan’s

filing date.
25.

On information and belief, starting in May 2016 EMC began selling and shipping in

commerce EMC Unity products unlawfully featuring Nexsan’s UNITY mark. At this time EMC
was aware of Nexsan’s prior rights as evidenced by its April 29, 2016, letter addressed below in
Paragraph 30.
26.

On information and belief, starting in May 2016 EMC began prominently featuring

Nexsan’s UNITY mark on its website, promotional material, advertisements, and at tradeshows
and public demonstrations, such as those which took place on May 2, 2016 at EMC World in Las
Vegas.
27.

EMC continues to place goods into commerce featuring Nexsan’s UNITY marks as can

be seen on its website located at the below URL and last visited January 5, 2017:
https://www.emc.com/en-hk/storage/unity.htm#collapse=&tab3=0&tab4=0
28.

Nexsan has not authorized EMC to display or use in any manner its UNITY marks.

29.

Defendant EMC’s use of Nexsan’s UNITY marks in connection with its goods and

services is likely to cause consumer confusion and harm Nexsan’s reputation in the marketplace.
The Present Case and Controversy
30.

At approximately 5:00 p.m. on April 29, 2016, EMC transmitted by e-mail a letter (a

copy of which is attached as Exhibit 5) to counsel for Nexsan making clear that EMC is “a
Fortune 200 company” with “annual sales of approximately $25 billion and market capitalization
of over $60 billion,” acknowledging that it “recently became aware that your client Nexsan
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Technologies filed two trademark applications with the USPTO for marks that include the term
UNITY,” and asserting that “EMC first used the mark UNITY . . . over a year ago in customer
presentations,” beginning in March 2015. EMC went on to maintain that “[since] the parties’
marks are, respectively, identical and confusingly similar, the parties’ uses conflict.” EMC
claimed “senior use” of “its own UNITY marks,” and that “Nexsan does not have the right to use
UNITY as a mark on similar goods and services.” EMC, therefore, demanded, on threat of
litigation, that, on or before May 6, 2016, Nexsan abandon its trademark applications and not use
any UNITY mark for goods and services related to EMC’s UNITY goods and services.
31.

Nexsan has invested, and continues to invest, substantially in the Nexsan UNITY Marks.

32.

Nexsan’s trademark filings entitle Nexsan to the right to use the Nexsan UNITY Marks

under Section 7(c) of the Lanham Act, 15 USC §1057(c) as of the date of filing, i.e., on March
22, 2016.
33.

EMC’s customer presentations did not constitute prior use of the EMC UNITY Marks in

interstate commerce within the meaning of Section 45 of the Lanham Act, 15 USC §1127, and
EMC did not otherwise use the EMC UNITY Marks in interstate commerce within the meaning
of the Lanham Act prior to the filing of Nexsan’s trademark applications.
34.

As between Nexsan and EMC, Nexsan has priority of right to use the UNITY mark, and

is entitled to prosecute its trademark applications and to use the Nexsan UNITY Marks without
infringing on any rights that EMC claims in the EMC UNITY Marks.
35.

In contrast, EMC maintains that it has priority of right to use the UNITY mark, and that

Nexsan’s continued prosecution of its trademark applications and use of the Nexsan UNITY
Marks infringes upon the EMC UNITY Marks.
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36.

A case and controversy, therefore, exists between Nexsan and EMC as to the priority of

rights to use the UNITY mark.

COUNT I
Declaratory Judgment of Priority and Non-Infringement of Trademarks
37.

Nexsan incorporates by reference paragraphs 1 through 27 as if fully set forth herein.

38.

This is an action for declaratory judgment pursuant to 28 U.S.C. § 2201.

39.

An actual, present and justiciable controversy has arisen between Nexsan and EMC

concerning Nexsan’s rights to use the Nexsan UNITY Marks in connection with the provision of
products for data management and storage.
40.

EMC claims that Nexsan’s use of the Nexsan UNITY Marks in connection with the

provision of data management and storage products creates a likelihood of confusion with the
EMC UNITY Marks and has threatened litigation against Nexsan if Nexsan does not comply
with EMC’s demands to abandon the Nexsan UNITY Marks.
41.

Nexsan seeks a declaratory judgment from this Court that Nexsan has a priority of right

to use the Nexsan UNITY Marks and that Nexsan’s prosecution of its trademark applications
with respect to, and its use of, the Nexsan UNITY Marks does not infringe upon the EMC
UNITY Marks, and that EMC’s claimed use in commerce date in its US applications are false
and cannot be supported by the facts and applicable trademark law.
COUNT II
False Designation of Origin and Federal Unfair Competition
In Violation of the Lanham Act
(15 U.S.C. §1125)
42.

Nexsan repeats and realleges the facts set forth in each of the preceding paragraphs.
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43.

Defendant EMC is using the marks UNITY and EMC UNITY in connection with the

sale, offer for sale, and advertising and marketing of its products and services in commerce,
without authorization from Nexsan.
44.

Defendant EMC’s unlawful use of these marks is likely to cause confusion, mistake, or

deception as to affiliation, connection, or association, of Defendant EMC and Nexsan, and is
likely to cause confusion, mistake, or deception regarding the origin, sponsorship or approval of
EMC’s products or services and commercial activities and products of Plaintiff Nexsan.
45.

Defendant EMC has engaged in unlawful acts that constitute unfair competition and false

designation of origin in violation of §43(a) of the Lanham Act, codified at 15 U.S.C. 1125(a).
46.

Defendant’s unlawful acts will result in harm to Plaintiff Nexsan’s reputation and its

goodwill in the UNITY marks in the marketplace.
47.

Defendant’s conduct described above has been willful, reckless, and in total disregard for

Nexsan’s valuable rights.
48.

By reason of the foregoing, Nexsan has suffered monetary damages and loss of goodwill.

Defendant EMC’s acts are causing irreparable injury to Nexsan, for which there is no adequate
remedy at law, and will continue to do so unless Defendant EMC’s unlawful use of the UNITY
marks is enjoined by this Court.
49.

As a result of Defendant’s acts described herein, Plaintiff Nexsan is entitled to damages

in an amount to be proven at trial. By reason of the foregoing, Nexsan has been damaged and is
suffering, and will continue to suffer irreparable harm, and is entitled to injunctive relief and
damages.
PRAYER FOR RELIEF
WHEREFORE, Plaintiff Nexsan respectfully asks this Court to enter judgment for
Nexsan against EMC, and to grant Nexsan the following relief:
10
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1.

Declaring, pursuant to 28 U.S.C. § 2201 and Fed. R. Civ. P. 57, that Plaintiff

Nexsan has a priority of right to use the Nexsan UNITY Marks and that Nexsan’s prosecution of
its trademark applications with respect to, and its use of, the Nexsan UNITY Marks does not
infringe upon the EMC UNITY Marks, and finding that EMC’s use of the UNITY Mark
infringes Nexsan’s trademark rights;
2.

A permanent injunction restraining Defendant EMC and its officers, directors,

employees, agents, affiliates, successors, assigns, and all those in privity or acting in concert with
it, from using the trademarks UNITY and EMC UNITY, or any mark similar thereto in
connection with data storage and recovery products and services, and unfairly competing with
Nexsan;
3.

Ordering Defendant EMC to account and pay over to Plaintiff Nexsan all gains,

profits, and advantages derived from its unlawful conduct, the damages which Plaintiff Nexsan
has sustained by reason of the conduct alleged herein, and any other sum as this Court shall find
to be just and proper;
4.

Ordering Defendant EMC to pay a sum totaling three times the compensatory

damages for its willful and intentional misconduct as provided for in 15 U.S.C. §1117, and other
applicable law
5.

Ordering Defendant EMC to pay the cost of this action as provided in 15 U.S.C.

§ 1117 and other applicable law; and
6.

Ordering Defendant EMC to pay Plaintiff Nexsan’s reasonable attorneys’ fees and

prejudgment interest as provided by 15 U.S.C. § 1117, and other applicable law; and
7.

Granting such other and further relief as is just and proper.
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DEMAND FOR JURY TRIAL
Pursuant to Federal Rule of Civil Procedure 38, Plaintiff hereby demands a jury trial of
any issues in this action so triable.
Dated: January 10, 2017

Respectfully submitted,
Nexsan Technologies Incorporated,
By Its Attorneys,
/s/ Steven A. Abreu, Esq.
Lisa M. Tittemore, BBO No. 567941
Steven A. Abreu, BBO No. 672177
Brandon Scruggs, BBO No. 672541
Jonathan R. DeBlois BBO No. 684320
SUNSTEIN KANN MURPHY & TIMBERS, LLP
125 Summer Street - 11th floor
Boston, Massachusetts 02110-1618
617.443.9292
617.443.0004 Fax
ltittemore@sunsteinlaw.com
sabreu@sunsteinlaw.com
bscruggs@sunsteinlaw.com
jdeblois@sunsteinlaw.com

CERTIFICATE OF SERVICE
I hereby certify that this document will be sent to all counsel of record in the above
captioned matter on the above date.

/s/ Jonathan R. DeBlois
Jonathan R. DeBlois

04262/05001 2505061.1
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IN THE UNITED STATES DISTRICT COURT
DISTRICT OF MASSACHUSETTS

NEXSAN TECHNOLOGIES
INCORPORATED,
C.A. No. 1:16-cv-10847-WGY
Plaintiff and Counterclaim-Defendant,
JURY TRIAL DEMANDED
v.
Leave to file Amended Counterclaims
granted on 1/10/2016

EMC CORPORATION,
Defendant and Counterclaim-Plaintiff.

DEFENDANT EMC CORPORATION’S CORRECTED ANSWER AND
AFFIRMATIVE DEFENSES AND AMENDED COUNTERCLAIMS

CORRECTED ANSWER
Defendant EMC Corporation (“EMC”), by and through its undersigned counsel, hereby
responds to the Complaint for Declaratory Judgment (the “Complaint”) filed by Plaintiff Nexsan
Technologies Incorporated (“Nexsan”). Except as expressly admitted below, EMC denies each
and every allegation in the Complaint.
PARTIES
1.

EMC lacks knowledge or information sufficient to form a belief as to the truth of

the allegations of paragraph 1, and therefore denies them.
2.

Admits.
JURISDICTION AND VENUE

3.

To the extent that a response is required, EMC admits that this Court has subject

matter jurisdiction over this matter pursuant to 28 U.S.C. §§ 1331 and 1338(a) because this

1
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action arises out of the trademark laws of the United States of America. Except as expressly
admitted, EMC denies the allegations of paragraph 3.
4.

To the extent that a response is required, EMC admits that venue is proper in this

District pursuant to 28 U.S.C. § 1391(b)(1) and (2) because EMC resides within the District and
a substantial part of the alleged events or omissions giving rise to Nexsan’s claims occurred
within the District. Except as expressly admitted, EMC denies the allegations of paragraph 4.
5.

To the extent that a response is required, EMC admits that an actual case or

controversy exists between Nexsan and EMC. EMC admits that, prior to Nexsan filing this
lawsuit, EMC sent Nexsan the letter attached as Exhibit 5 to the Complaint, and refers to that
letter for its specific contents. Except as expressly admitted, EMC denies the allegations of
paragraph 5.
STATEMENT OF FACTS
6.

EMC is without knowledge or information sufficient to form a belief as to the

truth of the averments contained in paragraph 6 and on that basis denies each and every averment
contained therein.
7.

EMC admits that the United States Patent and Trademark Office (“USPTO”)

records, attached as Exhibit 1 to the Complaint, identify trademark applications filed by Nexsan
on March 22, 2016, and refers to those records for their specific contents. EMC is otherwise
without knowledge or information sufficient to form a belief as to the truth of the averments
contained in paragraph 7 and on that basis denies each and every averment contained therein.
8.

EMC is without knowledge or information sufficient to form a belief as to the

truth of the averments contained in paragraph 8 and on that basis denies each and every averment
contained therein.
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9.

EMC is without knowledge or information sufficient to form a belief as to the

truth of the averments contained in paragraph 9 and on that basis denies each and every averment
contained therein.
10.

EMC is without knowledge or information sufficient to form a belief as to the

truth of the averments contained in paragraph 10 and on that basis denies each and every
averment contained therein.
11.

EMC is without knowledge or information sufficient to form a belief as to the

truth of the averments contained in paragraph 11 and on that basis denies each and every
averment contained therein.
12.

EMC admits that with annual sales of approximately $25 Billion and market

capitalization of over $50 Billion, EMC is a Fortune 200 company and the world’s leading
developer and provider of information infrastructure technology and solutions, including
hardware, software and services for storing and managing data. EMC admits that as of the close
of trading on the New York Stock Exchange on May 5, 2016, EMC’s market capitalization was
approximately $51.5 Billion. EMC admits that in October of 2015, EMC announced that it had
signed definitive agreements to be acquired by Dell, Inc., and that the acquisition is expected to
be consummated this year. Except as expressly admitted, EMC denies the allegations of
paragraph 12.
13.

EMC admits that on April 29, 2016, EMC filed federal trademark applications to

register the trademarks UNITY and EMC UNITY in connection with “computer hardware;
computer software for data management and data storage” in International Class 9 and
“computer services, namely, computer consultation, customization of computer hardware and
software, computer hardware and software design development, deployment and installation of
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computer software” in International Class 42, and that the applications have been assigned Serial
Nos. 87/020,119 and 87/020,237, respectively. EMC admits that copies of the USPTO records
identifying these applications are attached as Exhibit 3 to the Complaint and refers to those
records for their specific contents. EMC is otherwise without knowledge or information
sufficient to form a belief as to the truth of the averments contained in paragraph 13 and on that
basis denies each and every averment contained therein.
14.

EMC admits that its applications to register the UNITY and EMC UNITY

trademarks (Serial Nos. 87/020,119 and 87/020,237) contain declarations and refers to those
records for their specific contents. Except as expressly admitted, EMC denies the allegations of
paragraph 14.
15.

EMC is without knowledge or information sufficient to form a belief as to the

truth of the averments contained in paragraph 15 and on that basis denies each and every
averment contained therein.
16.

EMC is without knowledge or information sufficient to form a belief as to the

truth of the averments contained in paragraph 16 and on that basis denies each and every
averment contained therein.
17.

EMC admits that on May 2, 2016, at the EMC World conference in Las Vegas,

EMC issued a press release regarding its UNITY family of storage systems. EMC admits that
the press release dated May 2, 2016 is attached as Exhibit 4 to the Complaint and refers to that
press release for its specific contents. Except as expressly admitted, EMC denies the allegations
of paragraph 17.
18.

EMC denies the allegations in paragraph 18.
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19.

EMC admits that it filed its federal trademark applications to register the UNITY

and EMC UNITY marks (Ser. Nos. 87/020,119 and 87/020,237) 38 days after Nexsan filed its
intent-to-use federal trademark applications to register the UNITY and NEXSAN UNITY marks
(Ser. Nos. 86/948,640 and 86/948,652). Except as expressly admitted, EMC denies the
allegations of paragraph 19.
20.

EMC denies the allegations in paragraph 20.

21.

EMC admits that at approximately 5:00 p.m. on April 29, 2016, EMC sent

Nexsan the letter attached as Exhibit 5 to the Complaint, and refers to that letter for its specific
contents. Except as expressly admitted, EMC denies the allegations of paragraph 21.
22.

EMC is without knowledge or information sufficient to form a belief as to the

truth of the averments contained in paragraph 22 and on that basis denies each and every
averment contained therein.
23.

To the extent that a response is required, EMC denies each and every averment

contained therein.
24.

To the extent that a response is required, EMC denies each and every averment

contained therein.
25.

To the extent that a response is required, EMC denies each and every averment

contained therein.
26.

EMC admits that, prior to Nexsan filing this lawsuit, EMC sent Nexsan the letter

attached as Exhibit 5 to the Complaint, and refers to that letter for its contents. Except as
expressly admitted, EMC denies the allegations of paragraph 26.

5

Case 1:16-cv-10847-WGY Document 88 Filed 01/10/17 Page 6 of 29

27.

To the extent that a response is required, EMC admits that a case or controversy

exists between Nexsan and EMC as to the priority of rights to use the UNITY trademark. Except
as expressly admitted, EMC denies the allegations of paragraph 27.
COUNT 1
(Declaratory Judgment of Non-Infringement of Trademarks)
28.

EMC refers to and incorporates its responses set forth above to each and every

allegation in paragraphs 1 through 27 of the Complaint as if fully set forth herein.
29.

To the extent that a response is required, EMC admits that this is an action for

declaratory judgment pursuant to 28 U.S.C. § 2201. Except as expressly admitted, EMC denies
the allegations of paragraph 29.
30.

To the extent that a response is required, EMC admits that an actual, present, and

justiciable controversy has arisen between Nexsan and EMC concerning Nexsan’s rights to use
the trademarks UNITY and NEXSAN UNITY in connection with data management and storage
products. Except as expressly admitted, EMC denies the allegations of paragraph 30.
31.

EMC admits that, prior to Nexsan filing this lawsuit, EMC sent Nexsan the letter

attached as Exhibit 5 to the Complaint, and refers to that letter for its contents. Except as
expressly admitted, EMC denies the allegations of paragraph 31.
32.

EMC admits that Nexsan has filed the present lawsuit, but denies that there is any

merit to the legal claims made therein.
PRAYER FOR RELIEF
EMC denies that Nexsan is entitled to any relief against EMC. Specifically, EMC denies
all of the allegations set forth in the introductory paragraph and paragraphs 1 through 4 of the
Prayer for Relief of the Complaint.
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DEMAND FOR JURY TRIAL
Pursuant to Federal Rule of Civil Procedure 38(b), EMC hereby demands a jury trial on
all issues so triable.
AFFIRMATIVE DEFENSES
EMC asserts the following defenses to the Complaint and reserves the right to amend its
answer with additional defenses in light of information obtained through further investigation or
discovery. Nothing herein shall be construed as an admission or acknowledgment that EMC
bears the burden of proof as to any of the following defenses:
First Affirmative Defense—Failure to State a Cause of Action
Nexsan’s claims fail to state a claim upon which relief can be granted.
Second Affirmative Defense—Unclean Hands
Nexsan’s claims are barred in whole or in part under the doctrine of unclean hands.

AMENDED COUNTERCLAIMS
Defendant and Counterclaim-Plaintiff EMC Corporation (“EMC”), by and through its
undersigned counsel, hereby amends its Counterclaims as follows.
NATURE OF COUNTERCLAIMS
1.

This case arises out of Nexsan’s adoption, promotion, and purported use of the

trademarks UNITY and NEXSAN UNITY in connection with computer hardware and software
products in spite of its competitor EMC’s prior adoption, promotion, beta testing, and offering
for sale of its highly similar computer hardware and software UNITY products and services,
prominently featuring the UNITY and EMC UNITY trademarks. The case also concerns
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Nexsan’s use of EMC’s EMC and UNITY marks in a deliberate “bait and switch” scheme to
confuse and siphon off EMC customers.
2.

EMC is the world’s leading developer and provider of information infrastructure

technology and solutions, including hardware, software, and services for storing and managing
data. EMC is the owner of many federal registrations for the mark EMC (“EMC Marks”) and
EMC is one of the most distinct and well known marks in the computer industry.
3.

Over two years ago, at least as early as May of 2014, EMC adopted the distinctive

trademarks UNITY and EMC UNITY (the “UNITY Marks”) for use in connection with certain
computer hardware and software products for data management and storage, and corresponding
consultation, customization, development, deployment, and installation services (the “UNITY
Products”). EMC then spent the next two years investing significant time, energy, and money
promoting and advertising the UNITY Products, distributing beta versions of the UNITY
Products, and ultimately selling the UNITY Products. Presently, the UNITY Marks embody a
notable amount of goodwill, which is a valuable asset of the company.
4.

Nexsan is also in the business of offering computer hardware and software

products for data storage, backup, and management. On March 22, 2016, approximately two
years after EMC began marketing its UNITY Products, Nexsan filed applications to federally
register the trademarks UNITY and NEXSAN UNITY (the “Infringing UNITY Marks”) in
connection with computer hardware and software for use in managing, storing, transferring,
accessing, and sharing data in an enterprise private cloud environment (the “Infringing UNITY
Products”), on an “intent-to-use basis” (i.e., as of March 22, 2016, Nexsan had not actually
commenced use of the Infringing UNITY Marks).
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5.

Because EMC began marketing, advertising, testing, and offering for sale its

UNITY Products well before Nexsan adopted the Infringing UNITY Marks, and because the
Infringing UNITY Marks are likely to cause confusion with the EMC UNITY Marks, EMC sent
Nexsan a letter to identify EMC’s existing rights in the UNITY Marks and to request that Nexsan
cease all use of the Infringing UNITY Marks and withdraw its corresponding federal trademark
applications.
6.

Nexsan then filed this action against EMC, seeking a declaratory judgment that it

has priority to, and is not infringing upon, EMC’s trademark rights in the UNITY Marks.
Accordingly, because EMC actually has priority in its UNITY Marks and because consumers are
likely to be confused and erroneously believe that EMC has an affiliation, connection, or
association with the Infringing UNITY Marks and Products, or that EMC has sponsored or
approved Nexsan’s adoption, promotion, and purported use of the Infringing UNITY Marks,
EMC filed these counterclaims for trademark infringement and unfair competition because
Nexsan’s infringement of EMC’s trademarks has and will continue to irreparably harm EMC and
the goodwill that EMC has developed in the UNITY Marks (and has and will cause monetary
harm in an amount to be determined at trial).
7.

Since the time that EMC filed its counterclaims and during the course of the

parties’ agreed-upon “phased” fact discovery,1 EMC discovered evidence that demonstrates
Nexsan’s (i) bad faith in filing and continuing to litigate this case; and (ii) infringement of and
bad faith intent to unfairly and unlawfully capitalize on EMC’s well-known EMC Marks and

1

Phase 1 of discovery closed September 30, 2016 and was limited to the issue of priority in the
UNITY mark.
9
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EMC UNITY Marks, irreparably harming EMC and the goodwill in its EMC mark, and causing
EMC monetary harm.
8.

Documents produced by Nexsan demonstrate that Nexsan was aware of EMC’s

UNITY Marks before Nexsan filed applications to register the Infringing UNITY Marks.
Specifically, three days prior to signing the applications to register the Infringing UNITY Marks,
Nexsan’s Vice-President of International Marketing, Geraldine Osman, was notified by a Nexsan
product manager that EMC was also launching a product with the name UNITY. In spite of that
notification, Ms. Osman submitted Nexsan’s intent-to-use applications to register the Infringing
UNITY Marks along with a declaration that, to the best of her knowledge and belief, no one else
had the right to use the Infringing UNITY Marks.
9.

Documents produced by Nexsan demonstrate that Nexsan has taken deliberate

steps in bad faith to unlawfully and unfairly capitalize on EMC’s valuable goodwill in its EMC
Marks and its EMC UNITY Marks. As described in detail below, Nexsan deliberately used the
EMC and EMC UNITY Marks to siphon customer web traffic from EMC to Nexsan—described
by Nexsan as a “bate [sic] and switch” tactic.
PARTIES
10.

EMC is a Massachusetts corporation with its principal place of business at 176

South Street, Hopkinton, Massachusetts 01748.
11.

Upon information and belief, Nexsan is a Delaware business entity with its

principal place of business at 900 E. Hamilton Avenue, Suite 230, Campbell, California 95008.
JURISDICTION AND VENUE
12.

This Court has subject matter jurisdiction over these counterclaims pursuant to 28

U.S.C. §§ 1331 and 1338 because this action arises under the United States trademark laws.
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13.

This Court has supplemental jurisdiction over these counterclaims pursuant to 28

U.S.C. § 1367(a) because these counterclaims are so related to the claims alleged by Nexsan in
this action that they form the same case or controversy.
14.

This Court has personal jurisdiction over Nexsan because Nexsan has consented

to personal jurisdiction in this District by initiating the instant lawsuit in this District and because
Nexsan transacts business in this District and Nexsan’s unlawful activities have occurred and
caused injury in this District.
15.

Venue is proper in this District under 28 U.S.C. § 1391(b), as a substantial part of

the events or omissions giving rise to these counterclaims occurred in this District.
FACTUAL BACKGROUND
EMC and its Rights in the EMC Marks
16.

With annual sales of approximately $25 Billion and a market capitalization of

over $50 Billion, EMC is a Fortune 200 company and the world’s leading developer and
provider of information infrastructure technology and solutions, including hardware, software,
and services for storing and managing data.
17.

Since 1979, EMC has used the EMC Marks in connection with products and

services related to information infrastructure technology and solutions.
18.

In addition to its common law rights, EMC owns seventeen federal registrations

(some of which are incontestable) for the EMC Marks, in connection with various products and
services related to information infrastructure technology and solutions. For example, EMC owns
Reg. No. 2,142,157 for the EMC Mark in connection with “intelligent storage systems, capable
of network communication, comprising processors, memories, operating software, data storage
units for storing data and software for managing and controlling data,” with a first use date of
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December 31, 1979. Copies of the registration certificates for Reg. No. 2,142,157 and EMC’s
sixteen other registrations are attached hereto as Exhibit 1.
19.

Over the past 35 years, EMC has invested significant time, energy, and hundreds

of millions of dollars in the advertising, promotion, and offering of its goods and services in
connection with the EMC Marks. The EMC Marks are closely and uniquely associated with the
EMC brand and have come to symbolize the high quality that consumers expect from EMC as a
source of information infrastructure technology and solutions. Accordingly, EMC enjoys strong
customer loyalty, recognition, and goodwill in the EMC Marks.
EMC’s Rights in the UNITY Marks
20.

One of EMC’s premier storage systems is UNITY, a family of storage systems

that helps simplify and modernize company data centers. The UNITY family of products delivers
affordable “file and block” storage for small and mid-sized IT departments offering all-flash
performance and cloud-like simplicity for under $18,000.
21.

EMC first publicly used the UNITY Marks well over two years ago in connection

with an extension of its “VNX” product line of data storage systems, and some of those early
uses remain publicly available on the Internet today (see, e.g., http://virtualgeek.typepad.com/
virtual_geek/2014/05/vnx-architectural-evolution-keeps-rolling-vnxe-3200-project-liberty.html).
22.

Since that time, EMC has continued to market its UNITY Products. For example,

on March 19, 2015, EMC presented the UNITY Products to a customer and large reseller. EMC
gave at least three other customer presentations of the UNITY Products in March of 2015 alone.
EMC’s Rule 30(b)(6) witness testified to the accuracy of EMC’s list of UNITY presentations,
which disclosed 84 presentations discussing UNITY Products that occurred prior to March 23,
2016. Dkt. 83, Exhibit B (list of EMC’s UNITY presentations and beta tests); Exhibit 2
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(Henderson Dep. Tr.) at 200:24-201:6. Since then, EMC has presented its UNITY Products to
thousands of partners and customers in sales presentations and at industry tradeshows.
23.

From December 14, 2015 through March 14, 2016, EMC provided 21 partners

and customers around the world demonstration versions of the UNITY Products (prominently
featuring the UNITY Marks). EMC’s Rule 30(b)(6) witness also testified to the accuracy of
EMC’s list of UNITY beta tests. Id. Several of these original beta testers then purchased the
UNITY Products so that they could continue using the UNITY Products.
24.

On April 29, 2016, EMC filed two applications to federally register the

trademarks UNITY and EMC UNITY in connection with “computer hardware; computer
software for data management and data storage” in International Class 9 and “computer services,
namely, computer consultation, customization of computer hardware and software, computer
hardware and software design and development, deployment and installation of computer
software” in International Class 42.
25.

In connection with its applications, EMC claimed a “first use date” of March 19,

2015, a “first use in commerce” date of March 19, 2015 for the services in International Class 42
and a first use in commerce date of December 14, 2015 for the goods in International Class 9.
26.

EMC has consistently promoted the UNITY Products directly to its potential

customers in sales presentations and at industry tradeshows, as well as through its website at
emc.com. Since at least as early as May of 2014, EMC has spent a significant amount of money
to advertise the UNITY Products. As a result, purchasers and potential purchasers of data
management software immediately associate the distinctive UNITY Marks with EMC and its
high-quality software products and services.
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27.

In the time since EMC first presented its UNITY Products to potential consumers,

the UNITY Products have become widely recognized by EMC partners, customers, and industry
leaders.
Nexsan and its Infringing Conduct
28.

Similar to EMC, Nexsan is engaged in the business of storage, backup, and data

management solutions. With annual sales of approximately $50 Million, Nexsan is one of
EMC’s competitors.
29.

On March 22, 2016, Nexsan filed two federal “intent-to-use” applications to

register the trademarks UNITY and NEXSAN UNITY in connection with “computer hardware
and software for use in managing, storing, transferring, accessing, and sharing data in an
enterprise private cloud environment” in International Class 9. The USPTO assigned the
applications Serial Nos. 86/948,640 and 86/948,652, respectively.
30.

Nexsan did not even announce the release of its Infringing UNITY Products until

April 26, 2016, through the press release attached as Exhibit 2 to the Complaint. In the release,
Nexsan announced the availability of its first Infringing UNITY Product offering, with prices
starting at $45,000 MSRP. However, upon information and belief, notwithstanding the contents
of the press release, Nexsan’s Infringing UNITY Products were not generally available until June
of 2016 at the earliest.
31.

Nexsan’s Rule 30(b)(6) witness testified that its first sale of its Infringing UNITY

Products did not take place until July or August of 2016. Exhibit 3 (Kaldenberg Dep. Tr.) at
40:1-5.
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Additional Facts Learned During Discovery
32.

EMC discovered e-mails in Nexsan’s document production that shows that on

March 19, 2016, David Grey (a Nexsan product manager) emailed Nexsan employees Judy
Kaldenberg, Lee Garverick, and Geraldine Osman (Nexsan’s Vice-President of International
Marketing), asking “Do we have the trademark for Unity? I’ve been told EMC is launching a
replacement to VNXe with the product name Unity this May.” See Exhibit 4. Then on March
22, 2016 (just three days later)—in spite of that notification—Ms. Osman submitted Nexsan’s
intent-to-use applications to register the Infringing UNITY Marks along with a declaration that,
to the best of her knowledge and belief, no one else had the right to use the Infringing UNITY
Marks.
33.

Nexsan admitted that its first use of the Infringing UNITY Marks was on March

22, 2016 when Nexsan filed its intent to use trademark applications. Exhibit 5 (Nexsan’s Resp.
EMC’s Req. Admission, No. 1).
34.

Nexsan’s Rule 30(b)(6) witness acknowledged that she had no factual basis to

dispute that prior to March 22, 2016, due to EMC’s pre-sales presentations and beta testing,
EMC’s customers and potential customers understood UNITY to refer to EMC’s next generation
product. Exhibit 3 (Kaldenberg Dep. Tr.) at 31:6-12; see also id. at 21:1-30:12.
35.

Further seeking to profit from EMC’s established goodwill, Nexsan implemented

a plan to “siphon traffic” from customers intending to visit EMC’s website and redirect them to
Nexsan’s website. On May 23, 2016, John Merrill instructed Lisa Cravens to “create copy for an
EMC Unity page we’d like to use for search terms – pointing to the page to siphon traffic[.]”
Exhibit 6 at 1821. Merrill goes on to clarify, “Intent is to have paid search terms for EMC Unity
that will hit a landing page about EMC Unity, but lead them over to learn more about Nexsan
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Unity – bate [sic] and switch.” See id. at 1820 (emphasis added). Ms. Osman adds, “The
tactical objective for this is to get us SEO [search engine optimization2] value – we’re trying to
organically optimise [sic] the EMC Unity search term . . . ” and “[w]e would need to mention
EMC Unity by name to get the SEO value from the page.” Id. at 1819.
36.

Nexsan’s effort to create confusion in the marketplace was successful. Even as

early as May 3, 2016, Lisa Cravens (Marketing Communication Manager with Nexsan) emailed
John Merrill (Senior Director of Product Marketing with Nexsan), quoting social media posts
from Nexsan’s customers, evidencing confusion in the marketplace: “Hmmm! Isn’t that the
name of EMCs new flash product offering?” and “Who had trademark rights? I’m confused
since another big storage vendor announced a product with pretty much the same name.” Exhibit
7 (emphasis added).
The Parties’ Interactions to Date
37.

On April 29, 2016, EMC sent the letter attached as Exhibit 5 to the Complaint to

Nexsan: (i) identifying its prior rights in the UNITY Marks; (ii) explaining that because its
UNITY Products are the same as and/or closely related to Nexsan’s Infringing UNITY Products
and the UNITY Marks are, respectively, identical or confusingly similar, the parties’ uses
conflict and Nexsan does not have the right to use the Infringing UNITY Marks; and
(iii) demanding that Nexsan immediately abandon its federal trademark applications and not use
any trademark including the term UNITY for goods and services related to the UNITY Products.

2

SEO is the process of using the content of a website and outside links to that website to raise
the website’s visibility in a search engine’s search results for a user’s specific search terms.
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38.

In the letter, EMC asked Nexsan to respond to EMC within one week. Instead of

responding, Nexsan filed this declaratory judgment action, seeking a declaration that Nexsan has
priority to, and is not infringing upon, EMC’s trademark rights.
39.

On September 14, 2016, EMC’s counsel sent a letter to Nexsan’s counsel:

(i) confirming, after reviewing the parties’ documents produced to date, that EMC has priority in
the EMC UNITY Marks; (ii) identifying Nexsan’s bad faith use of the EMC UNITY Marks and
the EMC Marks; (iii) identifying evidence of customer confusion; and (iv) demanding that
Nexsan cease all use of the UNITY mark, file a voluntary dismissal of the litigation, agree to pay
EMC’s attorneys’ fees and costs, and agree to an accounting and disgorgement of profits.
40.

On September 16, 2016, EMC’s counsel sent another letter to Nexsan’s counsel,

demanding that in light of its earlier letter, Nexsan also voluntarily abandon its applications to
register the Infringing UNITY Marks.
COUNT I
Federal Trademark Infringement and Unfair Competition (15 U.S.C. § 1125(a))
Regarding Nexsan’s Unlawful Adoption and Use of the Infringing UNITY Marks
41.

EMC repeats and realleges each and every allegation of the foregoing paragraphs

in this Counterclaim as if fully set forth herein.
42.

Since at least as early as December 14, 2015, or as early as May 5, 2014, EMC

has been the exclusive owner of, and has exercised valid trademark rights in, the distinctive
UNITY Marks in connection with its high-quality UNITY Products.
43.

As a result of EMC’s substantial marketing and promotional efforts and the

immediate success of the UNITY Products, data management software customers immediately
associate the distinctive UNITY Marks with EMC.
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44.

EMC has priority over Nexsan, as EMC’s adoption, promotion, beta testing, and

offering for sale of its UNITY Products pre-dates the application filing dates for the Infringing
UNITY Marks, and upon information and belief, any other date upon which Nexsan could rely.
45.

Nexsan’s adoption, promotion, and purported use of the confusingly similar

Infringing UNITY Marks in connection with computer hardware and software products that are
highly similar to EMC’s computer hardware and software products constitutes trademark
infringement and unfair competition pursuant to 15 U.S.C. § 1125(a). Nexsan’s purported use of
the Infringing UNITY Marks is likely to cause confusion among consumers, who are likely to
believe erroneously that the Infringing UNITY Products originate from the same source as EMC
UNITY Products, or that such purported use is otherwise associated with or authorized or
approved by EMC.
46.

Nexsan’s use of EMC’s UNITY Marks in connection with its bait-and-switch

strategy to unfairly and unlawfully capitalize on the goodwill in EMC’s UNITY Marks and
improperly siphon customers from EMC to Nexsan constitutes trademark infringement and
unfair competition pursuant to 15 U.S.C. § 1125(a). Nexsan’s use of EMC’s UNITY Marks is
likely to cause confusion among consumers, who are likely to believe erroneously that Nexsan’s
products and services originate from the same source as EMC’s products and services or that
such use is otherwise associated with or authorized or approved by EMC.
47.

Nexsan has knowingly and willfully infringed EMC’s trademark rights by

deliberately exploiting the goodwill associated with EMC’s UNITY Marks.
48.

Nexsan’s actions have at all times been without EMC’s consent or license.

49.

EMC has no adequate remedy at law. Nexsan’s conduct has caused and if not

enjoined will continue to cause irreparable harm to EMC’s rights in the UNITY Marks, and to its
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business reputation and goodwill, resulting in damages in an amount which cannot be accurately
computed at this time but will be proven at trial.
COUNT II
Federal Trademark Infringement and Unfair Competition (15 U.S.C. § 1125(a))
Regarding Nexsan’s Unlawful Use of the EMC Marks
50.

EMC repeats and realleges each and every allegation of the foregoing paragraphs

in this Counterclaim as if fully set forth herein.
51.

Since at least as early as December 31, 1979, EMC has been the exclusive owner

of, and has exercised valid trademark rights in, the distinctive EMC Marks in connection with its
products and services related to information infrastructure technology and solutions.
52.

As a result of EMC’s substantial marketing and promotional efforts and the

continued success of EMC’s products and services, consumers immediately associate the
distinctive EMC Marks with EMC.
53.

Nexsan’s use of the EMC Marks in connection with its bait-and-switch strategy to

unfairly and unlawfully capitalize on the goodwill in the EMC Marks and to improperly siphon
customers from EMC to Nexsan constitutes trademark infringement and unfair competition
pursuant to 15 U.S.C. § 1125(a). Nexsan’s use of the EMC Marks is likely to cause confusion
among consumers, who are likely to believe erroneously that Nexsan’s products and services
originate from the same source as EMC’s products and services or that such use is otherwise
associated with or authorized or approved by EMC.
54.

Nexsan has knowingly and willfully infringed EMC’s trademark rights by

deliberately exploiting the goodwill associated with the EMC Marks.
55.

Nexsan’s actions have at all times been without EMC’s consent or license.
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56.

EMC has no adequate remedy at law. Nexsan’s conduct has caused and if not

enjoined will continue to cause irreparable harm to EMC’s rights in the EMC Marks, and to its
business reputation and goodwill, resulting in damages in an amount which cannot be accurately
computed at this time but will be proven at trial.
COUNT III
Unfair Competition (Mass. Gen. Laws Chapter 93A)
Regarding Nexsan’s Use of the Infringing UNITY Marks
57.

EMC repeats and realleges each and every allegation of the foregoing paragraphs

in this Counterclaim as if fully set forth herein.
58.

EMC and Nexsan are persons engaged in the conduct of trade or commerce

within the meaning of Mass. Gen. Laws Chapter 93A.
59.

Since at least as early as December 14, 2015, or as early as May 5, 2014, EMC

has been the exclusive owner of, and has exercised valid trademark rights in, the distinctive
UNITY Marks in connection with its high-quality UNITY Products.
60.

As a result of EMC’s substantial marketing and promotional efforts and the

immediate success of the UNITY Products, data management software customers immediately
associate the distinctive UNITY Marks with EMC.
61.

EMC has priority over Nexsan, as EMC’s adoption, promotion, and offering for

sale of its UNITY Products pre-dates the application filing dates for the Infringing UNITY
Marks, and upon information and belief, any other date upon which Nexsan could rely.
62.

Nexsan’s adoption, promotion, and purported use of the confusingly similar

Infringing UNITY Marks in connection with computer hardware and software products that are
highly similar to EMC’s computer hardware and software products constitutes unfair business
methods of competition and unfair or deceptive acts or practices pursuant to Mass. Gen. Laws
20
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Chapter 93A. Nexsan’s use of the Infringing EMC Marks and Nexsan’s purported use of the
Infringing UNITY Marks are likely to cause confusion among consumers, who are likely to
believe erroneously that the Infringing UNITY Products originate from the same source as the
EMC UNITY Products, or that such purported use is otherwise associated with or authorized or
approved by EMC.
63.

Nexsan’s acts, conduct, and practices described above occurred and are occurring

primarily and substantially within the Commonwealth of Massachusetts.
64.

Nexsan has knowingly and willfully infringed EMC’s trademark rights by

deliberately exploiting the goodwill associated with EMC’s UNITY Marks.
65.

Nexsan’s actions have at all times been without EMC’s consent or license.

66.

As a direct and proximate result of Nexsan’s violations of Mass. Gen. Laws

Chapter 93A, EMC has and will continue to be damaged.
67.

EMC has no adequate remedy at law. Nexsan’s conduct has caused and if not

enjoined will continue to cause irreparable harm to EMC’s rights in the UNITY Marks, and to its
business reputation and goodwill, resulting in damages in an amount which cannot be accurately
computed at this time but will be proven at trial.
COUNT IV
Unfair Competition (Mass. Gen. Laws Chapter 93A)
Regarding Bait and Switch Tactics
68.

EMC repeats and realleges each and every allegation of the foregoing paragraphs

in this Counterclaim as if fully set forth herein.
69.

EMC and Nexsan are persons engaged in the conduct of trade or commerce

within the meaning of Mass. Gen. Laws Chapter 93A.
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70.

Since at least as early as December 31, 1979, EMC has been the exclusive owner

of, and has exercised valid trademark rights in, the distinctive EMC Marks in connection with its
products and services related to information infrastructure technology and solutions.
71.

As a result of EMC’s substantial marketing and promotional efforts and the

continued success of EMC’s products and services, consumers immediately associate the
distinctive EMC Marks with EMC.
72.

Since at least as early as December 14, 2015, or as early as May 5, 2014, EMC

has been the exclusive owner of, and has exercised valid trademark rights in, the distinctive
UNITY Marks in connection with its high-quality UNITY Products.
73.

As a result of EMC’s substantial marketing and promotional efforts and the

immediate success of the UNITY Products, data management software customers immediately
associate the distinctive UNITY Marks with EMC.
74.

EMC has priority over Nexsan, as EMC’s adoption, promotion, and offering for

sale of its UNITY Products pre-dates the application filing dates for the Infringing UNITY
Marks, and upon information and belief, any other date upon which Nexsan could rely.
75.

Nexsan’s use of the EMC Marks and EMC UNITY Marks in connection with its

bait-and-switch strategy to unfairly and unlawfully capitalize on the goodwill of the Marks and
to improperly siphon customers from EMC to Nexsan constitutes unfair business methods of
competition and unfair or deceptive acts or practice pursuant to Mass. Gen. Laws Chapter 93A.
Nexsan’s use of the EMC Marks is likely to cause confusion among consumers, who are likely to
believe erroneously that Nexsan’s products and services originate from the same source as
EMC’s products and services, or that such use is otherwise associated with or authorized or
approved by EMC.
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76.

Nexsan’s acts, conduct, and practices described above occurred and are occurring

primarily and substantially within the Commonwealth of Massachusetts.
77.

Nexsan has knowingly and willfully infringed EMC’s trademark rights by

deliberately exploiting the goodwill associated with EMC’s EMC Marks and UNITY Marks.
78.

Nexsan’s actions have at all times been without EMC’s consent or license.

79.

As a direct and proximate result of Nexsan’s violations of Mass. Gen. Laws

Chapter 93A, EMC has and will continue to be damaged.
80.

EMC has no adequate remedy at law. Nexsan’s conduct has caused and if not

enjoined will continue to cause irreparable harm to EMC’s rights in the EMC Marks and the
UNITY Marks, and to its business reputation and goodwill, resulting in damages in an amount
which cannot be accurately computed at this time but will be proven at trial.
COUNT V
Trademark Infringement and Unfair Competition (Common Law)
Regarding Nexsan’s Unlawful Adoption and Use of the Infringing UNITY Marks
81.

EMC repeats and realleges each and every allegation of the foregoing paragraphs

in this Counterclaim as if fully set forth herein.
82.

Since at least as early as December 14, 2015, or as early as May 5, 2014, EMC

has been the exclusive owner of, and has exercised valid trademark rights in, the distinctive
UNITY Marks in connection with its high-quality UNITY Products.
83.

As a result of EMC’s substantial marketing and promotional efforts and the

immediate success of the UNITY Products, data management software customers immediately
associate the distinctive UNITY Marks with EMC.
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84.

EMC has priority over Nexsan, as EMC’s adoption, promotion, beta testing, and

offering for sale of its UNITY Products pre-dates the application filing dates for the Infringing
UNITY Marks, and upon information and belief, any other date upon which Nexsan could rely.
85.

Nexsan’s adoption, promotion, and purported use of the confusingly similar

Infringing UNITY Marks in connection with computer hardware and software products that are
highly similar to EMC’s computer hardware and software products constitutes trademark
infringement and unfair competition in violation of EMC’s common law trademark rights.
Nexsan’s use of the Infringing UNITY Marks are likely to cause confusion among consumers,
who are likely to believe erroneously that the Infringing UNITY Products originate from the
same source as EMC UNITY Products, or that such purported use is otherwise associated with or
authorized or approved by EMC.
86.

Nexsan’s use of the EMC UNITY Marks in connection with its bait-and-switch

strategy to unfairly and unlawfully capitalize on the goodwill in the Marks and improperly
siphon customers from EMC to Nexsan constitutes trademark infringement and unfair
competition in violation of EMC’s common law trademark rights. Nexsan’s use of the EMC
UNITY Marks is likely to cause confusion among consumers, who are likely to believe
erroneously that Nexsan’s products and services originate from the same source as EMC’s
products and services, or that such use is otherwise associated with or authorized or approved by
EMC.
87.

Nexsan’s acts, conduct, and practices described above occurred and are occurring

within the Commonwealth of Massachusetts.
88.

Nexsan has knowingly and willfully infringed EMC’s trademark rights by

deliberately exploiting the goodwill associated with EMC’s UNITY Marks.
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89.

Nexsan’s actions have at all times been without EMC’s consent or license.

90.

EMC has no adequate remedy at law. Nexsan’s conduct has caused and if not

enjoined will continue to cause irreparable harm to EMC’s rights in the UNITY Marks, and to its
business reputation and goodwill, resulting in damages in an amount which cannot be accurately
computed at this time but will be proven at trial.
COUNT VI
Trademark Infringement and Unfair Competition (Common Law)
Regarding Nexsan’s Unlawful Use of EMC’s EMC Marks
91.

EMC repeats and realleges each and every allegation of the foregoing paragraphs

in this Counterclaim as if fully set forth herein.
92.

Since at least as early as December 31, 1979, EMC has been the exclusive owner

of, and has exercised valid trademark rights in, the distinctive EMC Marks in connection with its
products and services related to information infrastructure technology and solutions.
93.

As a result of EMC’s substantial marketing and promotional efforts and the

continued success of EMC’s products and services, consumers immediately associate the
distinctive EMC Marks with EMC.
94.

Nexsan’s use of the EMC Marks in connection with its bait-and-switch strategy to

unfairly and unlawfully capitalize on the goodwill in the EMC Marks and improperly siphon
customers from EMC to Nexsan constitutes trademark infringement and unfair competition in
violation of EMC’s common law trademark rights. Nexsan’s use of the EMC Marks is likely to
cause confusion among consumers, who are likely to believe erroneously that Nexsan’s products
and services originate from the same source as EMC’s products and services, or that such use is
otherwise associated with or authorized or approved by EMC.
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95.

Nexsan’s acts, conduct, and practices described above occurred and are occurring

within the Commonwealth of Massachusetts.
96.

Nexsan has knowingly and willfully infringed EMC’s trademark rights by

deliberately exploiting the goodwill associated with EMC’s EMC Marks.
97.

Nexsan’s actions have at all times been without EMC’s consent or license.

98.

EMC has no adequate remedy at law. Nexsan’s conduct has caused and if not

enjoined will continue to cause irreparable harm to EMC’s rights in the EMC Marks, and to its
business reputation and goodwill, resulting in damages in an amount which cannot be accurately
computed at this time but will be proven at trial.

PRAYER FOR RELIEF
WHEREFORE, EMC prays for judgment as follows:
(a) That the Court deny Nexsan’s request for declaratory relief and enter judgment in

EMC’s favor;
(b) That the Court enter a finding that Nexsan’s use of the EMC Marks, in connection

with computer hardware and software products, infringes EMC’s trademark rights;
(c) That the Court enter a finding that Nexsan’s adoption, promotion, and purported use

of the Infringing UNITY Marks, in connection with computer hardware and
software products, infringes EMC’s trademark rights;
(d) That the Court permanently enjoin Nexsan, as well as its members, organizers,

predecessors, successors, agents, employees, representatives and all persons,
corporations, or other entities acting in concert or participation with Nexsan from
using the name EMC in connection with any hardware or software product;
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(e) That the Court permanently enjoin Nexsan, as well as its members, organizers,

predecessors, successors, agents, employees, representatives and all persons,
corporations, or other entities acting in concert or participation with Nexsan from
using the name UNITY in connection with any hardware or software product;
(f) That the Court order Nexsan to pay to EMC:

1. In accordance with 15 U.S.C. § 1117(a), an award of treble the actual
damages suffered by EMC, and the wrongful profits enjoyed by Nexsan,
enhanced as the Court deems appropriate, as well as EMC’s reasonable costs
and attorneys’ fees;
2. In accordance with the common law of unfair competition of the
Commonwealth of Massachusetts, EMC’s actual damages or Nexsan’s
profits; and
3. In accordance with 15 U.S.C. § 1117, prejudgment interest.
(e) For such other and further relief as the Court may deem just and equitable.
DEMAND FOR JURY TRIAL
Pursuant to Federal Rule of Civil Procedure 38(b), EMC hereby demands a jury trial on
all issues so triable.
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Dated: January 10, 2017

Respectfully submitted,
FISH & RICHARDSON P.C.
/s/ R. David Hosp
FISH & RICHARDSON, P.C.
R. David Hosp (BBO # 634,091)
Adam J. Kessel (BBO # 661,211)
One Marina Park Drive
Boston, MA 02210
Tel. 617.542.5070
Fax: 617.542.8906
Email: hosp@fr.com
kessel@fr.com
Elizabeth E. Brenckman (admitted pro hac vice)
601 Lexington Avenue, 52nd Floor
New York, New York 10022
Tel. 212.765.5070
Fax: 212.258.2291
Email: brenckman@fr.com
Krishnendu Gupta (BBO # 632,793)
Thomas A. Brown (BBO # 657,715)
EMC Corporation
176 South Street
Hopkinton, MA 01748
Tel. 508.435.1000
Email: krish.gupta@emc.com
tom.brown@emc.com
Counsel for EMC Corporation
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CERTIFICATE OF SERVICE
The undersigned hereby certifies that a true and correct copy of the above and foregoing
document has been served on January 10, 2017 to all counsel of record who are deemed to have
consented to electronic service via the Court’s CM/ECF system per Local Rule 5.2(b).
/s/ R. David Hosp
R. David Hosp

EXHIBIT 8

EXHIBIT 9

UNITED STATES PATENT AND TRADEMARK OFFICE
Trademark Trial and Appeal Board
P.O. Box 1451
Alexandria, VA 22313-1451
General Contact Number: 571-272-8500
General Email: TTABInfo@uspto.gov

RSC/VV
July 8, 2019
Opposition No. 91230537
EMC Corporation
v.
Nexsan Technologies

Rebecca Stempien Coyle, Interlocutory Attorney:
On April 10, 2019, the Board issued a status inquiry order concerning the civil
action which occasioned suspension of this proceeding. 21 TTABVUE.
On May 9, 2019, Opposer filed the parties’ joint response to the Board’s referenced
order. The civil action which occasioned the suspension of this proceeding is still
pending. Opposer requests that the proceeding remain suspended until final
disposition of the civil action, whereas Applicant requests that the Board reopen the
proceeding. 22 TTABVUE.
Because the civil action remains pending, this proceeding remains suspended
pending final determination of the civil action.1 See Trademark Rule 2.117(a).

1

As noted in the Board’s April 10, 2018, order, in the unusual event the District Court finds
it necessary to stay the civil action pending the Board’s determination on the registrability
of the involved application, the parties should submit to the Board a copy of the Court’s order.

Opposition No. 91230537

Within twenty days after such final determination, the parties shall notify the
Board so that this proceeding may be called up for appropriate action.2 Such
notification to the Board should include a copy of any final order or final judgment
which issued in the civil action.
During the suspension period, the parties shall notify the Board of any address or
email address change for the parties or their attorneys.

2

A proceeding is considered to have been finally determined when an order or ruling that
ends litigation has been rendered, and no appeal has been filed, or all appeals filed have been
decided and the time for any further review has expired. See TBMP § 510.02(b).
2
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UNITED STATES PATENT AND TRADEMARK OFFICE
Trademark Trial and Appeal Board
P.O. Box 1451
Alexandria, VA 22313-1451
General Contact Number: 571-272-8500

Mailed: April 10, 2018
Opposition No. 91230537
EMC Corporation
v.
Nexsan Technologies

Michael Webster, Interlocutory Attorney:
On February 11, 2017, the Board suspended this opposition proceeding pending
final determination of Civil Action No. 1:16-cv-10847-WGY in the Federal District
Court of Massachusetts. This case now comes up on Applicant’s motion, filed
December 11, 2017, to resume the opposition proceeding. On the same day Applicant
filed the motion to resume, Applicant filed a motion for summary judgment. Both
motions are fully-briefed.1
In support of its motion to resume, Applicant submitted a copy of the District
Court’s “Findings of Fact and Rulings of Law” (hereafter “Findings”) based on a case
stated hearing on the issue of priority and ownership of the UNITY mark.2 13

1

The Board notes that the filing of a motion for summary judgment during the suspension of
the proceeding is inappropriate. Because the proceeding was suspended at the time Applicant
filed the summary judgment motion, there was no need for Opposer to file a brief in response
to the motion.
2 According to the Court, “[t]he case stated procedure allows the Court, with the parties’
agreement, to render a judgment based on the largely undisputed record in cases where there
are minimal factual disputes.” Findings, at 3 n.3, 13 TTABVUE 109.
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TTABVUE 106-130. Applicant argues that “‘final disposition’ of the civil action cannot
occur if the pending opposition goes unresolved, since under Section 7(c) of the
Lanham Act, the federal court’s ruling as to priority is contingent on Nexsan’s ITU
application actually registering.” 13 TTABVUE 8. According to Applicant, “the
district court cannot enter final judgment of priority unless and until Nexsan’s
contingent priority becomes an actual priority, achievable only by registration.” Id.
Applicant further contends that it “is utterly stymied from gaining any tangible
benefit from the court’s priority ruling.” Id. at 10. Finally, Applicant argues that
awaiting a final determination from the District Court would indefinitely block
Nexsan’s application and allow Opposer to “persist in its widespread promotion and
advertisement of its data-storage products under the Unity name.” Id.
In opposition to the motion to resume, Opposer argues that a final determination
in the civil action has not been rendered because “the court’s Findings do not
constitute ‘orders or rulings ending the litigation,’ and no issue is yet ripe for appeal.”
15 TTABVUE 5. In addition, according to Opposer, if the Court finds that Applicant
has unclean hands or acted in bad faith in adopting its mark, there would be grounds
to deny the application and the Court could deny Applicant’s right to registration as
a matter of equity. Finally, Opposer contends that Applicant’s assertion that it cannot
proceed in the civil action is false because the claims at issue can be fully prosecuted
and litigated to conclusion without a federal trademark registration.
In its reply, Applicant argues that the District Court’s work relevant to the
opposition proceeding is complete because it made a determination on priority and

2
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Opposer’s fraud claim is dependent on Opposer having prior rights. Further,
Applicant contends that none of the additional issues raised by Opposer in its
response are at issue in the opposition, “because [Opposer] never raised them as bases
for denying registration in this Opposition.” 17 TTABVUE 3-4.
Pursuant to Trademark Rule 2.117(a), proceedings before the Board may be
suspended until final determination of the civil action whenever a party or parties to
a case pending before it are involved in a civil action that may have a bearing on the
Board case. A proceeding is considered to have been finally determined when an order
or ruling that ends litigation has been rendered, and no appeal has been filed, or all
appeals filed have been decided and the time for any further review has expired. See
TBMP § 510.02(b) (June 2017).
The Board has reviewed the parties’ arguments and the Findings of the District
Court and determined that Applicant’s arguments are unsupported. While the
District Court has rendered a determination on the issue of priority in a case stated
hearing, the civil litigation has not been terminated and Opposer has not had the
opportunity to appeal the Court’s decision on the priority issue. In its Findings the
Court provided no indication that it could not proceed to a final decision on the claims
in the civil action prior to Applicant establishing constructive use. Indeed, the Court
stated that “[f]urther proceedings shall take place in accordance with this
determination of trademark priority.”3 In addition, Applicant has cited no authority
to support its argument that a stalemate exists because the civil action cannot

3

Findings, at 24, 13 TTABVUE 130.
3
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proceed to final determination without Applicant first establishing constructive use.4
There is no indication that Applicant has even attempted to proceed to final
resolution of the civil action. Instead, Applicant has rushed to file a motion for
summary judgment during suspension of the Board proceeding based on a decision in
the civil action that has not been finally determined.5
Further, while the pendency of an appeal does not prevent the prior action from
having a preclusive effect, a judgment based upon the preclusive effects of a prior
judgment cannot stand if the first judgment is reversed. See Levi Strauss & Co. v.
Abercrombie & Fitch Trading Co., 719 F.3d 1367, 107 USPQ2d 1167, 1172 (Fed. Cir.
2013). For this reason, among others, judicial economy is generally served by
suspending the Board proceeding pending final determination of the District Court
action.6
In view of the foregoing, Applicant’s motion to resume the proceeding is DENIED
and the motion for summary judgment will be given no further consideration. Upon

4

For comparison, when the Board enters judgment in favor of a Section 1(b) applicant subject
to the establishment of constructive use, the time for filing an appeal or commencing a civil
action for review of the Board’s decision runs from the date the Board first enters judgment
subject to registration, not the date of entry of final judgment after constructive use is
established. 37 C.F.R. § 2.129(d); see, Zirco Corp. v. Am. Tel. & Telegraph Co., 21 USPQ2d
1542, 1544-45 (TTAB 1991) (“Judgment … entered, subject to applicant’s establishment of
constructive use. The time for filing an appeal or for commencing a civil action will run from
the date of the present decision.”).
5 In the unusual event that the District Court finds it necessary to stay the civil action
pending the Board’s determination on the registrability of the involved application, the
parties should submit to the Board a copy of the Court’s order.
6 The Board notes further that while the remaining issues in the civil action are not likely to
have a bearing on Opposer’s fraud claim and the District Court cannot cancel a pending
application, Opposer may seek to amend its pleading under Fed. R. Civ. P. 15 in the event
issues or findings in the civil action may have a bearing on the involved application’s
eligibility for registration.
4
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resumption of these proceedings, if appropriate, Applicant may refile and serve its
motion for summary judgment. Proceedings herein remain SUSPENDED pending
final disposition of the civil action in the Federal District Court of Massachusetts.

5

EXHIBIT 11

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD
In the Matter of Application:
Serial No.:
Mark:
Published:

86/948,652
NEXSAN UNITY
August 9, 2016

__________________________________
EMC Corporation
Opposer,
v.

Opposition No. 91230537

Nexsan Technologies
Applicant.
__________________________________

APPLICANT NEXSAN’S MOTION TO RESUME THIS PROCEEDING,
WITH SUPPORTING BRIEF
Pursuant to 37 C.F.R. §2.127 and TBMP 510.02, applicant Nexsan Technologies moves
that the Board lift the suspension of, and resume, this proceeding so that further appropriate
action can be taken.
As detailed in the accompanying brief, the United States District Court for the District of
Massachusetts, in which Nexsan sought declaratory judgment of priority, has ruled that Nexsan
has priority over EMC with respect to the UNITY and NEXSAN UNITY trademarks in relation
to computer data storage and associated technologies.
Accordingly, it is now time for the resumption of this proceeding. Final disposition of the
federal court civil action is impossible in the face of this pending opposition, since the

opposition, which was based on a priority claim that is no longer viable, blocks Nexsan’s
application from achieving registration.
Dated: December 11, 2017

NEXSAN TECHNOLOGIES
By its attorneys,
/Steven A. Abreu/
Steven A. Abreu
SUNSTEIN KANN MURPHY & TIMBERS LLP
125 Summer Street
Boston, Massachusetts 02110-1618
(617) 443-9292
sabreu@sunsteinlaw.com

TABLE OF CONTENTS
I.

INTRODUCTION ........................................................................................................... 1

II.

FACTUAL BACKGROUND .......................................................................................... 1

III.

ARGUMENT .................................................................................................................. 3

IV.

A.

Resumption is Needed to Give Nexsan the Benefit of the Court’s
Priority Ruling, and Final Determination in the District Court is
Unattainable Unless the Opposition Proceeds....................................................... 3

B.

Keeping the Suspension in Place Provides an Undeserved Windfall
to EMC ................................................................................................................ 5

CONCLUSION ............................................................................................................... 5

i

TABLE OF AUTHORITIES
Cases
Aktieselskabet Af 21. Aktieselskabet AF 21. November 2001 v. Fame Jeans Inc.,
525 F.3d 8 (D.C. Cir. 2008). .................................................................................................... 4
WarnerVision Entm't Inc. v. Empire of Carolina, Inc., 101 F.3d 259 (2d Cir.
1996) ....................................................................................................................................... 4
Statutes
15 U.S.C. § 1057(c) .................................................................................................................... 3

Other Authorities
3 McCarthy on Trademarks and Unfair Competition § 19:31 (4th ed.)………………………..

ii

4

I.

INTRODUCTION
EMC based this opposition on an assertion of its priority over Nexsan as to the use of

certain marks containing the word UNITY. The question of priority was also the focus of
Nexsan’s earlier-filed lawsuit asking the federal district court in Massachusetts to declare that
Nexsan, not EMC, has priority in those marks. The Board granted Nexsan’s motion to suspend
this opposition pending the outcome of the civil action. In that action, the court ruled that Nexsan
in fact has priority over EMC.
Nexsan seeks to resume this proceeding in order to enable the federal civil action to
proceed to final determination. Although priority was unquestionably the dominant point of
contention—indeed was the only issue placed before the district court for decision--each party
has asserted claims of a subsidiary nature against the other that the court’s ruling did not address.
If the opposition proceeding is not resumed, Nexsan will be unable to pursue its claims in federal
court, which depend on Nexsan’s application proceeding to registration.
Registration, in turn, cannot occur as long as this opposition is pending. Because priority
has already been decided by the district court, however, a basis for this opposition no longer
exists. The opposition should be resumed so the Board may consider Nexsan’s motion for
summary judgment.
In sum, resolution of the parties’ dispute is dependent on the Board’s resuming the
opposition and considering Nexsan’s accompanying motion for summary judgment. If the Board
grants Nexsan summary judgment, Nexsan’s path to registration will be cleared.
II.

FACTUAL BACKGROUND
On March 22, 2016, Nexsan filed intent-to-use applications to register the marks UNITY

and NEXSAN UNITY (serial nos. 86/948,640 and 86/948,652, respectively) in connection with
"computer hardware and software for use in managing storing, transferring, accessing, and
1

sharing data in an enterprise private cloud environment" in class 9. See Declaration of Steven
Abreu, ¶ 3.
Five weeks later, EMC filed applications to register the marks UNITY and EMC UNITY
(Serial nos. 87/020,237 and 87/020,119, respectively) in connection with "computer hardware;
computer software for data management and data storage" in class 9 and "computer services,
namely, computer consultation, customization of computer hardware and software, computer
hardware and software design and development, deployment and installation of computer
software" in class 42. Abreu Decl. at ¶ 4.
On May 6, 2016, Nexsan filed suit against EMC, seeking a declaration that Nexsan, not
EMC, had priority in the UNITY marks. In that action, Nexsan Technologies Inc. v. EMC
Corp., Civil Action 1:16-10847-WGY, United States District Court, District of Massachusetts,
each party contended that undisputed facts require the conclusion that it has priority over the
other. Abreu Decl. at ¶ 6.
On October 11, 2016, while the district court action was pending, EMC filed a notice of
opposition to the NEXSAN UNITY mark. Abreu Decl. at ¶ 7. Nexsan asked the Board on
November 7, 2016 to suspend the opposition proceeding pending determination of the district
court action. The Board granted the motion, saying the “proceedings are suspended pending final
disposition of the civil action,” which it defined as “when an order or ruling that ends litigation
has been rendered, and no appeal has been filed, or all appeals filed have been decided and the
time for any further review has expired.’” See Feb. 28, 2017 Order, footnote 2 (citing TBMP
510.02(b)). Id. at ¶ 8 and Exh. 3.
After conducting discovery and submitting to the court cross-motions of summary
judgment, the parties presented their competing arguments of priority in a January 11, 2017

2

hearing before Judge William G. Young. On April 14, 2017, the court issued a written decision,
concluding that Nexsan holds priority over EMC to the UNITY trademark. Significantly, the
court rejected each argument made by EMC that it had made legally cognizable “use” of a
UNITY mark prior to Nexsan’s ITU application. Id. at ¶ 10 and Exh. 4 at 13, 17-24.
III.

ARGUMENT
A.

Resumption is Needed to Give Nexsan the Benefit of the Court’s Priority
Ruling, and Final Determination in the District Court is Unattainable Unless
the Opposition Proceeds

“Final disposition” of the civil action cannot occur if the pending opposition goes
unresolved, since under Section 7(c) of the Lanham Act, the federal court’s ruling as to priority
is contingent on Nexsan’s ITU application actually registering. 15 U.S.C. § 1057(c) (“Contingent
on the registration of a mark on the principal register provided by this chapter, the filing of the
application to register such mark shall constitute constructive use of the mark, conferring a right
of priority, nationwide in effect . . .”) (emphasis added).
On one hand, the district court cannot enter final judgment of priority unless and until
Nexsan’s contingent priority becomes an actual priority, achievable only by registration.
Registration, in turn, can occur only if the opposition is concluded in Nexsan’s favor. (Nexsan
proposes to achieve this result through its accompanying summary judgment motion.) On the
other hand, the opposition cannot proceed if the Board requires a final disposition of the court
action before lifting the suspension.
This is an intolerable Catch-22 that only a resumption of the opposition can avert. If
Nexsan’s summary judgment motion succeeds before the Board and the opposition is dismissed,
Nexsan will be able to progress to registration of its NEXSAN UNITY mark. At that point,
Nexsan would be positioned to seek final judgment from the district court—not only on priority
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but on its other pending claims against EMC and on EMC’s largely mirror-image counterclaims
against Nexsan.
Nexsan’s priority in the UNITY-formative mark, once established via registration, is
dispositive (a) of EMC’s counterclaims for trademark infringement and unfair competition, and
(b) of EMC’s priority/likelihood of confusion and fraud allegations in this opposition.
All of EMC’s claims are dependent on it establishing priority over Nexsan. Since the
district court has ruled that EMC failed to establish priority, none of EMC’s claims in either
proceeding should survive a dispositive motion. But no such motion can be advanced in the
current impasse.
EMC made no use of a UNITY mark sufficient to show priority before Nexsan filed its
ITU application, the district court has ruled. As a matter of policy, a junior user—as EMC is
now held to be--must not be allowed to hold up registration of an ITU application based on its
junior use. An ITU applicant prevails over any opposer that begins using a conflicting mark after
the ITU application date. A junior user “cannot thwart the ITU applicant from continuing its
application process.” 3 McCarthy on Trademarks and Unfair Competition § 19:31 (4th ed.).
“While an intent-to-use application does not, by itself, confer any rights enforceable
against others, it does give an applicant the right to engage in the statutorily prescribed
application procedure.” Aktieselskabet Af 21. Aktieselskabet AF 21. November 2001 v. Fame
Jeans Inc., 525 F.3d 8, 17 (D.C. Cir. 2008). This right to proceed with its application is currently
denied to Nexsan. See also WarnerVision Entm't Inc. v. Empire of Carolina, Inc., 101 F.3d 259,
262 (2d Cir. 1996):
The ITU provisions permit the holder of an ITU application to use the mark in commerce,
obtain registration, and thereby secure priority retroactive to the date of filing of the ITU
application. Of course, this right or privilege is not indefinite; it endures only for the time
allotted by the statute. But as long as an ITU applicant's privilege has not expired, a
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court may not enjoin it from making the use necessary for registration on the grounds
that another party has used the mark subsequent to the filing of the ITU application. To
permit such an injunction would eviscerate the ITU provisions and defeat their very
purpose.
(Emphasis added.) While Nexsan has not technically been enjoined from progressing to
registration, the effect of the current stalemate is much the same as an injunction. Unless the
opposition resumes, Nexsan is utterly stymied from gaining any tangible benefit from the court’s
priority ruling.
B.

Keeping the Suspension in Place Provides an Undeserved Windfall to EMC

Awaiting a final determination in the district court--a determination that cannot be had—
would confer an unjust benefit on EMC. It would indefinitely block Nexsan’s application from
progressing toward registration. As stated above, this would defeat the purpose of the ITU
provisions by empowering a junior user to thwart the application process.
Further, the status quo allows EMC to persist in its widespread promotion and
advertisement of its data-storage products under the Unity name, as can be seen on numerous
websites sponsored by Dell EMC (the company’s name since a merger in September 2016).
Abreu Decl. at ¶ 17.
Although a junior user, EMC continues to use a contested mark with impunity, yet
Nexsan lacks recourse until it can convert the district court’s priority ruling into an actual
registration. Only a resumption of the opposition can produce a just outcome.
IV.

CONCLUSION
Based on these facts and authorities, Nexsan asks that the Board lift the suspension now

in place and resume the proceedings in this opposition.
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Dated: December 11, 2017

NEXSAN TECHNOLOGIES
By its attorneys,
/Steven A. Abreu/
Steven A. Abreu
SUNSTEIN KANN MURPHY & TIMBERS LLP
125 Summer Street
Boston, Massachusetts 02110-1618
(617) 443-9292
sabreu@sunsteinlaw.com

CERTIFICATE OF SERVICE
I hereby certify that a copy of this document has been served on the above date upon
Elizabeth Brenckman of Fish & Richardson, 601 Lexington Avenue, Floor 52, New York, NY
10022.
/Steven A. Abreu/
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