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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of Serial No. 88/427,906
Mark: BURNS NIGHT

Filing Date: May 13, 2019
Publication Date: August 6, 2019

The Scotch Whisky Association Ltd.,
Opposer
Opposition No. 91252682

V.

ASW Distillery, LLC,

Applicant

APPLICANT’S MOTION TO DISMISS
Applicant, ASW Distillery, LLC, hereby moves, pursuant to Federal Rules of Civil
Procedure 12(b)(6) and 37 C.F.R. § 2.127, for dismissal with prejudice of the above referenced

Opposition that was filed against Applicant by Opposer, The Scotch Whisky Association Ltd.

MEMORANDUM OF POINTS AND AUTHORITIES

1. INTRODUCTION

On May 13, 2019, Applicant applied for registration of the mark BURNS NIGHT,
Application Serial No. 88/427,906 (the “Application”), in connection with “Malt Whisky;
Whiskey” in International class 033. Applicant’s goods are distilled in the United States and

Applicant first used the BURNS NIGHT mark in commerce in the United States at least as early



as March 2019. On December 4, 2019, Opposer filed a Notice of Opposition (1 TTABVUE, the
“Notice”) seeking rejection of the Application and requesting that no registration be issued to
Applicant.

In the Notice, Opposer cited no registration as a basis for its opposition to the
Application, instead simply averring that BURNS NIGHT is evocative of Scotland and is,
therefore, 1) a misidentification of the true geographic origin of Applicant’s goods in violation of
Trademark Act Section 2(a)' and 2) is geographically deceptively misdescriptive of Applicant’s

goods in violation of Trademark Act Section 2(e)(3)*.

2. APPLICABLE LEGAL STANDARD

A. Timing for the Motion

“When the defense of failure to state a claim upon which relief can be granted is raised
by means of a motion to dismiss, the motion must be filed before, or concurrently with, the
movant’s answer.”

B. Applicant Entitled to Favorable Ruling

“A motion to dismiss for failure to state a claim upon which relief can be granted is a test

solely of the legal sufficiency of a complaint.”* “In order to withstand such a motion, a

! Notice, paragraph 9

2 Notice, paragraph 10

> TBMP 503.01 (version 2019-06); Fed. R. Civ. P. 12(b)

* Advanced Cardiovascular Systems Inc. v. SciMed Life Systems Inc., 988 F.2d 1157, 26 USPQ2d 1038,
1041 (Fed. Cir. 1993); Covidien LP v. Masimo Corp., 109 USPQ2d 1696, 1697 (TTAB 2014);
Corporacion Habanos SA v. Rodriguez, 99 USPQ2d 1873, 1874 (TTAB 2011); Bayer Consumer Care Ag
v. Belmora LLC, 90 USPQ2d 1587, 1590 (TTAB 2009), (quoting, Fair Indigo LLC v. Style Conscience,



complaint need only allege such facts as would, if proved, establish that the plaintiff is entitled to
the relief sought, that is, that (1) the plaintiff has standing to maintain the proceeding, and (2) a
valid ground exists for denying the registration sought (in the case of an opposition), or for

canceling the subject registration (in the case of a cancellation proceeding).””

3. DISMISSAL OF THE OPPOSITION IS PROPER

A. Applicant’s Motion is Timely Filed

In the present Opposition proceeding, the Applicant has not filed an Answer to Opposer’s
Notice. The trial schedule sets Applicant’s Time to Answer at January 13, 2020. This Motion is
being filed well prior to the January 13, 2020 date and, as such, its assertion of the 12(b)(6)

defense is timely.

85 USPQ2d 1536, 1538 (TTAB 2007)); Space Base Inc. v. Stadis Corp., 17 USPQ2d 1216, 1218 (TTAB
1990); Consolidated Natural Gas Co. v. CNG Fuel Systems, Ltd., 228 USPQ 752, 753 (TTAB 1985);
TBMP 503.02

> Young v. AGB Corp., 152 F.3d 1377, 47 USPQ2d 1752, 1754 (Fed. Cir. 1998); Lipton Industries, Inc. v.
Ralston Purina Co., 670 F.2d 1024, 213 USPQ 185, 188 (CCPA 1982); Corporacion Habanos SA v.
Rodriguez, 99 USPQ2d 1873, 1874 (TTAB 2011); Bayer Consumer Care Ag v. Belmora LLC, 90
USPQ2d 1587, 1590 (TTAB 2009); Cineplex Odeon Corp. v. Fred Wehrenberg Circuit of Theaters, 56
USPQ2d 1538, 1539 (TTAB 2000); Kelly Services Inc. v. Greene’s Temporaries Inc., 25 USPQ2d 1460,
1462 (TTAB 1992); Hartwell Co. v. Shane, 17 USPQ2d 1569, 1570 (TTAB 1990); Consolidated Natural
Gas Co. v. CNG Fuel Systems, Ltd., 228 USPQ 752, 753 (TTAB 1985); Intersat Corp. v. International
Telecommunications Satellite Organization, 226 USPQ 154, 156 (TTAB 1985); Springs Industries, Inc. v.
Bumblebee Di Stefano Ottina & C.S.A.S., 222 USPQ 512, 514 (TTAB 1984); TBMP 503.02



B. Opposer’s Notice is Legally Insufficient

“To survive a motion to dismiss, a complaint must ‘state a claim to relief that is plausible

on its face.”®

In the present case, Opposer’s Notice fails to state a claim that is plausible on its
face because all elements necessary to establish that Applicant’s mark when used on a wine or
spirit is in violation of Trademark Act Section 2(a) and/or 2(e)(3) are not pleaded in the Notice.

Indeed, all the necessary elements are not pleaded because they cannot be shown and, therefore,

no valid ground exists for denying the registration sought.’

8 Bell Atlantic Corp. v. Twombly, 550 U.S. 554, 570 (2007) (retiring the pleading standard set forth in
Conley v. Gibson, 355 U.S. 41 (1957) that dismissal for failure to state a claim is appropriate only if it
appears certain that the plaintiff is entitled to no relief under any set of facts that could be proved in
support of its claim); TBMP 503.02

7 Because the necessary elements required to make the prima facie case that Applicant’s mark is in
violation of the Act’s Sections 2(a) or 2(e)(3) cannot be pleaded with any intellectual honesty, leave for
Opposer to amend its pleading is without foreseeable purpose and should not be granted. Moreover,
while the Opposer also pleaded that Applicant’s mark operates to convey a false designation of origin in
violation of the Act’s Sections 44(b) and (h), those sections of the Act are directed to unfair competition
and, therefore, are not proper subject matter for Board consideration absent a properly pleaded ground to
deny registration of Applicant’s mark. See The Scotch Whiskey Association v. United States Distilled
Products Co., 13 USPQ2d 1711, 1715 (TTAB 1989), recon. denied, 17 USPQ2d 1240, 1243 (TTAB
1990) (Board cannot consider claims of unfair competition standing alone, but can consider such claims
in determining the registrability of a mark, that is, in determining a separate, properly pleaded ground for
opposition or cancellation), dismissed, 18 USPQ2d 1391, 1394 (TTAB 1991) (where petitioner did not
plead a separate ground on which to base the petition to cancel, petitioner’s claims under Articles 10 and
10bis of the Paris Convention could not be considered), rev’'d on other grounds, 952 F.2d 1317, 21
USPQ2d 1145 (Fed. Cir. 1991). Similarly, Opposer alleged in the Notice that Applicant’s mark is in
violation of 27 CFR 5.22(k) which is a regulation promulgated by the Tobacco and Tax Bureau and is,
therefore, not a rule flowing from the Lanham Act that is relevant to the question of trademark

registrability.



The test for determining whether a mark is geographically deceptive under Trademark
Act § 2(a), 15 U.S.C. § 1052(a) is the same as determining whether a mark is primarily
geographically deceptively misdescriptive under Trademark Act § 2(e)(3), 15 U.S.C. §
1052(e)(3).® Therefore, for the Opposer to prevail on an allegation that Applicant’s mark when
used on a wine or spirit is in violation of either Section 2(a) or 2(e)(3) of the Trademark Act, it
must be pleaded and shown that Applicant’s mark is a geographical indication of Scotland within
the meaning of the Trade-Related Intellectual Property ("TRIPs") portions of the General
Agreement on Tariffs and Trade ("GATT") implemented by Congress in 1994 through the
Uruguay Round Agreements Act.’

Whether a mark is primarily geographically deceptively misdescriptive is a question of
fact.'” ““Geographical indications’ are defined in TRIPs Article 22.1 as ‘indications which
identify a good as originating in the territory of a Member, or a region or locality in that
territory, where a given quality, reputation or other characteristic of the good is essentially
attributable to its geographical origin.” The Administration expects that this definition will be
applied in the context of trademark registration and that a ‘geographical indication’ as used in
this provision will be interpreted to comprise only those areas which have a reputation for being

91

associated with the specific goods at issue.”'" (emphasis on references to terra firma added)

8 Inre California Innovations, Inc., 329 F.3d 1334, 66 USPQ2d 1853 (Fed. Cir. 2003)

? Uruguay Round Agreements Act ("URAA"), Pub. L. No. 103-465, 108 Stat. 4809 (1994); TMEP
1210.08 defining geographical indications when used on wines and spirits.

' In re Save Venice New York, Inc., 259 F.3d 1346 at 1351 (Fed. Cir. 2001) citing In re Compagnie
Generale Maritime, 993 F.2d 841, 845, 26 USPQ2d 1652, 1655 (Fed. Cir. 1993).

' Statement of Administrative Action, Agreement on Trade-Related Aspects of Intellectual Property

Rights, H.R. Doc. No. 103-316, §B.1.e (1994); 19 U.S.C. §§3511(a)(2) and 3512(d).



“A designation is considered a geographical indication under §2(a) if it identifies the
applicant’s wines or spirits as originating in a territory known for a given quality, reputation, or

12 . . .
”'% To establish a prima facie case for refusal

other characteristic associated with wines or spirits.
to register a mark under the "wines and spirits" provision of §2(a), the Opposer must be able to
show, inter alia, that the primary significance of the relevant term or design is geographic, e.g., a
place name, abbreviation, nickname, or symbol; or an outline or map of a geographic area."

“Primary significance” means that relevant consumers in the United States would recognize the

term to be that of a geographic location.'*

'> TMEP 1210.08(a)

"> TMEP 1210.08(a)

" TMEP 1210.02(b); See, e.g., In re Newbridge Cutlery Co., 776 F.3d 854, 113 USPQ2d 1445 (Fed. Cir.
2015) (finding evidence insufficient to establish that Newbridge, Ireland is a place known generally to the
relevant American public); In re Wada, 194 F.3d 1297, 52 USPQ2d 1539 (Fed. Cir. 1999) (NEW YORK
held to have primarily geographic significance; Court was not persuaded by assertions that the composite
NEW YORK WAYS GALLERY evokes a gallery that features New York "ways" or "styles"); In re
Societe Generale des Eaux Minerales de Vittel S.A., 824 F.2d 957, 3 USPQ2d 1450 (Fed. Cir. 1987)
(evidence insufficient to establish that public in United States would perceive VITTEL as the name of a
place where cosmetic products originate; Vittel, France found to be obscure); In re Morinaga Nyugyo
Kabushiki Kaisha, 120 USPQ2d 1738(TTAB 2016) (reversing a §2(e)(3) refusal of a mark containing the
wording MT. RAINIER THE MOUNTAIN OF SEATTLE ESPRESSO & MILK, noting that "[w]hile
there is no doubt that the term SEATTLE identifies a generally known geographic location, as it is used in
the context of Applicant’s mark, we do not find that the relevant public would consider it to indicate of
the origin of the goods"); In re Cheezwhse.com, Inc., 85 USPQ2d 1917 (TTAB 2008) (NORMANDIE
CAMEMBERT, with CAMEMBERT disclaimed, held primarily geographically descriptive of cheese
because NORMANDIE is the French spelling for Normandy, consumers would recognize NORMANDIE
as the equivalent of Normandy, the primary significance of Normandy is a known geographic place in
France, and CAMEMBERT is generic for applicant’s goods; Board was not persuaded that the primary
significance of NORMANDIE was the ocean liner SS Normandie); /n re Cotter & Co., 228 USPQ 202



In the Notice, Opposer states that “Burns Night” is commonly known as a reference to
the birthday of poet Robert Burns."” To state the obvious, Robert Burns is not a geographical
location — he is an historical figure and his birthday is an annual event. A person or an event is
not, and cannot be, a geographical indication of a country.

Indeed, by Opposer’s own statements, the primary significance of “Burns Night” is that
of Robert Burns’ birthday. Consequently, Opposer has not pleaded, and cannot prove, that the
primary significance of Applicant’s mark is to a geographic location. Congress has made clear
that a geographic location within the context of a mark used on a wine or spirit must be a direct
reference to terra firma.'® “Burns Night” is not a place name, abbreviation of a place name,
nickname for a place name, or symbol of a place name and, therefore, does not, and cannot be
shown to, have a primary significance as a geographic term. Therefore, the factual inquiry
demands a conclusion that the term “Robert Burns” is not geographically descriptive or primarily

geographically deceptively misdescriptive.

(TTAB 1985) (the primary significance of WESTPOINT is as the name of the United States Military
Academy rather than the town in New York).

' Notice at paragraph 7

6 Applicant notes that the various court decisions cited above in Footnote 14 all deal with marks
unquestionably containing a geographical term directly associated with terra firma. Some were found to
be primarily geographic and some weren’t. The Applicant was unable to find any case law decided post
passage of the URAA that would support Opposer’s pleading that a reference to an event associated with
a person having a heritage associated with a country would actually be a primary reference to the country.
Opposer’s rationale presents a dangerously slippery slope, as almost anything or anybody can be
connected to a country using the logic pleaded by the Opposer. The showing of a “reasonable belief in
damage” to establish standing is a low bar to meet, but if Opposer’s approach finds any purchase that low
bar would be essentially removed altogether — there would be virtually no mark not utterly arbitrary that

couldn’t be opposed under Section 2(a).



C. Applicant Entitled to Dismissal of the Opposition with Prejudice

The Opposer cannot plead or prove that BURNS NIGHT is a geographical indication of
Scotland within the meaning of the URAA."” The primary significance of the mark to consumers
is not that of a geographical indication but, rather, to the birthday of Robert Burns, as admitted
by Opposer. Consequently, the prima facie burden to allege that Applicant’s mark when used
on a wine or spirit is a misidentification of geographic origin in violation of Trademark Act
Section 2(a) or geographically deceptively misdescriptive in violation of Trademark Act Section

2(e)(3) cannot be met. The Notice is fatally flawed in its pleading and cannot be cured.

[Remainder of this page intentionally left blank]

"7 Applicant notes that Congress passed the URAA in 1994, after the Federal Circuit decision cited in
Opposer’s Notice at paragraph 8.



4. CONCLUSION

“Burns Night” is not a reference to a place name, abbreviation of a place name, nickname
for a place name, or symbol of a place name. And so, Applicant’s mark cannot be shown to be
geographically descriptive or geographically deceptively misdescriptive. Accordingly, the
Opposition should be dismissed under Fed. R. Civ. P. 12(b)(6) for Opposer’s failure to state a
claim upon which relief can be granted.

WHEREFORE, for at least and all the foregoing reasons, Applicant respectfully requests

that the Board grant Applicant’s Motion and dismiss the Notice of Opposition with prejudice.

This 12" day of December, 2019

Respectfully Submitted By:

/s/ Matthew T. Hoots

Matthew T. Hoots

Smith Tempel Blaha LLC

50 Glenlake Parkway, Suite 340
Atlanta, Georgia 30328
Attorney for Applicant



CERTIFICATE OF SERVICE

I certify that on December 12, 2019, a true and correct copy of the foregoing Motion was
filed electronically at the Trademark Trial and Appeal Board via ESTTA and thereby served on
Opposer’s counsel. 1 further certify that on Decmber 12, 2019 a true and correct copy of the
foregoing Motion was electronically served via email on Opposer’s counsel of record as follows:

Jillian L. Burstein

Robert E. Browne

Reed Smith LLP
JBurstein@ReedSmith.com
RBrowne@ReedSmith.com
MBenson@ReedSmith.com

/Matthew T. Hoots/
Matthew T. Hoots
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