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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of Serial No. 88/427,906
Mark: BURNS NIGHT

Filing Date: May 13, 2019
Publication Date: August 6, 2019

The Scotch Whisky Association Ltd.,
Opposer
Opposition No. 91252682

V.

ASW Distillery, LLC,

Applicant

APPLICANT’S ANSWER AND AFFIRMATIVE DEFENSES TO OPPOSITION

Applicant, ASW Distillery, LLC, a limited liability company organized and existing
under the laws of the State of Georgia, with a place of business at 2633 Birchwood Drive,
Atlanta, Georgia 30305 (hereinafter “Applicant”) hereby answers the allegations set forth in the
Notice of Opposition (hereinafter “Notice”) of Applicant’s trademark application serial number

88/427,906 in international class 033 (hereinafter “Application”):

ANSWER
Responding to the numbered paragraphs of the Notice filed on December 4, 2019 before
the Trademark Trial and Appeal Board (hereinafter “Board’) by The Scotch Whisky Association
Ltd. (hereinafter “Opposer”), Applicant answers as follows:
l. Applicant admits the allegations set forth in Paragraph 1 of the Notice.

2. Applicant admits the allegations set forth in Paragraph 2 of the Notice.
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Applicant is without sufficient knowledge or information as to the truth of the allegations
set forth in Paragraph 3 of the Notice and, therefore, denies said allegations.

Applicant is without sufficient knowledge or information as to the truth of the allegations
set forth in Paragraph 4 of the Notice and, therefore, denies said allegations.

Applicant is without sufficient knowledge or information as to the truth of Opposer’s
allegations regarding the scope of United Kingdom laws, rules and regulations which are,
ipso facto, outside the jurisdiction of the Board anyway and, therefore, denies said
allegations. Applicant admits that certain United States laws restrict use of the term
“Scotch Whiskey” and that United States Department of Treasury (“TTB”) regulation 27
CFR § 5.22(b)(7) defines Scotch Whisky as “whisky which is a distinctive product of
Scotland, manufactured in Scotland in compliance with the laws of the United Kingdom
regulating the manufacture of Scotch whisky for consumption in the United
Kingdom...”; however, Applicant denies any suggestion by Opposer, express or
otherwise, that TTB regulations are within the jurisdiction of the Board. Any and all
other allegations or inferences set forth in Paragraph 5 of the Notice are denied.
Applicant admits that TTB regulation 27 CFR § 5.22(k) provides that “the words
‘Scotch’, ‘Scots’, ‘Highland’, or ‘Highlands’ and similar words connoting, indicating, or
commonly associated with Scotland shall not be used to designate any products not
wholly produced in Scotland”; however, Applicant denies any suggestion by Opposer,
express or otherwise, that TTB regulations are within the jurisdiction of the Board. Any
and all other allegations or inferences set forth in Paragraph 6 of the Notice are denied.
Applicant denies that BURNS NIGHT is evocative of Scotland, much less highly

evocative of Scotland. Applicant denies that the mark, i.e. BURNS NIGHT, uses words
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10.

indicative of Scotland. Applicant denies any and all allegations in Paragraph 7 of the
Notice that seek to support an assertion under the general deceptiveness provision of
Trademark Act Section 2(a) that the mark is deceptive, in that the mark does not
misdescribe the character, quality, function, composition or use of the product, does not
lead prospective purchasers to believe any such misdescription, and does not incorporate
any misdescription that would affect purchasing decisions of a significant portion of
relevant consumers. Applicant admits all other salient allegations set forth in Paragraph 7
of the Notice.

Applicant admits that the Federal Circuit has recognized that alleging a mark is evocative
of Scotland is legally sufficient for a pleading under the general deceptiveness provision
of Trademark Act Section 2(a). Any and all other allegations or inferences set forth in
Paragraph 8 of the Notice are denied.

Applicant admits that its goods do not originate in Scotland. Applicant denies any and all
allegations in Paragraph 9 of the Notice that seek to support an assertion under the
general deceptiveness provision of Trademark Act Section 2(a) that the mark is
deceptive, in that the mark does not misdescribe the character, quality, function,
composition or use of the product, does not lead prospective purchasers to believe any
such misdescription, and does not incorporate any misdescription that would affect
purchasing decisions of a significant portion of relevant consumers. Any and all other
allegations or inferences set forth in Paragraph 9 of the Notice are denied.

The allegations set forth in Paragraph 10 of the Notice are moot in view of the Board’s

ruling that Opposer has failed to state a claim under either of the wines and spirits
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11.

12.

13.

provision of Trademark Act Section 2(a) or the primarily geographically deceptively
misdescriptive provision of Trademark Act Section 2(e)(3). 13 TTABVUE.

The allegations set forth in Paragraph 11 of the Notice are moot in view of the Board’s
sua sponte strike of said paragraph. 8 TTABVUE.

Applicant denies the allegations set forth in Paragraph 12 of the Notice.

AFFIRMATIVE DEFENSES

Opposer is Collaterally Estopped from challenging Applicant’s mark under the general
deceptiveness provision of Trademark Act Section 2(a) based on nothing more than an
allegation that the mark is evocative of Scotland when used on a whiskey product.
Specifically because Applicant’s goods are whiskey products, Applicant’s mark and
overall labeling have already been examined by the TTB under its Certification of Label
Approval (“COLA”) process in view of, inter alia, regulation 27 CFR § 5.22(k) and
found not to be evocative of, or “connoting, indicating, or commonly associated with,”
Scotland. Because TTB has jurisdiction over the issue of “geographic evocation” when it
comes to the labeling of a whiskey product and TTB approved Applicant’s COLA
application for the BURNS NIGHT product, Applicant subsequently relied on the TTB’s
findings by adopting use of the mark in commerce and applying for registration of the
mark under Trademark Act Section 1(a). If a mark has been deemed not “evocative” of
Scotland according to the TTB, then a claim that the mark is deceptive in violation of
Trademark Act Section 2(a) specifically and only for the reason of “geographic

evocation” is precluded.
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WHEREFORE, Applicant requests that the Opposition be dismissed.

This 29t day of March, 2021

Respectfully Submitted By:

/s/ Matthew T. Hoots

Matthew T. Hoots

Smith Tempel Blaha LLC

50 Glenlake Parkway, Suite 340
Atlanta, Georgia 30328
Attorney for Applicant
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CERTIFICATE OF SERVICE

I certify that on March 29, 2021, a true and correct copy of the foregoing Answer was filed
electronically at the Trademark Trial and Appeal Board via ESTTA and thereby served on
Petitioner’s counsel. 1 further certify that on March 29, 2021 a true and correct copy of the
foregoing Answer was electronically served via email on Petitioner’s counsel of record as follows:

Jillian L. Burstein

Robert E. Browne

Reed Smith LLP
JBurstein@ReedSmith.com

RBrowne@ReedSmith.com
MBenson@ReedSmith.com

/s/ Matthew T. Hoots
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