
Trademark Trial and Appeal Board Electronic Filing System. http://estta.uspto.gov

ESTTA Tracking number: ESTTA1016776

Filing date: 11/19/2019

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name Alcon Inc.

Granted to Date
of previous ex-
tension

11/20/2019

Address RUE LOUIS-D'AFFRY 6
FRIBOURG, CH-1701
SWITZERLAND

Correspondence
information

Mike A. McArthur
Haynes and Boone, LLP
2323 Victory Ave; Suite 700
Dallas, TX 75219
UNITED STATES
ipdocketing@haynesboone.com, mike.mcarthur@haynesboone.com, dav-
id.bell@haynesboone.com
214-651-5304

Applicant Information

Application No 88080462 Publication date 07/23/2019

Opposition Filing
Date

11/19/2019 Opposition Peri-
od Ends

11/20/2019

Applicant Johnson & Johnson
One Johnson & Johnson Plaza
New Brunswick, NJ 08933
UNITED STATES

Goods/Services Affected by Opposition

Class 005. First Use: 0 First Use In Commerce: 0
All goods and services in the class are opposed, namely: Pharmaceutical preparations for the treat-
ment of dehydration and gastrointestinal health; medical preparations for the treatment of dehydration
and gastrointestinal health; dietetic food and beverages adapted for medical use; Electrolyte based
drink to help aid in hydration and digestion for medical use

Grounds for Opposition

Priority and likelihood of confusion Trademark Act Section 2(d)

Mark Cited by Opposer as Basis for Opposition

U.S. Application
No.

87650005 Application Date 10/18/2017

http://estta.uspto.gov


Registration Date NONE Foreign Priority
Date

09/26/2017

Word Mark VIVITY

Design Mark

Description of
Mark

NONE

Goods/Services Class 010. First use: First Use: 0 First Use In Commerce: 0

Intraocular lenses

Related Proceed-
ings

No U.S. proceedings

Attachments 87650005#TMSN.png( bytes )
Notice of Opposition - VIVITY 87650005.pdf(99333 bytes )
Exhibit A - Printouts of USPTO Records about Application of Op-
poser.pdf(550361 bytes )
Exhibit B - Confirmatory Deed of Assignment for Mark of Opposer.pdf(387053
bytes )

Signature /Mike A. McArthur/

Name Mike A. McArthur

Date 11/19/2019
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

ALCON INC. § Mark: VIVITY

§ - Serial No. 88/080,462
Opposer §

      § 
v. § 

      § 

JOHNSON & JOHNSON § Opposition No. ______________
§

Applicant. §

NOTICE OF OPPOSITION 

Alcon Inc. (“Opposer”), a Swiss corporation, having an address at Rue Louis-d’Affry 6, 

CH-1701, Fribourg, Switzerland believes that it will be damaged by registration of Application 

Serial No. 88/080,462 for the mark VIVITY (“Applicant’s Mark” or “Applicant’s Application”) 

filed by Johnson & Johnson (“Applicant”), a New Jersey corporation, having an address at One 

Johnson & Johnson Plaza, New Brunswick, New Jersey 08933, and published for purposes of 

opposition in the Official Gazette on July 23, 2019.  Opposer filed a 90-Day Request for Extension 

of Time to Oppose Applicant’s Application for Good Cause on August 5, 2019, which the 

Trademark Trial and Appeal Board granted that day, extending the opposition deadline to 

November 20, 2019.   

Opposer has attempted and continues to attempt to resolve its concerns directly with 

Applicant.  To preserve its rights, however, Opposer hereby opposes Applicant’s Application. 

As grounds for opposition, Opposer allege as follows: 

1. Opposer is a global medical company and global leader in eye care.

2. Opposer is the owner of the pending trademark application, U.S. Ser. No.
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87/650,005 for the mark VIVITY (“Opposer’s Mark” or “Opposer’s Application”) for “intraocular 

lenses,” filed on an intent-to-use basis, under Section 1(b) of the Trademark Act, 15 U.S.C. 

§1051(b), on October 18, 2017.  Opposer’s Application includes a valid claim of priority to 

September 26, 2017 under Section 44(d) of the Trademark Act, 15 U.S.C. §1126(d).  A true and 

correct copy of Opposer’s Application, together with current printouts of information from the 

electronic database records of the USPTO showing the current status and title of the application, 

are attached to this Notice of Opposition as Exhibit A. 

3. Opposer’s Application was filed by its predecessor-in-interest, Novartis AG.  On 

April 8, 2019, Novartis AG spun off Opposer.  This transaction included a transfer to Opposer of 

Novartis AG’s surgical devices business to which Opposer’s Mark pertains, and all associated 

goodwill of such business.  The surgical devices business is ongoing and existing.  On August 12, 

2019, Opposer recorded a confirmatory deed of assignment with an effective date of April 8, 2019 

transferring ownership of Opposer’s Application from Novartis AG to Opposer.  A true and correct 

copy of the confirmatory deed of assignment is attached to this Notice of Opposition as Exhibit B. 

4. Opposer has a bona fide intent to use Opposer’s Mark in connection with 

intraocular lenses.  

5. Notwithstanding Opposer’s Application, Applicant’s Application was 

subsequently filed on August 16, 2018, for “pharmaceutical preparations for the treatment of 

dehydration and gastrointestinal health; medical preparations for the treatment of dehydration and 

gastrointestinal health; dietetic food and beverages adapted for medical use; electrolyte based drink 

to help aid in hydration and digestion for medical use,” on an intent-to-use basis, under Section 

1(b) of the Trademark Act, 15 U.S.C. §1051(b).   
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6. Upon information and belief, Applicant has not commenced use of Applicant’s 

Mark in connection with any goods sold or transported in the ordinary course of trade in the United 

States. 

7. Upon information and belief, Applicant had not used Applicant’s Mark in 

connection with any goods sold or transported in the ordinary course of trade in the United States 

prior to October 18, 2017.  

8. Upon information and belief, Applicant had not used Applicant’s Mark in 

connection with any goods sold or transported in the ordinary course of trade in the United States 

prior to September 26, 2017.  

9. Upon information and belief, the earliest priority date on which Applicant can rely 

in connection with the goods covered by Applicant’s Mark is August 16, 2018.  Thus, Opposer 

has priority over Applicant in connection with the marks at issue. 

10. Applicant’s Mark is identical to Opposer’s Mark.  

11. The goods for which Opposer has applied to register Opposer’s Mark and the goods 

for which Applicant has applied to register Applicant’s Mark are all medical or pharmaceutical 

goods intended to benefit the health of consumers.   

12. The goods for which Opposer has applied to register Opposer’s Mark and the goods 

for which Applicant has applied to register Applicant’s Mark are related.   

13. Applicant manufactures, markets, and sells intraocular lenses.  

14. Applicant and Opposer are competitors in the medical industry.  

15. If Applicant is allowed to register Applicant’s Mark, consumers will incorrectly 

assume that Opposer or its affiliates are the origin of Applicant’s goods, or that Applicant’s use 
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and registration of the VIVITY mark is somehow licensed or otherwise endorsed by Opposer, 

when it is not. 

16. Applicant’s use and registration of Applicant’s Mark in connection with the goods

identified in Applicant’s Application likely would cause consumers to become confused, mistaken, 

or deceived and would falsely suggest a connection with Opposer or Opposer’s Mark within the 

meaning of Section 2(d) of the Trademark Act, 15 U.S.C. § 1052(d). 

17. By reason of the foregoing, Opposer will be irreparably damaged by the registration

of Applicant’s Mark, and, in view of Opposer’s prior application for the identical mark VIVITY 

for related goods, Applicant is not entitled to the registration of Applicant’s Mark pursuant to the 

Trademark Act.  

WHEREFORE, Opposer requests that the Trademark Trial and Appeal Board grants this 

Opposition and denies registration of the subject application, namely, U.S. Trademark Serial No. 

88/080,462. 

Respectfully submitted, 
ALCON INC. 

Date:     November 19, 2019   By:   /s/Mike A. McArthur/ 
David M. Bell 
Mike A. McArthur 
Attorneys for Opposer 
HAYNES AND BOONE, LLP 
2323 Victory Avenue, Suite 700 
Dallas, Texas 75219 
Telephone:  214/651-5304 
Facsimile:  214/200-0853 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

ALCON INC.  § Mark: VIVITY

§ - Serial No. 88/080,462
Opposer §

§ 

v. § 
§ 

JOHNSON & JOHNSON § Opposition No. ______________

§
Applicant. §

Exhibit A 
[Printouts of USPTO Records about Opposer’s 

Application – U.S. Ser. No. 87/650,005]
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United States Patent and Trademark Office

Home|Site Index|Search|FAQ|Glossary|Guides|Contacts|eBusiness|eBiz alerts|News|Help
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Logout  Please logout when you are done to release system resources allocated for you.

Record 1 out of 1

 ( Use the "Back" button of the Internet Browser to return to
TESS) 

Word Mark VIVITY
Goods and Services IC 010. US 026 039 044. G & S: Intraocular lenses
Standard Characters
Claimed
Mark Drawing Code (4) STANDARD CHARACTER MARK
Serial Number 87650005
Filing Date October 18, 2017
Current Basis 1B
Original Filing Basis 1B;44D
Published for
Opposition December 19, 2017

Owner (APPLICANT) ALCON INC. CORPORATION SWITZERLAND RUE LOUIS-D'AFFRY 6 FRIBOURG
SWITZERLAND 1701

Assignment Recorded ASSIGNMENT RECORDED
Attorney of Record John F. Ward
Priority Date September 26, 2017
Type of Mark TRADEMARK
Register PRINCIPAL
Live/Dead Indicator LIVE
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OMB No. 0651-0009 (Exp 02/28/2018)

Trademark/Service Mark Application, Principal Register

TEAS Plus Application

Serial Number: 87650005

Filing Date: 10/18/2017

NOTE: Data fields with the * are mandatory under TEAS Plus. The wording "(if applicable)" appears where the field is only mandatory

under the facts of the particular application.

The table below presents the data as entered.

Input Field Entered

TEAS Plus YES

MARK INFORMATION

*MARK VIVITY

*STANDARD CHARACTERS YES

USPTO-GENERATED IMAGE YES

LITERAL ELEMENT VIVITY

*MARK STATEMENT
The mark consists of standard characters, without claim to any

particular font style, size, or color.

REGISTER Principal

APPLICANT INFORMATION

*OWNER OF MARK Novartis AG

*STREET CH-4002

*CITY Basel

*COUNTRY Switzerland

PHONE 817-551-6803

FAX 817-551-4373

EMAIL ADDRESS tm.services@alcon.com

AUTHORIZED TO COMMUNICATE VIA EMAIL Yes

LEGAL ENTITY INFORMATION

*TYPE CORPORATION

* STATE/COUNTRY OF INCORPORATION Switzerland

GOODS AND/OR SERVICES AND BASIS INFORMATION

*INTERNATIONAL CLASS 010 

*IDENTIFICATION Intraocular lenses

*FILING BASIS SECTION 1(b)

*FILING BASIS SECTION 44(d)

../FTK0002.JPG


*FOREIGN APPLICATION NUMBER 61937/2017

*FOREIGN APPLICATION

COUNTRY
Switzerland

*FOREIGN FILING DATE 09/26/2017

       INTENT TO

       PERFECT 44(d)

At this time, the applicant does NOT intend to rely on §44(e)

as a basis for registration, but wishes only to assert a valid

claim of priority. The application should not be suspended to

await the submission of the foreign registration.

ADDITIONAL STATEMENTS INFORMATION

*TRANSLATION 

(if applicable)

*TRANSLITERATION 

(if applicable)

*CLAIMED PRIOR REGISTRATION

(if applicable)

*CONSENT (NAME/LIKENESS) 

(if applicable)

*CONCURRENT USE CLAIM 

(if applicable)

CORRESPONDENCE INFORMATION

*NAME Denise Vivar

DOCKET/REFERENCE NUMBER TMA038592-US

FIRM NAME Alcon Research, Ltd.

*STREET 6201 South Freeway

*CITY Fort Worth

*STATE 

(Required for U.S. addresses)
Texas

*COUNTRY United States

*ZIP/POSTAL CODE 76134

PHONE 817-551-6803

FAX 817-551-4373

*EMAIL ADDRESS tm.services@alcon.com

*AUTHORIZED TO COMMUNICATE VIA EMAIL Yes

FEE INFORMATION

APPLICATION FILING OPTION TEAS Plus

NUMBER OF CLASSES 1

FEE PER CLASS 225

*TOTAL FEE PAID 225

SIGNATURE INFORMATION

* SIGNATURE /D. Vivar/

* SIGNATORY'S NAME Denise Vivar

* SIGNATORY'S POSITION Trademark manager, authorized signatory

SIGNATORY'S PHONE NUMBER 817-551-6803



* DATE SIGNED 10/18/2017



Under the Paperwork Reduction Act of 1995 no persons are required to respond to a collection of information unless it displays a valid OMB control number. 
PTO Form 1478 (Rev 09/2006)

OMB No. 0651-0009 (Exp 02/28/2018)

Trademark/Service Mark Application, Principal Register

TEAS Plus Application

Serial Number: 87650005

Filing Date: 10/18/2017

To the Commissioner for Trademarks:

MARK: VIVITY (Standard Characters, see mark)

The mark in your application is VIVITY.

The applicant, Novartis AG, a corporation of Switzerland, having an address of

      CH-4002

      Basel

      Switzerland

817-551-6803(phone)

817-551-4373(fax)

tm.services@alcon.com

requests registration of the trademark/service mark identified above in the United States Patent and Trademark Office on the Principal Register

established by the Act of July 5, 1946 (15 U.S.C. Section 1051 et seq.), as amended, for the following:

For specific filing basis information for each item, you must view the display within the Input Table. 

       International Class 010:  Intraocular lenses

Intent to Use: The applicant has a bona fide intention, and is entitled, to use the mark in commerce on or in connection with the identified

goods/services. (15 U.S.C. Section 1051(b)).

Priority based on foreign filing: The applicant has a bona fide intention, and is entitled, to use the mark in commerce on or in connection with the

identified goods/services and asserts a claim of priority based on Switzerland application number 61937/2017, filed 09/26/2017.

INTENT TO PERFECT 44(d) : At this time, the applicant does NOT intend to rely on §44(e) as a basis for registration, but wishes only to assert

a valid claim of priority. The application should not be suspended to await the submission of the foreign registration.

The applicant's current Correspondence Information:

      Denise Vivar

      Alcon Research, Ltd.

      6201 South Freeway

      Fort Worth, Texas 76134

817-551-6803(phone)

817-551-4373(fax)

tm.services@alcon.com (authorized)

E-mail Authorization: I authorize the USPTO to send e-mail correspondence concerning the application to the applicant or the applicant's

attorney, or the applicant's domestic representative at the e-mail address provided in this application. I understand that a valid e-mail address

must be maintained and that the applicant or the applicant's attorney must file the relevant subsequent application-related submissions via the

Trademark Electronic Application System (TEAS). Failure to do so will result in the loss of TEAS Plus status and a requirement to submit an

additional processing fee of $125 per international class of goods/services.

The docket/reference number is TMA038592-US.

A fee payment in the amount of $225 has been submitted with the application, representing payment for 1 class(es).

Declaration
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Basis:

If the applicant is filing the application based on use in commerce under 15 U.S.C. § 1051(a):

The signatory believes that the applicant is the owner of the trademark/service mark sought to be registered;

The mark is in use in commerce on or in connection with the goods/services in the application;

The specimen(s) shows the mark as used on or in connection with the goods/services in the application; and

To the best of the signatory's knowledge and belief, the facts recited in the application are accurate.

AND/OR

If the applicant is filing the application based on an intent to use the mark in commerce under 15 U.S.C. § 1051(b), § 1126(d),

and/or § 1126(e):

The signatory believes that the applicant is entitled to use the mark in commerce;

The applicant has a bona fide intention to use the mark in commerce on or in connection with the goods/services in the

application; and

To the best of the signatory's knowledge and belief, the facts recited in the application are accurate.

To the best of the signatory's knowledge and belief, no other persons, except, if applicable, concurrent users, have the right to use the

mark in commerce, either in the identical form or in such near resemblance as to be likely, when used on or in connection with the

goods/services of such other persons, to cause confusion or mistake, or to deceive.

To the best of the signatory's knowledge, information, and belief, formed after an inquiry reasonable under the circumstances, the

allegations and other factual contentions made above have evidentiary support.

The signatory being warned that willful false statements and the like are punishable by fine or imprisonment, or both, under 18 U.S.C. §

1001, and that such willful false statements and the like may jeopardize the validity of the application or submission or any registration

resulting therefrom, declares that all statements made of his/her own knowledge are true and all statements made on information and

belief are believed to be true.

Declaration Signature

Signature: /D. Vivar/   Date: 10/18/2017

Signatory's Name: Denise Vivar

Signatory's Position: Trademark manager, authorized signatory

Signatory's Phone Number: 817-551-6803

Payment Sale Number: 87650005

Payment Accounting Date: 10/18/2017

Serial Number: 87650005

Internet Transmission Date: Wed Oct 18 12:31:50 EDT 2017

TEAS Stamp: USPTO/FTK-XXX.XXX.XXX.XX-201710181231505

22931-87650005-510fcf96c542e906bc25fa298

31bd5c4a8420dd464cc32b4ba3561b421c9f63ed

-DA-10525-20171018102319059888
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United States Patent and Trademark Office
Home|Site Index|Search|Guides|Contacts|eBusiness|eBiz alerts|News|Help

Assignments on the Web > Trademark Query

Trademark Assignment Abstract of Title

Total Assignments: 1
Serial #: 87650005 Filing Dt: 10/18/2017 Reg #: NONE Reg. Dt:

Applicant: Novartis AG
Mark: VIVITY

Assignment: 1
Reel/Frame: 6717/0422  Recorded: 08/12/2019 Pages: 10

Conveyance: CONFIRMATORY DEED OF ASSIGNMENT EFFECTIVE ON APR. 8, 2019

Assignor: NOVARTIS AG Exec Dt: 08/09/2019
Entity Type: CORPORATION
Citizenship: SWITZERLAND

Assignee: ALCON INC.
RUE LOUIS-D'AFFRY 6
FRIBOURG, SWITZERLAND 1701

Entity Type: CORPORATION
Citizenship: SWITZERLAND

Correspondent: JOHN P. MURTAUGH/PEARNE & GORDON LLP
1801 EAST 9TH STREET, SUITE 1200
CLEVELAND, OH 44114-3108

Search Results as of: 11/18/2019 01:59 PM
If you have any comments or questions concerning the data displayed, contact PRD / Assignments at 571-272-3350. v.2.6

Web interface last modified: August 25, 2017 v.2.6
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 
ALCON INC.     § Mark: VIVITY 

     §  - Serial No. 88/080,462 
   Opposer   §   
      § 

   v.   § 
      § 

JOHNSON & JOHNSON   §  Opposition No. ______________ 

     § 
   Applicant.  § 
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[Confirmatory Deed of Assignment – U.S. Ser. No. 

87/650,005] 
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