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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name Intuitive Surgical Operations, Inc.

Granted to Date
of previous ex-
tension

09/25/2019

Address 1020 KIFER ROAD
SUNNYVALE, CA 94086
UNITED STATES

Attorney informa-
tion

MICHELLE D. KAHN
SHEPPARD MULLIN
FOUR EMBARCADERO CENTER, 17TH FLOOR
SAN FRANCISCO, CA 94111
UNITED STATES
mkahn@sheppardmullin.com, pmarquez@sheppardmullin.com, sftmdock-
et@sheppardmullin.com
no phone number provided

Applicant Information

Application No 88236419 Publication date 05/28/2019

Opposition Filing
Date

09/23/2019 Opposition Peri-
od Ends

09/25/2019

Applicant Health Level Seven International, Inc.
Suite 227
3300 Washtenaw Ave.
Ann Arbor, MI 48104
UNITED STATES

Goods/Services Affected by Opposition

Class 009. First Use: 0 First Use In Commerce: 0
All goods and services in the class are opposed, namely: Downloadable electronic publications inthe
nature of standards specification and implementation guides and manuals to enable the exchange of
healthcare documents, payments, and information

Grounds for Opposition

Priority and likelihood of confusion Trademark Act Section 2(d)

Dilution by blurring Trademark Act Sections 2 and 43(c)

Dilution by tarnishment Trademark Act Sections 2 and 43(c)

False suggestion of a connection with persons,
living or dead, institutions, beliefs, or national

Trademark Act Section 2(a)

http://estta.uspto.gov


symbols, or brings them into contempt, or disrep-
ute

Deceptiveness Trademark Act Section 2(a)

Marks Cited by Opposer as Basis for Opposition

U.S. Registration
No.

2628871 Application Date 03/19/1999

Registration Date 10/01/2002 Foreign Priority
Date

NONE

Word Mark DA VINCI

Design Mark

Description of
Mark

NONE

Goods/Services Class 010. First use: First Use: 2000/07/07 First Use In Commerce: 2000/07/07

COMPUTERIZED SURGICAL MANIPULATION SYSTEM COMPRISED OF
SURGEON'S CONSOLE, MASTER CONTROL, IMMERSIVE VIDEO DISPLAY,
CAMERA IMAGE PROCESSING EQUIPMENT, SURGICAL MANIPULATION
SYSTEM SOFTWARE AND INSTRUCTIONAL MANUALS PROVIDED AS A
UNIT, PATIENT-SIDE CART WITH SET-UP ARMS AND MANIPULATOR
SLAVE ARMS, STERILE ADAPTORS TO CONNECT ARMS TO INSTRU-
MENTS, AND A FULL LINE OF RESPOSABLE, IN OTHER WORDS, LIMITED
RE-USE TOOLS, NAMELY, LAPAROSCOPES, ENDOSCOPES, TROCARS,
CANNULAS, CUTTERS, CLAMPS, ELEVATORS, GOUGES, KNIVES, SCOPE
PREHEATERS, LIGHT SOURCES, CABLES AND COMPONENT PARTS,
ELECTROSURGICAL INSTRUMENTS, ELECTROCAUTERY INSTRUMENTS,
LASER INSTRUMENTS, ULTRASOUND INSTRUMENTS, LENS CLEANING,
SCRUB AND BIOPSY BRUSHES, CLIP APPLIERS AND CLIPS, TACK APPLI-
ERS AND TACKS, APPLICATORS, LIGATURE CARRIERS, NEEDLE HOLD-
ERS, CLAMPS, HEMOSTATS, GRASPERS, CURETTES, INSTRUMENT
GUIDES, LIGATURE PASSING AND KNOTTING INSTRUMENTS, NEEDLE,
RETRACTORS, SNARES, STYLETS, FORCEPS, DISSECTORS, CALIPERS,
SCISSORS, SUCTION AND IRRIGATION PROBES, STERILE DRAPES, HE-
MOSTATS, AMPUTATION HOOKS, OSTETOMES, SAWS, RETAINERS, SU-
TURING APPARATUS, MEASURING TAPES, CHISELS AND CONTRACT-
ORS, FILES, SKIN GRAFT EXPANDERS, LANCETS, MALLETS, PLIERS,
HAMMERS, RASPS, SPATULAS, AND STRIPPERS; A FULL LINE OF FDA
CLASSESI AND II EXEMPT SURGICAL INSTRUMENTS, NAMELY,
SCALPELS, SCALPEL BLADES AND HANDLES, STAPLERS, TACKERS,
CLIP APPLIERS, ELECTROCAUTERY TOOLS FORCEPS, NEEDLE HOLD-
ERS, GUIDES AND DRIVERS, GRASPERS, AND KITENERS

U.S. Registration
No.

3978331 Application Date 09/08/2006

Registration Date 06/14/2011 Foreign Priority
Date

NONE

Word Mark DA VINCI S HD SURGICAL SYSTEM

Design Mark

Description of
Mark

NONE



Goods/Services Class 010. First use: First Use: 2007/01/31 First Use In Commerce: 2007/01/31

Computerized surgical manipulation system comprised of surgeon's console,
master control, immersive video display, camera image processing equipment,
surgical manipulation system software and instructional manuals provided as a
unit, patient-side cart with set-up anus and manipulator slave arms, sterile ad-
aptors to connect arms to instruments, and resposable tools, namely, laparo-
scopes, endoscopes, trocars, cannulas, cutters, clamps, elevators, gouges,
knives, scope preheaters, light sources, cables and component parts, elec-
trosurgical instruments, electrocautery instruments, laser instruments, ultra-
sound instruments, lens cleaning, scrub and biopsy brushes, clip appliers and
clips, tack appliers and tacks, applicators, ligature carriers, needle holders,
clamps, hemostats, graspers, curettes, instrument guides, ligature passingand
knotting instruments, needles, retractors, snares, slylets, forceps, dissectors,
calipers, scissors, suction and irrigation probes, sterile drapes, hemostats, am-
putation hooks, osteotomes, saws, retainers, suturing apparatus, measur-
ingtapes, chisels and contractors, files, skin graft expanders, lancets, mallets,
pliers, hammers, rasps, spatulas, and strippers; surgical instruments, namely,
scalpels, scalpel blades and handles, staplers, tackers, clip appliers, electro-
cautery tools, forceps, needle holders, guides and drivers, graspers, and kiten-
ers

U.S. Registration
No.

3561484 Application Date 02/02/2007

Registration Date 01/13/2009 Foreign Priority
Date

NONE

Word Mark DA VINCI S

Design Mark

Description of
Mark

NONE

Goods/Services Class 010. First use: First Use: 2006/01/11 First Use In Commerce: 2006/01/25

Computerized surgical manipulation system comprised of surgeon's console,
master control, immersive video display, camera image processing equipment,
surgical manipulation system software and instructional manuals provided as a
unit; medical apparatus, namely, patient-side cart with set-up arms and manipu-
lator slave arms for use in computerized surgical manipulation systems; medical
apparatus, namely, sterile adaptors to connect arms to instruments for use in
computerized surgical manipulation systems; a full lineof resposable limited re-
use tools and instruments for medical use, namely, laparoscopes, endoscopes,
trocars, cannulas, cutters, clamps, elevators, gouges, knives, scope preheaters,
light sources, cables and component parts, electrosurgical instruments, electro-
cautery instruments, laser instruments, ultrasound instruments, lens cleaning,
scrub and biopsy brushes, clip appliers and clips, tack appliers and tacks, ap-
plicators, ligature carriers, needle holders, clamps, hemostats, graspers, cur-
ettes, instrument guides, ligature passing and knotting instruments, needles, re-
tractors, snares, stylets, forceps, dissectors, calipers, scissors, suction and irrig-
ation probes, sterile drapes, hemostats, amputation hooks, osteotomes, saws,
retainers, suturing apparatus, measuring tapes, chisels and contractors, files,
skin graft expanders, lancets, mallets, pliers, hammers, rasps, spatulas, and
strippers; surgical instruments, namely, scalpels, scalpel blades and handles,



staplers, tackers, clipappliers, electrocautery tools, forceps, needle holders,
guides and drivers, graspers, and kiteners

U.S. Registration
No.

3957958 Application Date 03/14/2008

Registration Date 05/10/2011 Foreign Priority
Date

NONE

Word Mark DA VINCI SI HD SURGICAL SYSTEM

Design Mark

Description of
Mark

NONE

Goods/Services Class 010. First use: First Use: 2009/04/30 First Use In Commerce: 2009/04/30

Computerized surgical manipulation system comprised of surgeon's console,
master control, inversive video display, camera image processing equipment,
surgical manipulation system software and instructional manuals provided as a
unit; patient-side cart with set-up arms and manipulator slave arms, sterile ad-
aptors to connect arms to instruments, and resposable tools, namely, laparo-
scopes, endoscopes, trocars, cannulas, cutters, clamps, elevators, gouges,
knives, scope preheaters, light sources, cables and component parts, elec-
trosurgical instruments, electrocautery instruments, laser instruments, ultra-
sound instruments, lens cleaning, scrub and biopsy brushes, clip appliers and
clips, tack appliers and tacks, applicators, ligature carriers, needle holders,
clamps, hemostats, graspers, curettes, instrument guides, ligature passingand
knotting instruments, needles, retractors, snares, stylets, forceps, dissectors,
calipers, scissors, suction and irrigation probes, sterile drapes, hemostats, a am-
putation hooks, osteotomes, saws, retainers, suturing apparatus, measuring
tapes, chisels and contractors, files, skin graft expanders, lancets, mallets, pli-
ers, hammers, rasps, spatulas, and strippers; surgical instruments,
namely,scalpels, scalpel blades and handles, staplers, tackers, clip appliers,
electrocautery tools, forceps, needle holders, guides and drivers, graspers, and
kiteners

U.S. Registration
No.

3854164 Application Date 09/28/2007

Registration Date 09/28/2010 Foreign Priority
Date

NONE

Word Mark DA VINCI SONICPRO

Design Mark

Description of
Mark

NONE



Goods/Services Class 010. First use: First Use: 2008/10/10 First Use In Commerce: 2008/10/10

Medical and surgical apparatus, namely,ultrasonic cleaning equipment for use in
the field of computerized surgical manipulation

U.S. Registration
No.

3974964 Application Date 09/03/2008

Registration Date 06/07/2011 Foreign Priority
Date

NONE

Word Mark DA VINCI S HD SURGICAL SYSTEM

Design Mark

Description of
Mark

NONE

Goods/Services Class 010. First use: First Use: 2007/01/31 First Use In Commerce: 2007/01/31

Computerized surgical manipulation system comprised of surgeons console,
mastercontrol, immersive video display, camera image processing equipment,
surgical manipulation system software and instructional manuals provided as a
unit, patient-side cart with set-up arms and manipulator slave arms, sterile ad-
aptors to connect arms to instruments, and a full line of resposable tools,
namely, laparoscopes, endoscopes, trocars, cannulas, cutters, clamps, elevat-
ors, gouges, knives, scope preheaters, light sources, cables and component
parts, electrosurgical instruments, electrocautery instruments, laser instruments,
ultrasound instruments,lens cleaning, scrub and biopsy brushes, clip applies and
clips, tack appliers and tacks, applicators, ligature carriers, needle holders,
clamps, hemostats, graspers, curettes, instrument guides, ligature passing and
knotting instruments, needles, retractors, snares, stylets, forceps, dissectors,
calipers, scissors, suction and irrigation probes, sterile drapes, hemostats, am-
putation hooks, osteotomes, saws, retainers, suturing apparatus, measuring
tapes, chisels and contractors, files, skin graft expanders, lancets, mallets, pli-
ers, hammers, rasps, spatulas, and strippers; surgical instruments, namely,
scalpels, scalpel blades andhandles, staplers, tackers, clip appliers, electrocaut-
ery tools, forceps, needle holders, guides and drivers, graspers,and kiteners

U.S. Registration
No.

4382443 Application Date 06/26/2012

Registration Date 08/13/2013 Foreign Priority
Date

NONE

Word Mark DA VINCI CONNECT



Design Mark

Description of
Mark

NONE

Goods/Services Class 009. First use: First Use: 2009/03/31 First Use In Commerce: 2009/03/31

Computer hardware and software which facilitates the transmission of surgical
advice provided to medical and surgical professionals in the operating room
from remote locations via the internet and global computer networks through
archived medical images and a data storage and retrieval system, namely, a
computer laptop, touchscreen, embedded camera, headset, microphone,
mouse, USB flash drive, remote interface and software embedded therein

U.S. Registration
No.

4791350 Application Date 12/16/2013

Registration Date 08/11/2015 Foreign Priority
Date

NONE

Word Mark DA VINCI XI

Design Mark

Description of
Mark

NONE

Goods/Services Class 010. First use: First Use: 2014/04/15 First Use In Commerce: 2014/04/15

Computerized surgical manipulation system comprised of surgeon's console,
master control, immersive video display, camera image processing equipment,
surgical manipulation system software and instructional manuals provided as a
unit, patient-side cart with set-up arms and manipulator slave arms, sterile ad-
aptors to connect arms to instruments, and a full line of resposable tools,
namely, laparoscopes, endoscopes, trocars, cannulas, cutters, clamps, elevat-
ors, gouges, knives,scope preheaters, light sources, cablesand component
parts, electrosurgical instruments, electrocautery instruments, laser instruments,
ultrasound instruments, lens cleaning, scrub and biopsy brushes, clip appliers
and clips, tack appliers and tacks, applicators, ligature carriers, needle holders,
clamps, hemostats, graspers, curettes, instrument guides, ligature passing and
knotting instruments, needles, retractors, snares, stylets, forceps, dissectors,
calipers, scissors,suction and irrigation probes, sterile drapes, hemostats, ampu-
tation hooks, osteotomes, saws, retainers, suturing apparatus, measuring tapes,
chisels and contractors, files, skin graft expanders, lancets, mallets, pliers, ham-



mers, rasps, spatulas, and strippers; surgical instruments, namely, scalpels,
scalpel blades and handles, staplers, tackers, clip appliers, electrocautery tools,
forceps, needle holders, guides and drivers, graspers and kiteners

U.S. Registration
No.

4778063 Application Date 12/16/2013

Registration Date 07/21/2015 Foreign Priority
Date

NONE

Word Mark DA VINCI SI

Design Mark

Description of
Mark

NONE

Goods/Services Class 010. First use: First Use: 2014/04/15 First Use In Commerce: 2014/04/15

Computerized surgical manipulation system comprised of surgeon's console,
master control, immersive video display, camera image processing equipment,
surgical manipulation system software and instructional manuals provided as a
unit, patient-side cart with set-up arms and manipulator slave arms, sterile ad-
aptors to connect arms to instruments, and a full line of resposable tools,
namely, laparoscopes, endoscopes, trocars, cannulas, cutters, clamps, elevat-
ors, gouges, knives,scope preheaters, light sources, cablesand component
parts, electrosurgical instruments, electrocautery instruments, laser instruments,
ultrasound instruments, lens cleaning, scrub and biopsy brushes, clip appliers
and clips, tack appliers and tacks, applicators, ligature carriers, needle holders,
clamps, hemostats, graspers, curettes, instrument guides, ligature passing and
knotting instruments, needles, retractors, snares, stylets, forceps, dissectors,
calipers, scissors,suction and irrigation probes, sterile drapes, hemostats, ampu-
tation hooks, osteotomes, saws, retainers, suturing apparatus, measuring tapes,
chisels and contractors, files, skin graft expanders, lancets, mallets, pliers, ham-
mers, rasps, spatulas, and strippers; surgical instruments, namely, scalpels,
scalpel blades and handles, staplers, tackers, clip appliers, electrocautery tools,
forceps, needle holders, guides and drivers, graspers and kiteners

U.S. Registration
No.

5232907 Application Date 04/18/2014

Registration Date 06/27/2017 Foreign Priority
Date

NONE

Word Mark DA VINCI SP



Design Mark

Description of
Mark

NONE

Goods/Services Class 010. First use: First Use: 2017/04/19 First Use In Commerce: 2017/04/19

Computerized surgical manipulation system comprised of surgeon's console,
master control, immersive video display, camera image processing equipment,
surgical manipulation system software and instructional manuals provided as a
unit, patient-side cart with set-up arms and manipulator slave arms, sterile ad-
aptors to connect arms to instruments, and a full line of resposable tools,
namely, laparoscopes, endoscopes, trocars, cannulas, cutters, clamps, elevat-
ors, gouges, knives,scope preheaters, light sources, cablesand component
parts, electrosurgical instruments, electrocautery instruments, laser instruments,
ultrasound instruments, lens cleaning, scrub and biopsy brushes, clip appliers
and clips, tack appliers and tacks, applicators, ligature carriers, needle holders,
clamps, hemostats, graspers, curettes, instrument guides, ligature passing and
knotting instruments, needles, retractors, snares, stylets, forceps, dissectors,
calipers, scissors,suction and irrigation probes, sterile drapes, hemostats, ampu-
tation hooks, osteotomes, saws, retainers, suturing apparatus, measuring tapes,
chisels and contractors, files, skin graft expanders, lancets, mallets, pliers, ham-
mers, rasps, spatulas, and strippers; surgical instruments, namely, scalpels,
scalpel blades and handles, staplers, tackers, clip appliers, electrocautery tools,
forceps, needle holders, guides and drivers, graspers and kiteners

U.S. Registration
No.

5782073 Application Date 09/28/2016

Registration Date 06/18/2019 Foreign Priority
Date

NONE

Word Mark DA VINCI X

Design Mark

Description of
Mark

NONE

Goods/Services Class 010. First use: First Use: 2017/06/22 First Use In Commerce: 2017/06/22

Computerized surgical manipulation system comprised of surgeon's console, a
patient side-cart and vision-cart
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Signature /MDK/

Name MICHELLE D. KAHN

Date 09/23/2019








































































































































