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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name SAKS & COMPANY LLC

Entity LIMITED LIABILITY COM-
PANY

Citizenship DELAWARE

Address 225 Liberty Street
New York, NY 10281
UNITED STATES

Attorney informa-
tion

MELANIE J. HOWARD
Loeb & Loeb LLP
10100 Santa Monica Boulevard
Los Angeles, CA 90067
UNITED STATES
tmlit@loeb.com, mhoward@loeb.com, scrisafulli@loeb.com
3102822000

Applicant Information

Application No 88343296 Publication date 08/13/2019

Opposition Filing
Date

09/12/2019 Opposition Peri-
od Ends

09/12/2019

Applicant Sax, Amber M
1477 W Virginia Circle
Kingsville, TX 78363
UNITED STATES

Goods/Services Affected by Opposition

Class 035. First Use: 0 First Use In Commerce: 0
All goods and services in the class are opposed, namely: Business data analysis; Business manage-
ment analysis; Market analysis and research services

Class 036. First Use: 0 First Use In Commerce: 0
All goods and services in the class are opposed, namely: Financial analysis and consultation; Finan-
cial analysis and research services

Grounds for Opposition

Priority and likelihood of confusion Trademark Act Section 2(d)

Dilution by blurring Trademark Act Sections 2 and 43(c)

False suggestion of a connection with persons,
living or dead, institutions, beliefs, or national
symbols, or brings them into contempt, or disrep-
ute

Trademark Act Section 2(a)

http://estta.uspto.gov


Marks Cited by Opposer as Basis for Opposition

U.S. Registration
No.

5647775 Application Date 05/18/2018

Registration Date 01/08/2019 Foreign Priority
Date

NONE

Word Mark SAKS

Design Mark

Description of
Mark

NONE

Goods/Services Class 035. First use: First Use: 2017/05/00 First Use In Commerce: 2017/05/00

Retail store services in the nature of pop-up shops in the fields of fashion,
beauty, wellness and skin care

Class 044. First use: First Use: 2017/05/00 First Use In Commerce: 2017/05/00

Health spa services for health and wellness of the body and spirit; Cosmetic skin
care services and salon services, namely, manicures, pedicures, facials, brow-
shaping, makeup services, massages, eyelash extensions and skin care treat-
ments, tissue contouring and cellulite improvement

U.S. Registration
No.

2351428 Application Date 11/09/1998

Registration Date 05/23/2000 Foreign Priority
Date

NONE

Word Mark SAKS & COMPANY

Design Mark

Description of
Mark

NONE

Goods/Services Class 035. First use: First Use: 1902/00/00 First Use In Commerce: 1902/00/00

RETAIL DEPARTMENT STORE SERVICES

U.S. Registration
No.

1180632 Application Date 10/01/1980

Registration Date 12/01/1981 Foreign Priority
Date

NONE

Word Mark SAKS FIFTH AVENUE

Design Mark

Description of NONE



Mark

Goods/Services Class 042. First use: First Use: 1973/05/06 First Use In Commerce: 1973/05/06

Retail Department Store Services

U.S. Registration
No.

627814 Application Date 09/26/1955

Registration Date 05/29/1956 Foreign Priority
Date

NONE

Word Mark SAKS FIFTH AVENUE

Design Mark

Description of
Mark

NONE

Goods/Services Class 014. First use: First Use: 1924/09/15 First Use In Commerce: 1924/09/15

WATCHES AND CLOCKS

U.S. Registration
No.

1359451 Application Date 02/19/1985

Registration Date 09/10/1985 Foreign Priority
Date

NONE

Word Mark SAKS FIFTH AVENUE

Design Mark

Description of
Mark

NONE

Goods/Services Class 029. First use: First Use: 1980/11/00 First Use In Commerce: 1980/11/00

[ FRUIT PRESERVES, JAMS and JELLIES; ] PRESERVED FRUITS [; MEATS;
CANNED CHILI;] AND ROASTED NUTS

Class 030. First use: First Use: 1980/11/00 First Use In Commerce: 1980/11/00

COOKIES, [ BREADS,] BISCUITS, [ CAKES,]PRETZELS, POPPED POP-
CORN; [ SAUCES, EXCLUDING APPLE AND CRANBERRY SAUCES; TOP-
PING SYRUPS MUSTARD; SPICES; ]CANDIES, ANDCHOCOLATETS

Class 042. First use: First Use: 1956/00/00 First Use In Commerce: 1956/00/00

RESTAURANT SERVICES

U.S. Registration
No.

1667955 Application Date 01/10/1991

Registration Date 12/10/1991 Foreign Priority
Date

NONE

Word Mark SAKS FIFTH AVENUE

Design Mark

Description of
Mark

NONE

Goods/Services Class 042. First use: First Use: 1924/09/15 First Use In Commerce: 1924/09/15

beauty and hairdressing salon services

U.S. Registration
No.

1994280 Application Date 11/20/1992

Registration Date 08/20/1996 Foreign Priority
Date

NONE

Word Mark SAKS FIFTH AVENUE

Design Mark



Description of
Mark

NONE

Goods/Services Class 025. First use: First Use: 1924/09/15 First Use In Commerce: 1924/09/15

articles of wearing apparel for men, women and children, namely suits, pant-
suits, coats, dresses, skirts, shirts, tops,bottoms, jackets, blouses, pants, sweat-
ers, vests, jumpsuits, bodysuits, bustiers, underwear, lingerie, pajamas, loun-
gers, bras, camisoles, panties, stockings,socks, gloves, swimsuits, bathrobes,
scarves, belts, hats, caps, collars, ties,cumberbunds, T-shirts, tunics, turtle-
necks, cardigans, shirtjackets, shirtdresses, jeans, blazers, sweatpants, sweat-
shirts, tights, leggings, trousers, loungewear, jogging sets, evening gowns, unit-
ards, leotards, jerseys, capes, chemises; boots and shoes for men, women and
children, sneakers and sandals

U.S. Registration
No.

737308 Application Date 11/29/1961

Registration Date 09/04/1962 Foreign Priority
Date

NONE

Word Mark SAKS FIFTH AVENUE

Design Mark

Description of
Mark

NONE

Goods/Services Class 042. First use: First Use: 1924/09/15 First Use In Commerce: 1924/09/15

Retail Department Store Services

U.S. Registration
No.

635368 Application Date 09/09/1955

Registration Date 10/09/1956 Foreign Priority
Date

NONE

Word Mark SAKS FIFTH AVENUE

Design Mark

Description of
Mark

NONE

Goods/Services Class 018. First use: First Use: 1924/09/15 First Use In Commerce: 1924/09/15

FUR PELTS AND SKINS FOR USE IN MAKING AND TRIMMING WEARING
APPAREL

U.S. Registration
No.

628489 Application Date 09/14/1955



Registration Date 06/12/1956 Foreign Priority
Date

NONE

Word Mark SAKS FIFTH AVENUE

Design Mark

Description of
Mark

NONE

Goods/Services Class 018. First use: First Use: 1924/09/15 First Use In Commerce: 1924/09/15

TRUNKS, HAND LUGGAGE, WOMEN'S AND MISSES' HANDBAGS, [ DOG
TOGGERY, DOG BASKETS,] BRIEF CASES, BILL-FOLDS, WALLETS,
PURSES, POCKET BOOKS, MONEY BELTS, POCKET CASES, [ PASS
CASES, CARD CASES, ] KEY CASES, [ SHAWL STRAPS, ] TRAVELING TOI-
LET CASES, WRITING CASES, AND ATTACHE CASES

U.S. Registration
No.

2221406 Application Date 09/22/1997

Registration Date 02/02/1999 Foreign Priority
Date

NONE

Word Mark SAKS FIFTH AVENUE

Design Mark

Description of
Mark

NONE

Goods/Services Class 035. First use: First Use: 1997/08/00 First Use In Commerce: 1997/08/00

retail department store services

U.S. Registration
No.

620917 Application Date 01/04/1955

Registration Date 02/07/1956 Foreign Priority
Date

NONE

Word Mark SAKS FIFTH AVENUE

Design Mark



Description of
Mark

NONE

Goods/Services Class 025. First use: First Use: 1924/09/15 First Use In Commerce: 1924/09/15

ALL ARTICLES OF WEARING APPAREL FOR MENAND BOYS, AND FOR
WOMEN, MISSES, CHILDREN AND INFANTS, EXCLUSIVE OF BOOTS AND
SHOES AND OTHER ITEMS OF OUTER FOOTWEAR

U.S. Registration
No.

3368500 Application Date 05/04/2007

Registration Date 01/15/2008 Foreign Priority
Date

NONE

Word Mark SAKS FIFTH AVENUE

Design Mark

Description of
Mark

The mark consists of the words SAKS FIFTH AVENUE in cursive writing con-
tained within a box.

Goods/Services Class 035. First use: First Use: 2007/01/08 First Use In Commerce: 2007/01/08

Retail department store services, on-line retail department store services, and-
mail order services featuring general department store merchandise

U.S. Registration
No.

1180633 Application Date 10/01/1980

Registration Date 12/01/1981 Foreign Priority
Date

NONE

Word Mark SAKS FIFTH AVENUE



Design Mark

Description of
Mark

NONE

Goods/Services Class 042. First use: First Use: 1973/05/06 First Use In Commerce: 1973/05/06

Retail Department Store Services
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Signature /Ashley Nelson Van Leer/

Name Ashley Nelson Van Leer

Date 09/12/2019



 

  
 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE  
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

In the Matter of Application Serial No. 88/343,296 for the Mark: SAAX & CO. 
Published in the Official Gazette on August 13, 2019  

SAKS & COMPANY LLC, 

 Opposer, 

 v. 

AMBER M. SAX, 

 Applicant. 

) 
) 
) 
) 
) 
) 
) 
) 
) 
) 

Opposition No. _________ 
 

   

NOTICE OF OPPOSITION 

Opposer Saks & Company LLC (“Opposer”) believes that it will be damaged by the 

registration of the mark SAAX & CO. (“Applicant’s Mark”) for “Business data analysis; Business 

management analysis; Market analysis and research services” in International Class 35, and 

“Financial analysis and consultation; Financial analysis and research services” in International 

Class 36 (“Applicant’s Services”) in Application Serial No. 88/343,296 (the “Application”), filed 

on March 17, 2019 by Amber M. Sax, alleged to be a Texas limited liability company having an 

address at 1477 W. Virginia Circle, Kingsville, Texas 78363 (“Applicant”), and hereby opposes 

same. 

The Application was published in the USPTO’s Official Gazette (Trademarks) on August 

13, 2019.  Therefore, this opposition is timely filed. 

As grounds for this opposition, Opposer alleges: 

1. Opposer is a Delaware limited liability company located and doing business at 225 

Liberty Street, 31st Floor, New York, New York 10281. 
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Opposer’s Famous “SAKS” Marks 

2. Opposer is the owner and operator of the world famous department store chain Saks 

Fifth Avenue.  Opposer’s flagship Saks Fifth Avenue department store on Fifth Avenue in 

Manhattan was opened in 1924, and Opposer now owns and operates forty-five (45) SAKS FIFTH 

AVENUE stores and one hundred and eleven (111) SAKS OFF FIFTH stores throughout the 

United States.  

3. Since long prior to the filing of Applicant’s Application, Opposer has been and is 

using “SAKS”, “SAKS FIFTH AVENUE” and “SAKS & COMPANY,” in addition to other marks 

incorporating “SAKS,” in interstate commerce, as a trade name, service mark, and/or trademark 

to identify its promotional, marketing and retail department store services as well as clothing for 

men, women and children, footwear, handbags and numerous other goods offered therein (the 

“SAKS Marks”).   

4. Opposer maintains an online presence using the SAKS Marks, and promoting the 

goods and services offered under its SAKS Marks, including via the websites www.saks.com, 

www.saksfifthavenue.com and www.saksoff5th.com.   

Opposer’s Rights in the “SAKS” Marks 

5. Opposer is the owner of the SAKS Marks and associated registrations, including 

incontestable trademark registrations for the mark SAKS & COMPANY (U.S. Registration No. 

2,351,428), SAKS FIFTH AVENUE (U.S. Registration No. 1,180,632) and   

(U.S. Registration No. 1,180,633), which cover, among other things, retail department stores 

services in International Classes 35 and 42; as well as a registration for the mark SAKS (U.S. 



 

 3 
 

Registration No. 5,647,775), which covers retail department store services in International Class 

35.   

6. Opposer owns registrations and applications for its SAKS Marks with the United 

States Patent and Trademark Office (“USPTO”), including, but not limited to the following, made 

as of record in the registration certificates attached as Exhibit A: 

MARK REG. NO. INT’L CLASS 

SAKS 5647775 35, 44 
SAKS & COMPANY 2351428 35 
SAKS FIFTH AVENUE 1180632 42 
SAKS FIFTH AVENUE 627814 14 
SAKS FIFTH AVENUE 1359451 29, 30, 42 
SAKS FIFTH AVENUE 1667955 42 
SAKS FIFTH AVENUE 1994280 25 
SAKS FIFTH AVENUE 737308 42 
SAKS FIFTH AVENUE 635368 18 
SAKS FIFTH AVENUE 628489 18 
SAKS FIFTH AVENUE (stylized) 2221406 35 
SAKS FIFTH AVENUE (stylized) 620917 25 
SAKS FIFTH AVENUE (stylized) 3368500 35 
SAKS FIFTH AVENUE (stylized) 1180633 42 

 
7. These registrations are valid, subsisting and owned by Opposer.  Registration Nos. 

2351428; 1180632; 627814; 1359451; 1667955; 1994280; 737308; 635368; 628489; 2221406; 

620917; 3368500; and 1180633 are incontestable in accordance with 15 U.S.C. §§ 1065, 1115. 

8. Opposer has offered/sold billions of dollars’ worth of goods and services in 

connection with its SAKS Marks. 

9. Opposer has spent significant sums advertising and promoting its SAKS Marks 

throughout the United States.  

10. By virtue of the popularity of Opposer’s goods and services offered in connection 

with its SAKS Marks, and its advertising and promotion of the SAKS Marks, Opposer has built 
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up and now owns extensive common law rights and extremely valuable goodwill which is 

symbolized by its SAKS Marks.   

11. Also, by virtue of the popularity of Opposer’s goods and services offered in 

connection with its SAKS Marks, and its advertising and promotion of its SAKS brand, SAKS and 

SAKS & COMPANY became famous marks prior to Applicant’s alleged first date of use of 

Applicant’s Mark or the filing date of Applicant’s Application, uniquely representing Opposer’s 

SAKS and SAKS & COMPANY retail and online retail store services and the goods offered 

therein in the minds of the U.S. consuming public. 

Applicant’s “SAAX & CO.” Application  

12. On or around March 17, 2019, Applicant filed the Application with the USPTO on 

an intent-to-use basis seeking registration of the mark SAAX & CO. for “Business data analysis; 

Business management analysis; Market analysis and research services” in International Class 35 

and “Financial analysis and consultation; Financial analysis and research services” in International 

Class 36.  

13. Upon information and belief, none of Applicant nor any predecessor or related 

company of Applicant made use of the applied-for mark in commerce prior to the March 17, 2019 

filing date. 

14. Opposer’s use of its SAKS Marks, including SAKS & COMPANY, long precedes 

the filing date of Applicant’s Application.   

15. Applicant’s application for and use or proposed use of Applicant’s Mark is without 

Opposer’s consent or permission.  

16. Opposer believes that it will be damaged by the registration of Applicant’s Mark as 

set forth in Applicant’s Application within the meaning of 15 U.S.C. § 1063(a). 
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COUNT I 

LIKELIHOOD OF CONFUSION UNDER 15 U.S.C. § 1052(d) 

17. Opposer repeats and realleges the allegations in Paragraphs 1 through 16.   

18. Applicant’s registration of Applicant’s Mark as a trademark or service mark is 

likely to cause injury to Opposer and to injure Opposer’s rights in its SAKS Marks.  Applicant’s 

registration and use of Applicant’s Mark in connection with Applicant’s Services is likely to cause 

confusion, mistake and/or deception as to source, affiliation, and/or sponsorship between Opposer 

and the goods and services provided in conjunction with the SAKS Marks, on the one hand, and 

Applicant, on the other.   

COUNT II 

DILUTION UNDER 15 U.S.C. § 1125(c) 

19. Opposer repeats and realleges the allegations in Paragraphs 1 through 18.   

20. Prior to Applicant’s filing date, Opposer’s SAKS Marks became distinctive and 

famous in accordance with 15 U.S.C. § 1125(c). 

21. Applicant’s use and registration of SAAX & CO. in connection with Applicant’s 

Services would dilute the distinctiveness of Opposer’s famous SAKS Marks. 

COUNT III 

FALSE ASSOCIATION UNDER 15 U.S.C. § 1052(a) 

22. Opposer repeats and realleges the allegations in Paragraphs 1 through 21.  

23. Applicant’s use or proposed use of SAAX & CO. in connection with Applicant’s 

Services falsely suggests a connection and unfairly competes with Opposer and Opposer’s SAKS 

Marks and related goods and services in violation of Section 2(a) of the Trademark Act. 
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WHEREFORE, Opposer respectfully requests that this opposition be sustained and that 

Application Serial No. 88/343,296 be denied registration.   

Please debit our Deposit Account No. 502547 for the filing fee and any additional 

necessary fees.  

Please address all correspondence to Melanie J. Howard, Esq., Loeb & Loeb LLP, 10100 

Santa Monica Blvd., Suite 2200, Los Angeles, California 90067. 

 

Dated: September 11, 2019 LOEB & LOEB LLP 

By:      
Melanie J. Howard 
Sara J. Crisafulli 
10100 Santa Monica Boulevard 
Suite 2200 
Los Angeles, CA 90067 
Telephone:  (310) 282-2000 
tmlit@loeb.com; mhoward@loeb.com; 
scrisafulli@loeb.com 
 
Attorneys for Opposer Saks & Company LLC 
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EXHIBIT A



Reg. No. 5,647,775 

Registered Jan. 08, 2019 

Int. Cl.: 35, 44

Service Mark

Principal Register 

Saks & Company LLC  (DELAWARE LIMITED LIABILITY COMPANY)

225 Liberty Street, 31st Floor

New York, NEW YORK 10281

CLASS 35: Retail store services in the nature of pop-up shops in the fields of fashion, beauty,

wellness and skin care

FIRST USE 5-00-2017; IN COMMERCE 5-00-2017

CLASS 44: Health spa services for health and wellness of the body and spirit; Cosmetic skin

care services and salon services, namely, manicures, pedicures, facials, brow shaping,

makeup services, massages, eye lash extensions and skin care treatments, tissue contouring

and cellulite improvement

FIRST USE 5-00-2017; IN COMMERCE 5-00-2017

THE MARK CONSISTS OF STANDARD CHARACTERS WITHOUT CLAIM TO ANY

PARTICULAR FONT STYLE, SIZE OR COLOR

OWNER OF U.S. REG. NO. 0737308, 1180632, 1667955

SER. NO. 87-927,932, FILED 05-18-2018




































