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Jill M. McCormack, Interlocutory Attorney:

These consolidated cases come before the Board for consideration of Opposers’
motion for a protective order prohibiting Applicant from taking the deposition of co-
Opposer LeBron James in these proceedings.! (18 TTABVUE). The motion is fully
briefed.

I. Factual Background

Applicant seeks registration of the standard-character mark KING JAMES for

various clothing items in Class 25.2 Applicant also owns a registration for the

standard-character mark KING JAMES ACTIVEWEAR for “t-shirts” in Class 25.3

1 For ease of reference, “Opposers” will refer to Opposers/Petitioners, LBJ Trademarks, LL.C
and Mr. James, and “Applicant” will refer to Applicant/Respondent, James Golding.

2 Application Serial No. 88111451, filed September 10, 2018. The application includes the
statement that: “The name(s), portrait(s), and/or signature(s) shown in the mark identifies a
living individual, whose consent(s) to register is made of record.”

3 Registration No. 3972356, issued June 7, 2011; “activewear” disclaimed.
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On July 31, 2019, Opposers filed a notice of opposition on the grounds of false
suggestion of a connection pursuant to Trademark Act § 2(a), and that the mark
identifies a living individual without written consent pursuant to Trademark Act
§ 2(c). On October 31, 2019, Opposersfiled apetitionto cancel Applicant’sregistration
on the grounds of false suggestion of a connection; that the mark identifies a living
individual without written consent; that the mark comprises matter that is functional
pursuant to Trademark Act § 2(e)(5); and abandonment pursuant to Trademark Act
§ 14(3). In its answers, Applicant denies the salient allegations in the complaints and
raises various defenses.

On December 13, 2019, before Applicant filed its answer in the cancellation,
Opposers filed an amended petition to cancel, which removed Mr. James as a party,
and a withdrawal of the petition as to Mr. James. (92072657: 5 TTABVUE).

On January 6, 2020, Applicant served a notice of deposition upon Mr. James. (19
TTABVUE 6).

On January 14, 2020, Opposers filed a motion for leave to file an amended notice
of opposition which removed Mr. James as a party. (8 TTABVUE). On January 15,
2020, Opposersfiled a motion for a protective order suspending Mr.James’ obligation
to respond to discovery requests until the Board ruled on the pending motion for
leave. (9 TTABVUE).

On March 9, 2020, the Board dismissed the cancellation proceeding without
prejudice as to Mr. James and accepted Opposer LBJ Trademarks, LL.C’s amended

petition to cancel (92072657: 5 TTABVUE) as its operative pleading. (11 TTABVUE
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4). The Board also construed Opposers’ motion for leave in the opposition proceeding
as a combined motion for leave to file the amended notice of opposition as to Opposer
LBJ Trademarks, LLC and to withdraw the notice of oppositionas to Mr. James. (Id.).
The Board found that, because the motion to withdraw was filed after Applicant’s
answer, the notice of opposition could not be withdrawn without prejudice except with
the Applicant’s written consent. (Id.). Thus, the Board allowed Opposers time to
withdraw their combined motion for leave to amend and to withdraw the notice of
opposition, and granted their motion for protective order as conceded. (Id. at 5-6).

On March 27, 2020, Opposers withdrew their combined motion for leave to amend
and to withdraw the notice of opposition as to Mr. James. (12 TTABVUE). In its order
noting the withdrawal of the combined motion, the Board instructed the parties that
“the Board expects the parties to cooperate with respect to agreeing to a date for the
service of Mr. James’s discovery responses.” (13 TTABVUE 2).

On June 30, 2020, Opposer LBdJ Trademarks, LLC filed a second amended petition
to cancel, with Applicant’s consent. (92072657: 9 TTABVUE). In the second amended
petition, Mr. James is joined as a co-petitioner to the cancellation proceeding. (9
TTABVUE 2). The alleged grounds for cancellation remain unchanged.

On September 22, 2020, Opposers served the expert witness report of Eldon Ham
on Applicant and filed a Notice of Expert Disclosures withthe Board. (14 TTABVUE).
According to Opposers, Mr. Ham offered opinions “that King James is a well-known
and famous nickname of Mr. James and has been since at least 2002,” and that

“professional athletes, such as Mr. James, commonly allow their names and
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nicknames to be used in connection with brands and apparel, and that the general
public would immediately associate with LeBron James any items of apparel
displaying or sold under the name King James.” (18 TTABVUE 6).

On October 8, 2020, Applicant served a second notice of deposition on Mr. James.
(18 TTABVUE 38-39). Counsel for the parties exchanged email correspondence on
October 13, 2020, and October 15, 2020, regarding the proposed deposition, (18
TTABVUE 37-39), and spoke via telephone on November 2, 2020 to “meet and
confer.” (Id. at 7). On November 8, 2020, Opposers filed the instant motion for a
protective order “to quash a Notice of Deposition served by [Applicant] seeking the
deposition of Mr. James.” (18 TTABVUE 2).

II. Preliminary Issue - Answer to Amended Petition Due

The Board construes Opposer LBJ Trademarks, LL.C’s second amended petition
to cancel, filed June 30, 2020, with Applicant’s consent, toinclude a consented motion
for leave to file a second amended petition to cancel.

The construed motion for leave is granted. See Trademark Rule 2.127(a), 37
C.F.R. § 2.127(a).

Opposers’ second amended petition to cancel (92072657: 9 TTABVUE) is accepted
as their operative pleading in the cancellation. Applicant is allowed TWENTY (20)
DAYS from the date of this order to file an answer to the second amended petition to
cancel, failing which the Board may enter notice of default against Applicant. Because
the pleadings must be complete in each respective proceeding, Applicant should file

its answer in the child proceeding, Cancellation No. 92072657.
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III. Motion for Protective Order Denied
A. Good Faith Attempt to Confer
Fed. R. Civ. P. 26(c)(1) requires that a party that moves for a protective order
include a certificate that the movant has in good faith conferred or attempted to
confer with the other affected parties in an effort to resolve the dispute without court
action.* See Flandersv. DiMarzio, Inc., 2020 USPQ2d 10671, *2 (TTAB 2020); Phillies
v. Phila. Consol. Holding Corp., 107 USPQ2d 2149, 2151 (TTAB 2013); see also
TRADEMARK TRIAL AND APPEAL BOARD MANUAL OF PROCEDURE (TBMP) § 412.06
(2020). The Board finds that Opposers made a good faith attempt to resolve this
dispute prior to filing their motion for protective relief. (18 TTABVUE 7, 37-39).
B. Applicable Legal Principles
Trademark Rule 2.120(g) states:
Upon motion by a party . .. from whom discovery is sought, and for good
cause, the Trademark Trial and Appeal Board may make any order
which justice requires to protect a party from annoyance,
embarrassment, oppression, or undue burden or expense, including one
or more of the types of orders provided by clauses (A) through (H),
inclusive, of Rule 26(c)(1) of the Federal Rules of Civil Procedure. If the
motion for a protective order is denied in whole or in part, the Board

may, on such conditions. .. as are just, order that any party comply with
disclosure obligations or provide or permit discovery.

37 C.F.R. § 2.120(g); see also TBMP § 412.06. Rule 26(c)(1) empowers the Board to
enter a protective order that a discovery depositionnotbe had upon a showing of good

cause. Fed. R. Civ. P. 26(c)(1)(A). “Rule 26(c) emphasizes ‘the complete control that

4 The Federal Rules of Civil Procedure are made applicable to inter partes proceedings by
Trademark Rule 2.116(a), 37 C.F.R. § 2.116(a). See also TBMP § 101.02.
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the court has over the discovery process.” Pioneer Kabushiki Kaisha v. Hitachi High
Techs. Am., Inc., 74 USPQ2d 1672, 1674 (TTAB 2005) (internal citation omitted).
“The existence of good cause for a protective order is a factual matter to be
determined from the nature and character of the information sought . .. weighed in
the balance of the factual issues involved in the Board proceeding.” TBMP § 412.06.
“To establish good cause, a movant must provide ‘a particular and specific
demonstrationoffact, as distinguished from stereotyped and conclusory statements.”
Phillies, 107 USPQ2d at 2152 (quoting FMR Corp. v. Alliant Partners, 51 USPQ2d
1759, 1761 (TTAB 1999)); Pioneer Kabushiki Kaisha, 74 USPQ2d at 1674 (same).
Fed. R. Civ. P. 26(b) provides that a party is entitled to discovery regarding any
matter, not privileged, which is relevant to the subject matter of the proceeding, and
which appears reasonably calculated to lead to the discovery of admissible evidence.
FMR Corp., 51 USPQ2d at 1761. “Consistent with that rule, a party is permitted take
the discovery deposition of any person” under Fed. R. Civ. P. 30(a). Id. (internal
citation omitted); see also Pioneer Kabushiki Kaisha, 74 USPQ2d at 1674; TBMP
§ 404.02. Although issuance of “a protective order that prohibits the taking of a
deposition altogether is rarely granted in the absence of extraordinary
circumstances,” the Board has the discretion to limit a deposition or order a
deposition not to be had ifit determines that the discovery sought is obtainable from
other sources that are more convenient and less burdensome or duplicative. FMR
Corp., 51 USPQ2d at 1761 (citing 8 Charles A. Wright, Arthur R. Miller & Richard L.

Cooper, Federal Practice and Procedure, 2037 (2d ed. 1994)); TBMP § 412.06(a).
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However, “[a]s a general rule, a lack of personal knowledge is an insufficient basis for
obtaining a protective orderthat a discovery depositionnot be had, as a party seeking
discovery may test a witness’ asserted lack of knowledge.” TBMP § 412.06(a).

C. Analysis and Decision

As an initial matter, although Opposers refer to their motion as one for a
protective order “to quash a Notice of Deposition served by [Applicant] seeking the
deposition of Mr. James,” (18 TTABVUE 2), Opposers did not provide a copy of either
the January 6, 2020, or the October 8, 2020 notice of deposition to Mr. James.
Moreover, any motion to quash the October 8, 2020 notice would be moot given that
the time to appear for the deposition listed therein was allegedly October 22, 2020,
(Id. at 39). Cf. Ate My Heart, Inc. v. GA GA Jeans Ltd., 111 USPQ2d 1564, 1565—66
(TTAB 2014) (“The portion of Applicant’s motion seeking to quash the notice of
deposition.. . is moot because the time has passed for taking the noticed deposition
on that date and the deposition did not occur.”). Accordingly, the Board construes
Opposers’ motion as seeking a protective order prohibiting Applicant from deposing
Mr. James in these consolidated proceedings.

The Board has considered all of the parties’ arguments, presumes the parties’
familiarity with the factual bases for their filings, and does not recount the facts or
arguments here, except as necessary to explain this decision. See Guess? IP Holder
LP v. Knowluxe LLC, 116 USPQ2d 2018, 2019 (TTAB 2015).

Opposers contend that the “requested deposition should be quashed because it 1s

only intended to harass Mr. James.” (18 TTABVUE 3). First, Opposers argue that
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their pleaded claims “look only to the public’s understanding of the applied for mark
and require no trademark use by Opposers;”’ therefore, “Mr. James has no particular,
relevant knowledge or information concerning this understanding.” (Id.). Second,
Opposers argue that, “[tJo the extent that Mr. James has any knowledge or
information of arguable relevance here,” Applicant can take a deposition pursuant to
Fed. R. Civ. P. 30(6)(b) of co-Opposer LBJ Trademarks, LLC, “an organization which
owns and manages Mr. James’s intellectual property” and “would have the same or
superior knowledge or information.” (Id.). Third, Opposers argue that Applicant can
depose Opposers’ expert witness, Mr. Ham, who, according to Opposers, “has much
more relevant information concerning the issues in this case than either LBJ
Trademarks or Mr. James.” (Id.).

In response, Applicant contends that the motion for protective order should be
denied because, inter alia, “Mr. James can neither force [Applicant] to incur the cost
of deposing numerous witnesses nor control the order in which [Applicant] elects to
depose witnesses.” (19 TTABVUE 4). Applicant further argues that Mr. James is not
a high-level executive of a corporate party who does not have knowledge or

information as to the claims or defenses in these proceedings. (Id. at 10).5

5 Applicant also argues that LBJ Trademarks, LLC, does “not have standing,” and that
Opposers’ expert does “not qualify as an expert witness.” (19 TTABVUE 7). Because these
issues are neither properly before the Board, nor relevant to the Board’s decision herein, the
Board takes no position as to the merits of Applicant’s arguments. However, Applicant is
reminded that there are no pre-trial motions in limine in proceedings before the Board, and
motions filed pursuant to Daubert v. Merrell Dow Pharm., Inc., 509 U.S. 579, 27 USPQ2d
1200 (1993), are not considered until the case is ready for decision and the entire evidentiary
record is under review. See Trademark Rule 2.123(j), 37 C.F.R. § 2.123()).
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In reply, Opposers contend that “Applicant fails to provide any legal or factual
basis to require Mr. James’ deposition at this time,” and that “Applicant completely
fails to establish why Mr. James is the sole and singularly knowledgeable witness
qualified to discuss the topics set out in Applicant’s Response.” (21 TTABVUE 11).

Upon review of the record, the Board finds that Opposers have not presented
sufficient justification for the reliefthey seek and have not shown that good cause
exists for a protective order prohibiting Applicant from deposing Mr. James.

The Board is not convinced that Applicant’s desire to depose Mr. James is only
intended to harass Mr. James. Unlike the situation in FMR Corp., Mr. James 1s not
a high-level executive of a corporate party who “has been shown to have no direct
knowledge of the facts of the case or no unique or superior personal knowledge of the
facts.” 51 USPQ2d at 1761. Mr. James, an individual, is a named co-plaintiffin these
proceedings, and he is asserting claims, inter alia, pursuant to Trademark Act §§ 2(a)
and 2(c). While it may be true that Opposers’ “showing [will] not depend on
information or knowledge from Mr. James” in these proceedings, (18 TTABVUE 10),
this does not automatically mean that Applicant should be prohibited from deposing
Mr. James.

Opposers have not provided support for their conclusory statements that Mr.
James either does not have knowledge relevant to his pleaded claims, or has
knowledge inferior to other witnesses. Cf. FMR Corp., 51 USPQ2d at 1763 (“when a
party seeks to depose a very high-level official of a large corporation, and that official

(or corporation) files a motion for protective order to prohibit the deposition, the
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movant must demonstrate through an affidavit or other evidence that the official has
no direct knowledge of the relevant facts or that there are other persons with equal
or greater knowledge of the relevant facts.”). The contention that Mr. James has no
relevant knowledge or information as to the claims and defensesin these proceedings
1s not credible. For example,in the notice of opposition, Opposers assert (1) that “King
James’ has been a well-known nickname of LeBron James for many years,” and
“Applicant’s mark i1s identical to LeBron James’s well-known nickname, ‘King
James.” (1 TTABVUE 6-7, 99 8, 12); and (i1) that “LeBron James has commercially
endorsed numerous products, including Applicant’s Goods. Therefore, LeBron James
is publicly connected with the business for which Applicant’s KING JAMES mark is
being used or intended to be used.” (Id. at 8, J 21).

Furthermore, Opposers’contention that Applicant should instead (or at least first)
be required to depose Opposers’ expert witness or co-Opposer LBJ Trademarks, LLC
1s similarly unpersuasive. Contrary to Opposers’ argument in reply, Applicant is not
required “to establish why Mr. James is the sole and singularly knowledgeable
witness qualified to discussthe topics setout in Applicant’s Response.” (21 TTABVUE
11). Opposers must demonstrate good cause for their requested relief, and they have
not provided specificfacts to show that deposing either LBdJ Trademarks, LLC or Mr.
Ham would be more convenient and less burdensome or duplicative of deposing Mr.
James. See Pioneer Kabushiki Kaisha, 74 USPQ2d at 1676; see also FMR Corp., 51
USPQ2d at 1761 (“As general rule, a motion for a protective order that a discovery

deposition not be had is usually denied when the only grounds advanced are that the

10
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deponent is too busy, or that the examination would cause undue labor, expense or
delay.”). While the testimony of other witnesses may overlap with Mr. James’
testimony on many points, Opposers have not shown that Mr. James’ testimony
would be entirely duplicative or would not lead to relevant information. See Pioneer
Kabushiki Kaisha, 74 USPQ2d at 1676.

In view of the foregoing, Opposers have failed to show good cause for entry of a
protective order, and their motion for a protective order is denied.

IV. Proceedings Suspended

In view of the current circumstances related to the COVID-19 pandemic, the
Board hereby orders that the deposition of Mr. James may take place by video
teleconference, telephone or similar acceptable means. See, e.g., Flanders, 2020
USPQ2d at *5; Hewlett-Packard Co. v. Healthcare Personnel Inc., 21 USPQ2d 1552,
1553 (TTAB 1991).

Within TWENTY (20) DAYS of the date of this order, the parties are ordered to
conduct a teleconference to discuss their options for moving forward with Mr. James’
deposition, as well as any additional, outstanding discovery that needs to be
completed in these proceedings, including expert discovery. The Board expects the
parties and their attorneys to cooperate in the discovery process and looks with
extreme disfavor on those who do not. Cf. Sunrider Corp. v. Raats, 83 USPQ2d 1648,
1654 (TTAB 2007) (parties have a duty to cooperate in resolving conflicts in the

scheduling and taking of depositions).

11
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The parties must notify the Board, in writing, within THIRTY-FIVE (35) DAYS
of the date of this order, of their plan for taking Mr. James’ deposition and finalizing
any remaining discovery in these proceedings.

Proceedingsotherwise remain suspended. The Board will resume proceedings and

reset dates after reviewing the parties’ response to this order.
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