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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
Before the Trademark Trial and Appeal Board 

 
In the Matter of Application Serial No. 88196675 
Mark:   COMPASSIONUS 
Applicant:  CompassionUS Inc. 
Filed:    November 16, 2018 
Published in  
the Official Gazette: April 2, 2019 
 
 
Compassion International, Inc.  ) 
            ) 

Opposer    ) 
      ) 
                   v.     )  Opposition No. 91249817  
      )   
CompassionUS Inc.    ) 
      ) 
        Applicant   ) 
 

APPLICANT’S AMENDED ANSWER TO OPPOSER’S NOTICE OF OPPOSITION 
AND STATEMENT OF GROUNDS FOR OPPOSITION 

 
Applicant CompassionUS Inc. (“Applicant” and/or “CompassionUS”), by its attorneys, 

Gina M. Harasti and Bowie & Jensen, LLC, hereby responds to the Notice of Opposition and 

Statement of Grounds for Opposition filed by Opposer, Compassion International, Inc. 

(“Opposer” and/or “Compassion International”), and states as follows: 

 

INTRODUCTION 

On November 16, 2018, CompassionUS filed a trademark application, Serial No. 

88196675, with the United States Patent and Trademark Office (“USPTO”) to register the word 

mark, COMPASSIONUS, in Class 35 for services identified as:  

Charitable services in the nature of coordination of the procurement and distribution of food 

donations from the general public to needy persons;  

 



Opposition No. 91249817 
Ser. No. 88196675 

2 
 

Charitable services in the nature of matching philanthropists with nonprofit organizations and 

causes in the field of drug and alcohol addiction, gun violence, fatherlessness, educational 

reform, domestic violence, homelessness, sex trafficking, racial reconciliation, media 

accountability, prison reform, mental illness, immigration reform, partisan division, government 

accountability and chronic poverty; 

 

Charitable services, namely, providing business administration and management of care 

facilities, housing facilities, and nursing home facilities for others, namely, the elderly, children 

in need, and adults with disabilities; 

  

Charitable services, namely, coordination of non-monetary contributions to charities and non-

profits; Charitable services, namely, coordination of the procurement and distribution of food 

donations from manufacturers, wholesalers, retailers, and government agencies to organizations 

providing free food to needy people; 

  

Charitable services, namely, coordination of the procurement and distribution of gift-in-kind 

product donations from manufacturers, wholesalers, retailers, and government agencies to 

organizations providing free products to needy people; 

  

Charitable services, namely, coordination of the procurement and distribution of holiday gift 

donations from the general public to orphaned children; 

  

Charitable services, namely, coordination of the procurement and sale of donor vehicles for 

charities; Charitable services, namely, employment counseling services for those living in 

poverty in the areas of preparing for, obtaining, maintaining and advancing in employment 

opportunities; 

  

Charitable services, namely, facilitating administrative coordination among charitable 

organizations; 

  

Charitable services, namely, organizing and conducting volunteer programs and community 

service projects;  

 

Charitable services, namely, organizing and conducting volunteer programs and community 

service projects aimed at increasing support and morale of families of deceased war veterans, 

war veterans, current members and future members of the United States military; 

 

 Charitable services, namely, organizing and conducting volunteer programs and community 

service projects aimed at increasing support and morale of members of the United States 

military;  

 

Charitable services, namely, organizing and developing programs that aim to improve the lives 

of formerly incarcerated persons, their families, and those at risk for incarceration; 

 

Charitable services, namely, organizing and developing projects that aim to improve the lives of 

underprivileged and impoverished people;  
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Charitable services, namely, organizing and developing projects that aim to promote global 

awareness about human trafficking and commercial sex industry;  

 

Charitable services, namely, organizing women's groups to undertake projects which benefit the 

homeless, abused, at risk women and women in transition and in pain, while encouraging 

empowerment among women of all ages and ethnicities;  

 

Charitable services, namely, organizing youth groups to undertake charitable projects in the 

field of disaster response;  

 

Charitable services, namely, organizing youth groups to undertake projects to benefit the needy 

and the community to encourage leadership, character, compassion, and good citizenship; 

 

Charitable services, namely, promoting public awareness about poverty in the United States 

through a media fast program conducted by young people;  

 

Charitable services, namely, promoting public awareness of the solutions for ending chronic 

poverty in America;  

 

Charitable services, namely, providing a free online resource in the nature of a website for 

connecting people who have service needs with people who are willing to provide volunteer 

services;  

 

Marketing services, namely, promotional services in the field of planned-giving for non-profit 

and charitable organizations;  

 

Providing on-line web directory services featuring hyperlinks to the websites of charitable 

organizations. 

 

  A screenshot of the web site for CompassionUS, https://compassionus.org/ is attached 

hereto as Exhibit 1 and incorporated by reference.   

  The trademark application by CompassionUS was approved by the USPTO Examiner 

and on April 2, 2019, was published for opposition in the USPTO Official Gazette. 

On April 10, 2019, Opposer filed its First 90 Day Request for Extension of Time to 

Oppose for Good Cause, and on July 29, 2019 filed its formal Notice of Opposition to the 

registration being sought by CompassionUS. 
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A screenshot of Opposer’s website at www.compassion.com is attached hereto as 

Exhibit 2 and incorporated by reference.  

 

ANSWER 

In answer to Opposer’s Notice of Opposition, Applicant incorporates herein by reference 

and realleges the above Introduction and further states:   

1. CompassionUS is without sufficient information or knowledge to form a belief as to the 

allegations set forth in Paragraph 1 of the Notice of Opposition and therefore denies same.   

2. In response to the allegations contained in Paragraph 2 of the Notice of Opposition, 

CompassionUS admits that Opposer has provided copies of various trademark registrations using 

the word “Compassion.”  Applicant is without sufficient information or knowledge to form a 

belief as to the allegations set forth in Paragraph 2 of the Notice of Opposition and therefore 

denies same.   

3. CompassionUS denies the allegations contained in Paragraph 3 of the Notice of 

Opposition.   

4. CompassionUS is without sufficient information or knowledge to form a belief as to the 

allegations set forth in Paragraph 4 of the Notice of Opposition and therefore denies same.   

5. In response to the allegations contained in Paragraph 5 of the Notice of Opposition, 

CompassionUS admits that Opposer has provided a list of various trademark registrations it 

owns using the word “Compassion.”     

6. CompassionUS admits the allegations contained in Paragraph 6 of the Notice of 

Opposition. 
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7. CompassionUS denies the allegations contained in Paragraph 7 of the Notice of 

Opposition.   

8. CompassionUS denies the allegations contained in Paragraph 8 of the Notice of 

Opposition.   

9. CompassionUS is without sufficient information or knowledge to form a belief as to the 

allegations set forth in Paragraph 9 of the Notice of Opposition and therefore denies same.   

10.  In response to the allegations contained in Paragraph 10 of the Notice of Opposition, 

CompassionUS admits that Opposer has not given it permission or approval to use or register the 

mark, COMPASSIONUS, and states further that the USPTO Examiner approved the application 

and no such permission or approval is necessary. 

11. CompassionUS denies the allegations contained in Paragraph 11 of the Notice of 

Opposition.   

12. CompassionUS denies the allegations contained in Paragraph 12 of the Notice of 

Opposition.   

13. CompassionUS denies the allegations contained in Paragraph 13 of the Notice of 

Opposition.   

14. CompassionUS denies each and every allegation not specifically admitted herein. 

 

STATEMENT OF GROUNDS AND AFFIRMATIVE DEFENSES 

CompassionUS re-alleges and incorporates by reference its responses to the allegations in 

Paragraphs 1 through 14 above as if fully set forth herein and further asserts the following 

affirmative defenses: 
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A. The Notice of Opposition by Opposer fails to state a claim upon which relief can 

be granted.   

B. The USPTO Examiner, who conducted the search and approved Applicant’s 

mark, COMPASSIONUS, for publication on April 2, 2019, found no conflicting marks for 

similar services and determined no likelihood of confusion existed.  

C. Opposer’s Opposition is barred by the doctrine of laches. 

D. The USPTO Examiner found no evidence of likelihood of confusion between 

Applicant’s pending mark, COMPASSIONUS, and Opposer’s marks using the word 

“Compassion,” and with good reason given the marked differences in the mission and goals of 

each party as set forth in their respective websites, screen shots of which are attached as Exhibits 

1 and 2, and incorporated by reference as if fully set forth herein.  Moreover, it is abundantly 

clear the USPTO Examiner was correct given the following indisputable facts: 

1.  Opposer goes out of its way to demonstrate its focus is on international 

children with numerous photographs and international sponsorship opportunities 

that can be processed immediately.  Moreover, unlike Applicant, Opposer 

identifies itself as a “Ministry” designed primarily for sponsorship of children 

internationally, stating specifically: “We are Christ-centered, church-based and 

child-focused.” See https://www.compassion.com/about/what-makes-us-

distinct.htm  attached as part of Exhibit 2. 

2.  Applicant’s focus, on the other hand, is specific to the United States, 

identifying as its mission “to heal our nation by bringing people together to 

provide relief for the suffering, hope for the needy and inspiration to the next 

generation here in the United States of America.” Applicant’s concentration is 
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on addressing gun violence, homelessness, drug and alcohol addiction, domestic 

violence, sex trafficking, racial division, chronic poverty, to name a few, through 

reform in mental health, education, immigration, and media and government 

accountability.  See https://compassionus.org/   attached hereto as Exhibit 1. 

 
E. Given the foregoing, there is no evidence of false suggestion of a connection with 

persons, living or dead, institutions, beliefs, or national symbols, or [that] brings them into 

contempt, or disrepute between Applicant’s pending mark, COMPASSIONUS, and Opposer’s 

marks using the word “Compassion” as is abundantly clear from the marked differences  in each 

party’s focus, mission, and goals portrayed on their respective websites at Exhibits 1 and 2. 

F. Likewise, the mark COMPASSIONUS is not likely to cause confusion or to cause 

mistake or to deceive as to the affiliation, connection or association of Applicant with Opposer, 

or as to the origin, sponsorship, or approval of Applicant’s goods or services by Opposer, as is 

abundantly clear by the marked differences and portrayal of each party’s focus, mission and 

goals set forth in the content of their respective website set forth at Exhibits 1 and 2. 

G. Upon information and belief, Opposer has not suffered and is not likely to suffer 

any injury or damage from Applicant’s intended use and registration of Applicant’s mark, 

COMPASSIONUS.   

H. Applicant raises all defenses available pursuant to the Lanham Act, 15 U.S.C. § 

1051, et. seq. 

I. Applicant reserves the right to amend or supplement this Answer. 

J. Applicant reserves the right to rely on and raise additional affirmative defenses 

under the Federal Rules of Civil Procedure, the Lanham Act and any other defenses or 

counterclaims at law or in equity that may become apparent through discovery and up to trial. 
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WHEREFORE, having fully answered the Notice of Opposition, Applicant requests that 

the Opposer’s Notice of Opposition be dismissed with prejudice and that judgment be entered in 

favor of Applicant; that Opposer pay Applicant’s attorney fees and costs related to this 

Opposition; and that the Trademark Trial and Appeal Board (“TTAB”) order that Applicant’s 

mark, COMPASSIONUS, proceed to registration; and for such other and further relief as the 

TTAB may deem appropriate and just. 

 

Date:  September 25, 2019.    Respectfully submitted, 

 
 
       /s/ Gina M. Harasti____________ 

      Gina M. Harasti, Esquire 
      Bowie & Jensen, LLC  

210 W. Pennsylvania Avenue 
Suite 400 
Towson, Maryland 21204 
(410) 583-2400 
harasti@bowie-jensen.com 
Attorneys for Applicant 
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CERTIFICATE OF SERVICE 
 
 I hereby certify that a true and complete copy of the foregoing Applicant’s Answer to 
Opposer’s Notice of Opposition and Statement of Grounds for Opposition has been served on 
Mark Fischer, Attorney for Opposer, by forwarding said copy on September 25, 2019, via email: 
 
    Clay LaPoint 
    Sherri L. Eastley 
    Jared Matthysse 
    PIRKEY BARBER PLLC 
    1801 East 6th Street, Suite 300 
    Austin, TX  78702 

 

Attorneys for Opposer 

 
 
 
        /s/ Gina M. Harasti____________ 

Gina M. Harasti, Esquire 
 
Date: September 25, 2019 

 



EXHIBIT 1

“ĐreeŶshots of AppliĐaŶt’s weďsite at https://ĐoŵpassioŶus.org/ 

See attached. 















EXHIBIT 2 

Weďsite sĐreeŶshots of Opposer’s weďsite at https://www.ĐoŵpassioŶ.Đoŵ/ 

“ĐreeŶshots iŶĐlude pages froŵ: 

 HOME PAGE
 ABOUT U“: ͞What we Do͟
 ABOUT U“: ͞Where we Work͟
 ABOUT U“: ͞What Makes Us DiffereŶt͟
 ABOUT U“ FAQ“:  ͞How ŵaŶy ĐouŶtries does CoŵpassioŶ work iŶ?͟
 ABOUT U“ FAQ“:  ͞Where ĐouŶtries does CoŵpassioŶ work iŶ?͟
 ABOUT U“ FAQ“:  ͞Why does CoŵpassioŶ foĐus oŶ iŶdiǀidual Đhild deǀelopŵeŶt rather thaŶ

ďroader ĐoŵŵuŶity deǀelopŵeŶt work?͟
















