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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

In the Matter of Application: 

 

Serial No.: 88/236,664  

Filed:  December 20, 2018   

Applicant: Evolve Awareness Apparel, LLC  

Mark:  LIMITBREAKER   

For: Bottoms as clothing; Headbands for clothing; Headwear; Hoodies; Leggings; 

Sports bra; T-shirts; Tops as clothing (International Class 25)  

Published: April 30, 2019   

 

_____________________________________ 

      

LIMITBREAKER,    

      

 Opposer,    

      

  v.         Opposition No. 91249169 

      

EVOLVE AWARENESS APPAREL, LLC,   

      

 Applicant.  

 

_____________________________________ 

 

 

OPPOSER LIMITBREAKER’S MOTION FOR SUMMARY JUDGMENT AND 

SUPPORTING MEMORANDUM 

  

Pursuant to Fed. R. Civ. P. 56, 37 C.F.R. §2.127, and TBMP § 528, opposer LimitBreaker 

(“LimitBreaker” or “Opposer”) respectfully moves that the Board enter summary judgment and 

sustain Opposition No. 91249169.  Opposer’s motion is based on the likelihood of confusion 

between Opposer’s LIMITBREAKER mark and Evolve Awareness Apparel’s (“Applicant”) 

LIMITBREAKER mark and on Opposer’s prior rights in the LIMITBREAKER mark.  

As shown by the facts and arguments detailed in the accompanying memorandum, the 

parties’ LIMITBREAKER marks are identical and the parties’ goods are essentially identical, so 



 

 

the primary issue to be determined by this motion is priority, and Opposer clearly prevails on the 

issue of priority. Accordingly, the Board should grant summary judgment in Opposer’s favor and 

refuse registration of Application Serial No. 88/236,664.  

. 

Dated:  April 17, 2020   LIMITBREAKER 

 

      By its attorneys, 

 

      /Steven A. Abreu/     

      Steven A. Abreu 

      Katherine W. Soule   

      SUNSTEIN LLP  

      100 High Street 

      Boston, Massachusetts 02110-2321 

      (617) 443-9292 

      sabreu@sunsteinlaw.com 

      ksoule@sunsteinlaw.com 
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I. INTRODUCTION 

LimitBreaker (“Opposer”) is a sole proprietorship organized and existing under the laws 

of Canada. LimitBreaker uses its LIMITBREAKER trademark in connection with apparel, 

headwear, and accessories and has used its LIMITBREAKER mark since at least 2014. 

LimitBreaker owns Application No. 88/471,791 to register its LIMITBREAKER mark in 

connection with “Hats; Jackets; Shirts; Tank tops,” which it filed based on its use of the mark since 

2014. LimitBreaker opposes Evolve Awareness Apparel’s (“Applicant”) application to register the 

LIMITBREAKER mark for use in connection with “Bottoms as clothing; Headbands for clothing; 

Headwear; Hoodies; Leggings; Sports bra; T-shirts; Tops as clothing” in International Class 25 

(“Application No. 88/236,664”).  

There is a likelihood of confusion between Opposer’s LIMITBREAKER mark and 

Applicant’s LIMITBREAKER mark, which are identical and are used or intended to be used in 

connection with essentially identical goods. In order to avoid likelihood of confusion, Applicant’s 

LIMITBREAKER mark must be refused registration in light of Opposer’s prior rights in the 

LIMITBREAKER mark in connection with the same goods.  

II. FACTUAL BACKGROUND 

Jane Wu, the sole proprietor of Opposer, is a member of the dragonboat racing community, 

which is an international community of paddlers who compete in teams to race against other boats. 

Modern dragonboat racing is a very competitive sport, and many of the paddler train and compete 

throughout the year. Affidavit of Jane Wu (“Wu Decl.”) ¶1.  

Within the paddling community, particularly at the international level, it is common 

practice for an individual from one team to trade jerseys with an individual from another team. Wu 

Decl. ¶2.  
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As a designer and an athlete, Ms. Wu often designed her own dragonboat racing team’s 

jerseys, and her dissatisfaction with her experiences working with the limited selection of jersey 

suppliers motivated Ms. Wu to create a jersey design and production company. Ms. Wu founded 

LimitBreaker in 2014 as a customer teamwear provider, and LimitBreaker has evolved to become 

a more general team wear provider for fitness enthusiasts of all levels. Wu Decl. ¶¶ 3-5.  

Opposer sells apparel, headwear, and bracelets in connection with the LIMITBREAKER 

mark. Opposer has enjoyed commercial success in Canada, with over one hundred and fifty (150) 

team orders and over one hundred and seventy (170) individual orders for apparel, headwear, and 

accessories. Wu Decl. ¶¶ 7, 9; Wu Decl., Ex. A.  

Opposer began selling to consumers in the United States in 2014 and has continued to sell 

to consumers in the United States through the present day. Since September 2014, Opposer has 

used the LIMITBREAKER mark in commerce in the United States with at last seventeen products. 

Wu Decl. ¶¶ 10-11; Wu Decl., Ex. B. For example, in April 2017, Opposer sold a gray 

LIMITBREAKER t-shirt to Carmon Wong, who lived in Las Vegas, Nevada. Carmon Wong also 

purchased numerous other LIMITBREAKER products, such as hats, jackets, and bracelets, all of 

which were sold in connection with the LIMITBREAKER mark. Wu Decl. ¶12; Wu Decl., Ex. C. 

As another example, in April 2015, Opposer sold a LIMITBREAKER jacket to Alexander Huynh, 

who lived in San Francisco, California. Alexander Huynh also purchased numerous other 

LIMITBREAKER products, such as hats, short-sleeved shirts, and sleeveless tanks. Wu Decl. ¶13; 

Wu Decl., Ex. D. Opposer’s sales of products in connection with its LIMITEBREAKER mark to 

Carmon Wong and Alexander Huynh are representative of sales made to other individuals in the 

United States prior to December 20, 2018. Wu Decl. ¶14.  
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In addition to sales of its products in the United States, Opposer strategically developed 

consumer recognition of its LIMITBREAKER brand through the practice of jersey trading within 

the paddling community. Many of Opposer’s Canadian customers who compete at the international 

level have traded jerseys to individuals in the United States. Opposer has also traded jerseys to 

paddlers in the United States. Wu Decl. ¶15; Wu Decl., Ex. E. Through this practice, American 

paddling teams and individual athletes has grown familiar with Opposer’s LIMITBREAKER 

mark. Wu Decl. ¶16. 

On December 20, 2018, Evolve Awareness Apparel (“Applicant”) filed Application Serial 

No. 88/236,664 to register the mark LIMITBREAKER in connection with “Bottoms as clothing; 

Headbands for clothing; Headwear; Hoodies; Leggings; Sports bra; T-shirts; Tops as clothing” in 

International Class 25. Declaration of Steven A. Abreu (“Abreu Decl.”) ¶2. Applicant filed the 

application based on an intent to use the mark in commerce, giving the mark a priority date of 

December 20, 2018, based on constructive use under 15 U.S.C. § 1057(c).  

On June 13, 2019, Opposer applied to register its LIMITBREAKER mark in connection 

with “Hats; Jackets; Shirts; Tank tops” in International Class 25 (Application Serial No. 

88/471,791) based on its use of the LIMITBREAKER mark in connection with the identified goods 

since at least as early as 2014. Abreu Decl. ¶3; Abreu Decl. On September 5, 2019, the United 

States Patent and Trademark Office (“USPTO”) issued a Suspension Notice, suspending 

Opposer’s application, citing a likelihood of confusion with Applicant’s pending Application No. 

88/236,664. Abreu Decl. ¶4; Abreu Decl., Ex. B. Opposer filed a Notice of Opposition against 

Application No. 88/236,664 on June 27, 2019, on the basis of priority and likelihood of confusion. 

Abreu Decl. ¶5; Abreu Decl., Ex. C. 
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On November 8, 2019, Opposer sent a letter to Applicant, proffering evidence in good faith 

of Opposer’s use of the LIMITBREAKER mark since at least 2014. Abreu Decl. ¶6; Abreu Decl., 

Ex. D. Applicant did not respond Opposer’s letter of November 8, 2019, but on December 14, 

2019, Applicant served discovery requests on Opposer. Opposer timely responded to the discovery 

requests. Opposer served discovery requests on Applicant on January 6, 2020. Applicant failed to 

timely respond to the discovery requests by the deadline of February 5, 2020, as required by 37 

C.F.R. § 2.120 and TBMP § 403.03. Applicant served the overdue responses to Opposer’s 

discovery requests on March 1, 2020.  Discovery closed on March 4, 2020. Abreu Decl. ¶¶ 7-9. 

III.   ARGUMENT   

Fed. R. Civ. P. 56, made applicable to Board proceedings by 37 C.F.R. §2.116(a), requires 

entry of “summary judgment if the movant shows that there is no genuine dispute as to any material 

fact and the movant is entitled to judgment as a matter of law.”  Because the purpose of the motion 

is judicial economy, the summary judgment procedure is regarded as "a salutary method of 

disposition," and the Board does not hesitate to dispose of cases on summary judgment when 

appropriate.  TBMP § 528.01 (citing Sweats Fashions, Inc. v. Pannill Knitting Co., 833 F.2d 1560, 

1562 (Fed. Cir. 1987)  (no relevant evidence to raise genuine issue of material fact)). 

A. Opposer has standing.  

Section 13(a) of the Trademark Act, 15 U.S.C. § 1063(a), provides that an opposition may 

be filed by “[a]ny person who believes that he would be damaged by the registration of a mark 

upon the principal register.” The Federal Circuit has emphasized that there are two judicially 

created requirements for standing in inter partes cases: (1) a “real interest” in the proceedings; and 

(2) a reasonable basis for the belief of damage. Ritchie v. Simpson, 170 F.3d 1092, 1095 (Fed. Cir. 

1999).  
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Opposer’s real interest in this case and reasonable basis for the belief that it will be 

damaged by the resulting registration are demonstrated by the Suspension Notice issued by the 

USPTO in connection with Opposer’s application to register its LIMITBREAKER trademark. If 

Application No. 88/236,664 proceeds to registration, Opposer’s application will be denied under 

15 U.S.C. § 1052(d), despite Opposer’s prior use of the mark.  

B. There is a likelihood of confusion between the LIMITBREAKER marks.  

Application of the likelihood of confusion factors, as laid out in In re E.I. du Pont de Nemours 

& Co., 476 F.2d 1357, 1361 (CCPA 1973), demonstrates a likelihood of confusion between the 

two LIMITBREAKER marks.  The two key du Pont factor considerations are the similarity of the 

marks and the relatedness of the goods and services. TMEP § 1207.01 (citing Federated Foods, 

Inc. v. Fort Howard Paper Co., 544 F.2d 1098 (CCPA 1976)).  

The marks are identical and the goods are essentially identical. Applicant seeks to register the 

mark LIMITBREAKER in connection with “Bottoms as clothing; Headbands for clothing; 

Headwear; Hoodies; Leggings; Sports bra; T-shirts; Tops as clothing,” and Opposer uses its 

LIMITBREAKER mark in connection with apparel, headwear, and accessories. A likelihood of 

confusion as to any one product is sufficient to deny registration. See, e.g,, Tuxedo Monopoly, Inc. 

v. Gen. Mills Fun Group, Inc., 648 F.2d 1335 (CCPA 1981).  

A consideration of the relevant du Pont factors shows that Applicant’s LIMITBREAKER mark 

is identical and confusingly similar to Opposer’s LIMITBREAKER mark and that Applicant’s 

claimed goods are identical or nearly identical to Opposer’s goods.1 Accordingly, there is a 

likelihood of confusion between Opposer’s mark and Applicant’s mark.   

                                                           
1 The other du Pont factors are either neutral and favor neither party, or they favor Opposer. For 

example, although Opposer is currently unaware of any instances of actual confusion, the 

absence of evidence of actual confusion does not raise a genuine issue of material fact because 
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C. Opposer has priority in the LIMITBREAKER mark based on use.  

 “In order for a plaintiff to prevail on a claim of likelihood of confusion based on its 

ownership of common-law rights in a mark, the mark must be distinctive, inherently or otherwise, 

and plaintiff must show priority of use.” Giersch v. Scripps Networks, Inc., 90 U.S.P.Q.2d 1020, 

1023 (TTAB 2009) (citing Otto Roth & Co. v. Universal Foods Corp., 640 F.2d 1317 (CCPA 

1981)).  

There is no doubt Opposer’s LIMITBREAKER mark is distinctive, as it is comprised of a 

compound word which is used in an arbitrary sense on apparel, headwear, and accessories. 

Additionally, the USPTO’s publication of Application No. 88/236,664 for the identical 

LIMITBREAKER mark in connection with the same goods further evidences the inherent 

distinctiveness of Opposer’s LIMITBREAKER mark. Whether Opposer has established a priority 

of use of its mark is determined by a preponderance of evidence. Hydro-Dynamics, Inc. v. George 

Putnam & Co, Inc., 811 F.2d 1470 (Fed. Cir. 1987). Opposer has provided evidence during the 

course of discovery that Opposer has used the LIMITBREAKER mark in commerce since at least 

2014, and in any event, prior to December 20, 2018. Applicant has failed to produce any 

information or documents during the discovery process which even suggest, must less 

demonstrate, that Applicant is entitled to priority in the LIMITBREAKER mark.    

1. Applicant’s priority date is December 20, 2018.  

Applicant filed Application No. 88/236,664 based on an intent to use the mark in commerce 

under Section 1(b) of the Trademark Act, 15 U.S.C. § 1051(b), on December 20, 2018. Under 

Section 7(c) of the Trademark Act, 15 U.S.C. § 1057(c), Applicant’s application for the 

                                                           

the test is likelihood of confusion, not actual confusion, and a showing of actual confusion is not 

required. See, e.g., Blansett Pharmacal Co., Inc. v. Carmrick Laboratories, Inc., 25 U.S.P.Q.2d 

1473, 1476 (TTAB 1992) (“proof of actual confusion is not required”).  
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LIMITBREAKER mark is entitled to a priority date of December 20, 2018, based on constructive 

use as of the date of application. 

 In Applicant’s Responses to Opposer’s First Set of Interrogatories, in response to 

Interrogatory 7(g), which asked Applicant to identify the date when a purchaser first made a 

commitment to purchase a product sold by Applicant in connection with Applicant’s 

LIMITBREAKER mark, Applicant stated, “Applicant first sold clothing related goods under 

Applicant’s trademark on December 28, 2018.” Abreu Decl. ¶10. 

Accordingly, Applicant’s earliest priority date is December 20, 2018, the date Applicant 

filed its application under Section 1(b) of the Trademark Act.    

2. Opposer has used its LIMITBREAKER mark since at least 2014 and 

in any event, since prior to December 20, 2018.  

Opposer began selling products to consumers in the United States in connection with the 

LIMITBREAKER mark in 2014 and has continued to sell products to consumers in the United 

States in connection with the LIMITBREAKER mark through the present day. Since September 

2014, Opposer has used the LIMITBREAKER mark in commerce in the United States with at least 

seventeen products. Wu Decl. ¶¶ 10-11; Wu Decl., Ex. B.  

For example, in April 2017, Opposer sold a gray LIMITBREAKER t-shirt to Carmon 

Wong, who lived in Las Vegas, Nevada. Carmon Wong also purchased numerous other 

LIMITBREAKER products, such as hats, jackets, and bracelets, all of which were sold in 

connection with the LIMITBREAKER mark. Wu Decl. ¶12; Wu Decl., Ex. C.  

As another example, in April 2015, Opposer sold a LIMITBREAKER jacket to Alexander 

Huynh, who lived in San Francisco, California. Alexander Huynh also purchased numerous other 

LIMITBREAKER products, such as hats, short-sleeved shirts, and sleeveless tanks. Wu Decl. ¶13; 

Wu Decl., Ex. D. Opposer’s sales of products in connection with its LIMITEBREAKER mark to 
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Carmon Wong and Alexander Huynh are representative of sales made to other individuals in the 

United States prior to December 20, 2018. Wu Decl. ¶14.  

On June 13, 2019, Opposer filed its application to register the LIMITBREAKER mark in 

connection with “Hats; Jackets; Shirts; Tank tops” in International Class 25 (Application Serial 

No. 88/471,791) based on its use of the LIMITBREAKER mark in connection with the identified 

goods since at least as early as 2014. Abreu Decl. ¶3.  

Opposer has used its LIMITBREAKER mark in connection with apparel, hats, and 

accessories since at least 2014, and in any event, since prior to December 20, 2018.  

3. Opposer has established priority in the LIMITBREAKER mark based 

on its use in commerce of its LIMITBREAKER mark.   

The Federal Circuit has held that no minimum threshold of sales is required to prove prior 

use in commerce of a trademark. Christian Faith Fellowship Church v. adidas AG, 841 F.3d 986 

(Fed. Cir. 2016). In determining that the sale of two hats from the Christian Faith Fellowship 

Church to an out-of-state parishioner qualified as “use in commerce,” the Federal Circuit explained 

that the sale of the two hats to an out-of-state resident “is regulable by Congress under the 

Commerce Clause” and “falls comfortably within the bounds of [Congress’] powers already 

sketched for us by the Supreme Court.” Id. at 992-993. The court further noted that “the private 

sale of goods, particularly apparel, to an out-of-state resident…is ‘quintessentially economic.’” Id. 

at 993 (quoting Gonzalez v. Raich, 545 U.S. 1, 25 (2005)). The de minimis character of the 

individual sales was irrelevant, as the Church “did not need to present evidence of an actual and 

specific effect that its sale…had on interstate commerce.” Id. All that the court needed was “proof 

that the defendant’s conduct fell within a category of conduct that, in the aggregate, had the 

requisite effect.” Id. (quoting Taylor v. United States, 136 S. Ct. 2074, 2081 (2016)). 
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Opposer’s sales of its products bearing the LIMITBREAKER mark from Canada into the 

United States fall squarely within the bounds of Congress’ power under the Commerce Clause of 

the United States Constitution. Because Opposer has used its LIMITBREAKER mark in 

commerce in the United States since at least as early as 2014, and, in any event, since prior to 

December 20, 2018, Opposer has prior rights in the LIMITBREAKER mark in connection with 

apparel, headwear, and accessories. “Neither ‘constructive notice’ nor ‘constructive use’ 

undermines existing rights previously acquired by others under the common law rules.” 

Restatement (Third) of Unfair Competition § 19, comment (e) (1995). 

IV. CONCLUSION 

For the foregoing reasons, Opposer respectfully requests that the Board sustain the 

opposition and refuse registration of the mark LIMITBREAKER shown in Application Serial No. 

88/236,664. This motion is being filed prior to the commencement of Opposer’s testimony period, 

and therefore is timely. 37 C.F.R. § 2.127(e) (1); TBMP § 528.02. Opposer requests that all 

proceedings not germane to this summary judgment motion be suspended until the disposition of 

this motion by the Board. 37 C.F.R. § 2.127(d); TBMP § 528.03.  

 

Dated:  April 17, 2020    LIMITBREAKER 

 

      By its attorneys, 

 

      /Steven A. Abreu/    

      Steven A. Abreu 

      Katherine W. Soule  

      SUNSTEIN LLP  

      100 High Street 

      Boston, Massachusetts 02110-2321 

      (617) 443-9292 

      sabreu@sunsteinlaw.com 

      ksoule@sunsteinlaw.com 
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CERTIFICATE OF SERVICE 

 

I hereby certify that a true and complete copy of the foregoing document has been served 

on April 17, 2020, to Applicant’s attorney of record, Jeffrey Sturman, by electronic mail to 

Jeffrey@sturmanlaw.com and tm-docket@sturmanlaw.com.  

  

/Katherine W. Soule/    

      Katherine W. Soule  
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Applicant: Evolve Awareness Apparel, LLC  

Mark:  LIMITBREAKER   

For: Bottoms as clothing; Headbands for clothing; Headwear; Hoodies; Leggings; 
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_____________________________________ 

      

LIMITBREAKER,    

      

 Opposer,    

      

  v.         Opposition No. 91249169 

      

EVOLVE AWARENESS APPAREL, LLC,   

      

 Applicant.  

 

_____________________________________ 

 

 

 

 

AFFIDAVIT OF JANE WU IN SUPPORT OF 

LIMITBREAKER’S MOTION FOR SUMMARY JUDGMENT  

 
 



 

 

Affidavit of Jane Wu 

I, Jane Wu, sole proprietor of LimitBreaker, a sole proprietorship organized and existing under 

the laws of Canada, having a principal place of business at 72 Malamute Crescent, Scarborough, 

Ontario M1T2C7, Canada, hereby make the following declaration:  

1. I am a member of the dragonboat racing community, which is an international 

community of paddlers who compete in teams to race against other boats. Modern 

dragonboat racing is a very competitive sport, and many of the paddlers train and 

compete throughout the year.   

2. Within the paddling community, particularly at the international level, it is common 

practice for an individual from one team to trade jerseys with an individual from another 

team.  

3. As a designer and an athlete, I often designed and organized my own dragonboat racing 

team’s jerseys, and I grew frustrated with some of the difficulties of working with a 

limited selection of jersey suppliers. Oftentimes, the suppliers failed to meet my 

expectations, and the final jerseys were not aesthetically or functionally what my team 

needed.  

4. My dissatisfying experiences with the available jersey suppliers motivated me to create a 

jersey design and production company that would improve upon what was available in 

the market and allow me to deliver products and customer service that would meet and 

exceed the expectations of athletes and teams, rather than disappoint and frustrate them.  

5. I founded LimitBreaker in 2014 as a custom teamwear provider, and it evolved to 

become a more general team wear provider with the introduction of our line of LB 

products. Our target audience includes fitness enthusiasts of all levels.   



 

 

6. As the sole proprietor of LimitBreaker, I am responsible for the sales of all products in 

connection with the LIMITBREAKER mark, which is the subject of U.S. Application 

Serial No. 88/471,791.  

7. LimitBreaker sells apparel, headwear, and bracelets in connection with the 

LIMITBREAKER mark.  

8. Because I initially founded LimitBreaker as a custom teamwear provider, many of 

LimitBreaker’s early sales were to athletes and teams within the paddling community.  

9. LimitBreaker has enjoyed commercial success in Canada, with over one hundred and 

fifty (150) team orders and over one hundred and seventy (170) individual orders for 

apparel, headwear, and accessories. See Exhibit A.  

10. LimitBreaker began selling to individuals in the United States in 2014 and has continued 

to sell to individuals in the United States through the present day.  

11. Since September 2014, LimitBreaker has used the LIMITBREAKER mark in commerce 

in the United States in connection with at least seventeen products. See Exhibit B.  

12. For example, in April 2017, LimitBreaker sold a gray LIMITBREAKER t-shirt to 

Carmon Wong, who lives in Las Vegas, Nevada. Carmon Wong also purchased 

numerous other LIMITBREAKER products, such as hats, jackets, and bracelets, all of 

which LimitBreaker sold in connection with its LIMITBREAKER mark. See Exhibit C.  

13. As another example, in April 2015, LimitBreaker sold a LIMITBREAKER jacket to 

Alexander Huynh, who lives in San Francisco, California. Alexander Huynh also 

purchased numerous other LIMITBREAKER products, such as hats, short-sleeved shirts, 

and sleeveless tanks. See Exhibit D.  
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

In the Matter of Application: 

 

Serial No.: 88/236,664  

Filed:  December 20, 2018   

Applicant: Evolve Awareness Apparel, LLC  

Mark:  LIMITBREAKER   

For: Bottoms as clothing; Headbands for clothing; Headwear; Hoodies; Leggings; 

Sports bra; T-shirts; Tops as clothing (International Class 25)  

Published: April 30, 2019   

 

_____________________________________ 

      

LIMITBREAKER,    

      

 Opposer,    

      

  v.         Opposition No. 91249169 

      

EVOLVE AWARENESS APPAREL, LLC,   

      

 Applicant.  

 

_____________________________________ 

 

 

DECLARATION OF STEVEN A. ABREU IN SUPPORT OF 

LIMITBREAKER’S MOTION FOR SUMMARY JUDGMENT  

 

I, Steven A. Abreu, declare as follows: 

 

1. I am a member of the Massachusetts bar, and I am a partner at the Boston law firm 

of Sunstein LLP, counsel for the opposer, LimitBreaker. I have personal knowledge of the matters 

below. 

2. In its Answer to LimitBreaker’s Notice of Opposition, the applicant, Evolve 

Awareness Apparel, admits that on December 20, 2018, it filed Application Serial No. 88/236,664 

to register the mark LIMITBREAKER in connection with “Bottoms as clothing; Headbands for 

clothing; Headwear; Hoodies; Leggings; Sports bra; T-shirts; Tops as clothing” in International 



 

2 

Class 25 based on its intent to use the mark in commerce. I attach as Exhibit A a copy of Evolve 

Awareness Apparel’s Answer to LimitBreaker’s Notice of Opposition.    

3. On June 13, 2019, LimitBreaker filed Application Serial No. 88/471,791 to register 

its LIMITBREAKER mark in connection with “Hats; Jackets; Shirts; Tank tops” in International 

Class 25 based on its use of the LIMITBREAKER mark in connection with the identified goods 

since at least as early as 2014.  

4. On September 5, 2019, the United States Patent and Trademark Office (“USPTO”) 

issued a Suspension Notice, suspending LimitBreaker’s application, citing a likelihood of 

confusion with Evolve Awareness Apparel’s pending Application No. 88/236,664. I attach as 

Exhibit B a copy of the Suspension Notice.  

5. LimitBreaker filed a Notice of Opposition against Application No. 88/236,664 to 

initiate this proceeding on June 27, 2019, on the basis of priority and likelihood of confusion. I 

attach as Exhibit C a copy of the Notice of Opposition.  

6. On November 8, 2019, LimitBreaker sent a letter to Evolve Awareness Apparel, 

proffering evidence in good faith of LimitBreaker’s use of the LIMITBREAKER mark since at 

least 2014. I attach as Exhibit D a copy of the November 8, 2019 letter from LimitBreaker to 

Evolve Awareness Apparel. 

7. Evolve Awareness Apparel did not respond LimitBreaker’s letter of November 8, 

2019. 

8. On December 14, 2019, Evolve Awareness Apparel served discovery requests on 

LimitBreaker. LimitBreaker timely responded to Evolve Awareness Apparel’s discovery requests 

on January 13, 2020.  

9. LimitBreaker served discovery requests on Evolve Awareness Apparel on January 



 

3 

6, 2020. Evolve Awareness Apparel failed to respond to the discovery requests by the deadline of 

February 5, 2020, as required by 37 C.F.R. § 2.120 and TBMP § 403.03. Evolve Awareness 

Apparel served responses to LimitBreaker’s discovery requests on March 1, 2020.  Discovery 

closed on March 4, 2020. 

10. In Evolve Awareness Apparel’s responses to Opposer’s First Set of Interrogatories, 

in response to Interrogatory 7(g), which asked Evolve Awareness Apparel to identify the date 

when a purchaser first made a commitment to purchase a product sold by Evolve Awareness 

Apparel in connection with Evolve Awareness Apparel’s LIMITBREAKER mark, Evolve 

Awareness Apparel stated, “Applicant first sold clothing related goods under Applicant’s 

trademark on December 28, 2018.” 

Signed under the penalties of perjury this seventeenth day of April 2020. 

 

      /Steven A. Abreu/    

      Steven A. Abreu   
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CERTIFICATE OF SERVICE 

 

I hereby certify that a true and complete copy of the foregoing document has been served 

on April 17, 2020, to Applicant’s attorney of record, Jeffrey Sturman, by electronic mail to 
Jeffrey@sturmanlaw.com and tm-docket@sturmanlaw.com.  

        

 

/Katherine W. Soule/   

      Katherine W. Soule  

  

 

 
 

04619/05001  3224960.1 



Declaration of Steven A. Abreu  

 

 

 

 

Exhibit A 



 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE  
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD  

 
 

Limitbreaker, 
 
Opposer, 
 
                                 v. 
 
Evolve Awareness Apparel, 
LLC, 
 
Applicant. 

              Opposition No. 91,249,169 
 
              Serial No. 88,236,664 
              Trademark: LIMITBREAKER 
 
               ANSWER TO NOTICE OF OPPOSITION 

 
Applicant, Evolve Awareness Apparel, LLC, (“Applicant”) by and through its 

counsel, Sturman Law, LLC, by way of Answer to Opposer Limitbreaker’s (“Opposer”) 

Notice of Opposition to Serial No. 88236664 states as follows:  

 

1. Applicant admits that US Serial Number 88,236,664 seeks registration of the 

trademark LIMITBREAKER in connection with Bottoms as clothing; Headbands 

for clothing; Headwear; Hoodies; Leggings; Sports bra; T-shirts; Tops as clothing 

in International Class 025. 

2. Applicant admits that US Serial Number 88,236,664, was filed by Evolve 

Awareness Apparel, LLC on December 20, 2018, under Section 1(b) of ‘The 

Trademark Act’ 15 U.S. Code § 1051. 

3. Applicant is without sufficient information to form a belief about the allegations of 

Paragraph 3 and therefore, denies Opposer’s allegations. 
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ANSWER TO NOTICE OF OPPOSITION 



 

4. Applicant admits that according to the Trademark Electronic Search System 

(TESS), an application has been filed by Limitbreaker, in connection with Hats; 

Jackets; Shirts; Tank tops in International Class 025, resulting in the issuance of 

US Serial Number 88471791 by the United States Patent Trademark Office 

(USPTO). Applicant is without sufficient information to form a belief about the 

remaining allegations of Paragraph 4 and therefore, denies Opposer’s 

allegations. 

5. Applicant is without sufficient information to form a belief about the allegations of 

Paragraph 5 and therefore, denies Opposer’s allegations. 

6. Applicant admits that according to the Trademark Electronic Search System 

(TESS), an application has been filed by Evolve Awareness Apparel, LLC, in 

connection with Bottoms as clothing; Headbands for clothing; Headwear; 

Hoodies; Leggings; Sports bra; T-shirts; Tops as clothing in International Class 

025, resulting in the issuance of US Serial Number 88,236,664. Applicant admits 

that according to the Trademark Electronic Search System (TESS), an application 

has been filed by Limitbreaker, in connection with Hats; Jackets; Shirts; Tank tops 

in International Class 025, resulting in the issuance of US Serial Number 

88471791 by the United States Patent Trademark Office (USPTO).     Applicant is 

without sufficient information to form a belief about the remaining allegations of 

Paragraph 6 and therefore, denies Opposer’s allegations. 

7. Applicant is without sufficient information to form a belief about the allegations of 

Paragraph 7 and therefore, denies Opposer’s allegations. 
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ANSWER TO NOTICE OF OPPOSITION 



 

8. Applicant is without sufficient information to form a belief about the allegations of 

Paragraph 8 and therefore, denies Opposer’s allegations. 

9. Applicant is without sufficient information to form a belief about the allegations of 

Paragraph 9 and therefore, denies Opposer’s allegations. 

 

WHEREFORE , Applicant asks that the Trademark Trial and Appeal Board 

dismiss Opposer’s opposition, and allow Applicant’s trademark to proceed toward 

registration in due course. 

 

Dated: August 6, 2019 Respectfully submitted, 

 /Jeffrey Sturman/ 
Jeffrey Sturman, Esq.  
Sturman Law, LLC  
8700 E Jefferson Ave # 371706  
Denver, CO 80237  
Phone: 720-772-1724 
tm-docket@sturmanlaw.com 
Attorney for Applicant 
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CERTIFICATE OF SERVICE 
 

I, Jeffrey Sturman, as attorney for Applicant Evolve Awareness Apparel, LLC 

hereby certify that a true and complete copy of Applicant’s Answer to Notice of 

Opposition has been served upon Steven Abreu by sending the filed documents on 

August 6, 2019 to: sabreu@sunsteinlaw.com, ksoule@sunsteinlaw.com 

 
 
 

/Jeffrey Sturman/  
Jeffrey Sturman, Esq.  
Sturman Law, LLC  
PO Box 371706  
Denver, CO 80237  
Phone: 720-772-1724  
Attorney for Applicant 
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To: Limitbreaker (trademarks@sunsteinlaw.com)

Subject: U.S. Trademark Application Serial No. 88471791 - LIMITBREAKER - 4619/2001

Sent: September 05, 2019 12:07:15 PM

Sent As: ecom113@uspto.gov

Attachments: Attachment - 1

Attachment - 2

 

United States Patent and Trademark Office (USPTO)

Office Action (Official Letter) About Applicant’s Trademark Application

 
U.S. Application Serial No.

88471791

 

Mark:  LIMITBREAKER

 

 

 

 

Correspondence Address: 

      STEVEN A. ABREU

      SUNSTEIN KANN

MURPHY & TIMBERS

LLP

      125 SUMMER ST

      BOSTON, MA 02110

      

 

 

 

 

Applicant:  Limitbreaker

 

 

 

Reference/Docket No.

4619/2001

 

Correspondence Email

Address: 

      

trademarks@sunsteinlaw.com

 

 

 

SUSPENSION NOTICE

No Response Required

 

 

Issue date:  September 05, 2019

 

 

The application is suspended for the reason(s) specified below.  See 37 C.F.R. §2.67; TMEP §§716 et seq. 

 

The pending application(s) below has an earlier filing date or effective filing date than applicant’s application.   If the mark in the application(s)

below registers, the USPTO may refuse registration of applicant’s mark under Section 2(d) because of a likelihood of confusion with the

registered mark(s). 15 U.S.C. §1052(d); see 37 C.F.R. §2.83; TMEP §§1208.02(c). Action on this application is suspended until the prior-filed

application(s) below either registers or abandons.  37 C.F.R. §2.83(c).  Information relevant to the application(s) below is provided in this letter.

 

            - U.S. Application Serial No(s). 88236664

 

Suspension process.  The USPTO will periodically check this application to determine if it should remain suspended.  See TMEP §716.04.  As

needed, the trademark examining attorney will issue a letter to applicant to inquire about the status of the reason for the suspension.  TMEP

§716.05. 

 

No response required.  Applicant may file a response, but is not required to do so. 

 

If the applicant has any questions, please contact the undersigned.

mailto:trademarks@sunsteinlaw.com
../SUL0002.JPG
../SUL0003.JPG
https://teas.uspto.gov/rsi/rsi


 

 

/Ty Murray/

Ty Murray

Attorney Advisor

United States Patent and Trademark Office

Law Office 113

(571) 272-9438

ty.murray@uspto.gov

 

 

 

 







To: Limitbreaker (trademarks@sunsteinlaw.com)

Subject: U.S. Trademark Application Serial No. 88471791 - LIMITBREAKER - 4619/2001

Sent: September 05, 2019 12:07:16 PM

Sent As: ecom113@uspto.gov

Attachments:

 

United States Patent and Trademark Office (USPTO)

 

USPTO OFFICIAL NOTICE

 
Office Action (Official Letter) has issued

on September 05, 2019 for

U.S. Trademark Application Serial No. 88471791

 
Your trademark application has been reviewed by a trademark examining attorney.  As part of that review, the assigned attorney has
issued an official letter.  Please follow the steps below.

 

(1)  Read the official letter.  No response is necessary.

 

(2)  Direct questions about the contents of the Office action to the assigned attorney below. 

 

/Ty Murray/

Ty Murray

Attorney Advisor

United States Patent and Trademark Office

Law Office 113

(571) 272-9438

ty.murray@uspto.gov

 

 

Direct questions about navigating USPTO electronic forms, the USPTO website, the application process, the status of your
application, and/or whether there are outstanding deadlines or documents related to your file to the Trademark Assistance Center
(TAC).

 

 

 

GENERAL GUIDANCE
·       Check the status of your application periodically in the Trademark Status & Document Retrieval (TSDR) database to avoid

missing critical deadlines.

 

·       Update your correspondence email address, if needed, to ensure you receive important USPTO notices about your
application.

 

·       Beware of misleading notices sent by private companies about your application.  Private companies not associated with
the USPTO use public information available in trademark registrations to mail and email trademark-related offers and notices –
most of which require fees.  All official USPTO correspondence will only be emailed from the domain “@uspto.gov.”

 

 

mailto:trademarks@sunsteinlaw.com
http://tsdr.uspto.gov/view.action?sn=88471791&type=SUL&date=20190905#tdrlink
http://tsdr.uspto.gov/view.action?sn=88471791&type=SUL&date=20190905#tdrlink
https://www.uspto.gov/trademark
https://www.uspto.gov/learning-and-resources/support-centers/trademark-assistance-center
https://www.uspto.gov/learning-and-resources/support-centers/trademark-assistance-center
https://www.uspto.gov/trademarks-application-process/check-status-view-documents
http://tsdr.uspto.gov/
https://teas.uspto.gov/ccr/cca
https://www.uspto.gov/trademarks-getting-started/caution-misleading-notices
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Trademark Trial and Appeal Board Electronic Filing System. http://estta.uspto.gov

ESTTA Tracking number: ESTTA983904

Filing date: 06/27/2019

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name Limitbreaker

Granted to Date
of previous ex-
tension

06/29/2019

Address 72 MALAMUTE CRESCENT
SCARBOROUGH, ON M1T2C7
CANADA

Attorney informa-
tion

STEVEN A. ABREU
SUNSTEIN KANN MURPHY & TIMBERS LLP
125 SUMMER STREET
BOSTON, MA 02110
UNITED STATES
sabreu@sunsteinlaw.com, ksoule@sunsteinlaw.com
6174439292

Applicant Information

Application No 88236664 Publication date 04/30/2019

Opposition Filing
Date

06/27/2019 Opposition Peri-
od Ends

06/29/2019

Applicant Evolve Awareness Apparel, LLC
14855 South Van Dyke Road
Plainfield, IL 60544
UNITED STATES

Goods/Services Affected by Opposition

Class 025. First Use: 0 First Use In Commerce: 0
All goods and services in the class are opposed, namely: Bottoms as clothing; Headbands for cloth-
ing; Headwear; Hoodies; Leggings; Sports bra; T-shirts; Tops as clothing

Grounds for Opposition

Priority and likelihood of confusion Trademark Act Section 2(d)

Mark Cited by Opposer as Basis for Opposition

U.S. Application
No.

88471791 Application Date 06/13/2019

Registration Date NONE Foreign Priority
Date

NONE

Word Mark LIMITBREAKER

http://estta.uspto.gov


Design Mark

Description of
Mark

NONE

Goods/Services Class 025. First use: First Use: 2014/00/00 First Use In Commerce: 2014/00/00

Hats; Jackets; Shirts; Tank tops

Attachments 88471791#TMSN.png( bytes )
Notice of Opposition.pdf(49627 bytes )

Signature /Steven Abreu/

Name STEVEN A. ABREU

Date 06/27/2019
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

In the Matter of Application: 

 

Serial No.: 88/236,664  

Filed:  December 20, 2018   

Applicant: Evolve Awareness Apparel, LLC  

Mark:  LIMITBREAKER   

For: Bottoms as clothing; Headbands for clothing; Headwear; Hoodies; Leggings; Sports bra; 

T-shirts; Tops as clothing (International Class 25)  

Published: April 30, 2019   

 

____________________________________ 

      

LIMITBREAKER,     

      

 Opposer,    

      

  v.         NOTICE OF OPPOSITION 

      

EVOLVE AWARENESS APPAREL, LLC,   

      

 Applicant.    

____________________________________ 

 

United States Patent and Trademark Office 

Trademark Trial and Appeal Board 

P.O. Box 1451 

Alexandria, VA 22313-1451 

 

Sir or Madam: 

 

Limitbreaker (“Opposer”), a sole proprietorship organized and existing under the laws of Canada, of and 

by its sole proprietor, Jane Wu, having a principal place of business at 72 Malamute Crescent, 

Scarborough, Canada M1T2C7, believes that it will be damaged by registration of the mark shown in 

Application Serial No. 88/236,664, filed on December 20, 2018, and thus hereby opposes said 

application on the grounds that: 

1. Application Serial No. 88/236,664 (the “Application”), filed by Evolve Awareness Apparel, LLC on 

December 20, 2018, seeks registration of the mark LIMITBREAKER in connection with “Bottoms as 
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clothing; Headbands for clothing; Headwear; Hoodies; Leggings; Sports bra; T-shirts; Tops as 

clothing” in International Class 25.     

2. Application Serial No. 88/236,664, filed by Evolve Awareness Apparel, LLC on December 20, 2018, is 

based on intent to use the mark in commerce.    

3. Opposer sells apparel, headwear, and bracelets under the mark LIMITBREAKER to customers, which 

include fitness enthusiasts of all kinds, in the United States and Canada.   

4. Opposer owns an application for the mark LIMITBREAKER for use in connection with “Hats; Jackets; 

Shirts; Tank tops” in International Class 25, filed on June 13, 2019, based on use in commerce since 

at least as early as 2014 and assigned Serial No. 88/471,791.    

5. Opposer has used and continues to use its LIMITBREAKER mark in connection with apparel, 

headwear, and related products since at least as early as 2014.  

6. The goods described in the Application are identical and/or closely similar to the goods that Opposer 

provides and plans to provide in connection with its LIMITBREAKER mark and are likely to be sold 

through related marketing channels to the same class of purchasers.  

7. Through Opposer’s promotional and sales activities, Opposer's LIMITBREAKER mark identifies 

Opposer as the source of the relevant goods to the relevant segment of purchasers and embodies 

goodwill and industry recognition.  

8. Applicant’s LIMITBREAKER mark is confusingly similar to Opposer’s LIMITBREAKER mark. 

9. Applicant's use and/or registration of the LIMITBREAKER mark will cause purchasers, prospective 

purchasers, users and others to be confused, mistaken or deceived into the belief, contrary to fact, 

that Applicant's goods emanate from or are sponsored or approved by Opposer or are related to 

Opposer's goods, thereby damaging Opposer. Applicant’s LIMITBREAKER mark is thus unregisterable 

under §§ 2(d) and 13 of the Lanham Act, 15 U.S.C. §§ 1052(d) and 1063.  
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WHEREFORE, Opposer prays that the present opposition be sustained and registration of the 

LIMITBREAKER mark sought by Applicant be refused.   

 

 

Dated:  June 26, 2019     LIMITBREAKER  

 

      By its attorneys, 

 

       
 

      ____     

      Steven A. Abreu   

Katherine W. Soule    

 SUNSTEIN KANN MURPHY & TIMBERS LLP  

      125 Summer Street 

      Boston, Massachusetts 02110-1618 

      (617) 443-9292 

      sabreu@sunsteinlaw.com 

ksoule@sunsteinlaw.com 
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Affidavit of Jane Wu 

I, Jane Wu, sole proprietor of LimitBreaker, a sole proprietorship organized and existing under 

the laws of Canada, having a principal place of business at 72 Malamute Crescent, Scarborough, 

Ontario M1T2C7, Canada, hereby make the following declaration:  

1. I am a member of the dragonboat racing community, which is an international 

community of paddlers who compete in teams to race against other boats. Modern 

dragonboat racing is a very competitive sport, and many of the paddlers train and 

compete throughout the year.   

2. Within the paddling community, particularly at the international level, it is common 

practice for an individual from one team to trade jerseys with an individual from another 

team.  

3. As a designer and an athlete, I often designed and organized my own dragonboat racing 

team’s jerseys, and I grew frustrated with some of the difficulties of working with a 

limited selection of jersey suppliers. Oftentimes, the suppliers failed to meet my 

expectations, and the final jerseys were not aesthetically or functionally what my team 

needed.  

4. My dissatisfying experiences with the available jersey suppliers motivated me to create a 

jersey design and production company that would improve upon what was available in 

the market and allow me to deliver products and customer service that would meet and 

exceed the expectations of athletes and teams, rather than disappoint and frustrate them.  

5. I founded LimitBreaker in 2014 as a custom teamwear provider, and it evolved to 

become a more general team wear provider with the introduction of our line of LB 

products. Our target audience includes fitness enthusiasts of all levels.   



 

 

6. As the sole proprietor of LimitBreaker, I am responsible for the sales of all products in 

connection with the LIMITBREAKER mark, which is the subject of U.S. Application 

Serial No. 88/471,791.  

7. LimitBreaker sells apparel, headwear, and bracelets in connection with the 

LIMITBREAKER mark.  

8. Because I initially founded LimitBreaker as a custom teamwear provider, many of 

LimitBreaker’s early sales were to athletes and teams within the paddling community.  

9. LimitBreaker has enjoyed commercial success in Canada, with over one hundred and 

fifty (150) team orders and over one hundred and seventy (170) individual orders for 

apparel, headwear, and accessories. See Exhibit A.  

10. LimitBreaker began selling to individuals in the United States in 2014 and has continued 

to sell to individuals in the United States through the present day.  

11. Since September 2014, LimitBreaker has used the LIMITBREAKER mark in commerce 

in the United States in connection with at least seventeen products. See Exhibit B.  

12. For example, in April 2017, LimitBreaker sold a gray LIMITBREAKER t-shirt to 

Carmon Wong, who lives in Las Vegas, Nevada. Carmon Wong also purchased 

numerous other LIMITBREAKER products, such as hats, jackets, and bracelets, all of 

which LimitBreaker sold in connection with its LIMITBREAKER mark. See Exhibit C.  

13. As another example, in April 2015, LimitBreaker sold a LIMITBREAKER jacket to 

Alexander Huynh, who lives in San Francisco, California. Alexander Huynh also 

purchased numerous other LIMITBREAKER products, such as hats, short-sleeved shirts, 

and sleeveless tanks. See Exhibit D.  
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Representative Trades 

1. Trade to individual from Boston  
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3. Trade to individual from Germany  

 

4. Trade to individual from Hong Kong  
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5. Trade to individual from Pennsylvania  
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