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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name NetScout Systems, Inc.

Granted to Date
of previous ex-
tension

06/16/2019

Address 310 Littleton Road
Westford, MA 01866
UNITED STATES

Attorney informa-
tion

Amanda K. Greenspon
Munck Wilson Mandala, LLP
P. O. Drawer 800889
Docket Clerk
Dallas, TX 75380
UNITED STATES
ttab@munckwilson.com
972-628-3600

Applicant Information

Application No 87978616 Publication date 12/18/2018

Opposition Filing
Date

06/14/2019 Opposition Peri-
od Ends

06/16/2019

Applicant SKOUT SECURE INTELLIGENCE LLC
270 South Service Road
Melville, NY 11747
UNITED STATES

Goods/Services Affected by Opposition

Class 035. First Use: 0 First Use In Commerce: 0
All goods and services in the class are opposed, namely: Monitoring of data for business purposes

Class 045. First Use: 0 First Use In Commerce: 0
All goods and services in the class are opposed, namely: Regulatory compliance consulting in
thefield of data security

Grounds for Opposition

Priority and likelihood of confusion Trademark Act Section 2(d)

Marks Cited by Opposer as Basis for Opposition

U.S. Application
No.

87630078 Application Date 10/02/2017

http://estta.uspto.gov


Registration Date NONE Foreign Priority
Date

NONE

Word Mark NETSCOUT

Design Mark

Description of
Mark

NONE

Goods/Services Class 009. First use: First Use: 1997/03/00 First Use In Commerce: 1997/03/00

Computer hardware; computer software, namely, computer software for monitor-
ing and management of performance and availability of software applications;
computer software, namely, computer software for analyzing wireless, cable,
and wireline service performance; computer softwarefor analyzing computer net-
work performance; Telecommunications hardware devices, namely, switches
and servers and software for transporting voice, data and video communications
across multiple network infrastructures and communications protocols; Telecom-
munications Network test equipment, namely, servers and switches and parts
therefor and testing software relating thereto, for use in operation support sys-
tems for billing, fraud prevention, marketing, service quality assurance, network
management, early warning and troubleshooting; Computer software forcollec-
tion, storage, analysis and re-assembly of data traffic over computer andcommu-
nications networks; computer utility software; computer software for network in-
trusion detection applications; computer software for network management; and
manuals provided together with each of the foregoing goods; Computer hard-
wareand software for collection, storage, analysis and re-assembly of data traffic
over computer and communications networks; computer utility software and
hardware for supporting the utility of the computer infrastructure; computer hard-
ware and software for monitoring network and system activities for network intru-
sion activity; computer hardware and software for use in network management;
and manuals therewith sold as a unit; Computer hardware and software for man-
aging computer networks, namely, hardware and software to monitor, analyze,
identify, report,troubleshoot, and forecast the performance and efficiency of ap-
plication and content delivery over network infrastructures; computer software
that manages switches that direct packet flows used in network testing

Class 037. First use: First Use: 1997/03/00 First Use In Commerce: 1997/03/00

Installation and repair of computer hardware; customizing computer hardware;
maintenance of computer hardware

Class 042. First use: First Use: 1997/03/00 First Use In Commerce: 1997/03/00

Software as a service (saas) services, namely, software as a service featuring
software for monitoring and management of performance and availability of soft-
ware applications; software as a services,namely, software as a service for ana-
lyzing wireless, cable, and wireline service performance; software as a service
for analyzing computer network performance; design and development of com-
puter hardware and computer software; consulting services in the field of applic-
ation andnetwork performance management; computer software consulting;
computer consultation; installation, repair and maintenance of computer soft-
ware; technical support services, namely, troubleshooting computer software
problems; technical support services, namely, monitoring technological functions



of computer network systems

U.S. Registration
No.

1764154 Application Date 11/08/1991

Registration Date 04/13/1993 Foreign Priority
Date

NONE

Word Mark NETSCOUT

Design Mark

Description of
Mark

NONE

Goods/Services Class 009. First use: First Use: 1991/10/07 First Use In Commerce: 1991/10/07

software for use on local area networksand wide area networks to analyze net-
work information traffic for the purpose of measuring network performance and
isolating and diagnosing errors, delays and faults

Related Proceed-
ings

Skout Secure Intelligence LLC (FKA: Oxford Solutions LLC) vs. NetScout Sys-
tems, Inc. (proceeding No. 91246497)

Attachments 87630078#TMSN.png( bytes )
Opposition Notice - SKOUT SECURE INTELLIGENCE and Design.pdf(2655958
bytes )

Signature /JJA-jads/

Name John J. Arnott

Date 06/14/2019



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

NetScout Systems, Inc., : 

: 

Opposer, : Opposition No. 

: [not yet assigned] 

: 

Skout Secure Intelligence LLC  : 

(formerly Oxford Solutions LLC), : 

: 

Applicant. : 

RE: U.S. Trademark Application Serial No. 87/978,616 (SKOUT SECURE 

INTELLIGENCE & Design) 

Filed on: January 24, 2018 
Published: December 18, 2018 
Extension of time to oppose opposition until: June 16, 2019 

NOTICE OF OPPOSITION 

Opposer, NetScout Systems, Inc., a Delaware corporation with a principal place of 

business at 310 Littleton Road, Westford, Massachusetts 01886 (“Opposer”), believes that it will 

be damaged by the registration of the SKOUT SECURE INTELLIGENCE & Design trademark, 

Application Serial No. 87/978,616 in International Classes 035 and 045 (the “Applicant’s Mark”) 

and hereby opposes registration thereof pursuant to Section 13 of the Lanham Act (15 U.S.C. 

§1063), alleging as grounds for opposing the registration of Applicant’s Mark that:

1. Opposer is the current owner of the mark NETSCOUT, which is the whole or part

of numerous trademarks, used on or in connection with computer network hardware and software 

products and computer- and software-related services (“Opposer’s NETSCOUT Mark”). 

2. Opposer, itself or by its predecessors, has used and continues to use Opposer’s

NETSCOUT Mark in connection with computer network hardware and software products and 

computer- and software-related services since at least as early as 1991 in interstate commerce in 



the United States and has established common law rights from that time in Opposer’s 

NETSCOUT Mark. 

3. Opposer is the owner of the following U.S. trademark registration(s) that include 

or are comprised of Opposer’s NETSCOUT Mark: 

 

Trademark Reg. No.  Full Goods/Services 

NETSCOUT U.S. Reg. 
1,764,154 

(Int'l Class: 009) software for use on local area 
networks and wide area networks to analyze 
network information traffic for the purpose of 
measuring network performance and isolating and 
diagnosing errors, delays and faults 

(“Opposer’s Registered Mark”).   

4. Opposer’s U.S. Trademark Registration No. 1,764,154 for Opposer’s Registered 

Mark issued on April 13, 1993. 

5. The records of the U.S. Patent and Trademark Office (“USPTO”) indicate a 

Declaration of Incontestability of a Mark under Section 15 (15 U.S.C. §1065) was acknowledged 

for Opposer’s Registered Mark on July 28, 1999. 

6. Opposer is the owner of the following U.S. trademark application(s) that include 

or are comprised of Opposer’s NETSCOUT Mark: 

 

Trademark U.S. App. 

Serial No.  

Full Goods/Services 

NETSCOUT U.S. App. No. 
87/630,078 
(Filed Oct. 2, 
2017) 

(Int'l Class: 009)  Computer hardware; computer 
software, namely, computer software for 
monitoring and management of performance and 
availability of software applications; computer 
software, namely, computer software for analyzing 
wireless, cable, and wireline service performance; 
computer software for analyzing computer network 
performance; Telecommunications hardware 
devices, namely, switches and servers and software 
for transporting voice, data and video 
communications across multiple network 
infrastructures and communications protocols; 
Telecommunications Network test equipment, 
namely, servers and switches and parts therefor 
and testing software relating thereto, for use in 
operation support systems for billing, fraud 
prevention, marketing, service quality assurance, 



Trademark U.S. App. 

Serial No.  

Full Goods/Services 

network management, early warning and 
troubleshooting; Computer software for collection, 
storage, analysis and re-assembly of data traffic 
over computer and communications networks; 
computer utility software; computer software for 
network intrusion detection applications; computer 
software for network management; and manuals 
provided together with each of the foregoing 
goods; Computer hardware and software for 
collection, storage, analysis and re-assembly of 
data traffic over computer and communications 
networks; computer utility software and hardware 
for supporting the utility of the computer 
infrastructure; computer hardware and software for 
monitoring network and system activities for 
network intrusion activity; computer hardware and 
software for use in network management; and 
manuals therewith sold as a unit; Computer 
hardware and software for managing computer 
networks, namely, hardware and software to 
monitor, analyze, identify, report, troubleshoot, 
and forecast the performance and efficiency of 
application and content delivery over network 
infrastructures; computer software that manages 
switches that direct packet flows used in network 
testing 
 
(Int'l Class: 037)  installation and repair of 
computer hardware; customizing computer 
hardware; maintenance of computer hardware 
 
(Int'l Class: 042)  Software as a service (saas) 
services, namely, software as a service featuring 
software for monitoring and management of 
performance and availability of software 
applications; software as a services, namely, 
software as a service for analyzing wireless, cable, 
and wireline service performance; software as a 
service for analyzing computer network 
performance; design and development of computer 
hardware and computer software; consulting 
services in the field of application and network 
performance management; computer software 
consulting; computer consultation; installation, 
repair and maintenance of computer software; 
technical support services, namely, troubleshooting 
computer software problems; technical support 
services, namely, monitoring technological 
functions of computer network systems. 

(“Opposer’s Applied-For Mark”, collectively with Opposer’s Registered Mark, “Opposer’s 

Mark”).  Copies of the registration and application from the USPTO TSDR Database are 



attached collectively as Exhibit A and made of record in this proceeding pursuant to Trademark 

Rule 2.122(d). 

7. Opposer’s U.S. Trademark Application Serial No. 87/630,078 for Opposer’s 

Mark was filed on October 2, 2017. 

8. Opposer’s Application Serial No. 87/630,078 was filed based on use in commerce 

(15 U.S.C. §1051(a)) in Intl. Classes 009, 037 and 042. 

9. Opposer claims first use of Opposer’s Mark in interstate commerce in March 

1997 for the Class 009 goods in Application Serial No. 87/630,078. 

10. Opposer claims first use of Opposer’s Mark in interstate commerce in March 

1997 for the Class 037 services in Application Serial No. 87/630,078. 

11. Opposer claims first use of Opposer’s Mark in interstate commerce in March 

1997 for the Class 042 services in Application Serial No. 87/630,078. 

12. The records of the USPTO indicate that Applicant is Skout Secure Intelligence 

LLC, a New York limited liability company having an address of 270 South Service Road, 

Melville, New York 11747 (“Applicant”), by assignment (change of name) from Oxford 

Solutions LLC.   

13.  The records of the USPTO indicate that Applicant is the owner of U.S. Trademark 

Application Serial No. 87/978,616 on the following goods and services:  

Monitoring of data for business purposes” in Int’l Class 035, and 

Regulatory compliance consulting in the field of data security, in Int’l Class 045 

(“Applicant’s Application”). 

14.  The records of the USPTO indicate that Applicant’s Application was filed on 

January 24, 2018. 

15. The records of the USPTO indicate that, on January 24, 2018, the time of filing, 

Applicant alleged it was entitled to registration based on a bona fide intent to use the Applicant’s 

Mark (15 U.S.C. §1051(b)).   



16. Applicant alleges a bona fide intent to use the Applicant’s Mark in interstate 

commerce for the Class 035 services. 

17. Applicant alleges a bona fide intent to use the Applicant’s Mark in interstate 

commerce for the Class 045 services.   

18. Opposer’s rights to Opposer’s Mark and its common law rights to Opposer’s 

NETSCOUT Mark are senior in time to the filing date of Applicant’s Application. 

19. Opposer’s U.S. Trademark Registration No. 1,764,154 for Opposer’s Mark issued 

prior to the filing date of Applicant’s Application. 

20. Opposer’s U.S. Application Serial No. 87/630,078 for Opposer’s Mark was filed 

prior to the filing date of Applicant’s Application. 

21. The Applicant’s Mark for the services under International Classes 035 and 045 is 

confusingly similar, inter alia, in appearance, sound and overall commercial impression to the 

Opposer’s NETSCOUT Mark and Opposer’s Mark.   

22. Both the Opposer’s Mark and the Applicant’s Mark contain the term “SCOUT” or 

“SKOUT”, which two terms differ in appearance only by substitution of a letter “K” for the letter 

“C.” 

23. The appearance of the term “SKOUT” is substantially similar to the appearance of 

the term “SCOUT.” 

24. Both the Opposer’s Mark and the Applicant’s Mark contain the term “SCOUT” or 

“SKOUT” in the first word of the respective marks, which first word is the word initially 

encountered by customers when reading the respective marks. 

25.  The design of Applicant’s Mark uses stylized fonts with the term “SKOUT” 

appearing above the terms “SECURE INTELLEGENCE,” in which design the font used for 

“SKOUT” is approximately three times taller and approximately four times wider than the font 

used for “SECURE INTELLEGENCE.”  



26. Due to the size differential between the taller “SKOUT” portion of Applicant’s 

Mark and the shorter “SECURE INTELLIGENCE” portion of Applicant’s mark, customers will 

view the “SKOUT” portion as the emphasized portion of the appearance of Applicant’s Mark. 

27. The Applicant’s Mark is substantially similar in appearance to the Opposer’s 

Mark. 

28. The term “SKOUT” is the phonetic equivalent of the term “SCOUT.” 

29. Both the Opposer’s Mark and the Applicant’s Mark contain the term “SCOUT” or 

“SKOUT” in the first word of the respective marks, which first word is the word initially heard 

by customers when hearing the respective marks. 

30. The Applicant’s Mark is substantially similar in sound to the Opposer’s Mark. 

31. The term “SKOUT” has no commonly accepted meaning in the English language. 

32. Customers encountering the term “SKOUT” in Applicant’s Mark will understand 

the term to be an alternative spelling of the term “SCOUT.” 

33. The term “SKOUT” has the same commercial impression as the term “SCOUT.” 

34. Both the Opposer’s Mark and the Applicant’s Mark contain the term “SCOUT” or 

“SKOUT” in the first word of the respective marks, which first word has an outsized influence 

on the commercial impression perceived by customers when encountering the respective marks. 

35. The design of Applicant’s Mark includes an inner circular ring in the letter “O” in 

“SKOUT,” which ring does not materially change the overall commercial impression of the 

mark.  

36. The Applicant’s Mark is substantially similar in commercial impression to the 

Opposer’s Mark.  

37. Applicant’s Application identifies services in Class 035 of “Monitoring of data 

for business purposes,” and providing such services to customers generally requires using 

computer hardware and software. 

38. Applicant’s services identified in Class 035 will be provided to customers using 

computer hardware and software. 



39. Opposer’s Mark identifies, inter alia, “[c]omputer hardware; computer software, 

namely, computer software for monitoring and management of performance and availability of 

software applications...” in Class 009 and “[s]oftware as a service (saas) services, namely, 

software as a service featuring software for monitoring and management of performance and 

availability of software applications...” in Class 042, which computer hardware and computer 

software goods and services will be perceived by customers as closely related to the Class 035 

services of Applicant’s Application. 

40. Applicant’s Application identifies services in Class 045 of “[r]egulatory 

compliance consulting in the field of data security,” and providing such data-related services to 

customers generally requires using computer hardware and software. 

41. Applicant’s services identified in Class 045 will be provided to customers using 

computer hardware and software. 

42. Opposer’s Mark identifies, inter alia, “[c]omputer hardware and software for 

collection, storage, analysis and re-assembly of data traffic over computer and communications 

networks...” in Class 009 and “software as a service for analyzing computer network 

performance; design and development of computer hardware and computer software; consulting 

services in the field of application and network performance management...” in Class 042, which 

computer hardware and computer software goods and services will be perceived by customers as 

closely related to the Class 045 services identified in Applicant’s Application. 

43. Applicant’s services identified in Class 035 and 045 will include the installation 

of computer hardware, customizing computer hardware or maintenance of computer hardware 

for customers. 

44. Opposer’s Mark identifies, inter alia, “installation and repair of computer 

hardware; customizing computer hardware; maintenance of computer hardware” in Class 037, 

which installation, customizing or maintenance services will be perceived by customers as 

closely related to the Class 035 and Class 045 services of Applicant’s Application. 





Telephone:  972.628.3600 
Telecopier:  972.628.3616 
Email:  ttab@munckwilson.com 
 
Attorneys for Opposer  
NetScout Systems, Inc. 



 

 

 

 

 

 

 

 

 

EXHIBIT A 



 

Mark Information

Mark Literal
Elements:

NETSCOUT

Standard Character
Claim:

No

Mark Drawing
Type:

1 - TYPESET WORD(S) /LETTER(S) /NUMBER(S)

Goods and Services

Note:
The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: software for use on local area networks and wide area networks to analyze network information traffic for the purpose of measuring
network performance and isolating and diagnosing errors, delays and faults

International
Class(es):

009 - Primary Class U.S Class(es): 038

Class Status: ACTIVE

Basis: 1(a)

First Use: Oct. 07, 1991 Use in Commerce: Oct. 07, 1991

Basis Information (Case Level)

Filed Use: Yes Currently Use: Yes Amended Use: No

Filed ITU: No Currently ITU: No Amended ITU: No

Filed 44D: No Currently 44D: No Amended 44D: No

Filed 44E: No Currently 44E: No Amended 44E: No

Filed 66A: No Currently 66A: No

Filed No Basis: No Currently No Basis: No

Current Owner(s) Information

Generated on: This page was generated by TSDR on 2019-06-14 16:54:59 EDT

Mark: NETSCOUT

US Serial Number: 74220917 Application Filing
Date:

Nov. 08, 1991

US Registration
Number:

1764154 Registration Date: Apr. 13, 1993

Register: Principal

Mark Type: Trademark

Status: The registration has been renewed.

Status Date: Jun. 14, 2013

Publication Date: Jan. 19, 1993



Owner Name: NETSCOUT SYSTEMS, INC.

Owner Address: 310 LITTLETON ROAD
WESTFORD, MASSACHUSETTS 01886
UNITED STATES

Legal Entity Type: CORPORATION State or Country
Where Organized:

DELAWARE

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Amanda K. Greenspon Docket Number: TEKT05-00011

Attorney Primary
Email Address:

trademarks@munckwilson.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

Amanda K. Greenspon
Munck Wilson Mandala LLP
P.O. Drawer 800889
Docket Clerk
Dallas, TEXAS 75380
UNITED STATES

Phone: 972-628-3600 Fax: 972-628-3616

Correspondent e-
mail:

trademarks@munckwilson.com Correspondent e-
mail Authorized:

Yes

Domestic Representative - Not Found

Prosecution History

Date Description
Proceeding
Number

Jul. 12, 2016 ATTORNEY/DOM.REP.REVOKED AND/OR APPOINTED

Jul. 12, 2016 TEAS REVOKE/APP/CHANGE ADDR OF ATTY/DOM REP RECEIVED

Jul. 22, 2015 ASSIGNMENT OF OWNERSHIP NOT UPDATED AUTOMATICALLY

Jul. 15, 2015 ASSIGNMENT OF OWNERSHIP NOT UPDATED AUTOMATICALLY

Jun. 14, 2013 NOTICE OF ACCEPTANCE OF SEC. 8 & 9 - E-MAILED

Jun. 14, 2013 REGISTERED AND RENEWED (SECOND RENEWAL - 10 YRS) 75184

Jun. 14, 2013 REGISTERED - SEC. 8 (10-YR) ACCEPTED/SEC. 9 GRANTED 75184

Jun. 13, 2013 TEAS SECTION 8 & 9 RECEIVED

Jun. 05, 2013 TEAS CHANGE OF CORRESPONDENCE RECEIVED

Nov. 30, 2011 ASSIGNMENT OF OWNERSHIP NOT UPDATED AUTOMATICALLY

Aug. 04, 2008 CASE FILE IN TICRS

May 31, 2005 TEAS CHANGE OF CORRESPONDENCE RECEIVED

Jun. 13, 2003 REGISTERED AND RENEWED (FIRST RENEWAL - 10 YRS)

Jun. 13, 2003 REGISTERED - SEC. 8 (10-YR) ACCEPTED/SEC. 9 GRANTED

Apr. 09, 2003 REGISTERED - COMBINED SECTION 8 (10-YR) & SEC. 9 FILED

Apr. 09, 2003 TEAS SECTION 8 & 9 RECEIVED

Jul. 28, 1999 REGISTERED - SEC. 8 (6-YR) ACCEPTED & SEC. 15 ACK.

Mar. 12, 1999 POST REGISTRATION ACTION MAILED - SEC. 8 & 15

Oct. 26, 1998 REGISTERED - SEC. 8 (6-YR) & SEC. 15 FILED

Apr. 13, 1993 REGISTERED-PRINCIPAL REGISTER

Jan. 19, 1993 PUBLISHED FOR OPPOSITION

Dec. 18, 1992 NOTICE OF PUBLICATION

Nov. 09, 1992 APPROVED FOR PUB - PRINCIPAL REGISTER

Oct. 26, 1992 EXAMINER'S AMENDMENT MAILED

Aug. 25, 1992 CORRESPONDENCE RECEIVED IN LAW OFFICE

Mar. 03, 1992 NON-FINAL ACTION MAILED

Feb. 10, 1992 ASSIGNED TO EXAMINER 69940

Jan. 29, 1992 ASSIGNED TO EXAMINER 69930

Maintenance Filings or Post Registration Information



Affidavit of
Continued Use:

Section 8 - Accepted

Affidavit of
Incontestability:

Section 15 - Accepted

Renewal Date: Apr. 13, 2013

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: GENERIC WEB UPDATE Date in Location: Jun. 14, 2013

Assignment Abstract Of Title Information

Summary

Total Assignments: 11 Registrant: Frontier Software Development, Inc.

 
Assignment 1 of 11

Conveyance: MERGER

Reel/Frame: 1895/0036 Pages: 13

Date Recorded: May 07, 1999

Supporting
Documents:

assignment-tm-1895-0036.pdf 

Assignor

Name: FRONTIER SOFTWARE DEVELOPMENT, INC. Execution Date: May 31, 1993

Legal Entity Type: CORPORATION State or Country
Where Organized:

MASSACHUSETTS

Assignee

Name: FRONTIER SOFTWARE DEVELOPMENT, INC. 

Legal Entity Type: CORPORATION State or Country
Where Organized:

DELAWARE

Address: 1013 CENTRE ROAD
WILMINGTON, DELAWARE

Correspondent

Correspondent
Name:

TESTA, HURWITZ & THIBEAULT, LLP

Correspondent
Address:

DEBORAH J. PECKHAM
125 HIGH STREET
HIGH STREET TOWER
BOSTON, MASSACHUSETTS 02110

Domestic Representative - Not Found

Assignment 2 of 11

Conveyance: MERGER

Reel/Frame: 1900/0566 Pages: 13

Date Recorded: May 06, 1999

Supporting
Documents:

assignment-tm-1900-0566.pdf 

Assignor

Name: FRONTIER SOFTWARE DEVELOPMENT, INC. Execution Date: May 31, 1993

Legal Entity Type: CORPORATION State or Country
Where Organized:

MASSACHUSETTS

Assignee

Name: FRONTIER SOFTWARE DEVELOPMENT, INC. 

Legal Entity Type: CORPORATION State or Country
Where Organized:

DELAWARE

Address: 1013 CENTRE ROAD



WILMINGTON, DELAWARE

Correspondent

Correspondent
Name:

TESTA, HURWITZ & THIBEAULT, LLP

Correspondent
Address:

DEBORAH J. PECKHAM
125 HIGH STREET
HIGH STREET TOWER
BOSTON, MA 02110

Domestic Representative - Not Found

Assignment 3 of 11

Conveyance: CHANGE OF NAME

Reel/Frame: 1588/0968 Pages: 3

Date Recorded: May 15, 1997

Supporting
Documents:

No Supporting Documents Available

Assignor

Name: FRONTIER SOFTWARE DEVELOPMENT, INC. Execution Date: Mar. 31, 1997

Legal Entity Type: UNKNOWN State or Country
Where Organized:

No Place Where Organized Found

Assignee

Name: NETSCOUT SYSTEMS, INC. 

Legal Entity Type: CORPORATION State or Country
Where Organized:

DELAWARE

Address: 321 BILLERICA ROAD
CHELMSFORD, MASSACHUSETTS 01824

Correspondent

Correspondent
Name:

TESTA, HURWITZ & THIBEAULT

Correspondent
Address:

TRADMARK ADMINISTRATOR
HIGH STREET TOWER
125 HIGH STREET
BOSTON, MA 02110

Domestic Representative - Not Found

Assignment 4 of 11

Conveyance: SECURITY INTEREST

Reel/Frame: 3652/0310 Pages: 9

Date Recorded: Nov. 01, 2007

Supporting
Documents:

assignment-tm-3652-0310.pdf 

Assignor

Name: NETSCOUT SYSTEMS, INC. Execution Date: Nov. 01, 2007

Legal Entity Type: CORPORATION State or Country
Where Organized:

DELAWARE

Assignee

Name: WELLS FARGO BANK, NATIONAL ASSOCIATION 

Legal Entity Type: NATIONAL ASSOCIATION State or Country
Where Organized:

UNITED STATES

Address: 625 MARQUETTE AVENUE SOUTH
MAC N9311-110
MINNEAPOLIS, MINNESOTA 55479

Correspondent

Correspondent
Name:

MARCELA ROBLEDO

Correspondent
Address:

2550 HANOVER STREET
PALO ALTO, CA 94304

Domestic Representative - Not Found



Assignment 5 of 11

Conveyance: SECURITY INTEREST

Reel/Frame: 3720/0410 Pages: 16

Date Recorded: Feb. 15, 2008

Supporting
Documents:

assignment-tm-3720-0410.pdf 

Assignor

Name: NETSCOUT SYSTEMS, INC. Execution Date: Dec. 21, 2007

Legal Entity Type: CORPORATION State or Country
Where Organized:

DELAWARE

Assignee

Name: KEYBANK NATIONAL ASSOCIATION 

Legal Entity Type: NATIONAL BANKING ASSOCIATION State or Country
Where Organized:

UNITED STATES

Address: 127 PUBLIC SQUARE
ATTN: COMMUNITY BANK
CLEVELAND, OHIO 44114

Correspondent

Correspondent
Name:

THOMPSON HINE LLP

Correspondent
Address:

127 PUBLIC SQUARE
NATHAN L. WIEDEMANN, ESQ.
CLEVELAND, OH 44114

Domestic Representative - Not Found

Assignment 6 of 11

Conveyance: INTELLECTUAL PROPERTY SECURITY AGREEMENT

Reel/Frame: 4666/0416 Pages: 18

Date Recorded: Nov. 28, 2011

Supporting
Documents:

assignment-tm-4666-0416.pdf 

Assignor

Name: NETSCOUT SYSTEMS, INC. Execution Date: Nov. 22, 2011

Legal Entity Type: CORPORATION State or Country
Where Organized:

DELAWARE

Assignee

Name: KEYBANK NATIONAL ASSOCIATION AS ADMINISTRATIVE AGENT 

Legal Entity Type: NATIONAL BANKING ASSOCIATION State or Country
Where Organized:

OHIO

Address: 127 PUBLIC SQUARE
ATTN: INSTITUTIONAL BANKING
CLEVELAND, OHIO 44114

Correspondent

Correspondent
Name:

THOMAS R. BUTCHKO, ESQ.

Correspondent
Address:

127 PUBLIC SQUARE
3900 KEY CENTER
CLEVELAND, OH 44114

Domestic Representative - Not Found

Assignment 7 of 11

Conveyance: SECURITY INTEREST

Reel/Frame: 5569/0836 Pages: 3

Date Recorded: Jul. 06, 2015

Supporting
Documents:

assignment-tm-5569-0836.pdf 

Assignor



Name: WELLS FARGO BANK, NATIONAL

ASSOCIATION 

Execution Date: Jul. 01, 2015

Legal Entity Type: NATIONAL ASSOCIATION State or Country
Where Organized:

UNITED STATES

Assignee

Name: NETSCOUT SYSTEMS INC 

Legal Entity Type: CORPORATION State or Country
Where Organized:

DELAWARE

Address: 310 LITTLETON ROAD
WESTFORD, MASSACHUSETTS 01886-4105

Correspondent

Correspondent
Name:

DEBBIE ESCAMILLA

Correspondent
Address:

MAC # C3700-043
1700 LINCOLN STREET, 4TH FLOOR
DENVER, CO 80203

Domestic Representative - Not Found

Assignment 8 of 11

Conveyance: SECURITY INTEREST

Reel/Frame: 5576/0528 Pages: 7

Date Recorded: Jul. 14, 2015

Supporting
Documents:

assignment-tm-5576-0528.pdf 

Assignor

Name: NETSCOUT SYSTEMS, INC. Execution Date: Jul. 14, 2015

Legal Entity Type: CORPORATION State or Country
Where Organized:

DELAWARE

Name: SIMENA, LLC Execution Date: Jul. 14, 2015

Legal Entity Type: LIMITED LIABILITY COMPANY State or Country
Where Organized:

VIRGINIA

Assignee

Name: JPMORGAN CHASE BANK, N.A. 

Legal Entity Type: NATIONAL ASSOCIATION State or Country
Where Organized:

DELAWARE

Address: 270 PARK AVE, 43RD
NEW YORK, NEW YORK 10017

Correspondent

Correspondent
Name:

SKADDEN, ARPS, SLATE, MEAGHER & FLOM LLP

Correspondent
Address:

FOUR TIMES SQUARE
REBECCA RODAL
NEW YORK, NY 10036

Domestic Representative - Not Found

Assignment 9 of 11

Conveyance: RELEASE OF SECURITY INTEREST

Reel/Frame: 5576/0547 Pages: 5

Date Recorded: Jul. 14, 2015

Supporting
Documents:

assignment-tm-5576-0547.pdf 

Assignor

Name: KEYBANK NATIONAL ASSOCIATION Execution Date: Jul. 14, 2015

Legal Entity Type: NATIONAL BANKING ASSOCIATION State or Country
Where Organized:

No Place Where Organized Found

Assignee

Name: NETSCOUT SYSTEMS, INC. 



Legal Entity Type: CORPORATION State or Country
Where Organized:

DELAWARE

Address: 310 LITTLETON ROAD
WESTFORD, MASSACHUSETTS 01886

Correspondent

Correspondent
Name:

SKADDEN, ARPS, SLATE, MEAGHER & FLOM LLP

Correspondent
Address:

FOUR TIMES SQUARE
REBECCA RODAL
NEW YORK, NY 10036

Domestic Representative - Not Found

Assignment 10 of 11

Conveyance: RELEASE OF SECURITY INTEREST

Reel/Frame: 5576/0552 Pages: 6

Date Recorded: Jul. 14, 2015

Supporting
Documents:

assignment-tm-5576-0552.pdf 

Assignor

Name: KEYBANK NATIONAL ASSOCIATION Execution Date: Jul. 14, 2015

Legal Entity Type: NATIONAL BANKING ASSOCIATION State or Country
Where Organized:

No Place Where Organized Found

Assignee

Name: NETSCOUT SYSTEMS, INC. 

Legal Entity Type: CORPORATION State or Country
Where Organized:

DELAWARE

Address: 310 LITTLETON ROAD
WESTFORD, MASSACHUSETTS 01886

Correspondent

Correspondent
Name:

SKADDEN, ARPS, SLATE, MEAGHER & FLOM LLP

Correspondent
Address:

FOUR TIMES SQUARE
REBECCA RODAL
NEW YORK, NY 10036

Domestic Representative - Not Found

Assignment 11 of 11

Conveyance: RELEASE OF SECURITY INTEREST

Reel/Frame: 5576/0558 Pages: 6

Date Recorded: Jul. 14, 2015

Supporting
Documents:

assignment-tm-5576-0558.pdf 

Assignor

Name: KEYBANK NATIONAL ASSOCIATION Execution Date: Jul. 14, 2015

Legal Entity Type: NATIONAL BANKING ASSOCIATION State or Country
Where Organized:

No Place Where Organized Found

Assignee

Name: NETSCOUT SYSTEMS, INC. 

Legal Entity Type: CORPORATION State or Country
Where Organized:

DELAWARE

Address: 310 LITTLETON ROAD
WESTFORD, MASSACHUSETTS 01886

Correspondent

Correspondent
Name:

SKADDEN, ARPS, SLATE, MEAGHER & FLOM LLP

Correspondent
Address:

FOUR TIMES SQUARE
REBECCA RODAL
NEW YORK, NY 10036



Domestic Representative - Not Found

Proceedings

Summary

Number of
Proceedings:

4

 
Type of Proceeding: Cancellation

Proceeding
Number:

92041874 Filing Date: Mar 31, 2003

Status: Terminated Status Date: Apr 22, 2005

Interlocutory
Attorney:

LINDA M SKORO

Defendant

Name: GAP SOFTWARE PTY LTD

Correspondent
Address:

SCOTT W. JOHNSTON
MERCHANT & GOULD, P.C.
PO BOX 2910
MINNEAPOLIS MN , 55402-9944
UNITED STATES

Associated marks

Mark Application Status
Serial
Number

Registration
Number

STATSCOUT Cancelled - Section 8 75480073 2444740

Plaintiff(s)

Name: NETSCOUT SYSTEMS, INC.

Correspondent
Address:

Elizabeth A. Walker
Kirkpatrick & Lockhart Nicholson Graham LLP
75 State Street
BOSTON MA , 02109-1808
UNITED STATES

Correspondent e-
mail:

tmboston@klng.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

NETSCOUT REGISTERED AND RENEWED 74220917 1764154

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Mar 31, 2003

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Apr 16, 2003 May 26, 2003

3 PENDING, INSTITUTED Apr 16, 2003

4 PL'S MOTION FOR DEFAULT JUDGMENT Jul 31, 2003

5 DEF'S RESPONSE TO P'S MOTION FOR DEFAULT Aug 11, 2003

6 UNDELIVERABLE MAIL/DEF Aug 14, 2003

7 ANSWER/MOTION TO ACCEPT LATE FILED ANSWER Aug 22, 2003

8 Pls mtn for default judgment denied; late answer accepted; dates remain Dec 02, 2003

9 PL'S MOT TO REOPEN DISC.P.D. Jan 08, 2004

10 DEF'S OPP. TO PL'S MOT TO REOPEN DISC. P.D. Jan 30, 2004

11 Pls reply in support of motion to reopen discovery Feb 19, 2004

12 PROCEED. SUSP. PENDING DISP. OF PL'S MOT TO REOPEN DISC. Mar 11, 2004

13 PL'S MOT TO REOPEN DISC. DENIED;MOT TO EXT GRNTD;ALL DATES RESET Apr 28, 2004

14 PL'S MOT TO EXT GRNTD; ALL DATES RESET Jun 05, 2004

15 CORRECTION TO REBUTTAL PD Jul 28, 2004

16 D's obj to depo on written Q's Aug 02, 2004

17 P's mtn to suspend Jul 29, 2004

18 PROCEED. SUSPENDED Aug 17, 2004

19 RESPONSE DUE 30 DAYS (DUE DATE) Apr 12, 2005 May 12, 2005



20 CHANGE OF CORRESPONDENCE ADDRESS Apr 15, 2005

21 OTHER FILING Apr 15, 2005

22 BOARD'S DECISION: DISMISSED W/O PREJ Apr 22, 2005

23 TERMINATED Apr 22, 2005

Type of Proceeding: Opposition

Proceeding
Number:

91158578 Filing Date: Mar 14, 2003

Status: Terminated Status Date: Sep 27, 2006

Interlocutory
Attorney:

THOMAS W WELLINGTON

Defendant

Name: ForeScout Technologies, Inc.

Correspondent
Address:

RONALD D. COLEMAN, ESQ.
COLEMAN & WEINSTEIN
410 PARK AVENUE - 15TH FLOOR
NEW YORK NY , 10022
UNITED STATES

Correspondent e-
mail:

dstein@coleman-firm.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

ACTIVESCOUT Cancelled - Section 8 78126968 3137792

FORESCOUT REGISTERED AND RENEWED 78126971 3137793

Plaintiff(s)

Name: NETSCOUT SYSTEMS, INC.

Correspondent
Address:

Elizabeth A. Walker
Kirkpatrick & Lockhart Nicholson Graham LLP
State Street Financial CenterOne Lincoln Street
BOSTON MA , 02111-2950
UNITED STATES

Correspondent e-
mail:

tmboston@klng.com , ewalker@klng.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

ACTIVESCOUT and FORESCOLT REGISTERED AND RENEWED 74220917 1764154

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Mar 14, 2003

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Nov 25, 2003 Jan 04, 2004

3 PENDING, INSTITUTED Nov 25, 2003

4 STIPULATION FOR AN EXTENSION OF TIME Feb 03, 2004

5
DEFENDANT'S MOTION GRANTED; ANSWER DUE 20 DAYS; TRIAL DATES REMAIN
AS SET ON 11/25/03

Apr 10, 2004

6
PLAINTIFF'S MOTION TO SUSPEND DISCOVERY & TESTIMONY & IF NECESSARY
RESET ALL OTHER DATES

Jun 17, 2004

7 P'S MOTION FOR DEFAULT JUDGEMENT Jun 21, 2004

8 D'S OPPOSITION/RESPONSE TO MOTION Jul 15, 2004

9 PL'S RESPONSE TO MOT TO SET ASIDE DEFAULT JUDGMENT Aug 06, 2004

10 OTHER FILING Aug 18, 2004

11 PROCEEDINGS RESUMED; TRIAL DATES RESET; ANSWER DUE 30 DAYS Nov 17, 2004

12 ANSWER Dec 14, 2004

13 STIP TO SUSPEND PEND DISP CIV ACTION Jun 01, 2005

14 SUSPENDED Jun 01, 2005

15 CHANGE OF CORRESPONDENCE ADDRESS Jul 07, 2006

16 WITHDRAWAL OF OPPOSITION Jul 10, 2006

17 BD'S DECISION: DISMISSED W/ PREJUDICE Jul 20, 2006



18 TERMINATED Jul 20, 2006

19 PAPER RECEIVED AT TTAB Aug 08, 2006

Type of Proceeding: Extension of Time

Proceeding
Number:

78126968 Filing Date: Dec 20, 2002

Status: Terminated Status Date: Dec 20, 2002

Interlocutory
Attorney:

Defendant

Name: ForeScout Technologies, Inc.

Correspondent
Address:

Amanda Pecchoni Thompson
Barnes & Thornburg
11 South Meridian Street
Indianapolis IN , 46204
UNITED STATES

Associated marks

Mark Application Status
Serial
Number

Registration
Number

ACTIVESCOUT Cancelled - Section 8 78126968 3137792

Potential Opposer(s)

Name: NetScout Systems, Inc

Correspondent
Address:

TODD E. JOHNSON, ESQ.
NETSCOUT SYSTEMS, INC.
310 LITTLETON ROAD
WESTFORD MA , 01886
UNITED STATES

Name: NETSCOUT SYSTEMS, INC.

Correspondent
Address:

JENNIFER K. LAWSON
TESTA HURWITZ & THIBEAULT LLP
HIGH STREET TOWER, 125 HIGH STREET
BOSTON MA , 02110
UNITED STATES

Associated marks

Mark Application Status
Serial
Number

Registration
Number

ACTIVESCOUT and FORESCOLT REGISTERED AND RENEWED 74220917 1764154

Prosecution History

Entry Number History Text Date Due Date

1 INCOMING - EXT TIME TO OPPOSE FILED Dec 09, 2002

2 EXTENSION OF TIME GRANTED Dec 20, 2002

3 INCOMING - EXT TIME TO OPPOSE FILED Feb 05, 2003

4 EXTENSION OF TIME GRANTED Feb 11, 2003

5 INCOMING - EXT TIME TO OPPOSE FILED Feb 05, 2003

6 EXTENSION OF TIME GRANTED Feb 12, 2003

Type of Proceeding: Extension of Time

Proceeding
Number:

78126971 Filing Date: Dec 17, 2002

Status: Terminated Status Date: Dec 17, 2002

Interlocutory
Attorney:

Defendant

Name: ForeScout Technologies, Inc.

Correspondent
Address:

Amanda Pecchioni Thompson
Barnes & Thornburg
11 South Meridian Street
Indianapolis IN , 46204
UNITED STATES

Associated marks



Mark Application Status
Serial
Number

Registration
Number

FORESCOUT REGISTERED AND RENEWED 78126971 3137793

Potential Opposer(s)

Name: NetScout Systems, Inc

Correspondent
Address:

Todd E. Johnson
NetScout Systems, Inc.
310 Littleton Road
Westford MA , 01886
UNITED STATES

Name: NETSCOUT SYSTEMS, INC.

Correspondent
Address:

JENNIFER K. LAWSON
TESTA HURWITZ & THIBEAULT LLP
HIGH STREET TOWER, 125 HIGH STREET
BOSTON MA , 02110
UNITED STATES

Associated marks

Mark Application Status
Serial
Number

Registration
Number

ACTIVESCOUT and FORESCOLT REGISTERED AND RENEWED 74220917 1764154

Prosecution History

Entry Number History Text Date Due Date

1 INCOMING - EXT TIME TO OPPOSE FILED Dec 09, 2002

2 EXTENSION OF TIME GRANTED Dec 17, 2002

3 INCOMING - EXT TIME TO OPPOSE FILED Feb 05, 2003

4 EXTENSION OF TIME GRANTED Feb 11, 2003

5 TERMINATED May 12, 2003

6 LETTER Aug 14, 2003





 

Mark Information

Mark Literal
Elements:

NETSCOUT

Standard Character
Claim:

Yes. The mark consists of standard characters without claim to any particular font style, size, or color.

Mark Drawing
Type:

4 - STANDARD CHARACTER MARK

Related Properties Information

Claimed Ownership
of US

Registrations:

1764154

Goods and Services

Note:
The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: Computer hardware; computer software, namely, computer software for monitoring and management of performance and availability of
software applications; computer software, namely, computer software for analyzing wireless, cable, and wireline service performance;
computer software for analyzing computer network performance; Telecommunications hardware devices, namely, switches and
servers and software for transporting voice, data and video communications across multiple network infrastructures and
communications protocols; Telecommunications Network test equipment, namely, servers and switches and parts therefor and testing
software relating thereto, for use in operation support systems for billing, fraud prevention, marketing, service quality assurance,
network management, early warning and troubleshooting; Computer software for collection, storage, analysis and re-assembly of data
traffic over computer and communications networks; computer utility software; computer software for network intrusion detection
applications; computer software for network management; and manuals provided together with each of the foregoing goods; Computer
hardware and software for collection, storage, analysis and re-assembly of data traffic over computer and communications networks;
computer utility software and hardware for supporting the utility of the computer infrastructure; computer hardware and software for
monitoring network and system activities for network intrusion activity; computer hardware and software for use in network
management; and manuals therewith sold as a unit; Computer hardware and software for managing computer networks, namely,
hardware and software to monitor, analyze, identify, report, troubleshoot, and forecast the performance and efficiency of application
and content delivery over network infrastructures; computer software that manages switches that direct packet flows used in network
testing

International
Class(es):

009 - Primary Class U.S Class(es): 021, 023, 026, 036, 038

Class Status: ACTIVE

Basis: 1(a)

First Use: Mar. 1997 Use in Commerce: Mar. 1997

For: Installation and repair of computer hardware; customizing computer hardware; maintenance of computer hardware

International 037 - Primary Class U.S Class(es): 100, 103, 106

Generated on: This page was generated by TSDR on 2019-06-14 15:04:32 EDT

Mark: NETSCOUT

US Serial Number: 87630078 Application Filing
Date:

Oct. 02, 2017

Filed as TEAS RF: Yes Currently TEAS RF: Yes

Register: Principal

Mark Type: Trademark, Service Mark

Status: An opposition after publication is pending at the Trademark Trial and Appeal Board. For further information, see TTABVUE on the
Trademark Trial and Appeal Board web page.

Status Date: Feb. 20, 2019

Publication Date: Aug. 21, 2018



Class(es):

Class Status: ACTIVE

Basis: 1(a)

First Use: Mar. 1997 Use in Commerce: Mar. 1997

For: Software as a service (saas) services, namely, software as a service featuring software for monitoring and management of
performance and availability of software applications; software as a services, namely, software as a service for analyzing wireless,
cable, and wireline service performance; software as a service for analyzing computer network performance; design and development
of computer hardware and computer software; consulting services in the field of application and network performance management;
computer software consulting; computer consultation; installation, repair and maintenance of computer software; technical support
services, namely, troubleshooting computer software problems; technical support services, namely, monitoring technological functions
of computer network systems

International
Class(es):

042 - Primary Class U.S Class(es): 100, 101

Class Status: ACTIVE

Basis: 1(a)

First Use: Mar. 1997 Use in Commerce: Mar. 1997

Basis Information (Case Level)

Filed Use: Yes Currently Use: Yes Amended Use: No

Filed ITU: No Currently ITU: No Amended ITU: No

Filed 44D: No Currently 44D: No Amended 44D: No

Filed 44E: No Currently 44E: No Amended 44E: No

Filed 66A: No Currently 66A: No

Filed No Basis: No Currently No Basis: No

Current Owner(s) Information

Owner Name: NetScout Systems, Inc.

Owner Address: 310 Littleton Road
Westford, MASSACHUSETTS 01886
UNITED STATES

Legal Entity Type: CORPORATION State or Country
Where Organized:

DELAWARE

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Amanda K. Greenspon Docket Number: TEKT05-00138

Attorney Primary
Email Address:

trademarks@munckwilson.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

AMANDA K GREENSPON
MUNCK WILSON MANDALA LLP
PO DRAWER 800889
DALLAS, TEXAS 75380
UNITED STATES

Phone: 972-628-3600 Fax: 972-628-3616

Correspondent e-
mail:

trademarks@munckwilson.com Correspondent e-
mail Authorized:

Yes

Domestic Representative - Not Found

Prosecution History

Date Description
Proceeding
Number

Feb. 20, 2019 OPPOSITION INSTITUTED NO. 999999 246497

Aug. 21, 2018 EXTENSION OF TIME TO OPPOSE RECEIVED

Aug. 21, 2018 OFFICIAL GAZETTE PUBLICATION CONFIRMATION E-MAILED



Aug. 21, 2018 PUBLISHED FOR OPPOSITION

Aug. 01, 2018 NOTIFICATION OF NOTICE OF PUBLICATION E-MAILED

Jul. 10, 2018 APPROVED FOR PUB - PRINCIPAL REGISTER

Jul. 10, 2018 EXAMINER'S AMENDMENT ENTERED 88888

Jul. 10, 2018 NOTIFICATION OF EXAMINERS AMENDMENT E-MAILED 6328

Jul. 10, 2018 EXAMINERS AMENDMENT E-MAILED 6328

Jul. 10, 2018 EXAMINERS AMENDMENT -WRITTEN 93643

Jun. 05, 2018 TEAS/EMAIL CORRESPONDENCE ENTERED 88889

Jun. 04, 2018 CORRESPONDENCE RECEIVED IN LAW OFFICE 88889

Jun. 04, 2018 TEAS RESPONSE TO OFFICE ACTION RECEIVED

Dec. 05, 2017 NOTIFICATION OF NON-FINAL ACTION E-MAILED 6325

Dec. 05, 2017 NON-FINAL ACTION E-MAILED 6325

Dec. 05, 2017 NON-FINAL ACTION WRITTEN 93643

Dec. 05, 2017 ASSIGNED TO EXAMINER 93643

Oct. 06, 2017 NEW APPLICATION OFFICE SUPPLIED DATA ENTERED IN TRAM

Oct. 05, 2017 NEW APPLICATION ENTERED IN TRAM

TM Staff and Location Information

TM Staff Information

TM Attorney: AVENT, TEAGUE A Law Office
Assigned:

LAW OFFICE 125

File Location

Current Location: PUBLICATION AND ISSUE SECTION Date in Location: Jul. 16, 2018

Assignment Abstract Of Title Information

Summary

Total Assignments: 1 Applicant: NetScout Systems, Inc.

 
Assignment 1 of 1

Conveyance: SECURITY INTEREST

Reel/Frame: 6254/0286 Pages: 8

Date Recorded: Jan. 19, 2018

Supporting
Documents:

assignment-tm-6254-0286.pdf 

Assignor

Name: NETSCOUT SYSTEMS, INC. Execution Date: Jan. 16, 2018

Legal Entity Type: CORPORATION State or Country
Where Organized:

DELAWARE

Name: AIRMAGNET, INC. Execution Date: Jan. 16, 2018

Legal Entity Type: CORPORATION State or Country
Where Organized:

CALIFORNIA

Name: ARBOR NETWORKS, INC. Execution Date: Jan. 16, 2018

Legal Entity Type: CORPORATION State or Country
Where Organized:

DELAWARE

Name: NETSCOUT SYSTEMS TEXAS, LLC Execution Date: Jan. 16, 2018

Legal Entity Type: LIMITED LIABILITY COMPANY State or Country
Where Organized:

DELAWARE

Assignee

Name: JPMORGAN CHASE BANK, N.A., AS ADMINISTRATIVE AGENT 

Legal Entity Type: NATIONAL BANKING ASSOCIATION State or Country
Where Organized:

UNITED STATES

Address: 270 PARK AVENUE
NEW YORK, NEW YORK 10017

Correspondent



Correspondent
Name:

STEWART WALSH

Correspondent
Address:

1025 VERMONT AVE NW, SUITE 1130
COGENCY GLOBAL INC.
WASHINGTON, DC 20005

Domestic Representative - Not Found

Proceedings

Summary

Number of
Proceedings:

2

 
Type of Proceeding: Opposition

Proceeding
Number:

91246497 Filing Date: Feb 19, 2019

Status: Suspended Status Date: Mar 07, 2019

Interlocutory
Attorney:

KATIE W MCKNIGHT

Defendant

Name: NetScout Systems, Inc.

Correspondent
Address:

AMANDA K GREENSPON
MUNCK WILSON MANDALA LLP
PO DRAWER 800889
DALLAS TX , 75380
UNITED STATES

Correspondent e-
mail:

trademarks@munckwilson.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

NETSCOUT Opposition Pending 87630078

Plaintiff(s)

Name: Skout Secure Intelligence LLC

Correspondent
Address:

BEN NATTER
HAUG PARTNERS LLP
745 FIFTH AVENUE
NEW YORK NY , 10151
UNITED STATES

Correspondent e-
mail:

bnatter@haugpartners.com , docket@haugpartners.com , JSblendorio@haugpartners.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

SKOUT MOLEFINDER Request For Extension of Time to File Opposition 88242594

SKOUT RESCUE Request For Extension of Time to File Opposition 88242593

SKOUT CYBER INTELLIGENCE Request For Extension of Time to File Opposition 88242591

SKOUT FAILSAFE Request For Extension of Time to File Opposition 88242588

SKOUT SONAR Request For Extension of Time to File Opposition 88242587

SKOUT NEVERBLINK Request For Extension of Time to File Opposition 88242584

SKOUT COMPLY NOW Request For Extension of Time to File Opposition 88242582

SKOUT ACADEMY Request For Extension of Time to File Opposition 88242581

SKOUT RISK REPORT Request For Extension of Time to File Opposition 88242578

SKOUT SECURE INTELLIGENCE Request For Extension of Time to File Opposition 87978616

SKOUT SECURE INTELLIGENCE Suspension Letter - Mailed 87767919

SKOUT SECURE INTELLIGENCE Suspension Letter - Mailed 87762673

SKOUT SECURE INTELLIGENCE Request For Extension of Time to File Opposition 87978615

Prosecution History

Entry Number History Text Date Due Date



1 FILED AND FEE Feb 19, 2019

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Feb 20, 2019 Apr 01, 2019

3 INSTITUTED Feb 20, 2019

4 P MOT TO SUSP W/ CONSENT PEND SETTL NEGOTIATIONS Mar 07, 2019

5 SUSPENDED Mar 07, 2019

6 D MOT TO SET ASIDE DEFAULT/ACCEPT LATE ANSWER Jun 04, 2019

Type of Proceeding: Extension of Time

Proceeding
Number:

87630078 Filing Date: Aug 21, 2018

Status: Terminated Status Date: Feb 20, 2019

Interlocutory
Attorney:

Defendant

Name: NetScout Systems, Inc.

Correspondent
Address:

AMANDA K. GREENSPON
MUNCK WILSON MANDALA LLP
P.O. DRAWER 800889 DOCKET CLERK
DALLAS TX , 75380
UNITED STATES

Correspondent e-
mail:

trademarks@munckwilson.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

NETSCOUT Opposition Pending 87630078

Potential Opposer(s)

Name: Oxford Solutions LLC

Correspondent
Address:

Ben Natter
Haug Partners, LLP
745 Fifth Avenue
New York NY , 10151
UNITED STATES

Correspondent e-
mail:

bnatter@haugpartners.com , docket@haugpartners.com , vnicolau@haugpartners.com , JSblendorio@haugpartners.com

Prosecution History

Entry Number History Text Date Due Date

1 FIRST 90-DAY REQUEST TO EXT TIME TO OPPOSE Aug 21, 2018

2 EXT GRANTED Aug 21, 2018

3 FINAL 60-DAY REQUEST TO EXT TIME TO OPPOSE Dec 13, 2018

4 EXT GRANTED Dec 13, 2018



Under the Paperwork Reduction Act of 1995 no persons are required to respond to a collection of information unless it displays a valid OMB control number. 
PTO Form 1478 (Rev 09/2006)

OMB No. 0651-0009 (Exp 02/28/2018)

Trademark/Service Mark Application, Principal Register

Serial Number: 87630078

Filing Date: 10/02/2017

The table below presents the data as entered.

Input Field Entered

SERIAL NUMBER 87630078

MARK INFORMATION

*MARK NETSCOUT

STANDARD CHARACTERS YES

USPTO-GENERATED IMAGE YES

LITERAL ELEMENT NETSCOUT

MARK STATEMENT
The mark consists of standard characters, without claim to any particular font

style, size, or color.

REGISTER Principal

APPLICANT INFORMATION

*OWNER OF MARK NetScout Systems, Inc.

*STREET 310 Littleton Road

*CITY Westford

*STATE

(Required for U.S. applicants)
Massachusetts

*COUNTRY United States

*ZIP/POSTAL CODE

(Required for U.S. and certain international addresses)
01886

LEGAL ENTITY INFORMATION

TYPE corporation

STATE/COUNTRY OF INCORPORATION Delaware

GOODS AND/OR SERVICES AND BASIS INFORMATION

INTERNATIONAL CLASS 009 

Computer hardware; computer software, namely, computer software for

monitoring and management of performance and availability of software

applications; computer software, namely, computer software for analyzing

wireless, cable, and wireline service performance; computer software for

analyzing computer network performance; Telecommunications hardware

devices and software for transporting voice, data and video communications

across multiple network infrastructures and communications protocols;

Telecommunications test equipment and parts therefor, and software relating

thereto, for use in operation support systems for billing, fraud, marketing,

service quality assurance, network management, early warning and

troubleshooting; Computer software for collection, storage, analysis and re-

assembly of data traffic over computer and communications networks;

computer utility software; computer software for network intrusion detection

../RFA0002.JPG


*IDENTIFICATION
applications; computer software for network management; and manuals

provided together with each of the foregoing goods; Computer hardware and

software for collection, storage, analysis and re-assembly of data traffic over

computer and communications networks; computer utility software and

hardware for supporting the utility of the computer infrastructure; computer

hardware and software for monitoring network and system activities for

network intrusion activity; computer hardware and software for use in

network management; and manuals therewith sold as a unit; Computer

hardware and software for managing computer networks, namely hardware

and software to monitor, analyze, identify, report, troubleshoot, and forecast

the performance and efficiency of application and content delivery over

network infrastructures; Computer hardware; computer software that manages

switches that direct packet flows used in network testing

FILING BASIS SECTION 1(a)

       FIRST USE ANYWHERE DATE At least as early as 03/00/1997

       FIRST USE IN COMMERCE DATE At least as early as 03/00/1997

       SPECIMEN FILE NAME(S)

       JPG FILE(S)
\\TICRS\EXPORT17\IMAGEOUT 17\876\300\87630078\xml1\

RFA0003.JPG

        \\TICRS\EXPORT17\IMAGEOUT17\876\300\87630078\xml1\RFA0004.JPG

        \\TICRS\EXPORT17\IMAGEOUT17\876\300\87630078\xml1\RFA0009.JPG

        \\TICRS\EXPORT17\IMAGEOUT17\876\300\87630078\xml1\RFA0010.JPG

       ORIGINAL PDF FILE SPE0-3810437218-20170928140706229413_._3.pdf

       CONVERTED PDF FILE(S)

       (1 page)
\\TICRS\EXPORT17\IMAGEOUT17\876\300\87630078\xml1\RFA0005.JPG

       ORIGINAL PDF FILE SPE0-3810437218-20170928140706229413_._4.pdf

       CONVERTED PDF FILE(S)

       (1 page)
\\TICRS\EXPORT17\IMAGEOUT17\876\300\87630078\xml1\RFA0006.JPG

       ORIGINAL PDF FILE SPE0-3810437218-20170928140706229413_._5.pdf

       CONVERTED PDF FILE(S)

       (1 page)
\\TICRS\EXPORT17\IMAGEOUT17\876\300\87630078\xml1\RFA0007.JPG

       ORIGINAL PDF FILE SPE0-3810437218-20170928140706229413_._6.pdf

       CONVERTED PDF FILE(S)

       (1 page)
\\TICRS\EXPORT17\IMAGEOUT17\876\300\87630078\xml1\RFA0008.JPG

       ORIGINAL PDF FILE
SPE0-3810437218-20170928140706229413_._netscout-ds-netscout-tap-

family1_-_Class_9.pdf

       CONVERTED PDF FILE(S)

       (4 pages)
\\TICRS\EXPORT17\IMAGEOUT17\876\300\87630078\xml1\RFA0011.JPG

        \\TICRS\EXPORT17\IMAGEOUT17\876\300\87630078\xml1\RFA0012.JPG

        \\TICRS\EXPORT17\IMAGEOUT17\876\300\87630078\xml1\RFA0013.JPG

        \\TICRS\EXPORT17\IMAGEOUT17\876\300\87630078\xml1\RFA0014.JPG

       SPECIMEN DESCRIPTION
images of products, screen shot of same website for products and screen shot

of software program

INTERNATIONAL CLASS 037 

*IDENTIFICATION
Installation and repair of computer hardware; customizing computer

hardware; maintenance of computer hardware
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FILING BASIS SECTION 1(a)

       FIRST USE ANYWHERE DATE At least as early as 03/00/1997

       FIRST USE IN COMMERCE DATE At least as early as 03/00/1997

       SPECIMEN FILE NAME(S)

       JPG FILE(S)
\\TICRS\EXPORT17\IMAGEOUT 17\876\300\87630078\xml1\

RFA0015.JPG

        \\TICRS\EXPORT17\IMAGEOUT17\876\300\87630078\xml1\RFA0019.JPG

       ORIGINAL PDF FILE SPE0-3810437218-20170928140706229413_._MasterCare_-_Class_37.pdf

       CONVERTED PDF FILE(S)

       (3 pages)
\\TICRS\EXPORT17\IMAGEOUT17\876\300\87630078\xml1\RFA0016.JPG

        \\TICRS\EXPORT17\IMAGEOUT17\876\300\87630078\xml1\RFA0017.JPG

        \\TICRS\EXPORT17\IMAGEOUT17\876\300\87630078\xml1\RFA0018.JPG

       SPECIMEN DESCRIPTION screen shots of website for services

INTERNATIONAL CLASS 042 

*IDENTIFICATION

Software as a service (saas) services, namely, software as a service featuring

software for monitoring and management of performance and availability of

software applications; software as a services, namely, software as a service for

analyzing wireless, cable, and wireline service performance; software as a

service for analyzing computer network performance; design and development

of computer hardware and computer software; consulting services in the field

of application and network performance management; computer software

consulting; computer consultation; design and development of computer

hardware and computer software; installation, repair and maintenance of

computer software; technical support services, namely, troubleshooting

computer software problems; technical support services, namely, monitoring

technological functions of computer network systems

FILING BASIS SECTION 1(a)

       FIRST USE ANYWHERE DATE At least as early as 03/00/1997

       FIRST USE IN COMMERCE DATE At least as early as 03/00/1997

       SPECIMEN FILE NAME(S)
\\TICRS\EXPORT17\IMAGEOUT 17\876\300\87630078\xml1\

RFA0020.JPG

       
\\TICRS\EXPORT17\IMAGEOUT 17\876\300\87630078\xml1\

RFA0021.JPG

       
\\TICRS\EXPORT17\IMAGEOUT 17\876\300\87630078\xml1\

RFA0022.JPG

       
\\TICRS\EXPORT17\IMAGEOUT 17\876\300\87630078\xml1\

RFA0023.JPG

       SPECIMEN DESCRIPTION
screen shot of non-downloadable software sign-in page and screen shots of

website

ADDITIONAL STATEMENTS SECTION

ACTIVE PRIOR REGISTRATION(S)
The applicant claims ownership of active prior U.S. Registration Number(s)

1764154.

ATTORNEY INFORMATION

NAME Amanda K. Greenspon

ATTORNEY DOCKET NUMBER TEKT05-00138
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FIRM NAME Munck Wilson Mandala LLP

INTERNAL ADDRESS Docket Clerk

STREET P.O. Drawer 800889

CITY Dallas

STATE Texas

COUNTRY United States

ZIP/POSTAL CODE 75380

PHONE 972-628-3600

FAX 972-628-3616

EMAIL ADDRESS trademarks@munckwilson.com

AUTHORIZED TO COMMUNICATE VIA EMAIL Yes

OTHER APPOINTED ATTORNEY William A. Munck, Robert D. McCutcheon, Patricia Q. Hu

CORRESPONDENCE INFORMATION

NAME Amanda K. Greenspon

FIRM NAME Munck Wilson Mandala LLP

INTERNAL ADDRESS Docket Clerk

STREET P.O. Drawer 800889

CITY Dallas

STATE Texas

COUNTRY United States

ZIP/POSTAL CODE 75380

PHONE 972-628-3600

FAX 972-628-3616

*EMAIL ADDRESS trademarks@munckwilson.com

*AUTHORIZED TO COMMUNICATE VIA EMAIL Yes

FEE INFORMATION

APPLICATION FILING OPTION TEAS RF

NUMBER OF CLASSES 3

APPLICATION FOR REGISTRATION PER CLASS 275

*TOTAL FEE DUE 825

*TOTAL FEE PAID 825

SIGNATURE INFORMATION

       ORIGINAL PDF FILE hw_3810437218-120434434_._20171002102929941.pdf

       CONVERTED PDF FILE(S)

       (4 pages)
\\TICRS\EXPORT17\IMAGEOUT17\876\300\87630078\xml1\RFA0024.JPG

        \\TICRS\EXPORT17\IMAGEOUT17\876\300\87630078\xml1\RFA0025.JPG

        \\TICRS\EXPORT17\IMAGEOUT17\876\300\87630078\xml1\RFA0026.JPG

        \\TICRS\EXPORT17\IMAGEOUT17\876\300\87630078\xml1\RFA0027.JPG
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SIGNATORY'S NAME Evan Bundis

SIGNATORY'S POSITION Chief IP Counsel
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Trademark/Service Mark Application, Principal Register

Serial Number: 87630078

Filing Date: 10/02/2017

To the Commissioner for Trademarks:

MARK: NETSCOUT (Standard Characters, see below )

The literal element of the mark consists of NETSCOUT.

The mark consists of standard characters, without claim to any particular font style, size, or color.

The applicant, NetScout Systems, Inc., a corporation of Delaware, having an address of

      310 Littleton Road

      Westford, Massachusetts 01886

      United States

requests registration of the trademark/service mark identified above in the United States Patent and Trademark Office on the Principal Register

established by the Act of July 5, 1946 (15 U.S.C. Section 1051 et seq.), as amended, for the following:

       International Class 009:  Computer hardware; computer software, namely, computer software for monitoring and management of

performance and availability of software applications; computer software, namely, computer software for analyzing wireless, cable, and wireline

service performance; computer software for analyzing computer network performance; Telecommunications hardware devices and software for

transporting voice, data and video communications across multiple network infrastructures and communications protocols; Telecommunications

test equipment and parts therefor, and software relating thereto, for use in operation support systems for billing, fraud, marketing, service quality

assurance, network management, early warning and troubleshooting; Computer software for collection, storage, analysis and re-assembly of data

traffic over computer and communications networks; computer utility software; computer software for network intrusion detection applications;

computer software for network management; and manuals provided together with each of the foregoing goods; Computer hardware and software

for collection, storage, analysis and re-assembly of data traffic over computer and communications networks; computer utility software and

hardware for supporting the utility of the computer infrastructure; computer hardware and software for monitoring network and system activities

for network intrusion activity; computer hardware and software for use in network management; and manuals therewith sold as a unit; Computer

hardware and software for managing computer networks, namely hardware and software to monitor, analyze, identify, report, troubleshoot, and

forecast the performance and efficiency of application and content delivery over network infrastructures; Computer hardware; computer software

that manages switches that direct packet flows used in network testing

In International Class 009, the mark was first used by the applicant or the applicant's related company or licensee or predecessor in interest at

least as early as 03/00/1997, and first used in commerce at least as early as 03/00/1997, and is now in use in such commerce. The applicant is

submitting one(or more) specimen(s) showing the mark as used in commerce on or in connection with any item in the class of listed

goods/services, consisting of a(n) images of products, screen shot of same website for products and screen shot of software program.

JPG file(s):

Specimen File1

Specimen File2

Specimen File3

Specimen File4

Original PDF file:

SPE0-3810437218-20170928140706229413_._3.pdf

Converted PDF file(s) (1 page)

Specimen File1

Original PDF file:

SPE0-3810437218-20170928140706229413_._4.pdf

Converted PDF file(s) (1 page)

Specimen File1

Original PDF file:

SPE0-3810437218-20170928140706229413_._5.pdf

Converted PDF file(s) (1 page)
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Specimen File1

Original PDF file:

SPE0-3810437218-20170928140706229413_._6.pdf

Converted PDF file(s) (1 page)

Specimen File1

Original PDF file:

SPE0-3810437218-20170928140706229413_._netscout-ds-netscout-tap-family1_-_Class_9.pdf

Converted PDF file(s) (4 pages)

Specimen File1

Specimen File2

Specimen File3

Specimen File4

       International Class 037:  Installation and repair of computer hardware; customizing computer hardware; maintenance of computer hardware

In International Class 037, the mark was first used by the applicant or the applicant's related company or licensee or predecessor in interest at

least as early as 03/00/1997, and first used in commerce at least as early as 03/00/1997, and is now in use in such commerce. The applicant is

submitting one(or more) specimen(s) showing the mark as used in commerce on or in connection with any item in the class of listed

goods/services, consisting of a(n) screen shots of website for services.

JPG file(s):

Specimen File1

Specimen File2

Original PDF file:

SPE0-3810437218-20170928140706229413_._MasterCare_-_Class_37.pdf

Converted PDF file(s) (3 pages)

Specimen File1

Specimen File2

Specimen File3

       International Class 042:  Software as a service (saas) services, namely, software as a service featuring software for monitoring and

management of performance and availability of software applications; software as a services, namely, software as a service for analyzing

wireless, cable, and wireline service performance; software as a service for analyzing computer network performance; design and development of

computer hardware and computer software; consulting services in the field of application and network performance management; computer

software consulting; computer consultation; design and development of computer hardware and computer software; installation, repair and

maintenance of computer software; technical support services, namely, troubleshooting computer software problems; technical support services,

namely, monitoring technological functions of computer network systems

In International Class 042, the mark was first used by the applicant or the applicant's related company or licensee or predecessor in interest at

least as early as 03/00/1997, and first used in commerce at least as early as 03/00/1997, and is now in use in such commerce. The applicant is

submitting one(or more) specimen(s) showing the mark as used in commerce on or in connection with any item in the class of listed

goods/services, consisting of a(n) screen shot of non-downloadable software sign-in page and screen shots of website.

Specimen File1

Specimen File2

Specimen File3

Specimen File4

Claim of Active Prior Registration(s)

The applicant claims ownership of active prior U.S. Registration Number(s) 1764154.

The applicant's current Attorney Information:

      Amanda K. Greenspon and William A. Munck, Robert D. McCutcheon, Patricia Q. Hu of Munck Wilson Mandala LLP

      Docket Clerk

      P.O. Drawer 800889

      Dallas, Texas 75380

      United States

      972-628-3600(phone)

      972-628-3616(fax)

      trademarks@munckwilson.com (authorized)

The attorney docket/reference number is TEKT05-00138.
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The applicant's current Correspondence Information:

      Amanda K. Greenspon

      Munck Wilson Mandala LLP

      Docket Clerk

      P.O. Drawer 800889

      Dallas, Texas 75380

      972-628-3600(phone)

      972-628-3616(fax)

      trademarks@munckwilson.com (authorized)

E-mail Authorization: I authorize the USPTO to send e-mail correspondence concerning the application to the applicant, the applicant's

attorney, or the applicant's domestic representative at the e-mail address provided in this application. I understand that a valid e-mail address

must be maintained and that the applicant or the applicant's attorney must file the relevant subsequent application-related submissions via the

Trademark Electronic Application System (TEAS). Failure to do so will result in the loss of TEAS Reduced Fee status and a requirement to

submit an additional processing fee of $125 per international class of goods/services.

A fee payment in the amount of $825 has been submitted with the application, representing payment for 3 class(es).

Declaration

Declaration Signature

The attached signature image file:

\\TICRS\EXPORT17\IMAGEOUT17\876\300\87630078\xml1\RFA0024.JPG

Signatory's Name: Evan Bundis

Signatory's Position: Chief IP Counsel

Payment Sale Number: 87630078

Payment Accounting Date: 10/02/2017

Serial Number: 87630078

Internet Transmission Date: Mon Oct 02 12:11:32 EDT 2017

TEAS Stamp: USPTO/BAS-XX.XXX.XX.XXX-2017100212113290

2819-87630078-51093253ccce5298249ca10439

92418c2c77a1498b5f2d72fa52c7997b6845c693

d-DA-17227-20171002120434434068
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