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I HEREBY CERTIFY THAT THIS DOCUMENT IS BEING TRANSMITTED ELECTRONICALLY 
TO THE COMMISSIONER FOR TRADEMARKS THROUGH ESTTA. 
 
By:________/Lori T. Milvain/______ 
 
Date: August 27, 2020 

 
IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 
 

Tavistock Freebirds, LLC,   ) Serial No. 87/121817  
      ) 
 Opposer,    )   
      ) FREEBIRD 
v.      ) 
      ) 
MobileOffer, Inc.,     ) 
      ) Opposition No. 91247656 
 Applicant.    ) 
________________________________  ) 
 

AMENDED NOTICE OF OPPOSITION 

Opposer, Tavistock Freebirds, LLC, a Delaware limited liability company, having a place 

of business at 9050 N. Capital of Texas Hwy., Suite 360, Austin, Texas 78759 (ÒTavistock 

FreebirdsÓ or ÒOpposerÓ), believes it will be damaged by, and does hereby oppose, the 

application of MobileOffer, Inc., a Delaware corporation (ÒApplicantÓ), to register FREEBIRD, 

U.S. Application Serial No. 87/121817, in Class 009 (Òthe ApplicationÓ), pursuant to Section 

13(a) of the Trademark Act of 1946, as amended (the ÒLanham ActÓ), 15 U.S.C. ¤ 1063(a). 

As grounds for the amended opposition, Opposer states: 
 

The Parties and the Marks 
 

1. Tavistock Freebirds is the prior user of the very similar mark, FREEBIRDS, for 

restaurant and related goods and services and for Òdownloadable mobile applications for 

ordering food, earning rewards and finding locations of restaurants; and magnetically encoded 

gift cards servicesÓ in the United States.  Opposer and its related companies and predecessors 

in interest have continuously used the FREEBIRDS mark for its restaurant services since 1991; 

for their mobile application services since at least as early as May, 2016; and for their 
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magnetically encoded gift cards since at least as early as December, 2006. The FREEBIRDS 

trademarks include the stylized F mark, FREEBIRDS, and FREEBIRDS WORLD BURRITO 

marks listed in Paragraph 2 below (collectively, the ÒFREEBIRDS MarksÓ).   

2. Opposer is the owner of the following U.S. Trademark registrations and 

application:  

MARK REGISTRATION NO. & 
REGISTRATION DATE 

GOODS/SERVICES 

FREEBIRDS 6118959 
August 4, 2020 

Catering services (043) 

 

5731048 
April 23, 2019 

Brownies; burritos; nachos; 
quesadillas; tacos; none of 
the foregoing comprised of 

cannabis (030) 

 

5151258 
February 28, 2017 

Downloadable mobile 
applications for ordering food, 
earning rewards and finding 
locations of restaurants; 
Magnetically encoded gift 
cards (009); Franchising, 
namely, offering business 
management assistance in 
the establishment and/or 
operation of restaurants (035) 

FREEB!RDS WORLD 
BURRITO 

5231242 
June 27, 2017 

Magnetically encoded gift 
cards (009); Franchising, 
namely, offering business 
management assistance in 
the establishment and/or 
operation of restaurants (035) 

FREEBIRDS 5228287 
June 20, 2017 

Franchising, namely, offering 
business management 
assistance in the 
establishment and/or 
operation of restaurants (035) 

FREEBIRDS WORLD 
BURRITO 

4894795 
February 2, 2016 

Catering services; Restaurant 
services (043) 

FREEBIRDS 2699965 
March 25, 2003 

Restaurant services (043) 

 

2527269 
January 8, 2002 

Sportswear and casual wear, 
namely, shirts, T-shirts, and 
tank tops; headwear, namely 
hats and caps all sold only in 
connection with, or promotion 
of the applicant's restaurant 
(025); Restaurant services 
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(042) 

 

2214564 
December 29, 1998 

Restaurant services (042) 
 

FREEBIRDS 87/136427 
Pending 

Downloadable mobile 
applications for ordering food, 
earning rewards and finding 
locations of restaurants; 
magnetically encoded gift 
cards (009) 

 
True and correct copies of OpposerÕs registrations and the TSDR sheets showing the current 

status of OpposerÕs registrations for the registered FREEBIRDS Marks are attached as 

Composite Exhibit ÒA.Ó 

3. The registrations are valid, subsisting, uncancelled, and prima facie evidence of 

the validity of the FREEBIRDS Marks and OpposerÕs exclusive right to use FREEBIRDS in 

commerce in connection with the goods and services specified in the registrations. 

4. Registration Nos. 2214564, 2527269, and 2699965 are incontestable pursuant to 

15 U.S.C. ¤ 1065. 

5. Opposer has made substantial sales of goods and services under its 

FREEBIRDS Marks and has used the FREEBIRDS Marks in its highly successful advertising 

and promotional campaigns over the course of many years, beginning in 1991. 

6. OpposerÕs FREEBIRDS Marks are distinctive, and OpposerÕs FREEBIRDS 

Marks became famous long prior to the filing and/or priority date of the application for the 

Opposed Mark (defined below) and long prior to any use of the Opposed Mark in interstate 

commerce by Applicant. 

7. As a result of the long, extensive, and widespread use and promotion of 

OpposerÕs FREEBIRDS Marks, consumers have become accustomed to associating marks that 

consist of or contain the word FREEBIRDS with Opposer, particularly when used in connection 

with the provision of restaurant and related services, including mobile applications. 



$"
"

8. Opposer is the owner of a pending trademark application for the mark 

FREEBIRDS, Serial No. 87/136427, filed August 12, 2016 for Òdownloadable mobile 

applications for ordering food, earning rewards and finding locations of restaurants; and 

magnetically encoded gift cardsÓ in Class 009 (the ÒFREEBIRDS ApplicationÓ).  True and correct 

copies of OpposerÕs FREEBIRDS Application and its current TSDR status information are 

attached as Composite Exhibit ÒB.Ó 

9. On February 14, 2017, the U.S. Patent and Trademark Office Examining 

Attorney issued a Suspension of the FREEBIRDS Application advising of the prior pending 

application Serial No. 87/121,817 for FREEBIRD, which, if registered, may result in a refusal of 

OpposerÕs FREEBIRDS Application on likelihood of confusion grounds. A true and correct copy 

of the Suspension is attached as Exhibit ÒC.Ó 

10. If the trademark examiner issues a final refusal to register OpposerÕs 

FREEBIRDS mark in Class 009, Opposer will be damaged. 

11. OpposerÕs (or its predecessors in interest) restaurant services under the 

FREEBIRDS Marks have been extensively advertised, marketed, and sold on a nationwide 

basis, through its advertising and promotion beginning in 1991.   

12. Prior to the filing date of the Opposed Mark, Opposer adopted and has 

continually used the FREEBIRDS Mark and the  mark in connection with its mobile 

application services as well as for its restaurant services. 

13. Opposer has expended substantial time, effort, and money to provide the highest 

quality goods and services under OpposerÕs FREEBIRDS Marks to its restaurant customers and 

guests from all over the world.  Opposer has accumulated substantial and valuable goodwill in 

the FREEBIRDS Marks, and OpposerÕs restaurant services and downloadable mobile 

applications have become well known to consumers.  
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14. Due to OpposerÕs continuous advertising and promotion of the FREEBIRDS 

Marks, it has acquired public and consumer recognition, with the FREEBIRDS Marks becoming 

associated with Opposer as the source of the high-quality food in its restaurants and related 

goods and services of Opposer.  

15. Opposer also owns and operates the website located at www.freebirds.com as 

well as pages on the social media sites Facebook, Twitter, and Instagram with a total of over 

152,000, 13,000; and 15,000 followers, respectively. 

16. Upon information and belief, Applicant is a corporation organized under the laws 

of Delaware with its principal place of business at 26500 Agoura Road, Suite 102-467, 

Calabasas, California 91302. 

17. On July 29, 2016, Applicant filed the Application to register FREEBIRD (the 

ÒOpposed MarkÓ), based on an intent to use the alleged mark in connection with ÒInteractive 

computer application software and downloadable software in the nature of mobile applications 

for connecting food, dining and drinking establishments, namely, restaurants, bars, cocktail 

lounges, and wine bars with individuals and groups utilizing mobile phone based automobile 

transportation service providers; Interactive computer application software and downloadable 

software in the nature of mobile applications for providing information in the field of restaurant, 

bar and entertainment services using electronic message alerts featuring leads, optimal 

matches and suggested discounts, deals, special offers, coupons and reimbursements for users 

of mobile phone based automobile transportation service providers; Interactive computer 

application software and downloadable software in the nature of mobile applications that enable 

users to communicate with restaurant, bar and entertainment service providers to reimburse 

customers for automobile transportation expenses.Ó 

18. On April 16, 2019 Opposer filed a Notice of Opposition to the Application, which 

advised Applicant of OpposerÕs rights in the FREEBIRDS Marks.  
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19. Applicant did not change its name or cease the use of FREEBIRD, but altered its 

description of services in the Opposed MarkÕs Application to Òinteractive computer application 

software and downloadable software in the nature of mobile applications for connecting drinking 

establishments, namely, bars, cocktail lounges, and wine bars with individuals and groups 

utilizing mobile phone based automobile transportation service providers; interactive computer 

application software and downloadable software in the nature of mobile applications for 

providing information in the field of bar and entertainment services using electronic message 

alerts featuring leads, optimal matches and suggested discounts, deals, special offers, coupons 

and reimbursements for users of mobile phone based automobile transportation service 

providers; interactive computer application software and downloadable software in the nature of 

mobile applications that enable users to communicate with bar and entertainment service 

providers to reimburse customers for automobile transportation expensesÓ in International Class 

009. The services include services identical to those offered by Opposer under the FREEBIRDS 

Marks in Class 009, as well as services similar to OpposerÕs services in Class 043, because 

Applicant partners with restaurants and bar owners to connect its users to restaurants and bars 

and provides restaurant coupons and other incentives to use its mobile application.  

COUNT I 

Likelihood of Confusion 

20. Opposer repeats and realleges paragraphs 1 Ð 19 above as paragraph 20 of this 

Count I. 

21. Registration of ApplicantÕs Opposed Mark, which is the subject of the Application, 

is barred by the provisions of the Lanham Act ¤ 2(d), 15 U.S.C. ¤ 1052(d), because it consists of 

or comprises a mark which so resembles OpposerÕs FREEBIRDS Marks, which have been in 

use prior to ApplicantÕs use, as to be likely, when used in connection with the alleged services of 

Applicant, to cause confusion, mistake, or to deceive.  
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22. Opposer has priority over Applicant because OpposerÕs first-use dates precede 

the ApplicantÕs filing date of its Application and/or any alleged date of first use in commerce of 

ApplicantÕs purported Opposed Mark which is the subject of the Application.  

23. ApplicantÕs alleged FREEBIRD Opposed Mark, which is the subject of the 

Application, and OpposerÕs FREEBIRDS Marks, are confusingly similar.  ApplicantÕs alleged 

FREEBIRD Opposed Mark uses the identical word as Opposer but without an ÒsÓ at the end of 

the mark, resulting in the creation of a similar commercial impression between ApplicantÕs 

FREEBIRD Opposed Mark and OpposerÕs FREEBIRDS Marks. 

24. The services cited in the Application for the Opposed Mark, and for which 

Applicant purportedly intends to use its mark, are similar and related to the services for which 

OpposerÕs FREEBIRDS Marks are used.  In fact, the description of services in the Application 

for the Opposed Mark specifically incorporates OpposerÕs downloadable mobile application 

services.  

25. The services provided by Applicant to connect customers with rides to 

restaurants and bars are also related to OpposerÕs restaurant services. 

26. ApplicantÕs FREEBIRD Opposed Mark shown in its Application so resembles 

OpposerÕs previously used FREEBIRDS Marks as to be likely to cause confusion, to cause 

mistake, or to deceive, with ensuing injury to Opposer.  

27. Should ApplicantÕs FREEBIRD Opposed Mark be permitted to proceed to 

registration, then confusion, mistake, or deception would ensue in that consumers are likely to 

believe that the source of ApplicantÕs services is Opposer and that Applicant and its services are 

affiliated or connected in some manner with Opposer or sponsored, endorsed, approved, or 

licensed by Opposer, when they are not.  The likelihood of confusion is greater due to the 

proximity of the parties, who presumably both serve or will serve residents in, and visitors to, 

California. 
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28. Applicant has no license, consent, or permission from Opposer to use or register 

the Opposed Mark. 

29. The Opposed Mark so resembles OpposerÕs FREEBIRDS Marks that it is likely to 

cause confusion, to cause mistake, or to deceive within the meaning of Section 2(d) of Lanham 

Act, 15 U.S.C. ¤ 1052(d), and more particularly, the Opposed Mark and use thereof is likely to 

cause confusion in, to cause mistake by, or to deceive the trade and purchasing public into 

believing that the services in Serial No 87/121817 originate with Opposer or otherwise are 

authorized, licensed, or sponsored by Opposer. 

30. Accordingly, registration of ApplicantÕs FREEBIRD Opposed Mark is barred by 

the provisions of 15 U.S.C. ¤ 1052(d) on the grounds that ApplicantÕs mark so resembles 

OpposerÕs FREEBIRDS Marks for similar services as to cause confusion, mistake, and/or 

deception, all to the detriment of and damage to Opposer. 

31. Registration of ApplicantÕs FREEBIRD Opposed Mark that is the subject of the 

Application would be a further source of damage to Opposer because it would afford Applicant 

with various statutory presumptions to which Applicant is not entitled, which would be in 

violation of the prior and superior rights of Opposer. 

32. For the foregoing reasons, Tavistock Freebirds believes and alleges that it is 

being, and will continue to be, damaged by registration of the FREEBIRD Application, Serial No. 

87/121817. 

COUNT II 

Dilution 

33. Opposer repeats and realleges paragraphs 1 Ð 19 above as paragraph 33 of this 

Count II. 

34. As further grounds for this Opposition, OpposerÕs FREEBIRDS Marks, which 

have been in use for over 28 years, and registered for up to 22 years, are famous within the 

meaning of Section 43(c) of the Lanham Act, 15 U.S.C. ¤ 1125(c).  
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35. OpposerÕs FREEBIRDS Marks are widely recognized by the general consuming 

public of the United States as a designation of source of the goods and services of Opposer. 

36. Opposer has made substantial sales of goods and services under its 

FREEBIRDS Marks and has used the FREEBIRDS Marks in a constant stream of highly 

successful advertising and promotional campaigns over the course of many years. 

37. OpposerÕs FREEBIRDS Marks are advertised and promoted across the United 

States at its restaurants in numerous locations across several states as well as on their website 

where consumers can order online.  OpposerÕs FREEBIRDS Marks have been well known since 

1991 due to OpposerÕs unique and quirky advertising meant to entertain its customers while 

providing them with high-quality, reasonably-priced food and drink.  This has been the mantra of 

Opposer since 1991 when the first restaurant was opened in College Station, Texas, and 

expanded from there each year.  OpposerÕs FREEBIRDS Marks were first registered in 1998 on 

the Principal Register and have been exclusively and continuously used ever since without any 

breaks in time.  At the time of the first use of OpposerÕs FREEBIRDS Marks in 1991, the term 

FREEBIRDS had nothing to do with restaurants and the connotation would never have been 

thought of by consumers.  In comparison, 28 years later, Opposer has a widespread following of 

fans on social media channels, which has resulted in its over 152,000 followers on FaceBook 

alone.  

38. The FREEBIRDS Marks, due to their unique and arbitrary nature, are inherently 

distinctive. Fans and customers across the United States now associate the FREEBIRDS Marks 

with OpposerÕs restaurant services and world-famous burritos, and consumers recognize 

OpposerÕs restaurants as the source of these goods and services. 

39. In the alternative, even if OpposerÕs FREEBIRDS Marks were ever held to not be 

inherently distinctive, OpposerÕs FREEBIRDS Marks have acquired distinctiveness through their 

continued and exclusive use for restaurant services since 1991 and through three incontestable 

federal trademark registrations for FREEBIRDS WORLD BURRITO (stylized) registered in 
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1998, the circled backwards F mark registered in 2002, and FREEBIRDS (word mark) 

registered in 2003. 

40. OpposerÕs FREEBIRDS Marks became famous long before the filing and/or 

priority date of the Opposed MarkÕs Application and long prior to any use of the Opposed Mark 

in interstate commerce by Applicant. 

41. Due to the similarity between the Opposed Mark and the FREEBIRDS Marks, 

relevant customers are likely to associate the Opposed Mark with OpposerÕs FREEBIRDS 

Marks. 

42. ApplicantÕs Opposed Mark has and will impair the distinctiveness of the 

FREEBIRDS Marks due to the facts that the marks of the parties are extremely similar with only 

an ÒSÓ separating the two, and the FREEBIRDS Marks are unique and distinctive and are not 

descriptive or even suggestive of OpposerÕs goods and services. By its very nature 

FREEBIRDS is not a commonly used term in the restaurant industry, and the FREEBIRDS 

Marks are highly recognizable and followed by fans across the nation, while the Opposed Mark 

is being used to promote rides to restaurants in the geographic area where Opposer does a 

great deal of business. 

43. The Opposed Mark thus is likely to impair the distinctiveness of the FREEBIRDS 

Marks 

44. The Opposed Mark is likely to cause dilution by tarnishment due to the 

association arising from the use of the Opposed Mark and OpposerÕs famous FREEBIRDS 

Marks in the restaurant industry.  This dilution by tarnishment has the potential to substantially 

harm the reputation of the FREEBIRDS Marks due to the Opposed Mark being used primarily to 

address the issue of drinking alcohol and using ride sharing combined with coupons for 

restaurants, while the FREEBIRDS Marks are used for family-friendly restaurants with little to no 

reference to alcoholic beverages.  
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45. The Opposed Mark is likely to cause dilution of OpposerÕs FREEBIRDS Marks to 

the injury of Opposer by diluting the distinctiveness of OpposerÕs FREEBIRDS Marks and 

lessening the capacity of OpposerÕs FREEBIRDS Marks to identify and distinguish OpposerÕs 

goods and services, and/or harming the reputation of OpposerÕs FREEBIRDS Marks, in violation 

of Section 43(c) of the Lanham Act, 15 U.S.C. ¤ 1125(c), causing blurring or tarnishment of the 

publicÕs positive associations with OpposerÕs FREEBIRDS Marks. 

46. Thus, registration of the Opposed Mark should be denied based on a likelihood 

of dilution of the distinctive quality and/or harm to the reputation of OpposerÕs famous 

FREEBIRDS Marks in violation of Section 43 of the Lanham Act, 15 U.S.C. ¤ 1125(c), causing 

injury to Opposer. 

 

Request for Relief 

WHEREFORE, Opposer requests that this opposition be sustained, that registration be 

denied to ApplicantÕs Application for FREEBIRD, and that the Board grant such other and 

further relief as may be just and proper."  

This Amended Notice of Opposition is being filed electronically pursuant to the ESTTA 

system. 

August 27, 2020   Respectfully submitted, 

     _______/Lori T. Milvain/___________ 
     Lori T. Milvain, Esquire 
     Latham, Luna, Eden & Beaudine, LLP 
     111 N. Magnolia Avenue, Suite 1400 
     Orlando, FL 32801 
     Florida Bar No.: 0116660 
     407-481-5813 (telephone) 
     lmilvain@lathamluna.com 
     Attorneys for Opposer 

 
CERTIFICATE OF SERVICE 

 
I certify that a copy of the foregoing document was mailed to Applicant on August 27, 

2020, by first class mail, postage prepaid, as well as via e-mail to the e-mail of the last known 
listed attorney for Applicant, at the following addresses: 
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MobileOffer, Inc. 

 26500 Agoura Road, Suite 102-467 
 Calabasas, CA  91302 
  

Benjamin B. Lieb 
 Ben@taluslaw.com 
 
      _____/Lori T. Milvain______ 

Lori T. Milvain 
































































































































































