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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD
Tavistock Freebirds, LLC,
Opposer,
v.
MobileOffer, Inc.,
Applicant.
________________________________

)
)
)
)
)
)
)
)
)
)

Serial No. 87/121817
FREEBIRD

Opposition No. 91247656

OPPOSER’S MEMORANDUM IN OPPOSITION TO APPLICANT’S MOTION FOR PARTIAL
SUMMARY JUDGMENT REGARDING PRIORITY FOR MOBILE APPLICATIONS
Pursuant to Federal Rule of Civil Procedure 56 and Rule 528 of the Trademark Rules of
Practice, Opposer, Tavistock Freebirds, LLC (“Opposer”), hereby files its Memorandum in
Opposition to the Motion for Partial Summary Judgment Regarding Priority for Mobile Applications
(the “Motion”) filed by Applicant, MobileOffer, Inc. (“Applicant”). As grounds in support, Opposer
states as follows:
Summary of Argument
Genuine issues of material fact exist concerning Applicant’s first-use date for mobile
applications. First, Applicant’s claimed beta testing in November of 2015 is not a valid prior use.
Beta testing is insufficient as a prior use in commerce when provided to small group of handselected participants.

Applicant’s beta testing was only offered to a small group of family

members, friends and investors; this group is neither large enough nor diverse enough for any
such testing to constitute a prior use. Second, Applicant’s use of the mark on an inactive website
is not a valid use allowing for priority. Applicant claims that it purchased a domain name on
September 21, 2015 and “launched” a website displaying Applicant’s mark on that domain name
in October of 2015. There is no proof, however, that anything was done with the website, other
than registering the domain name, creating the website and populating it with content. There is
also no proof that Applicant’s mobile application was ever downloaded from the website.

Finally, Applicant’s Intent-to-Use trademark application, document production and public
records all evidence that Applicant “launched” its mobile application well after November of 2015.
Applicant filed the ITU on July 29, 2016 and Applicant’s own documents and various articles
related to the “launch” of Applicant’s mobile application all point to use in interstate commerce
after the ITU was filed. For all of these reasons, the Board should deny the Motion.
Undisputed Facts
1.

Opposer has used “FREEBIRDS” for restaurant and bar services for approximately

thirty (30) years and has used FREEBIRDS for a mobile application since at least as early as May
of 2016. (Milvain Decl. at ¶ 2; Composite Exhibit “1”).
2.

As evidenced by Applicant’s own document production, on or about May 14, 2016,

Applicant developed a business plan for Freebird Rides (“Freebird”). (Milvain Decl. at

¶ 6;

Composite Ex. “4”). 1
3.

As evidenced by Applicant’s own document production, on or about May 21, 2016,

Applicant (or a related entity) created a privacy statement for Freebirds. (Milvain Decl. at ¶ 6;
Composite Ex. “4”).
4.

On or about May 31, 2016, Opposer officially launched its mobile application for

restaurant and bar services. (Milvain Decl. at ¶ 3). 2
5.

As evidenced by Applicant’s own document production, on or about June 22, 2016,

Applicant (or a related entity) received an invoice for creating “Round 1” of a Freebird logo.
(Milvain Decl. at ¶ 6; Composite Ex. “4”).

1

The Declaration of Lori Milvain, Esquire (the “Milvain Declaration”) is attached as Exhibit “A.” As
indicated in the Milvain Declaration, all of the documents referenced in (and attached to) the
declaration were either produced by Applicant during discovery or are public records (i.e.,
Opposer’s registrations and articles related to Applicant’s launch of the Freebirds mobile
application).
2
Opposer also previously partnered with a third party for a mobile app but in an abundance of
caution regarding first-use dates still to be determined, Opposer is relying on its May 31, 2016
launch of its own mobile app for the purpose of this Memorandum in Opposition.
2

6.

As evidenced by Applicant’s own document production, on or about July 16, 2016,

Applicant (or a related entity) sent correspondence to Anthony Wentzel regarding employment.
(Milvain Decl. at ¶ 6; Composite Ex. “4”).
7.

On or about July 20, 2016 (according to the date on Applicant’s electronically

produced document record), Applicant (or a related entity) received “additional logo options” for
the new Freebird mobile application. (Milvain Decl. at ¶ 6; Composite Ex. “4”).
8.

On July 29, 2016, Applicant filed an Intent-to-Use trademark application for

FREEBIRD (the “ITU”). (Milvain Decl. at ¶ 4).
9.

On August 12, 2016, Opposer filed its trademark application for FREEBIRDS for

“downloadable mobile applications for ordering food, earning rewards and finding locations of
restaurants” based on its use in commerce since at least as early as May 31, 2016. (Milvain Decl.
at ¶ 5)
10.

As evidenced by Applicant’s own document production, on or about August 20,

2016, Applicant executed an agency services proposal to promote Freebird. (Milvain Decl. at

¶

6; Composite Ex. “4”).
11.

As evidenced by Applicant’s own document production, on or about August 31,

2016, Applicant (or a related entity) created an Ad Words Plan for Freebird. (Milvain Decl. at

¶

6; Composite Ex. “4”).
12.

As evidenced by Applicant’s own document production, on August 31, 2016,

Applicant (or a related entity) created a Mobile Application Facebook Plan for Freebird. Part of
this plan was to “determine launch date.” (Milvain Decl. at ¶ 6; Composite Ex. “4”).
13.

As evidenced by Applicant’s own document production, on September 29, 2016,

Applicant (or a related entity) ran an advertisement “introducing Freebird Rides.” (Milvain Decl.
at ¶ 6; Composite Ex. “4”).
14.

As evidenced by Applicant’s own document production, on or about October 19,

2016, Applicant (or a related entity) held a conference call. The itinerary for the call indicates a
3

discussion on the issue of “what is a generous estimate for when the app will be ready for a fully
marketed launch?” (Milvain Decl. at ¶ 6; Composite Ex. “4”).
15.

As evidenced by Applicant’s own document production, on or about December 20,

2016, Applicant (or a related entity) created a brochure for Freebird entitled “The New Way to
Drive Customers to Your Door.” (Milvain Decl. at ¶ 6; Composite Ex. “4”).
16.

As evidenced by Applicant’s own document production, on or about January 25,

2017, Kurt Brendlinger, Freebird’s Chief Executive Officer (“Mr. Brendlinger”), sent
correspondence to investors updating them “on the company and activity in the 4th quarter” of
2016. Importantly, Mr. Brendlinger stated that: (a) Freebird “launched our beta test on Halloween
night;” and (b) “version two of the technology will be ready so we can then test and launch the LA
market aggressively.” (Milvain Decl. at ¶ 6; Composite Ex. “4”).
17.

On March 7, 2018, the Long Beach Post published an article about Applicant’s

mobile application noting that it “recently launched” and stating that “Freebird Rides started in
2015 but did not launch until June 2017 in Los Angeles… .” (Milvain Decl. at ¶ 7; Composite Ex.
“5”).
18.

On April 11, 2018, BusinessWire published a release announcing the launch of

Freebird in Boston, Massachusetts which stated, in pertinent part “Freebird Rides was tested
successfully throughout Los Angeles and Orange County, CA in fall 2017… .” (Milvain Decl. at ¶
7; Composite Ex. “5”).
19.

On April 13, 2018, verdictfoodservice.com also published an article regarding

Freebird’s launch in Boston, Massachusetts which stated that “[T]he company has also tested
Freebird Rides throughout Los Angeles and Orange County, California last year.” (Milvain Decl.
at ¶ 7; Composite Ex. “5”).
20.

As evidenced by Applicant’s own document production, on an unknown date,

Freebirds assembled a presentation which included a “Rollout Plan.” This plan indicated that
there would be test markets in Los Angeles and Boston, with: (1) a private beta launch in Los
4

Angeles in September of 2016; (2) a soft beta launch in Los Angeles in October of 2016; and (3)
a launch in Boston in “Late Q4 2016.” (Milvain Decl. at ¶ 6; Composite Ex. “4”).
Memorandum of Law
I.

Standard.

Pursuant to Rule 56(a), Federal Rules of Civil Procedure, the movant bears the burden of
demonstrating that there is no genuine dispute as to any material fact and the movant is entitled
to judgment as a matter of law. Fed. R. Civ. P. 56(a). A factual dispute is “material” if it might
affect the outcome of the suit under the governing law. Razak v. Uber Technologies, Inc., 951
F.3d 137, 144 (3d Cir. 2020). If an issue of material fact exists, the court must not decide it, but
must deny summary judgment and proceed to trial. Reassure America Life Ins. Co. v. Wright,
No. 6:07-cv-233-Orl-18GJK, 2010 WL 309672, *2 (M.D. Fla. Jan. 25, 2010).
Moreover, whether a trademark has been “adopted” is a factual finding whose resolution
may include elements of subjective intent. Hydro-Dynamics, Inc v. George Putnam & Co., Inc.,
811 F.2d 1470, 1473 (Fed. Cir. 1987).
II.

Genuine Issues of Material Fact Exist Regarding Applicant’s Claimed Prior
Use for Mobile Applications.

A genuine issue of material fact exists regarding MobileOffer’s claimed prior use for mobile
applications in Class 009. This is because nothing that Applicant provides in support of the Motion
demonstrates that Applicant’s use in commerce of the mark actually pre-dated Opposer’s use,
not even for mobile applications, which Opposer began at least as early as May of 2016. 3 To be
clear, Opposer’s use of FREEBIRDS for its mobile applications beginning as early as May of 2016
was prior to Applicant’s filing of the ITU with the United States Patent and Trademark Office.

3

As set forth above, Opposer has used “FREEBIRDS” for restaurant and bar services for
approximately thirty (30) years. Opposer believes that Applicant’s application based on an
alleged use for mobile apps for restaurant and bar patrons to find rides is, in and of itself, enough
for Opposer’s FREEBIRDS long-term registrations to act as a bar. This Memorandum in
Opposition, however, is limited to the parties’ respective uses and trademark applications for
mobile apps for restaurants.
5

Pursuant to 15 U.S.C. § 1127, "use in commerce" means the bona fide use of a mark in the
ordinary course of trade, and not made merely to reserve a right in a mark. 15 U.S.C. § 1127. For
goods, a mark may only be deemed to be in use in commerce if: (a) it is placed in any manner on
the goods or their containers or the displays associated therewith or on the tags or labels affixed
thereto, or if the nature of the goods makes such placement impracticable, then on documents
associated with the goods or their sale; and (b) the goods are sold or transported in commerce.
Id.
The right to a particular mark grows out of its use, not its mere adoption. United Drug Co.
v. Theodore Rectanus Co., 248 U.S. 90, 97 (1918). Trademark rights are acquired only by actual
use of a mark in commerce in connection with the goods. Graham Webb Int’l v. Helene Curtis
Inc., 17 F. Supp. 2d 919, 927 (D. Minn. 1998). A party has no right to exclude others from using
a mark merely because of a notice of intent to use; the constructive use only establishes a right
of priority for the intent-to-use applicant over others who have not made use of the trademark
prior to the application’s filing. Dunn Computer Corp. v. Loudcloud, Inc., 133 F. Supp. 2d 823,
832 (E.D. Va. 2001).
A.

Applicant’s Beta Testing is not a Valid Prior Use Allowing for Priority.

Beta testing is insufficient as a prior use when provided to a small group of hand-selected
participants. Nexsan Technologies, Inc. v. EMC Corp., 260 F. Supp. 3d 68, 76-77 (D. Mass.
2017) (holding that, during a small, closed beta test with twenty (20) participant organizations, the
mark was not used in a manner that was clear, widespread, or repetitive enough for the beta tests
to constitute analogous use sufficient to establish priority); see also Future Domain Corp. v.
Trantor Sys., Ltd., No. C 93 0812 TEH, 1993 WL 270522, *4-5 (N.D. Cal. May 3, 1993) (holding
that a party's distribution of two hundred (200) free beta versions of its software product at a trade
show was not test-marketing sufficient to constitute “use in commerce” because test-marketing
involves “offering the product for sale through normal channels of trade in limited markets for
limited times”); CCBN.com v. C-call.com, 73 F. Supp. 2d 106, 110-11 (D. Mass. 1999) (expressing
6

skepticism over whether a private beta test with a small group of hand-selected participants was
sufficiently public to confer priority).
In the Motion, Applicant contends that engaging in beta testing of its mobile application in
November of 2015 constituted a valid prior use. However, the law does not support its position.
Throughout the Motion (and supporting affidavits), Applicant candidly admits that the date it claims
as its first use was simply beta testing. First, Applicant admits this fact on the first page of the
Motion when it states that Applicant has been using the mark “since at least as early as November
3, 2015 when Applicant released its mobile application for iOS on Crashlytics for beta testing.”
(Mot. at 1) (emphasis added). Second, Applicant states that on November 3, 2015, it uploaded
its mobile application for iOS “to a testing platform called Crashlytics.” 4 (Mot. at 2; Wentzel
Decl. at ¶ 9) (emphasis added).
Equally as important, Applicant readily admits that the beta testing was performed by a
small group of known individuals. First, Applicant states that, on November 3, 2015, it circulated
an e-mail to “a group of about 60 friends, family and investors in and around Los Angeles,
California that invited them to download and test the mobile application from Crashlytics.”
(Mot. at 2; Wentzel Decl. at ¶ 9 Patek Decl. at ¶ 4) (emphasis added). Second, Applicant
contends that, on November 13, 2015, it sent a second e-mail to the same group “again inviting
them to download and test the mobile application for iOS from Crashlytics.” (Mot. at 3;
Wentzel Decl. at ¶ 9; Patek Decl. at ¶ 4). (emphasis added).
Notably, although Applicant contends that its mobile application “became available for
nationwide download “by around November 20, 2015,” Applicant is noticeably silent regarding
whether anyone “nationwide” actually downloaded the mobile application. (Mot. at 3). Neither
declaration Applicant utilizes in support of the Motion demonstrates that anyone other than the

4

https://en.wikipedia.org/wiki/Crashlytics (“[Crashlytics’] main product is a software development
kit for crash reporting, application logging, online review and statistical analysis of application
logs.”).
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beta group downloaded the mobile application.

Instead, in the Motion (and supporting

declarations), Applicant focuses on its beta testing amongst a small group of friends, family and
investors. The law is clear that Applicant’s activities in November of 2015 are insufficient to
constitute a prior use to Opposer’s prior use of FREEBIRDS – in 1991 for restaurant services and
at least as early as May of 2016 for mobile applications. Nexsan Technologies, 260 F. Supp. 3d
at 76-77; see also Future Domain Corp., 1993 WL 270522 at *4-5; CCBN.com, 73 F. Supp. 2d at
110-11. Therefore, the Board should deny Applicant’s Motion.
B.

Applicant’s Use of the Mark on an Inactive Website is not a Valid Prior Use
Allowing for Priority.

Similarly, Applicant’s use of the mark on an inactive website is not a valid use allowing for
priority. Operating a website available on the Internet is not equivalent to use in interstate
commerce. Schreiber v. Dunabin, 938 F. Supp. 2d 587, 598 (E.D. Va. 2013). Anyone may
register an unused domain name upon payment of a fee, but that registration in no way trumps
federal trademark law. Newborn v. Yahoo!, Inc., 391 F. Supp. 2d 181, 190 (D. D.C. 2005).
In the Motion, Applicant asserts that it purchased a domain name on September 21, 2015
and “launched” a website displaying Applicant’s mark on that domain name in October of 2015.
(Mot. at 2; Wentzel Decl. at ¶ 6). The Motion, however, is devoid of any allegation (or proof) that
anything was done with the website, other than registering the domain name, creating the website
and populating it with content. Likewise, the Motion lacks any allegation that Applicant’s mobile
application was ever downloaded from the website. Applicant’s registration of a domain name
and operation of a website is not enough to constitute use. Schreiber, 938 F. Supp. 2d at 598;
Newborn, 391 F. Supp. 2d 181, 190. The claims in Applicant’s declarations are also directly
contradictory to Applicant’s produced documents and all the readily available press releases and
articles available online regarding Applicant’s launch dates in 2017 and 2018. Thus, the Board
should deny Applicant’s Motion.

8

C.

Applicant’s ITU, Document Production and Public Records All Evidence
that Applicant “Launched” its Mobile Application Well After November of
2015.

Applicant’s ITU, document production and public records all evidence that Applicant
“launched” its mobile application well after November of 2015. First, Applicant filed the ITU on
July 29, 2016. (Milvain Decl. at ¶ 4). Although permitted, filing the ITU on that date is inconsistent
with Applicant’s contention that it began “using” its mobile application in November of 2015.
Second, the periodicals and numerous articles/releases on Applicant’s mobile application indicate
“testing,” “private beta launch,” “soft beta launch” or “launch” in late 2016, “June 2017,” “fall 2017,”
and “last year” (i.e., 2017). (Milvain Decl. at ¶ 7; Composite Ex. “5”). They all consistently support
a launch date by Applicant of its mobile app well after Opposer’s first–use date in May of 2016.
These articles/releases all clearly establish that: (1) Applicant did not launch its mobile application
in November of 2015; and (2) any launch of the mobile application occurred well after Opposer’s
first use of FREEBIRDS for its mobile application. Moreover, the BusinessWire release which
states that “Freebird Rides was tested successfully throughout Los Angeles and Orange County,
CA in fall 2017,” appears to be a press release from Applicant itself. Third, Applicant’s own
document production clearly demonstrates that, as of late 2015, Applicant had not yet launched
its mobile application. 5 (Milvain Decl. at ¶ 6; Composite Ex. “4”). Accordingly, the Board should
deny Applicant’s Motion.
Conclusion
Opposer has clearly demonstrated a genuine issue of material fact regarding Applicant’s
first-use date for mobile applications and the Board should deny the Motion.

5

On February 14, 2020, Opposer served its Second Request for Production of Documents (the
“Second RFP”) on Applicant. The Second RFP contained three (3) requests for documents
(Request Numbers 28 through 30) specifically targeted to pinning down the date of Applicant’s
first use in interstate commerce. Applicant did not respond to the Second RFP before filing the
Motion.
9

WHEREFORE, Opposer, Tavistock Freebirds, LLC, respectfully requests that the Board
enter an Order denying Applicant, MobileOffer, Inc.’s, Motion for Partial Summary Judgment
Regarding Priority for Mobile Applications and granting such further relief as the Board deems
just and proper.
Dated this 13th day of April, 2020.
___/ltm/_________________________
Lori T. Milvain, Esq.
Florida Bar No. 00116660
lmilvain@lathamluna.com
LATHAM, LUNA, EDEN & BEAUDINE, LLP
111 N. Magnolia Avenue, Suite 1400
Orlando, Florida 32801
Telephone:
(407) 481-5800
Facsimile:
(407) 481-5801
Attorney for Opposer, Tavistock Freebirds, LLC

CERTIFICATE OF SERVICE
I certify that a copy of the foregoing document was served on Applicant’s attorney on April
13th, 2020 by first class mail, postage prepaid, as well as via e-mail, at the following address:
Benjamin B. Lieb, Esquire
2816 S. Adams Street
Denver, CO 80210
ben@taluslaw.com
__/ltm/________________________
Lori T. Milvain

10

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD
Tavistock Freebirds, LLC,
Opposer,
v.
MobileOffer, Inc.,
Applicant.
________________________________
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Serial No. 87/121817
FREEBIRD

Opposition No. 91247656

DECLARATION OF LORI T. MILVAIN, ESQUIRE IN SUPPORT OF OPPOSER’S
MEMORANDUM IN OPPOSITION TO APPLICANT’S NMOTION FOR PARTIAL SUMMARY
JUDGMENT REGARDING PRIORITY FOR MOBILE APPLICATIONS
I, Lori T. Milvain, Esquire, declare as follows:
1.

I am an attorney and partner with the law firm of Latham, Luna, Eden & Beaudine,

LLP and counsel for Opposer, Tavistock Freebirds, LLC (“Opposer”) in this proceeding. I am over
the age of 21 and competent to make this declaration. I have personal knowledge of all facts set
forth in this declaration.
2.

Opposer has used “FREEBIRDS” for restaurant and bar services for approximately

thirty (30) years and has used FREEBIRDS for a mobile application since at least as early as May
of 2016. True and correct copies of Opposer’s Registered Trademarks for “FREEBIRDS” for
restaurant and bar services are attached as Composite Exhibit “1.”
3.

On or about May 31, 2016, Opposer officially launched its mobile application for

restaurant and bar services. 1
4.

On July 29, 2016, Applicant filed an Intent to Use trademark application for

FREEBIRD (the “ITU”). A true and correct copy of the ITU is attached as Exhibit “2.”

1

Opposer also previously partnered with a third party for a mobile application but, in an
abundance of caution regarding first-use dates still to be determined, Opposer is relying on its
May 31, 2016 launch of its own mobile app for the purpose of its Memorandum in Opposition.

5.

On August 12, 2016, Opposer filed its trademark application for FREEBIRDS for

“downloadable mobile applications for ordering food, earning rewards and finding locations of
restaurants” based on its use in commerce at least as early as May 31, 2016 (the “Application”).
A true and correct copy of the Application is attached as Exhibit “3.”
6.

Applicant produced various business records and other documents in response to

Opposer’s First Request to Production indicating that Applicant was not “using” FREEBIRD for its
mobile application in interstate commerce in November of 2015, as claimed by Applicant
(collectively, “Applicant’s Relevant Documents”). True and correct copies of Applicant’s Relevant
Documents are being filed under seal as Composite Exhibit “4.” 2
7.

I searched the Internet for articles, press releases and other publications related

to the launch of Applicant’s mobile application. My research resulted in numerous articles and
similar documents indicating that Applicant’s mobile application did not launch in November of
2015, as claimed by Applicant (collectively, the “Articles”). True and correct copies of the Articles
are attached as Composite Exhibit “5.”
I declare under penalty of perjury that the foregoing is true and correct.
Executed on April 13th, 2020.
________/ltm/__________________
Lori T. Milvain, Esquire

2

Applicant’s document production was not Bates stamped. For the portion of the production that
I was able to open, I was able to view dates of certain documents electronically in the document
description.
2

