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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name

Genomic Health, Inc.

Granted to Date
of previous ex-

04/03/2019

tension
Address 301 Penobscot Drive
Redwood City, CA 94063
UNITED STATES
Correspondence | Margaret C. McHugh
information Kilpatrick Townsend and Stockton LLP

Two Embarcadero Center, Suite 1900

San Francisco, CA 94111

UNITED STATES

tmadmin@kilpatricktownsend.com, mmchugh@kilpatricktownsend.com,
lwidup@kilpatricktownsend.com, vcordial@kilpatricktownsend.com
(415) 576-0200

Applicant Information

Application No

87961487 Publication date 12/04/2018

Opposition Filing
Date

04/02/2019 Opposition Peri- 04/03/2019

od Ends

Applicant

ACT Genomics Co., Ltd

3F., No.345, Xinhu 2nd Rd., Neihu Dist.,
Taipei City, 114

TAIWAN

Goods/Services Affected by Opposition

Class 044. First Use: 0 First Use In Commerce: 0

All goods and services in the class are opposed, namely: Medical treatment of cancer; Hospit-
als;Medical, physical rehabilitation and physical therapy services; Medical clinics; Providing news and
information in the field of medicine; Medical assistance services; Health counseling; Health care;
Health centers; Genetic testing for medical purposes

Grounds for Opposition

| Priority and likelihood of confusion

| Trademark Act Section 2(d)

Marks Cited by Opposer as Basis for Opposition

U.S. Registration
No.

3340834 Application Date 10/29/2003



http://estta.uspto.gov

Registration Date | 11/20/2007 Foreign Priority NONE
Date

Word Mark ONCOTYPE DX

Design Mark

Description of
Mark

NONE

Goods/Services

Class 042. First use: First Use: 2003/12/00 First Use In Commerce: 2004/01/00

Providing laboratory research services in the field of gene expression,
namely,cancer biology
Class 044. First use: First Use: 2003/12/00 First Use In Commerce: 2004/01/00

Providing medical testing services and information in the field of cancer research
and disease classification

U.S. Registration | 4418999 Application Date 06/16/2011

No.

Registration Date | 10/15/2013 Foreign Priority NONE
Date

Word Mark ONCOTYPE DX TOOLS

Design Mark

Oncotype DX Tools

Description of
Mark

NONE

Goods/Services

Class 042. First use: First Use: 2013/02/18 First Use In Commerce: 2013/02/18
Providing laboratory research services in the field of gene expression,
namely,cancer biology; Providing medical testing services and information in the
fieldof cancer research and disease classification

U.S. Registration | 5063050 Application Date 03/03/2016

No.

Registration Date | 10/18/2016 Foreign Priority NONE
Date

Word Mark

ONCOTYPE DX BREAST RECURRENCE SCORE

Design Mark

ONCOTYPE DX BREAST
RECURRENCE SCORE




Description of
Mark

NONE

Goods/Services

Class 044. First use: First Use: 2016/01/10 First Use In Commerce: 2016/01/10
Medical testing for diagnostic and treatment purposes in the field of cancer;
Providing medical information to medical professionals in the form of reports in
the field of cancer

U.S. Registration | 5063055 Application Date 03/03/2016

No.

Registration Date | 10/18/2016 Foreign Priority NONE
Date

Word Mark

ONCOTYPE DX GENOMIC PROSTATE SCORE

Design Mark

ONCOTYPE DX GENOMIC
PROSTATE SCORE

Description of
Mark

NONE

Goods/Services

Class 044. First use: First Use: 2016/01/10 First Use In Commerce: 2016/01/10
Medical testing for diagnostic and treatment purposes in the field of cancer;
Providing medical information to medical professionals in the form of reports in
the field of cancer

U.S. Registration | 5493113 Application Date 01/09/2017

No.

Registration Date | 06/12/2018 Foreign Priority NONE
Date

Word Mark

ONCOTYPE DX AR-V7 NUCLEUS DETECT

Design Mark

ONCOTYPE DX AR-V7 NUCLEUS
DETECT

Description of
Mark

NONE

Goods/Services

Class 044. First use: First Use: 2018/02/26 First Use In Commerce: 2018/02/26
Medical testing for diagnostic and treatment purposes in the field of cancer re-

search and disease classification; Providing medical information to medical pro-
fessionals in the form of reports in the field of cancer and disease classification
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Signature

/Margaret C. McHugh/

Name

Margaret C. McHugh

Date

04/02/2019




Attorney Docket No. 92197-1118751

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In re Application No. 87/961,487

Filed: June 14, 2018

Published: December 4, 2018 in the Official Gazette
For: ACT ONCO DX

GENOMIC HEALTH, INC. Opposition No.

Opposer,
NOTICE OF OPPOSITION

VS.
ACT GENOMICS CO., LTD,

Applicant.

UNITED STATES PATENT AND TRADEMARK OFFICE
Trademark Trial and Appeal Board

P.O. Box 1451

Alexandria, Virginia 22313-1451

Dear Sir or Madam:

GENOMIC HEALTH, INC. (“Genomic Health”), a Delaware corporation, located and
doing business at 301 Penobscot Drive, Redwood City, CA 94063, believes that it will be
damaged by the registration in International Class 44 of the mark ACT ONCO DX shown in
Application Serial No. 87/961,487 filed by ACT GENOMICS CO., LTD. (“Applicant”), a
Taiwanese limited liability company, with a mailing address at 3f, No. 345, Xinhu 2" Rd., Neihu
Dist., Taipei City, Taiwan 114, and published in the Official Gazette of December 4, 2018, and

hereby opposes registration thereof.




Attorney Docket No. 92197-1118751
Serial No. 87/961,487

As grounds for opposition, Genomic Health alleges:

1. Among its many trademarks, Genomic Health is the owner of the trademark
ONCOTYPE DX, which it has used continuously as a trademark in interstate commerce since at
least as early as 2003 in connection with cancer related research and testing services. The
relevant public has come to recognize ONCOTYPE DX, when used in relation to such services,
as an indicator of services that originate from Genomic Health. The ONCOTYPE DX mark is
inherently distinctive and has gained further distinctiveness through Genomic Health’s extensive
use of the mark in U.S. commerce.

2. Genomic Health is the owner of Registration No. 3,340,834 for ONCOTYPE DX
for “Providing laboratory research services in the field of gene expression, namely, cancer
biology” in International Class 42 and “Providing medical testing services and information in the
field of cancer research and disease classification” in International Class 44. Genomic Health’s
application for said registration was filed on October 29, 2003 and matured to registration on
November 20, 2007. Genomic Health has used the mark on and in connection with the provision
of the aforementioned services since at least as early as December 2003. A copy of Genomic
Health’s Certificate of Registration for Registration No. 3,340,834, as well as a printout of the
U.S.P.T.O. TSDR record showing the current recitation of services, attached hereto as Exhibit A.

3. Genomic Health is the owner of Registration No. 4,418,999 for ONCOTYPE DX
TOOLS for “Providing laboratory research services in the field of gene expression, namely,
cancer biology” in International Class 42. Genomic Health’s application for said registration
was filed on June 16, 2011 and matured to registration on October 15, 2013. Genomic Health
has used the mark on and in connection with the provision of the aforementioned services since

at least as early as February 2013. A copy of Genomic Health’s Certificate of Registration for
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Registration No. 4,418,999, as well as a printout of the U.S.P.T.O. TSDR record showing the
current recitation of services, attached hereto as Exhibit B.

4. Genomic Health owns other registrations that contain the ONCOTYPE DX
mark, including Reg. No. 5,063,050 (ONCOTYPE DX BREAST RECURRENCE SCORE),
Reg. 5,063,055 (ONCOTYPE DX GENOMIC PROSTATE SCORE), and Reg. No.
5,493,113 (ONCOTYPE DX AR-V7 NUCLEUS DETECT), all in International Class 44,
demonstrating that Genomic Health has developed a family of ONCOTYPE DX trademarks.

Copies of these registrations are attached hereto as Exhibit C.

5. The aforementioned marks referred to herein collectively as the “ONCOTYPE
DX Marks”.
6. By virtue of Genomic Health’s extensive use and promotion of the ONCOTYPE

DX Marks, Genomic Health has established valuable goodwill in the marks, and the public has
come to associate the marks with Genomic Health. As such, the public has come to know the
marks that are the subject of the above-referenced registrations as indicators of services that
originate from Genomic Health.

7. On June 14, 2018, Applicant filed U.S. Trademark Application Serial No.
87/961,487 based on its intent to use the mark ACT ONCO DX in connection with “Medical
treatment of cancer; Hospitals; Medical, physical rehabilitation and physical therapy services;
Medical clinics; Providing news and information in the field of medicine; Medical assistance
services; Health counseling; Health care; Health centers; Genetic testing for medical purposes”
in International Class 44 (““‘Applicant’s mark”™).

8. On information and belief, Applicant had not yet commenced use in commerce of

its mark at the time it filed its application.
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0. Applicant’s ACT ONCO DX mark is highly similar to Genomic Health’s
ONCOTYPE DX Marks.

10. Applicant’s services as described in the Application are in the same class and are
identical as well as highly related to the services for which Genomic Health has been using its
ONCOTYPE DX Marks for many years.

11. Prior to the earlier of Applicant’s first actual use in commerce, if any, or first
constructive use in commerce of Applicant’s mark, Genomic Health had already been using the
ONCOTYPE DX Marks in commerce in connection with its services.

12. As a result of the similarity between Genomic Health’s mark and Applicant’s
mark, as provided in Application Serial No. 87/961,487, and the highly related nature of the
services of the parties’ marks — both being in the field of genetic testing and other medical
services — Applicant’s ACT ONCO DX mark is likely to cause confusion, mistake, or
deception in the trade and among purchasers as to the source, origin, or sponsorship of the
parties’ respective services.

13. Pursuant to the allegations stated above, registration of Applicant’s mark shown
in the opposed Application will result in damage to Genomic Health under the provisions of §
2(d) of the Lanham Act, 15 U.S.C. § 1052(d) and § 43(c) of the Lanham Act, 15 U.S.C. §
1125(c).

14. If the Application is permitted to register, the registration would presumptively
entitle Applicant to prima facie exclusive ownership and rights to Applicant’s mark. Such
registration would cause confusion among consumers as to the separate and distinct sources of
Applicant’s services and Genomic Health’s services and the relationship of Genomic Health to

Applicant, thereby damaging Genomic Health’s goodwill in its ONCOTYPE DX Marks and
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resulting in irreparable harm to Genomic Health’s business and reputation, all to the detriment of
Genomic Health, which has expended considerable sums and effort in promoting its mark.
WHEREFORE, Genomic Health prays that this Opposition be sustained and that
registration of U.S. Trademark Application Serial No. 87/961,487 be denied.
Please direct all notices, pleadings and process regarding this matter to:

Margaret C. McHugh, Esq.
Lisa G. Widup, Esq.

Kilpatrick Townsend and Stockton LLP
Two Embarcadero Center, 19th Floor
San Francisco, CA 94111-3834
Telephone: (415) 576-0200
Facsimile: (415) 576-0300
Email: tmadmin@kilpatricktownsend.com,;
mmchugh@kilpatricktownsend.com;
lwidup@kilpatricktownsend.com

Respectfully submitted,

KILPATRICK TOWNSEND AND STOCKTON LLP

Dated: April 2, 2019 By: /Margaret C. McHugh/
Margaret C. McHugh
Lisa G. Widup
Attorneys for Opposer




EXHIBIT A




Generated on: This page was generated by TSDR on 2019-04-01 19:34:07 EDT
Mark: ONCOTYPE DX

US Serial Number:

US Registration
Number:

Register:
Mark Type:
Status:
Status Date:

Publication Date:

Application Filing Oct. 29, 2003
Date:

78320539

3340834 Registration Date: Nov. 20, 2007

Principal

Service Mark

The registration has been renewed.
Dec. 07, 2017

Feb. 13, 2007 Notice of May 08, 2007

Allowance Date:

Mark Information

Mark Literal
Elements:

Standard Character
Claim:

Mark Drawing
Type:

Disclaimer:

ONCOTYPE DX

No

1- TYPESET WORD(S) /LETTER(S) /NUMBER(S)

"DX"

Goods and Services

Note: The following symbols indicate that the registrant/owner has amended the goods/services:

e Brackets [..] indicate deleted goods/services;
¢ Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
e Asterisks *..* identify additional (new) wording in the goods/services.

For: Providing laboratory research services in the field of gene expression, namely, cancer biology
International 042 - Primary Class U.S Class(es): 100, 101
Class(es):
Class Status: ACTIVE
Basis: 1(a)
First Use: Dec. 2003 Use in Commerce: Jan. 2004
For: Providing medical testing services and information in the field of cancer research and disease classification
International 044 - Primary Class U.S Class(es): 100, 101
Class(es):
Class Status: ACTIVE
Basis: 1(a)
First Use: Dec. 2003 Use in Commerce: Jan. 2004
Basis Information (Case Level)
Filed Use: No Currently Use: Yes Amended Use: No
Filed ITU: Yes Currently ITU: No Amended ITU: No



Filed 44D:
Filed 44E:
Filed 66A:
Filed No Basis:

No
No
No
No

Currently 44D:
Currently 44E:
Currently 66A:

Currently No Basis:

No
No
No
No

Amended 44D: No
Amended 44E: No

Current Owner(s) Information

Owner Name: Genomic Health, Inc.

Owner Address: 301 Penobscot Drive

Redwood City, CALIFORNIA 940634726

UNITED STATES
Legal Entity Type: CORPORATION

State or Country DELAWARE

Where Organized:

Attorney/Correspondence Information

Attorney Name: Margaret McHugh

Attorney Primary tmadmin@Kilpatricktownsend.com

Email Address:

Correspondent Margaret McHugh

Attorney of Record

Docket Number: 92197-762989

Attorney Email Yes
Authorized:

Correspondent

Name/Address: KILPATRICK TOWNSEND & STOCKTON LLP
1100 Peachtree Street NE, Suite 2800

Mailstop: IP Docketing - 22
Atlanta, GEORGIA 30309
UNITED STATES

Phone: 415-576-0200

Correspondent e- tmadmin@Kilpatricktownsend.com mmchugh@Kkil

mail: patricktownsend.com pcheng@Ekilpatricktownsend

.com

Fax: 415-576-0300

Correspondent e- Yes
mail Authorized:



Int, Cls.: 42 and 44
Prior U.S. Cls.: 100 and 101

United States Patent and Trademark Office

Reg. No. 3,340,834
Registered Nov. 20, 2007

SERVICE MARK
PRINCIPAL REGISTER

ONCOTYPE DX

GENOMIC HEALTH, INC. (DELAWARE COR-
PORATION)

301 PENOBSCOT DRIVE

REDWOOD CITY, CA 940634726

FOR: PROVIDING LABORATORY RESEARCH
SERVICES IN THE FIELD OF GENE EXPRESSION,
NAMELY, CANCER BIOLOGY, IN CLASS 42 (U.S.
CLS. 100 AND 101).

FIRST USE 12-0-2003; IN COMMERCE 1-0-2004.

FOR: PROVIDING MEDICAL TESTING SERVI-
CES AND INFORMATION IN THE FIELD OF

CANCER RESEARCH AND DISEASE CLASSIFICA-
TION, IN CLASS 44 (U.S. CLS. 100 AND 101).

FIRST USE 12-0-2003; IN COMMERCE 1-0-2004.

NO CLAIM IS MADE TO THE EXCLUSIVE
RIGHT TO USE "DX", APART FROM THE MARK
AS SHOWN.

SN 78-320,539, FILED 10-29-2003.

ROBERT C. CLARK JR., EXAMINING ATTORNEY



EXHIBIT B




Generated on:

Mark:

US Serial Number:

US Registration
Number:

Register:
Mark Type:
Status:
Status Date:

This page was generated by TSDR on 2019-04-01 19:53:09 EDT

ONCOTYPE DX TOOLS
Oncotype DX Tools
85348292 Application Filing Jun. 16, 2011
Date:
4418999 Registration Date: Oct. 15, 2013
Principal
Service Mark

Registered. The registration date is used to determine when post-registration maintenance documents are due.

Oct. 15,2013

Publication Date: Jan. 17,2012 Notice of Mar. 13, 2012
Allowance Date:
Mark Information

Mark Literal ONCOTYPE DX TOOLS

Elements:
Standard Character Yes. The mark consists of standard characters without claim to any particular font style, size, or color.
Claim:
Mark Drawing 4 - STANDARD CHARACTER MARK
Type:
Disclaimer: "DX TOOLS"

Related Properties Information

Claimed Ownership
of US
Registrations:

2852050, 3340834

Goods and Services

Note: The following symbols indicate that the registrant/owner has amended the goods/services:

e Brackets [..] indicate deleted goods/services;
¢ Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
e Asterisks *..* identify additional (new) wording in the goods/services.

For: Providing laboratory research services in the field of gene expression, namely, cancer biology; Providing medical testing services and
information in the field of cancer research and disease classification
International 042 - Primary Class U.S Class(es): 100, 101
Class(es):
Class Status: ACTIVE
Basis: 1(a)
First Use: Feb. 18,2013 Use in Commerce: Feb. 18,2013
Basis Information (Case Level)
Filed Use: No Currently Use: Yes Amended Use: No
Filed ITU: Yes Currently ITU: No Amended ITU: No
Filed 44D: No Currently 44D: No Amended 44D: No
Filed 44E: No Currently 44E: No Amended 44E: No
Filed 66A: No Currently 66A: No
Filed No Basis: No Currently No Basis: No




Current Owner(s) Information

Owner Name:

Owner Address:

Legal Entity Type:

Genomic Health, Inc.

IP/Docketing Department

301 Penobscot Drive

Redwood City, CALIFORNIA 94063
UNITED STATES

CORPORATION State or Country DELAWARE
Where Organized:

Attorney/Correspondence Information

Attorney Name:

Attorney Primary
Email Address:

Correspondent
Name/Address:

Phone:

Correspondent e-
mail:

Attorney of Record

Margaret C. McHugh Docket Number: 92197-817146
mmchugh@Kkilpatricktownsend.com Attorney Email Yes
Authorized:
Correspondent

MARGARET C. MCHUGH

KILPATRICK TOWNSEND & STOCKTON LLP
1100 Peachtree Street, Suite 2800

Mailstop: IP Docketing - 22

Atlanta, GEORGIA 30309

UNITED STATES

415-576-0200 Fax: 415-576-0300

mmchugh@kilpatricktownsend.com tmadmin@kil Correspondent e- Yes
patricktownsend.com mail Authorized:




B nited

States of Amepy,,

Anited States Patent and Trademark Office (?

Oncotype DX Tools

Reg. No. 4,418,999
Registered Oct. 15, 2013
Int. Cl.: 42

SERVICE MARK
PRINCIPAL REGISTER

Deputy Director of the United States Patent and Trademark Office

GENOMIC HEALTH, INC. (DELAWARE CORPORATION)
IP/DOCKETING DEPARTMENT

301 PENOBSCOT DRIVE

REDWOOD CITY, CA 94063

FOR: PROVIDING LABORATORY RESEARCH SERVICES IN THE FIELD OF GENE EX-
PRESSION, NAMELY, CANCER BIOLOGY; PROVIDING MEDICAL TESTING SERVICES
AND INFORMATION IN THE FIELD OF CANCER RESEARCH AND DISEASE CLASSIFIC-
ATION, IN CLASS 42 (U.S. CLS. 100 AND 101).

FIRST USE 2-18-2013; IN COMMERCE 2-18-2013.

THE MARK CONSISTS OF STANDARD CHARACTERS WITHOUT CLAIM TO ANY PAR-
TICULAR FONT, STYLE, SIZE, OR COLOR.

OWNER OF U.S. REG. NOS. 2,852,050 AND 3,340,834.

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE "DX TOOLS", APART FROM
THE MARK AS SHOWN.

SN 85-348,292, FILED 6-16-2011.

MAUREEN DALL, EXAMINING ATTORNEY
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Eited States of Anyp,

United States Patent and Trabemark Office tt&

ONCOTYPE DX BREAST

Reg. No. 5,063,050
Registered Oct. 18, 2016
Int. Cl.: 44

Service Mark

Principal Register

Tttty ¥ Zo

Director of the United States
Patent and Trademark Office

RECURRENCE SCORE

Genomic Health, Inc. (DELAWARE CORPORATION)
301 Penobscot Drive
Redwood City, CA 94063

CLASS 44: Medical testing for diagnostic and treatment purposes in the field of cancer;
Providing medical information to medical professionals in the form of reports in the field of
cancer

FIRST USE 1-10-2016; IN COMMERCE 1-10-2016

THE MARK CONSISTS OF STANDARD CHARACTERS WITHOUT CLAIM TO ANY
PARTICULAR FONT STYLE, SIZE OR COLOR

OWNER OF U.S. REG. NO. 3411669, 3340834

No claim is made to the exclusive right to use the following apart from the mark as shown:
"DX BREAST"

SEC. 2(F) As to "RECURRENCE SCORE"

SER. NO. 86-928,453, FILED 03-03-2016
CHARLES L JENKINS JR, EXAMINING ATTORNEY



Eited States of Anyp,

United States Patent and Trabemark Office tt&

ONCOTYPE DX GENOMIC

Reg. No. 5,063,055
Registered Oct. 18, 2016
Int. Cl.: 44

Service Mark

Principal Register

Tttty ¥ Zo

Director of the United States
Patent and Trademark Office

PROSTATE SCORE

Genomic Health, Inc. (DELAWARE CORPORATION)
301 Penobscot Drive
Redwood City, CA 94063

CLASS 44: Medical testing for diagnostic and treatment purposes in the field of cancer;
Providing medical information to medical professionals in the form of reports in the field of
cancer

FIRST USE 1-10-2016; IN COMMERCE 1-10-2016

THE MARK CONSISTS OF STANDARD CHARACTERS WITHOUT CLAIM TO ANY
PARTICULAR FONT STYLE, SIZE OR COLOR

OWNER OF U.S. REG. NO. 3340834

No claim is made to the exclusive right to use the following apart from the mark as shown:
"DX GENOMIC PROSTATE SCORE"

SER. NO. 86-928,490, FILED 03-03-2016
CHARLES L JENKINS JR, EXAMINING ATTORNEY



nited States of Quyp,.

United States Patent and Trabemark Office tt&

ONCOTYPE DX AR-V7 NUCLEUS

Reg. No. 5,493,113
Registered Jun. 12, 2018
Int. Cl.: 44

Service Mark

Principal Register

Potn b

Director of the United States
Patent and Trademark Office

DETECT

Genomic Health, Inc. (DELAWARE CORPORATION)
301 Penobscot Drive
Redwood City, CALIFORNIA 94063

CLASS 44: Medical testing for diagnostic and treatment purposes in the field of cancer
research and disease classification; Providing medical information to medical professionals in
the form of reports in the field of cancer and disease classification

FIRST USE 2-26-2018; IN COMMERCE 2-26-2018

THE MARK CONSISTS OF STANDARD CHARACTERS WITHOUT CLAIM TO ANY
PARTICULAR FONT STYLE, SIZE OR COLOR

No claim is made to the exclusive right to use the following apart from the mark as shown:
"DX AR-V7 NUCLEUS DETECT"

SER. NO. 87-294,342, FILED 01-09-2017



Attorney Docket No. 92197-1118751
Serial No. 87/961,487

CERTIFICATE OF SERVICE

I hereby certify that a true and complete copy of the foregoing NOTICE OF OPPOSITION

has been served by email on April 2, 2019 upon the Applicant at the following address of record:

uspto@brucestone.us;
cshih@brucestone.us

/Vivian Cordial/

Vivian Cordial
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