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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 
 

 
Major League Soccer, L.L.C.,  

         Opposer, 
 
 v. 
 
F.C. Internazionale Milano S.p.A., 
 
 Applicant. 
 
 

 
 
Opposition No. 91247160 
App. No. 86/224,449 
Mark: INTER 
 
 
 
 

 
 

APPLICANT’S REPLY TO OPPOSER’S MOMORANDUM IN OPPOSITION  
 

 The Board found it dispositive in Holmes Products Corp. v. Duracraft Corp. that the 

opposer in that case had not alleged use of any of the third party TURBO-formative marks upon 

which it relied, and had not alleged any connection with the third party TURBO-formative marks 

or the owners of those marks.  30 USPQ2d 1549, 1994 WL 179774, *4 (TTAB 1994).  Based on 

these facts, the Board found that the opposer had not asserted the necessary legitimate interest in 

preventing likelihood of confusion between the TURBO mark of the application at issue in that 

case and the several asserted third party TURBO-formative marks.  The Board in Holmes 

Products acknowledged that the asserted third party marks included the term TURBO1 and that 

the opposer alleged junior trademark use of a different TURBO-formative mark2.  Id. at *1, *4.  

However, the Board found it dispositive that the asserted TURBO-formative third party marks 

were not the same mark that the opposer alleged it was using and that neither was there any 

                                                 
1 TURBO-AIRE; TURBO VENT; and TURBO FLEX 
2 TURBO-JET-AIR 



connection with the third parties or the third party marks.  Id. at *4.  In short, the common 

TURBO element was not sufficient.   

The situation is the same here.  MLS does not assert that it uses any of the four third party 

INTER-formative marks that it asserts: “INTER Soccer Association”; “Chicago INTER Soccer 

Club”; “INTER Atlanta F.C.”; and “INTERCounty Youth Soccer League”.  Neither does MLS 

assert that it has any connection with these marks or with any of the organizations that own and 

use these marks.  Some general interest in the term INTER or the industry as a whole is not 

sufficient. 

The facts of Jewelers Vigilance Comm., Inc. v. Ullenberg Corp. are distinguishable from 

the facts here and the facts of Holmes Products because in Jewelers Vigilance the opposer’s 

members used the very same third party mark that opposer asserted, such that any confusion that 

arose from the contemporaneous use by the third party owner of the name DEBEERS and by the 

applicant of the mark DEBEERS was the same confusion that would affect the opposer’s 

members.  853 F.2d 888, 893, 7 USPQ2d 1628 (Fed.Cir.1988).   

The opposer in Jewelers Vigilance was a trade association composed of members.  

Contrary to MLS’s argument, its interest is not like the interests of the members of the trade 

association in Jewelers Vigilance because MLS does not allege that it or any of its members use 

any of the INTER-formative marks that MLS asserts.  MLS instead asserts only that one of its 

members uses a different INTER-formative mark, INTER MIAMI.  

MLS’s discussion of the Jeweler Vigilance and Holmes Products cases ignores the nature 

of the interest those cases require.  It is not simply that the party asserting the third party mark 

has a real interest in preventing registration of the mark against which it is asserting the third 

party mark.  If it were, then any party that met the requirements for standing to oppose could 



assert the marks of a third party, which Holmes Products specifically denies.  30 USPQ2d at *3.  

Rather, the interest at issue, and which MLS has not asserted here, is “in preventing confusion 

between the pleaded mark on which it predicates its Section 2(d) claim and the mark whose 

registration it opposes.”  Id. at *4.  

MLS conflates the required “real interest” in the registrability of Applicant’s mark for 

purposes of standing to challenge registration with the “legitimate interest” MLS must have in 

the marks that form the basis of its 2(d) likelihood of confusion claim for purposes of asserting 

the necessary elements of such a claim.     

MLS fails to explain how its current pleading (or any amended pleading it would file) 

demonstrates that it has a legitimate interest in preventing confusion between someone else’s 

INTER-formative mark and Applicant’s INTER mark.  Instead of describing MLS’s relationship 

with the owners of the four third party INTER-formative marks that it claims have rights 

superior to Applicant’s and explaining why MLS has a legitimate interest in protecting the third 

parties’ marks from Applicant’s, MLS merely says that it would be damaged if Applicant’s mark 

registered and that as an “industry leader” it has an “industry-wide interest in the free availability 

of INTER for soccer club names …”  Under Jewelers Vigilance and Holmes Products these 

allegations are legally insufficient to support MLS’s ground for cancellation, particularly in light 

of the heightened pleading standards set forth by the Supreme Court in Bell Atlantic Corp. v. 

Twombly, 550 U.S. 544 (2007) and Ashcroft v. Iqbal, 556 U.S. 662 (2009). 
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