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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name Valvoline Licensing and Intellectual Property LLC

Granted to Date 03/20/2019
of previous ex-
tension

Address 100 Valvoline Way

Lexington, KY 40509
UNITED STATES

Attorney informa- | Kathryn E. Smith

tion Wood Herron & Evans LLP

441 Vine Street

2700 Carew Tower

Cincinnati, OH 45202

UNITED STATES

ksmith@whe-law.com, sdaczko@whe-law.com, usptodock@whe-law.com
513-241-2324

Applicant Information

Application No 87948615 Publication date 11/20/2018
Opposition Filing | 03/20/2019 Opposition Peri- 03/20/2019
Date od Ends

Applicant Auto Pro USA, Inc.

20931 Chico Street
Carson, CA 90746
UNITED STATES

Goods/Services Affected by Opposition

Class 012. First Use: 2018/01/01 First Use In Commerce: 2018/01/01
All goods and services in the class are opposed, namely: Aftermarket steering wheels for vehicles
and steering wheel accessories, namely, steering hub adapters and steering wheel horn buttons

Grounds for Opposition

| Priority and likelihood of confusion | Trademark Act Section 2(d)

Marks Cited by Opposer as Basis for Opposition

U.S. Registration | 5587158 Application Date 04/05/2017

No.

Registration Date | 10/16/2018 Foreign Priority NONE
Date



http://estta.uspto.gov

Word Mark

Design Mark

Description of
Mark

The mark consists of a shield design with a stylized letter "V" in the center of the
shield.

Goods/Services

Class 016. First use: First Use: 2017/09/00 First Use In Commerce: 2017/09/00

Printed training and educational materials in the nature of brochures, manu-
als,forms, course modules, surveys, and educational instructional graphics, in
the fields of automotive oils, lubricants, and chemicals, for use by installers and
distributors thereof

Class 041. First use: First Use: 2017/09/00 First Use In Commerce: 2017/09/00
Educational services, namely, conducting distance learning instruction at the vo-
cational level; Educational services, namely, conducting training classes, sem-
inars, conferences, workshops in the fields of automotive oils, lubricants, and
chemicals, and distribution of training materials in connection therewith

U.S. Registration | 3688138 Application Date 05/15/2008

No.

Registration Date | 09/29/2009 Foreign Priority NONE
Date

Word Mark \

Design Mark




Description of
Mark

The mark consists of the color red appearing in the trapezoid shape comprising
the left vertical arm of the letter "V".The color blue appears in the trapezoid-
shape comprising the right vertical armof the letter "V". The color dark blue ap-
pears in the triangle shape comprisingthe base of the letter "V". The color gray
appears in the outlining.

Goods/Services

Class 012. First use: First Use: 2004/12/31 First Use In Commerce: 2004/12/31
Windshield wiper blades for vehicles

U.S. Registration | 2015438 Application Date 11/15/1995

No.

Registration Date | 11/12/1996 Foreign Priority NONE
Date

Word Mark Vv

Design Mark

Description of
Mark

The mark consists of the blocked letter"V".

Goods/Services

Class 037. First use: First Use: 1987/10/16 First Use In Commerce: 1987/10/16

vehicle preventive maintenance services, namely, lubricating chassis; changing
motor oil; changing oil, air and fuel filters; refilling transmission, differential,
brake, power steering, radiator, windshield washer and battery reservoirs to
proper fluid levels; changing windshield wiper blades; and inflating tires to prop-
er pressure

H.S. Registration | 1521475 Application Date 06/02/1988

0.

Registration Date | 01/24/1989 Foreign Priority NONE
Date

Word Mark \

Design Mark

Description of NONE

Mark

Goods/Services

Class 004. First use: First Use: 1981/05/13 First Use In Commerce: 1981/05/13
MOTOR OIL

Attachments
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Signature

/Kathryn E. Smith/

Name

Kathryn E. Smith

Date

03/20/2019




TRADEMARK

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In re Application Serial No. 87/948.615 ) Opposition No.
Valvoline Licensing and Intellectual )
Property LLC ) Mark: V (and Design)
)
Opposer, )
)
V. )  Published for Opposition:
) November 20, 2018
Auto Pro USA, Inc. )
)
Applicant. )
)
Commissioner for Trademarks
P.O. Box 1451
Alexandria, VA 22313-1451
NOTICE OF OPPOSITION

Opposer, Valvoline Licensing and Intellectual Property LLC (hereinafter “Valvoline” or
“Opposer”), is a Delaware Limited Liability Company, located and doing business at 100 Valvoline
Way, Lexington, Kentucky 40509.

Opposer believes that it will be damaged by registration of the mark V (and Design) shown in
Application Serial No. 87/948,615, and hereby opposes the same, and opposes registration for the
goods set forth therein, namely:

Class 12: Aftermarket steering wheels for vehicles and steering wheel
accessories, namely, steering hub adapters and steering wheel horn buttons.

The subject application (“Application™) was filed by Auto Pro USA, Inc. (“Applicant’)
on June 5, 2018 under Section 1(a) of the Trademark Act, and published in the Official Gazette

of November 20, 2018.



As grounds for the opposition, it is alleged that:
1. Valvoline is the owner of the following U.S. Trademark Registrations:
e V (and Design), U.S. Registration No. 5,587,158 covering:

Class 16: Printed training and educational materials in the nature of
brochures, manuals, forms, course modules, surveys, and educational
instructional graphics, in the fields of automotive oils, lubricants, and
chemicals, for use by installers and distributors thereof; and
Class 41: Educational services, namely, conducting distance learning
instruction at the vocational level; Educational services, namely, conducting
training classes, seminars, conferences, workshops in the fields of automotive

oils, lubricants, and chemicals, and distribution of training materials in
connection therewith;

eV (Stylized), U.S. Registration No. 3,688,138 covering “Windshield wiper blades for
vehicles”, in Class 12;

e V (Stylized), U.S. Registration No. 2,015,438 covering:
Class 37: Vehicle preventive maintenance services, namely, lubricating
chassis; changing motor oil; changing oil, air and fuel filters; refilling
transmission, differential, brake, power steering, radiator, windshield washer
and battery reservoirs to proper fluid levels; changing windshield wiper
blades; and inflating tires to proper pressure

e V,U.S. Registration No. 1,521,475 covering “Motor o0il,” in Class 4.

The above-listed marks and the corresponding registrations are hereinafter collectively referred to as
“Valvoline’s Marks™ or the “Valvoline Marks™). A copy of each registration is attached as Exhibit
A.

2. Valvoline’s Marks are distinctive and serve as valid source indicators with respect to
the goods and services offered by Valvoline under the marks.

3. Valvoline began using the V mark at least as early as May 13, 1981, and since then
has made a continuous, substantial, and ongoing investment in marketing and promoting the

Valvoline Marks to the public in a variety of media.



4. Valvoline has used, advertised, promoted, and offered for sale goods in association
with its Valvoline Marks, with the result that Valvoline’s consumers and the general public have
come to know and recognize the Valvoline Marks owned by Valvoline and to associate the V mark
with Valvoline and its goods and services.

5. Upon information and belief, Applicant is the owner of U.S. Trademark Application
Serial No. 87/948,615 for the mark V (and Design) for goods described in the application as:

Class 12:  Aftermarket steering wheels for vehicles and steering wheel
accessories, namely, steering hub adapters and steering wheel horn buttons.

6. Upon information and belief, Applicant is a California corporation with an address of
20931 Chico Street, Carson, California 90746.

7. Applicant filed Application Serial No. 87/948,615 under Section 1(a) of the
Trademark Act.

8. Applicant is not entitled to use or register as a trademark the V (and Design) mark for
which it seeks registration in Application Serial No. 87/948,6135, either on June 5, 2018, the date of
filing of said application, or on November 20, 2018, the date of publication thereof in the Official
Gazette.

9. Applicant’s goods, as described in the subject Application, are closely related to the
goods and services offered under Valvoline’s Marks and are likely to be promoted to the same class
of consumers, and will be available through the same or similar channels of trade.

10. Applicant’s mark V (and Design) is confusingly similar to Valvoline’s Marks in
appearance, sound, meaning, connotation, and commercial impression.

11.  Applicant’s mark V (and Design) is intended to be used in connection with goods that

are either the same as or directly competitive with goods covered by Valvoline’s Marks.



12. The mark Applicant seeks to register, V (and Design), so resembles Valvoline’s
Marks, as to be likely, when applied to the goods of Applicant, to cause confusion or mistake or to
deceive persons by creating the erroneous impression that Applicant’s goods originate with or come
from Opposer, or are authorized, licensed, endorsed, sponsored by, or are connected in some way
with Opposer, and therefore, the registration thereof by Applicant would be injurious to Opposer,
and should be barred under 15 U.S.C. §1052(d).

13.  If Applicant is permitted to register the V (and Design) mark for the goods specified
in the Application herein opposed, such registration would result in confusion in the trade by reason
of the similarity between Applicant’s V (and Design) mark and Valvoline’s Marks, thereby
damaging and injuring Opposer and damaging the reputation which Opposer has established for the
goods and services sold and offered in association with its Valvoline Marks.

14.  If Applicant is granted the registration herein opposed, Applicant would thereby
obtain at least a prima facie right to the use of the mark. Such registration would be a further source

of damage to Opposer.

15.  Applicant’s adoption and use of the subject mark is without the license or permission
of Opposer.
16. For all of the above reasons, Applicant’s use of the subject mark is likely to cause

confusion, cause mistake or deceive the public, and cause the public to believe that the goods offered
under the mark emanate from or are otherwise sponsored or endorsed by Opposer, in violation of
Section 2(d) of the Lanham Act, 15 U.S.C. §1052(d).

17. By reason of the foregoing, Opposer will be damaged by registration of the V (and

Design) mark to Applicant.



18. The opposition fee in the amount of $400.00 is filed herewith. The
Commissioner is authorized to charge any underpayment to Deposit Account No. 23-3000 in case of
any deficiency.

WHEREFORE, Opposer prays that said Application Serial No. 87/948,615 be rejected; that
registration of the mark V (and Design) as a trademark to Applicant be refused and denied; and that
this opposition be sustained in Opposer’s favor.

Opposer requests such other and further relief as the Board may deem just and proper.

Date: MZ 0/)% (7 Respectfully submitted,
WOOD HERRON & EVANS LLP

Kathryn E. Smit

WOOD HERRO EVANS LLP

Attorneys for Opposer, Valvoline Licensing and
Intellectual Property LL.C

Email: ksmith@whe-law.com

WOOD HERRON & EVANS LLP
2700 Carew Tower, 441 Vine Street
Cincinnati, OH 45202

Voice: (513) 241-2324

Facsimile: (513) 241-6234



CERTIFICATE OF SERVICE

I hereby certify that a true and correct copy of the foregoing Notice of Opposition

has been served upon the following by regular U.S. mail this Z)day of M 2019:

Auto Pro USA, Inc.
20931 Chico Street
Carson, California 90746

and

William R. Bradley Jr.

Glankler Brown PLLC

6000 Poplar Avenue

Suite 400

Memphis, Tennessee 38119-3955

Yrthen, 3G, 44

Kathryn E.

WOOD HE N & EVANS LLP

Attorneys for Opposer, Valvoline Licensing and
Intellectual Property LLC

Email: ksmith@whe-law.com




an qited States of Amery,..

Exhibit A

TUnited States Patent and Trabemark Office [‘?

Reg. No. 5,587,158
Registered Oct. 16, 2018
Int. Cl.: 16, 41

Service Mark
Trademark

Principal Register

Director of the United States
Patent and Trademark Office

Valvoline Licensing and Intellectual Property LLC (DELAWARE LIMITED LIABILITY
COMPANY)

100 Valvoline Way

Lexington, KENTUCKY 40509

CLASS 16: Printed training and educational materials in the nature of brochures, manuals,
forms, course modules, surveys, and educational instructional graphics, in the fields of
automotive oils, lubricants, and chemicals, for use by installers and distributors thereof

FIRST USE 9-00-2017; IN COMMERCE 9-00-2017

CLASS 41: Educational services, namely, conducting distance learning instruction at the
vocational level; Educational services, namely, conducting training classes, seminars,
conferences, workshops in the fields of automotive oils, lubricants, and chemicals, and
distribution of training materials in connection therewith

FIRST USE 9-00-2017; IN COMMERCE 9-00-2017
The mark consists of a shield design with a stylized letter "V" in the center of the shield.
OWNER OF U.S. REG. NO. 1072043, 1064260, 0867342

SER. NO. 87-399,459, FILED 04-05-2017



qited States of gmer

Anited States 3Batznt and Trademark Office ‘?

Reg. No. 3,688,138 ASHLAND LICENSING AND INTELLECTUAL PROPERTY LLC (DELAWARE LIMITED
Registered 5ep 29 2009  LIABILITY COMPANY)
5200 BLAZER PARKWAY
DUBLIN, OH 43017
Int. Cl.: 12
FOR: WINDSHIELD WIPER BLADES FOR VEHICLES, IN CLASS 12 (U.S. CLS. 19, 21, 23,
DEMARK 31,35 AND 44).

PRINCIPAL REGISTER FIRST USE 12-31-2004; IN COMMERCE 12-31-2004.
OWNTR OF U.S. REG. NOS. 867,342, 3,512,485 AND OTIIERS.

THE COLOR(S) RED, BLUE, DARK BLUE AND GRAY IS/ARE CLAIMED AS A FEATURE
OF THE MARK.

THE MARK CONSISTS OF THE COLOR RED APPEARING IN THE TRAPEZOID SHAPE
COMPRISING THE LEFT VERTICAL ARM OF THE LETTER "V". THE COLOR BLUE AP-
PEARS IN THE TRAPEZOID SHAPE COMPRISING THE RIGHT VERTICAL ARM OF THE
LETTER "V". THE COLOR DARK BLUE APPEARS IN THE TRIANGLE SHAPE COMPRISING
THE BASE OF THE LETTER "V". THE COLOR GRAY APPEARS IN THE OUTLINING.

SER. NO. 77-474,930, FILED 5-15-2008.

ALLISON HOLTZ, EXAMINING ATTORNEY

Director of the United Stutes Putent and Irademark Office



Int. Cl.: 37
Prior U.S. Cls.: 100, 103 and 106

Reg. No. 2,015,438

United States Patent and Trademark Office Rregistered Nov. 12, 1996

SERVICE MARK
PRINCIPAL REGISTER

ASHLAND INC. (KENTUCKY CORPORATION)
3499 DABNEY DRIVE
LEXINGTON, KY 40512

FOR: VEHICLE PREVENTIVE MAINTE-
NANCE SERVICES, NAMELY, LUBRICATING
CHASSIS; CHANGING MOTOR OIL; CHANG-
ING OIL, AIR AND FUEL FILTERS; REFILL-
ING TRANSMISSION, DIFFERENTIAL,
BRAKE, POWER STEERING, RADIATOR,
WINDSHIELD WASHER AND BATTERY RES-
ERVOIRS TO PROPER FLUID LEVELS;

CHANGING WINDSHIELD WIPER BLADES;
AND INFLATING TIRES TO PROPER PRES-
SURE, IN CLASS 37 (U.S. CLS. 100, 103 AND
106).

FIRST USE
10-16-1987.

THE MARK CONSISTS OF THE BLOCKED
LETTER “V”.

10-16-1987; IN COMMERCE

SER. NO. 75-020,200, FILED 11-15-1995.

KATHY DE JONGE, EXAMINING ATTORNEY



Int. Cl.: 4

Prior U.S. Cl.; 15
: Reg. No. 1,521,475
United States Patent and Trademark Office Registered Jan. 24, 1989

TRADEMARK
PRINCIPAL REGISTER
\%
ASHLAND OIL, INC. (KENTUCKY CORPORA- FIRST USE 5-13-198;; IN COMMERCE
TION) 5-13-1981.
P.0. BOX 391
BL-5 SER. NO. 732,198, FILED 6-2-1988.

ASHLAND, KY 41114

RONALD R. SUSSMAN, EXAMINING ATTOR-
FOR: MOTOR OIL, IN CLASS 4 (U.S. CL. 15). NEY



