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Atalanta Corporation (“Applicant”) applied to register the mark ROUG( Mahout
on the Principal Register for goods identified as “Rice, Bakery desserts” in
International Class 30.! LT Overseas North America, Inc., and LT Foods
International Limited (collectively, “Opposers”) oppose registration of Applicant’s
mark on the ground of likelihood of confusion. The Notice of Opposition? alleges that
Opposer LT Overseas North America, Inc. (“Overseas”), owns several registrations
on the Principal Register for marks consisting of or comprising the word ROYAL as

follows:

YAL

e No. 3990952 for the mark RQ for rice in International Class 303;

e No. 4203136 for the mark ROYAL in standard characters for multiple goods
in International Class 29 and multiple goods including rice, bread, and
pastry, in International Class 304

1 Application Serial No. 87462010 (the “’010 Application”) was filed on May 24, 2017, under
Section 1(a) of the Trademark Act, 15 U.S.C. § 1051(a), alleging a date of first use and of first
use in commerce of May 5, 2010. The application describes the mark as follows: “The mark
consists of an image of a man holding a stick sitting on a rug on top of an elephant over the
stylized words ‘Royal Mahout.” The application does not claim color as part of the mark.

2 Notice of Opposition, 1 TTABVUE. References to the briefs and the record refer to the
Board’s TTABVUE docket system. Preceding “ITTABVUE” is the document docket entry
number and any following “TTABVUE” refers to the cited TTABVUE page number(s).

3 Reg. No. 3990952 issued July 5, 2011 (renewed). The registration describes the mark as
follows: “The mark consists of the stylized word ‘ROYAL’ in white, all in capitals, on a red
rectangular background.” The registration also contains the following color claim: “The
color(s) red and white is/are claimed as a feature of the mark.” The registration further
disclaims any exclusive right to the term ROYAL apart from the mark as shown.

4 Reg. No. 4203136 issued September 4, 2012 (renewed).
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e No. 5192223 for the mark ROYAL AUTHENTIC ADVENTURES in
standard characters for multiple goods including rice, bread, and pastry, in
International Class 303;

ROYALY}» RICE

e No. 1683914 for the mark for rice in International Class 306,

ROYAL
;
e No. 1982351 for the mark for rice in International Class 307;
Q,,’)
RovAL]
\
e No. 2066393 for the mark @: for rice in International Class 308;

and

e No. 5428599 for the mark ROYAL in standard characters for “regular and
organic dried lentils and beans” in International Class 30.9

The Notice of Opposition further alleges that Opposer LT Foods International
Limited (“International”’) owns several registrations that incorporate elephant

designs, as follows:

5  Reg. No. 5192223 issued April 25, 2017.

6  Reg. No. 1683914 issued April 21, 1992 and has been renewed. The registration disclaims
any exclusive right to the term RICE apart from the mark as shown.

7 Reg. No. 1982351 issued June 25, 1996 and has been renewed.
8 Reg. No. 2066393 issued June 3, 1997 and has been renewed.
9  Reg. No. 5428599 issued March 20, 2018.



N0.817

e No. 1308227 for the mark for rice in International Class 3019;

e No. 1997257 for the mark for rice in International Class 3011;

e No. 1997256 for the mark
and

for rice in International Class 3012;

e No. 2003335 for the mark for rice in International Class 30.13
In addition to these registrations, the Notice of Opposition also generally pleaded

that Opposers had “extensive common law rights” in their respective ROYAL and

elephant design marks.14

10 Reg. No. 1308227 issued December 4, 1984 and has been renewed. The registration
disclaims any exclusive right to the term RICE apart from the mark as shown.

11 Reg. No. 1997257 issued August 27, 1996 and has been renewed. The registration
disclaims any exclusive right to the term BASMATI RICE apart from the mark as shown.

12 Reg. No. 1997256 issued August 27, 1996 and has been renewed.
13 Reg. No. 2003335 issued September 24, 1996 and has been renewed.
14 1 TTABVUE 17.



As to each of the registrations pleaded in the Notice of Opposition, Applicant’s
answer admitted that the respective registrations “cover[ ] the mark, goods and
filing/issuance dates as claimed” in the respective registrations and “that the filing
date of the [respective registration] is prior to the filing date of the Application.”!?
Applicant denied that Opposers would be damaged by registration of Applicant’s
mark and that Applicant’s mark will likely cause confusion with Opposers’ asserted
marks.16

The case is fully briefed and is now ready for decision. For the reasons explained
below, we dismiss the opposition.

I. The Record

The record includes the pleadings (i.e., the Notice of Opposition and the Answer)
and, by operation of Trademark Rule 2.122(b), 37 C.F.R. § 2.122(b), the subject
application file. In addition, during the Trial Period,'” Opposer introduced a notice of
reliance attaching several documents, including:

e Copies of each registration pleaded in the Notice of Opposition, along with
printouts for each registration from the USPTO’s Trademark Status and

Document Retrieval (“I'SDR”) database showing their respective statuses
and titlels;

15 4 TTABVUE 3-7 (19 4-14, 17, 19).

16 Id. at 7 (19 22, 23). Applicant also purported to interpose several affirmative defenses,
including waiver, estoppel, and acquiescence. Id. at 8. But because Applicant did not pursue
at trial any of the affirmative defenses it pleaded, Applicant has forfeited them, and we do
not address them. See, e.g., In re Google Techs. Holdings, LLC, 980 F.3d 858, 2020 USPQ2d
11465, at *3-4 (Fed. Cir. 2020) (argument not pursued is forfeited).

17 See 34 TTABVUE 2 (setting the parties’ respective trial periods pursuant to Trademark
Rule 2.121, 37 C.F.R. § 2.121).

18 35 TTABVUE 3-5 & Exhs. 1-11.



e A copy of Applicant’s Initial Disclosures, dated May 3, 201919,

e A copy of Applicant’s Responses and Objections to Opposers’ First Set of
Interrogatories, dated September 30, 201929,

e A copy of Applicant’s Responses and Objections to Opposers’ First Requests
for Admission, dated September 30, 201921;

e A copy of Applicant’s Responses and Objections to Opposers’ First Set of
Requests for the Production of Documents and Things, dated September 30,
201922,

e Copies of Opposers’ Annual Reports for the years 2006-2007, 2007-2008,
2008-2009, 2009-2010, 2010-2011, 2011-2012, 2012-2013, 2013-2014, 2014-
2015, 2015-2016, 2016-2017, 2017-2018, 2018-2019, 2019-2020, and 2020-
202123

e A copy of a brochure for Opposers’ ROYAL® products24;

19 Jd. at 5 & Exh. 12.
20 Jd. & Exh. 13.
21 Id. & Exh. 14.
22 Jd. & Exh. 15.

23 Id. at 5-9 & Exhs. 16-30. While a party’s annual reports are not considered printed
publications for purposes of submitting them for the truth of the matters stated therein under
a notice of reliance pursuant to Trademark Rule 2.122(e). See, e.g., Safer Inc. v. OMS
Investments Inc., 94 USPQ2d 1031, 1039 (TTAB 2010); Coach Servs., Inc. v. Triumph
Learning LLC, 668 F.3d 1356, 101 USPQ2d 1713, 1718 (Fed. Cir. 2012) (affirming Board’s
exclusion of corporate annual reports in print form offered through notice of reliance as
“consistent with both the Trademark Rules and the Board’s related case law”). They can still
be made of record by notice of reliance for whatever else they may disclose on their faces in
the same manner as other internet-available materials. See Safer, 94 USPQ2d at 1039 (“This
approach facilitates the introduction of matter for the limited purpose of demonstrating what
the documents show on their face.”). But since Applicant did not object to them, they are of
record. Finally, we note that Opposers properly made the 2020-21 Annual Report an exhibit
to the Agrawal Declaration. See 39 TTABVUE 18 & 40 TTABVUE 2-143.

24 JId. at 10 & Exh. 31. As with annual reports, a company brochure is generally not
submissible via a Notice of Reliance, at least for the truth of the matters asserted in it. See,

e.g., City Nat’l Bank v. OPGI Mgmt. GP Inc., 106 USPQ2d 1668, 1672 (TTAB 2013). But, here
again, since Applicant did not object to it, we will treat it as of record.



A copy of a printout of Opposerss webpage, published at
www.authenticroyal.com/foodservice/ and accessed on April 27, 202025,

e A copy of a printout of Opposerss webpage, published at
www.authenticroyal.com/category/media-room/ and accessed on April 27,
202026;

e A copy of a printout of Opposerss webpage, published at
www.authenticroyal.com/category/products/ and accessed on April 27,
202027,

e A copy of a printout of Opposers’ webpage, published at
www.authenticroyal.com/category/recipes/ and accessed on April 27,
202028,

e Copy of a printout of Opposerss webpage, published at
www.authenticroyal.com/store-locations/ and accessed on April 27, 202029,

e Copy of a printout of Opposerss webpage, published at
www.authenticroyal.com/story/ and accessed on April 27, 202039; and

e Copies of assignments and other agreements ultimately listing Opposers as
the current owners of the registrations asserted in this case.3!

Opposers also introduced the Testimony Declaration of Mukesh Agrawal, the

Chief Financial Officer of Opposer Overseas, together with exhibits thereto.32

25

26

27

28

29

30

31

32

Id.
Id.
Id.
Id.
Id.
Id.
Id.

& Exh. 32.

& Exh. 33.

& Exh. 34.

at 10-11 & Exh. 35.

at 11 & Exh. 36.

& Exh. 37.

at 11-13 & Exhs. 38-48.

39 TTABVUE & Exhs. thereto (redacted version); 40 TTABVUE (additional exhibits); 41
TTABVUE (docket notation for submission of unredacted version). Because neither Opposers’
main trial brief nor their rebuttal brief, both of which referred to averments in the Agrawal
Declaration, was filed under the “Confidential” designation in ESTTA, we will refer and cite

in this decision to the assertions concerning the Agrawal testimony in those briefs. See
generally Trademark Trial and Appeal Board Manual of Procedure (“T'BMP”) § 120.02 (2022)



Applicant did not introduce any evidence during its Trial Period.

II. Evidentiary Objection

Before assessing the merits of Opposers’ opposition, we first address an
evidentiary issue. In its reply brief, Opposer objects to Applicant’s citation in its trial
brief to evidence attached to Applicant’s Motion for Summary Judgment, but which
evidence was not introduced later during Applicant’s Trial Period.33 Some
background is needed to frame this evidentiary issue.

After Applicant answered, several consent motions for extension of the deadlines
in the case were filed and granted on the basis that the parties needed more time for
discovery.34 The final such extension was granted on February 24, 2021, and it re-set
the remaining deadlines, including re-setting Applicant’s Trial Period for the thirty-
day window ending on September 19, 2021.35 But before that period commenced,
Applicant, on March 18, 2021, moved for summary judgment, arguing that there was
no genuine dispute of material fact and that judgment as a matter of law was
appropriate in its favor on the ultimate issue of likelihood of confusion.36 In support,
Applicant attached evidence, including a declaration of its Senior Business

Development Manager, Mr. Ignat, as well as a declaration of its counsel of record,

(unless filed confidentially under seal, “all Board proceeding files and exhibits thereto are
available for public inspection and copying”).

33 See 45 TTABVUE 6-7, 9-10, 17-21 (Opposer’s Reply Brief). Applicant’s 30-day Trial Period
ended on March 28, 2022. See 30 TTABVUE 4.

34 See 6 TTABVUE - 24 TTABVUE.
3% 30 TTABVUE
36 26 TTABVUE.



Mr. Juergensen, which in turn attached several third-party registrations for: (1)
trademarks that include the term ROYAL and cover rice and/or other foodstuffs; and
(2) trademarks that include an elephant design for rice and/or other foodstuffs.37
Applicant’s summary judgment motion argued that this third-party registration
evidence showed that Opposers’ marks are weak.38
In lieu of opposing summary judgment on the merits, Opposers filed a motion for
discovery pursuant to Fed. R. Civ. P. 56(d).3° In reviewing these two motions, the
Board noted that Applicant had asserted in its summary judgment motion an issue
it had not pleaded in its Answer and Affirmative Defenses.40 Accordingly, to give
Applicant an opportunity to properly plead this defense, the Board denied Opposers’
Rule 56(d) Motion for Discovery as moot and ruled that Applicant’s Motion for
Summary Judgment “will receive no further consideration.”#! The Board’s August 25,
2021, order extended all the remaining deadlines, including the Discovery and Trial
Periods, accordingly, and then noted:
The Federal Rules of Evidence generally apply to Board trials.
Trial testimony is taken and introduced out of the presence of the
Board during the assigned testimony periods. The parties may
stipulate to a wide variety of matters, and many requirements
relevant to the trial phase of Board proceedings are set forth in
Trademark Rules 2.121 through 2.125. These include pretrial

disclosures, the manner and timing of taking testimony, matters
in evidence, and the procedures for submitting and serving

37 See id.
38 Seeid. at 11-19, 23.
39 See 27 TTABVUE.

40 See 30 TTABVUE 3-4 (identifying the issue of Opposers’ purported failure to object to
Applicant’s previously-obtained but now-expired similar Reg. No. 2338728).

41 See id. at 4.



testimony and other evidence, including affidavits, declarations,
deposition transcripts and stipulated evidence.42

As mentioned, Applicant presented no testimony nor any other evidence during
its thirty-day Trial Period, which ended March 28, 2022. But Applicant’s Trial Brief
cites several times to the evidence it previously attached to its summary judgment
motion: 1.e., the Ignat declaration43 and the third-party registrations that were
exhibits to the Juergensen declaration.44 Opposer objects, arguing that the Board
should not consider the two declarations (and the exhibits) because the declarations
were not executed during Applicant’s Trial Period.4> Opposers’ objection is well-taken.

First, Trademark Rule 2.121(a), 37 C.F.R. § 2.121(a), provides that “[n]o testimony
shall be taken or evidence presented except during the times assigned, unless by
stipulation of the parties approved by the Board, or upon motion granted by the
Board, or by order of the Board.” As we explained in Robinson v. Hot Grabba Leaf,
LLC, 2019 USPQ2d 149089 (TTAB), “in order to properly make an affidavit or
declaration of record as trial testimony, absent a stipulation or Board order, the
affidavit or declaration must be executed during the assigned testimony period,

unless submitted as an exhibit to other testimony and affirmed therein.” Id. at *3-4,

42 See id. at 5.
43 See 44 TTABVUE 7-8 & 11.

44 See 44 TTABVUE 13-21 (citing the third-party registrations attached to the Juergensen
declaration as support for its argument that Opposers’ respective ROYAL and elephant-
design marks are weak.

4% See 45 TTABVUE 17-21. Opposers note that, because Applicant did not introduce these
declarations during its assigned trial period, Opposers were denied the opportunity to cross-
examine the declarants pursuant to Trademark Rule 2.123(a), 37 CFR § 2.123(a). See id.
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cancellation order vacated on default judgment, No. 0:19-cv-61614-DPG (S.D. Fla.
Dec. 17, 2019). Here, the Ignat and Juergensen declarations were executed well
before Applicant’s Trial Period, and while Applicant could either have re-executed
and re-submitted the declarations or attached and affirmed them in testimony
submitted during Applicant’s Trial Period—either of which action would have
triggered Opposers’ right to cross-examine—it did not.

As to the third-party registrations, Applicant, as an alternative to attaching them
to a declaration, simply could have introduced them as trial evidence by notice of
reliance. See TBMP § 704.03(b)(1)(B) (2022); 37 C.F.R. § 2.122(e) (official records must
be submitted via notice of reliance); see also TBMP § 704.03(b)(1)(B) (“A party to a
Board inter partes proceeding may also make a third-party registration of record by
introducing a copy of it as an exhibit to testimony.”); Tao Licensing, LLC v. Bender
Consulting Ltd., 125 USPQ2d 1043, 1047 (TTAB 2017) (overruling objection to third-
party registrations attached as exhibits to trial declaration testimony). But “a party
may not make a third-party registration of record simply by introducing a list of third-
party registrations that includes it; ... or by referring to the registration in its brief
or pleading.” See TBMP § 704.03(b)(1)(B) (June 2022 rev.); accord Edom Labs., Inc.
v. Lichter, 102 USPQ2d 1546, 1550 (TTAB 2012); Jansen Enters., Inc. v. Rind, 85
USPQ2d 1104, 1110 (TTAB 2007); Black & Decker Corp. v. Emerson Elec. Co., 84

USPQ2d 1482, 14894 (TTAB 2007).46 And that is what Applicant has done here.

46 For the same reason, Opposers’ attaching, to its Notice of Reliance, Applicant’s responses
to interrogatories, which included a list disclosed by Applicant of third-party registrations in

-11 -



Accordingly, we sustain Opposers’ objections and will consider neither the
declarations nor the third-party registrations Applicant cites.

III. Statutory Entitlement to Oppose Registration

In every inter partes case, the plaintiff must establish its statutory entitlement to
bring the type of proceeding it filed, here, an opposition proceeding. To establish
entitlement to bring an opposition, a plaintiff must demonstrate (1) an interest falling
within the zone of interests protected by the opposition statute and (i1) proximate
causation. See, e.g., Corcamore, LLC v. SFM, LLC, 978 F.3d 1298, 2020 USPQ2d
11277, at *4 (Fed. Cir. 2020), cert. denied, 141 S. Ct. 2671 (2021). Demonstrating a
real interest in opposing registration of a trademark satisfies the zone-of-interests
requirement, and demonstrating a reasonable belief in damage by the registration of
a mark demonstrates damage proximately caused by registration of the mark. Id. at
*7-8.

Opposers introduced printouts from the Office’s TSDR database showing that
their respective pleaded registrations are valid and subsisting, that they own them,
and argues that Applicant’s mark creates a likelihood of consumer confusion as to
source in view of these registrations.4” Accordingly, Opposers have established their
entitlement to bring this opposition proceeding. See, e.g., Made in Nature, LLC v.
Pharmavite LLC, 2022 USPQ2d 557, at *7 (TTAB 2022) (pleaded registrations

demonstrated entitlement to oppose on basis of likelihood of confusion); Primrose Ret.

a response to an interrogatory (see 35 TTABVUE 138-158), is insufficient to have made these
registrations of record at trial, particularly in light of Opposers’ specific objection.

47 See 35 TTABVUE 3-5 & Exhs. 1-11.
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Communities, LLC v. Edward Rose Senior Living, LLC, 122 USPQ2d 1030, 1032
(TTAB 2016) (same).

IV. Priority and Likelihood of Confusion

A. Legal Standard

Now that we have determined that Opposers are entitled to bring an opposition
proceeding, we turn to the other elements of an opposition under Section 2(d) of the
Trademark Act, 15 U.S.C. § 1052(d). Section 2(d) prohibits registration of a mark that
“so resembles a mark registered in the Patent and Trademark Office, or a mark or
trade name previously used in the United States by another and not abandoned, as
to be likely, when used on or in connection with the goods of the applicant, to cause
confusion, or to cause mistake, or to deceive.” 15 U.S.C. § 1052(d). Under this
provision, when an opposer bases a claim on its ownership of an unregistered mark,
1t must prove priority of use (i.e., “a mark or trade name previously used in the United
States by another and not abandoned”). See, e.g., Threshold.TV, Inc. v. Metronome
Enters., Inc., 96 USPQ2d 1031, 1036 (TTAB 2010); Syngenta Crop Protection, Inc. v.
Bio-Chek, LLC, 90 USPQ2d 1112, 1119 (TTAB 2009). But where an opposer bases its
opposition on its ownership of a registered mark and has made the registration of
record, and the applicant has not counterclaimed to cancel it, Section 2(d) does not
require proof of priority of use as to the marks and goods and services covered by the
registration. See, e.g., Top Tobacco LP v. N. Atl. Op. Co., 101 USPQ2d 1163, 1169
(TTAB 2011) (citing King Candy Co. v. Eunice King’s Kitchen, Inc., 496 F.2d 1400, 82

USPQ 108 (CCPA 1974)); see also Massey Junior Coll., Inc. v. Fashion Inst. of Tech.,

- 13-



492 F.2d 1399, 181 USPQ 272, 275 n.6 (CCPA 1974) (“prior use need not be shown by
a plaintiff relying on a registered mark unless the defendant counterclaims for
cancellation”); Itel Corp. v. Ainslie, 8 USPQ2d 1168, 1169 (TTAB 1988) (“because of
the existence of opposer’s valid and subsisting registration, it need not prove prior
use as to the services recited therein”). Here, as noted in the previous section,
Opposers rely on several pleaded registrations and have made them of record.
Applicant does not contest that any of these registrations are prior to the 010
Application. Thus, priority is not an issue in this case.8

“In opposition proceedings, the opposer has the burden of proving a likelihood of
confusion by a preponderance of the evidence.” Stratus Networks, Inc. v. UBTA-UBET
Commcns Inc., 955 F.3d 994, 2020 USPQ2d 10341, at *1 (Fed. Cir. 2020) (citation
omitted). To determine whether likelihood of confusion has been proved, we evaluate
the factors listed in In re E.I. du Pont de Nemours & Co., 476 F.2d 1357, 177 USPQ
563, 567 (CCPA 1973) (“du Pont”). See, e.g., Stratus Networks, 2020 USPQ2d 10341,
at *1. Our analysis “considers all DuPont factors for which there is record evidence
but may focus on dispositive factors, such as similarity of the marks and relatedness
of the goods.” Oakuville Hills Cellar, Inc. v. Georgallis Holdings, LLC, 826 F.3d 1376,

119 USPQ2d 1286, 1288 (Fed. Cir. 2016) (cleaned up; citations omitted); see also

48 Opposers also pleaded that they assert common law rights in the same marks as in the
registrations they rely upon, see 1 TTABVUE 17, but since we find that the pleaded
registrations are sufficient for this purpose, and because Applicant does not contest priority,
we do not address common-law priority.

- 14 -



Coach Seruvs., Inc. v. Triumph Learning LLC, 668 F.3d 1356, 101 USPQ2d 1713, 1719
(Fed. Cir. 2012) (cleaned up; citations omitted).

B. Assessment of the du Pont Factors as to Overseas’s ROYAL Marks

Opposer Overseas has asserted several marks containing or consisting of the word
ROYAL that cover rice, one of the goods listed in the 010 Application, all but one of
them containing either an additional design element or elements or, in one instance,
additional words. But one registration—No. 4203136 (the “’136 Registration”)—is for
the mark ROYAL in standard characters, with no additional words or design
elements. A standard character registration gives the registrant rights over the word
registered in any font style, color, or size. See, e.g., Citigroup Inc. v. Cap. City Bank
Grp, Inc., 637 F.3d 1344, 98 USPQ2d 1253, 1256 (Fed. Cir. 2011). As a consequence,
any difference between the stylized typeface used in the ’010 Application cannot serve
as a basis to distinguish the marks. See, e.g., Squirtco v. Tomy Corp., 697 F.2d 1038,
216 USPQ 937, 939 (Fed. Cir. 1983) (“[T]he argument concerning a difference in type
style is not viable where one party asserts rights in no particular display.”). This
means that the 136 Registration is closer to Applicant’s mark than any of Overseas’s
other asserted registrations. Thus, we will assess whether the mark in the 010
Application is likely to cause consumer confusion in light of the '136 Registration. If
it does not, then neither will any of Overseas’s other registrations, but if it does, that
is enough to refuse registration to the '010 Application in view of Overseas’s rights.

See, e.g., Sock It To Me, Inc. v. Aiping Fan, 2020 USPQ2d 10611, at *6 (TTAB 2020)

- 15-



(confining 2(d) analysis to most similar pleaded mark); Fiserv, Inc. v. Elec.
Transaction Sys. Corp., 113 USPQ2d 1913, 1917 (TTAB 2015).

We begin by harvesting the low-hanging fruit in this case: the similarity of the
goods, channels of trade, classes of customers, and purchaser sophistication. The
parties essentially agree on these factors.

1. The Goods Are Legally Identical.

The second factor listed in du Pont is the “similarity or dissimilarity and nature
of the goods or services as described in an application or registration.” 177 USPQ at
567. Both the 136 Registration and the ’010 Application list rice, and to that extent
are 1dentical.4® That they are identical as to rice is important because the opposition
must be sustained even if likelihood of confusion is found as to one listed type of goods
in the application. See, e.g., Tuxedo Monopoly, Inc. v. Gen. Mills Fun Grp., Inc., 648
F.2d 1335, 1336, 209 USPQ 986, 988 (CCPA 1981) (“[L]ikelihood of confusion must
be found if the public, being familiar with appellee's use of MONOPOLY for board
games and seeing the mark on any item that comes within the description of goods
set forth by appellant in its application, is likely to believe that appellee has expanded
its use of the mark, directly or under a license, for such item.”) (emphasis in original);
SquirtCo, 216 USPQ at 939 (“It is not necessary that appellant prove likelihood of
confusion with respect to usage of its mark on all of the goods set forth in the

pleadings. Rather, the opposition must be sustained if Tomy’s use of SQUIRT SQUAD

19 See 42 TTABVUE 31. Applicant’s concession that the goods are in part identical appears
at 44 TTABVUE 11.
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1s so similar to use of SQUIRT for a single product with respect to which SquirtCo
has established prior rights that there is likely to be confusion as to their source.”);
Shunk Mfg. Co. v. Tarrant Mfg. Co., 318 F.2d 328, 330, 137 USPQ 881, 883 (CCPA
1963) (“the board properly held that where there is likelihood of confusion as to any
of the goods listed in the application, it is not necessary to rule on other goods listed
therein”). Opposers assert that the uncontested fact that the 136 Registration and
the 010 Application both identically list rice weighs heavily in favor of confusion. We
agree. In most cases, the similarity of the goods is considered one of the relatively
more important inquiries in the du Pont calculus. See, e.g., Federated Foods, Inc. v.
Fort Howard Paper Co., 544 F.2d 1098, 1103, 192 USPQ 24, 29 (CCPA 1976) (“The
fundamental inquiry mandated by § 2(d) goes to the cumulative effect of differences
in the essential characteristics of the goods and differences in the marks.”);
CareFusion 2200, Inc. v. Entrotech Life Sciences, Inc., 119 USPQ2d 1492, 1498 (TTAB
2016).
2. The Trade Channels Are Identical.

The third factor listed in du Pont is the “similarity or dissimilarity of established,
likely-to-continue trade channels.” 177 USPQ at 567. Opposers assert that the
parties’ trade channels are identical.?0 In support, Opposers cite Hewlett-Packard Co.
v. Packard Press Inc., 281 F.3d 1261, 62 USPQ2d 1001 (Fed. Cir. 2002), which holds
that, “absent restrictions in the application and registration, goods and services are

presumed to travel in the same channels of trade to the same class of purchasers.” Id.

50 See 42 TTABVUE 35.
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at 1005; accord Cai v. Diamond Hong, Inc., 901 F.3d 1367, 1372, 127 USPQ2d 1797,
1801 (Fed. Cir. 2018). Opposers also submitted evidence supporting this assertion.5!
Applicant’s brief concedes this point.52 This factor too favors a conclusion that
confusion is likely.

3. The Classes Of Customers Are Identical.

The fourth factor listed in du Pont is the “[1] conditions under which and [ii] buyers
to whom sales are made, 1. e. “impulse” vs. careful, sophisticated purchasing.” 177
USPQ at 567 (brackets added). As noted above, the presumption flowing from an
unrestricted application and registration as to identical goods—which Opposers
invoke in the circumstances here—applies not only to trade channels, but also to
classes of customers. See, e.g., Cai, 127 USPQ2d at 1801; Hewlett-Packard, 62
USPQ2d at 1005. Applicant’s trial brief does not address this point.53 In the absence
of any evidence or argument undermining this presumption, we apply it and therefore
consider the classes of customers to be identical.

Opposers also argue that rice is an inexpensive commodity, available widely,
including at supermarkets, and that the people who buy rice cannot be said to
exercise a high degree of care.? In support, Opposers cite, inter alia, Recot, Inc. v.
Becton, 214 F.3d 1322, 54 USPQ2d 1894, 1899 (Fed. Cir. 2000) (“When products are

relatively low-priced and subject to impulse buying, the risk of likelihood of confusion

51 See 42 TTABVUE 35-36 (citing, inter alia, the Agrawal Declaration).
52 44 TTABVUE 12.
53 44 TTABVUE 36.
54 42 TTABVUE 36.
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1s increased because purchasers of such products are held to a lesser standard of
purchasing care.”). Applicant’s trial brief does not address this point. We agree with
Opposers that the relevant consumers here would not exercise any elevated degree of
care in selecting rice. We have previously held, in a case involving rice and bread
products, that, with respect to such basic food items, “may exercise less care in the
purchasing decision.” Uncle Ben’s Inc. v. Stubenberg Int’l Inc., 47 USPQ2d 1310, 1313
(TTAB 1998) (citing In re Martin’s Famous Pastry Shoppe, Inc., 748 F.2d 1565, 223
USPQ 1289, 1290 (Fed. Cir. 1984) (“Bread and cheese are staple, relatively
Inexpensive comestibles, subject to frequent replacement. Purchasers of such
products have long been held to a lesser standard of purchasing care.”)). We therefore
find that the fourth du Pont factor supports a conclusion that confusion is likely.

4. There Is No Evidence Of Any Instance Of Actual Confusion Despite 13
Years Of Concurrent Use In Commerce.

The eighth factor listed by the du Pont court is the “length of time during and
conditions under which there has been concurrent use without evidence of actual
confusion.” 177 USPQ at 567. Applicant argues that there is no evidence in this case
of any consumer ever being actually confused despite “an extensive period of
contemporaneous use of the marks,” and that this fact is “significant” in the mix of
du Pont factors that are relevant in this case.55 As to length of time, Applicant’s use-
based application discloses a date of first use of the mark in U.S. commerce in

connection with rice in May 2010.56 We note that, in its trial brief, Applicant argues

5% 44 TTABVUE 25.
56 May 24, 2017, Application, at TSDR p.2.
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that the period of time during which the parties have concurrently used the marks
the '136 Registration and the ’010 Application is actually 24 years. See id. But because
Applicant introduced no evidence at trial, this assertion is unsupported, and we
therefore decline to accept it. Rather, we use the period of time between the present
and the date of first use set forth in the '010 Application, which is part of the record
in this case, see Trademark Rule 2.122(b)(1), 37 CFR § 2.122(b)(1), and which time
period was averred in a declaration subject to 18 U.S.C. § 1001,57 but which, in
addition, Opposers do not contest. That period (May 2010 to June 2023) of concurrent
use 1s 13 years. Notably, Opposers do not assert that any instances of actual confusion
have occurred.

While we agree with Opposers that evidence of actual confusion is not necessary
to demonstrate a likelihood of confusion, we find that the absence of actual confusion
evidence is significant in this case. See, e.g., G.H. Mumm & Cie. v. Desnoes & Geddes,
Ltd., 917 F.2d 1292, 16 USPQ2d 1635, 1638 (Fed. Cir. 1990) (“[D]espite over a decade
of the marketing by Desnoes of Red Stripe beer in certain of these United States,
Mumm was unable to offer any evidence of actual confusion. This too weighs against
a holding of a likelihood of confusion.”). Applicant put Opposers on notice of this
factual issue when it raised the issue of the lack of actual confusion before trial in its
motion for summary judgment.5® Later, during the trial phase of this case, Opposers

offered declaration testimony from Mr. Agrawal, whose declaration is otherwise a

57 May 24, 2017, Application, at TSDR p.5.
58 26 TTABVUE 22 (citing Ignat Declaration).
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comprehensive recital of many aspects of Opposers’ impressive business activities in
this country as they relate to this trademark dispute, which makes Opposers’ failure
to offer any evidence of instances of actual confusion evidence more notable. See
Chicken Delight, Inc. v. Delight Wholesale Co., 197 USPQ 630, 631 (TTAB 1977)
(drawing a negative inference of ownership of two marks where opposer’s testified as
to ownership of other marks but not those two); see generally Streber v. Comm’r, 138
F.3d 216, 221 (5th Cir. 1998) (“In general, a court may draw a negative inference from
a party’s failure to produce a witness whose testimony would elucidate the
transaction.”) (cleaned up; citation omitted).

Generally, when a junior party invokes the eighth du Pont factor, we need to
assess not just the length of time but, as du Pont notes, the “conditions under which”
there has been concurrent use. 177 USPQ at 567; see In re Guild Mortgage Co., 2020
USPQ2d 10279, at *6 (TTAB 2020). Opposer complains that Applicant did not put in
any “admissible evidence” of any period of time of actual concurrent use,5® but we
think this argument rings hollow. In discussing the channels of trade and classes of
customers, Opposers’ main brief argues not only that the unrestricted nature of
Applicant’s application requires a legal presumption that the trade channels and
classes of customers are the same, but also argues that the trade channels are “in

fact” the same®® and that that the parties target the same customers online and in

59  See 45 TTABVUE 12-13.
60 42 TTABVUE 35 (emphasis added); see also id. at 21-22, 35-36.
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general food stores, and that they target customers interested in Indian culture.6!
These assertions are certainly relevant to the marketplace conditions surrounding
the parties’ rice sales over the past 13 years and indicate that, if confusion were likely,
instances would have occurred.62

We therefore find that the eighth du Pont factor weighs against a finding that
confusion is likely.

5. Opposer Overseas’s ROYAL Mark Is Of Average Strength.

The fifth du Pont factor assesses the “fame of the prior mark (sales, advertising,
length of use).” 177 USPQ at 567. For purposes of assessing a claim under Section
2(d), “fame ‘varies along a spectrum from very strong to very weak.” Joseph Phelps
Vineyards, LLC v. Fairmont Holdings, LLC, 857 F.3d 1323, 1325, 122 USPQ2d 1733
(Fed. Cir. 2017) (per curiam) (citing In re Coors Brewing Co., 343 F.3d 1340, 68
USPQ2d 1059, 1063 (Fed. Cir. 2003)) (further citation omitted); accord Coach Seruvs.,
101 USPQ2d at 1720. “Direct evidence of fame, for example from widespread
consumer polls, rarely appears in contests over likelihood of confusion. Instead, the
fame of a mark may be measured indirectly, among other things, by the volume of
sales and advertising expenditures of the goods traveling under the mark, and by the

length of time those indicia of commercial awareness have been evident.” Omaha

61 Id. at 35-36.

62 See TBMP § 704.06(b) (noting that statements in briefs can have evidentiary value “to
the extent they may serve as admissions against interest by the party that made them”); see
also Hot Grabba Leaf, 2019 USPQ2d 149089, at *8 (statements in brief regarding term
“grabba” considered admissions), order of cancellation vacated on default judgment, No. 0:19-
¢v-61614-DPG (S.D. Fla. Dec. 17, 2019).
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Steaks Int’l, Inc. v. Greater Omaha Packing Co., 908 F.3d 1315, 1319, 128 USPQ2d
1686, 1689-90 (Fed. Cir. 2018) (citation and internal quotation mark omitted).

Here, Opposers offer no direct evidence of fame, but instead rely on the kinds of
indirect evidence noted in Omaha Steaks. Opposers cite the testimony Declaration of
Mr. Agrawal,®? who averred, among other things, that:

e Opposers have spent over $18.5 million marketing their ROYAL brand in
the last five years;

e Opposers have sold almost $1 billion worth of goods under their Royal
brand in just the last five years;

e Opposers’ U.S. sales of goods under their ROYAL brand have steadily
increased over the last several years.

e Between 2017 and June 30, 2022, Opposers sold approximately 506,891
metric tons of goods under their Royal brand name, which totaled

approximately $863,251,075 in U.S. sales.

e Opposers and their predecessors-in-interest have used the ROYAL Marks
in the United States for more than thirty (30) years.

e Royal is the number one basmati rice brand in the United States.64
It is clear that Opposers have enjoyed substantial success in their commercial

activities under the ROYAL mark.

63 42 TTABVUE 28. We note that the Agrawal Declaration does not appear to differentiate
between advertising and sales of the various products identified in Overseas’s ROYAL
registrations, and so may include sales and advertising of less-related goods like mustard,
vinegar, and condiments. See, e.g., 1 TTABVUE 2-3 (listing several goods sold in the ROYAL
’136 Registration). We find that this failure to differentiate between advertising and sales as
to goods that are identical/highly-related to Applicant’s, and other less-related goods, detracts
somewhat from the probative value of these general advertising and sales numbers.

64  QOpposers also cite examples of press mentions and their social media presence. See 42
TTABVUE 15-17.
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Applicant argues, however, that many decisions have pointed out that the term
ROYAL is not an inherently strong mark.6> Applicant’s brief also cites an online
dictionary definition of “royal” as meaning “of superior size, magnitude, or quality.”66
We agree that a mark’s strength includes both an assessment of “its conceptual
strength (distinctiveness) and its marketplace strength ... .” In re Chippendales USA,
Inc., 622 F.3d 1346, 96 USPQ2d 1681, 1686 (Fed. Cir. 2010). Applicant highlights, in
particular, our decision in Standard Brands Inc. v. Peters, 191 USPQ 168 (TTAB
1976), where we held that ROYAL had an “obvious laudatory suggestive connotation,
has been considered by various tribunals to be a ‘weak’ mark entitled to a narrow
orbit of protection in determining the question of the likelihood of confusion.” Id. at
172 (citing several decisions); see also Palm Bay Imports, Inc. v. Veuve Clicquot
Ponsardin, 396 F.3d 1369, 73 USPQ2d 1689, 1692 (Fed. Cir. 2005) (noting that
ROYALE is a “largely laudatory” term that has less inherent source-identifying
significance than the accompanying term VEUVE). We do not see anything in the
record in this case that persuades us that this observation does not apply to
Overseas’s ROYAL mark. We note, however, that, by virtue of the fact that the
ROYAL mark in the 136 Registration was registered without the registrant being

required to provide evidence of acquired distinctiveness under Section 2(f), 15 U.S.C.

6 44 TTABVUE 13-15.

66 See id. (citing Merriam-Webster.com Dictionary, Merriam-Webster,
https://www.merriam-webster.com/dictionary/royal). We may take judicial notice of
dictionary definitions. See, e.g., B.V.D. Licensing Corp. v. Body Action Design, Inc., 846 F.2d
727, 6 USPQ2d 1719, 1721 (Fed. Cir. 1988); Univ. of Notre Dame du Lac v. J. C. Gourmet
Food Imports Co., 213 USPQ 594 (TTAB 1982), aff'd, 703 F.2d 1372, 217 USPQ 505 (Fed. Cir.
1983).
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§ 1052(f), the term ROYAL is presumed to be inherently distinctive (i.e., it is at least
suggestive, not merely descriptive). See, e.g., Brooklyn Brewery Corp. v. Brooklyn
Brew Shop, LLC, 17 F.4th 129, 2021 USPQ2d 1069, at *12 (Fed. Cir. 2021).
Nevertheless, we agree with Applicant that the term ROYAL is highly laudatorily
suggestive.

Overall, while the ROYAL brand has enjoyed substantial success over the past
many years for food products that include rice and other related goods, the term
ROYAL is on the weaker end of the inherent distinctiveness spectrum due to its well-
understood laudatory connotation. On balance, we find these two circumstances tend
to cancel each other out, with the result that the mark ROYAL should be accorded
neither more nor less protection than the average-strength, inherently distinctive

mark on the Principal Register. Accordingly, this factor is neutral.

6. There 1s No Evidence That Third Parties Use Marks That Include The
Term ROYAL For Rice And Rice Products.

The sixth du Pont factor is the “number and nature of similar marks in use on
similar goods.” 177 USPQ at 567. Applicant argues that Opposer Overseas’s ROYAL
marks are inherently weak in view of several third-party registrations of ROYAL-
formative marks for rice and a few other staple foods), with the result that ROYAL is

“entitled only to a narrow ambit of protection.”87 But Applicant provided no evidence

67 See 44 TTABVUE 5, 13.

.95 -



at trial of similar third-party marks at all, let alone evidence that those marks are
“in use.”68 We therefore find that the sixth du Pont factor is neutral.
7. Opposers Have Neither Alleged Nor Proved a “Family” of Marks.

The ninth du Pont factor is “the variety of goods on which a mark is or is not used
(house mark, ‘family’ mark, product mark).” See 177 USPQ at 567. In discussing the
strength of their respective ROYAL and elephant design marks, Opposers mention a
few times that they respectively own a “family” of ROYAL marks and a “family” of
elephant-design marks for rice and other basic foodstuffs, implying that this should
tilt the likelihood of confusion calculus in their favor.®® Opposers do not actually
mention the ninth du Pont factor, however, mentioning a “family” of marks only in
passing. Moreover, “[a] plaintiff must plead ownership of a family of marks in its
complaint in order to rely on the marks as a family as a basis for sustaining the
opposition at trial ... .” Wise F&I, LLC v. Allstate Ins. Co., 120 USPQ2d 1103, 1107
(TTAB 2016). Here, in addition to not developing any arguments about a “family of
marks” at trial, Opposers did not even mention owning or relying on a family of marks

in their Notice of Opposition. Merely asserting ownership of several marks with a

68 44 TTABVUE 13. We note that Applicant cites Jack Wolfskin Ausrustung Fur Draussen
GmbH v. New Millennium Sports, S.L.U., 797 F.3d 1363, 116 USPQ2d 1129, 1136 (Fed. Cir.
2015) and Juice Generation, Inc. v. GS Enters. LLC, 794 F.3d 1334, 115 USPQ2d 1671, 1674
(Fed. Cir. 2015), for the proposition that, even without evidence as to the extent of use, a
significant number of third-party registrations incorporating a component of a mark common
to both parties’ marks tend to show that that segment of the marks has a normally
understood and well-recognized descriptive or suggestive meaning, indicating relative
weakness. We agree that Jack Wolfskin and Juice Generation so held, but the problem for
Applicant here is the lack of any evidence to support the argument: as we have already held,
we can’t consider the third-party registrations upon which Applicant relies because Applicant
did not make them of record at trial.

69 See 42 TTABVUE 9, 10, 34
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common element is not the same thing a pleading that one’s ownership of a family of
marks supports its allegation that confusion is likely. See, e.g., New Era Cap Co. v.
Pro Era, LLC, 2020 USPQ2d 10596, at *7 (TTAB 2020) (“ownership of multiple
registrations containing the family term [is insufficient] in and of itself to establish
that a party owns a family of marks”) (citations omitted); see also J & J Snack Foods
Corp. v. McDonald’s Corp., 932 F.2d 1460, 18 USPQ2d 1889, 1891 (Fed. Cir. 1991)
(“Simply using a series of similar marks does not of itself establish the existence of a
family. There must be a recognition among the purchasing public that the common
characteristic is indicative of a common origin of the goods.”).

Accordingly, there exists no basis for us to make a finding on the ninth du Pont

factor and we find this factor is neutral.

8. The Marks Are More Different Than Similar.

We finally come to what is usually the most important of the factors in
determining whether consumer confusion is likely: how similar or dissimilar are the
marks? See du Pont, 177 USPQ at 567 (“The similarity or dissimilarity of the marks
In their entireties as to appearance, sound, connotation and commercial impression.);
see also Herbko Int’l, Inc. v. Kappa Books, Inc., 308 F.3d 1156, 64 USPQ2d 1375, 1380
(Fed. Cir. 2002) (“the ‘similarity or dissimilarity of the marks in their entireties’ is a
predominant inquiry”) (citation omitted). “Exact identity is not necessary to generate
confusion as to source of similarly-marked products.” Bridgestone Ams. Tire Ops.,
LLC v. Fed. Corp., 673 F.3d 1330, 102 USPQ2d 1061, 1064 (Fed. Cir. 2012) (citation
omitted). Rather, “[t|he question of similarity is ordinarily one of degree. This issue

is whether the marks are confusingly similar, not whether they are identical.”
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Phillips Petroleum Co. v. Knox Indus. Corp., 277 F.2d 945, 125 USPQ 576, 577 (CCPA
1960) (citation omitted).

Where, as here, the goods are identical, “the degree of similarity necessary to
support a conclusion of likely confusion declines.” Cai, 127 USPQ2d at 1801 (cleaned
up; citation omitted); accord Century 21 Real Estate Corp. v. Century Life of Am., 970
F.2d 874, 877, 23 USPQ2d 1698, 1700 (Fed. Cir.1992).

To state the obvious, the marks look and sound different. While Applicant’s mark
contains the word ROYAL (the only word in Overseas’s mark), it adds the word
MAHOUT, making it sound different, and features a design of a human atop an
elephant, which adds to the visual distinction created by the additional word.

Opposers argue that Applicant’s mark’s first word is Overseas’s mark, “Royal,”
and that since first words generally are more readily recalled, this means that
ROYAL is the “dominant” term in Applicant’s mark and, as such, confusion is more
likely than if the shared component were some other aspect of Applicant’s mark.70 If
the connotation of the word “ROYAL” were the same in both marks, we might agree
that general rule applies here. But in Overseas’s marks, ROYAL has a laudatory
connotation that relates to the quality of the rice. In Applicant’s mark,
however—where the word ROYAL precedes the word MAHOUT (which the parties
agree means a person who takes care of and “drives” an elephant’!) and is positioned

underneath the image of an elephant with a human driver on its shoulders—we find

70 See 42 TTABVUE 33-34.
71 See 44 TTABVUE 23 (Applicant’s brief); 42 TTABVUE 33 (Opposers’ brief).
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that the overall commercial impression is that the term ROYAL mark relates more
to the driver (e.g., a driver of an elephant owned by royalty) than to the product. In
other words, while in Opposer Overseas’s ROYAL mark, the term “ROYAL,” as we
noted above, has a laudatory connotation as to rice, the same term in Applicant’s
mark has a different connotation.

This situation is reminiscent of that presented in In re Hearst Corp., 982 F.2d 493,
494, 25 USPQ2d 1238 (Fed. Cir. 1992). There, the Court rejected the uncritical use of
the “first word, dominant word” guideline where the marks were VARGAS and
VARGA GIRL, because in that case, assessing the VARGA GIRL mark as a whole, it
was clear that the word GIRL following VARGA made a significant contribution to
the connotation of the mark, distinguishing it from VARGAS even for identical goods.
25 USPQ2d at 1239; see also id. n.2 (listing decisions presenting similar situations).
While, like snowflakes, no two likelihood of decision cases are alike, we take the
lesson in that decision to heart, and we think it finds parallels here. Indeed, the
elephant & rider design only serves to emphasize the difference between the word
portions of the marks.

We therefore find that the marks are more dissimilar than similar. This factor,
which is always important cases where a likelihood of confusion is asserted, weighs
heavily against a finding that confusion is likely.

9. Together, the du Pont factors in this case weigh, on balance, against a
finding that source confusion is likely as to Overseas’s ROYAL mark.

Our last step is to weigh the findings we have made on the individual du Pont

factors together to make the ultimate conclusion whether confusion is likely or
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unlikely. See, e.g., Olde Tyme Foods, Inc. v. Roundy’s, Inc., 961 F.2d 200, 22 USPQ2d
1542, 1544 (Fed. Cir. 1992) (“A determination of likelihood of confusion is the ultimate
legal conclusion based on findings of fact for each pertinent DuPont factor considered
together.”) (citation omitted). On evidence before us, we find several du Pont factors
weighing in favor of a conclusion that confusion between the marks in the 136
Registration and the '010 Application is likely: the goods are legally identical; the
channels of trade are not limited and so are presumed identical; the classes of
customers are presumed identical as well, and due to the nature of the goods exercise
a relatively low degree of care in making purchasing decisions. Tilting the calculus in
neither direction are the facts that there is no record evidence of third-party use of
ROYAL, the moderate strength of the ROYAL mark, and that there is no proof that
Overseas owns “family” of ROYAL marks. Weighing against a conclusion that
confusion is likely are the facts that, despite thirteen years of concurrent use for the
same goods, in the same trade channels, sold to the same classes of customers, there
1s no evidence of any instance where a consumer was confused as to source. And, of
course, the fact that the marks are more dissimilar than they are similar weighs
against a finding that confusion is likely.

But we do not mechanically tally how many factors weigh for or against confusion
being likely. See, e.g., Citigroup Inc. v. Cap. City Bank Grp., Inc., 637 F.3d 1344, 98
USPQ2d 1253, 1261 (Fed. Cir. 2011) (“Citigroup’s approach of mechanically tallying
the DuPont factors addressed is improper, as the factors have differing weights.”).

Here, in light of all the evidence before us, we find the dissimilarities in the marks to
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be a “predominant” factor. See, e.g., Odom’s Tenn. Pride Sausage, Inc. v. FF
Acquisition, L.L.C., 600 F.3d 1343, 93 USPQ2d 2030, 2032 (Fed. Cir. 2010)).
Especially when the dissimilarities are weighed together with the absence of any
evidence of any instances of actual consumer confusion (the eighth du Pont factor),
we are convinced that, notwithstanding the identity of the goods, trade channels, and
consumer classes (and the relatively low degree of care), confusion is unlikely as it
relates to Overseas’s 136 Registration.

C. Assessment of the du Pont Factors as to International’s Elephant Design
Marks

We now turn to the allegations that the mark in the 010 Application will cause a
likelihood of consumer confusion as to source in view of International’s prior

registrations for marks that include an elephant design.

1. The Second, Third, and Fourth du Pont Factors

We find that the goods are legally identical, and because International’s elephant
mark registrations are unrestricted, the channels of trade and classes of customers
are the same. Likewise, consumers of staple commodities like rice exercise a
relatively low degree of care. These all weigh in favor of a finding that confusion is
likely.

2. The Ninth du Pont Factor

As discussed earlier, Opposers do not actually assert that the ninth du Pont factor
favors International’s position, mentioning a “family” only in reference to the fact that
International owns a number of registrations for marks for rice that include an

elephant design. Nor does the Notice of Opposition in this case allege that
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International owns a “family” of elephant design marks. See, e.g., Wise F&I, LLC v.
Allstate Ins. Co., 120 USPQ2d 1103, 1107 (TTAB 2016). Accordingly, this du Pont
factor is neutral.

3. The Sixth du Pont Factor

Though Applicant argues that International’s elephant design marks are weak
due to third-party use of elephant designs in marks used for rice and other basic
foodstuffs, there is no evidence of record of third-party use or registration of marks
incorporating an elephant design for rice because Applicant failed to introduce any
such evidence at trial. This factor is neutral.

4. The Fifth du Pont Factor

As to the strength of its registered elephant design marks, International offers the
same sorts of indirect evidence as does Overseas (e.g., sales and advertising
numbers), except that the sales and advertising numbers for International’s rice
under its elephant design marks are much lower than for rice under Overseas’s
ROYAL brand.”? There is no significant evidence of media coverage of International’s
elephant-branded rice. On the other hand, there is no evidence that elephant designs
have a suggestive meaning as to rice. In these circumstances, and on this record, we
find that Overseas’s registered elephant design marks have about the same strength
as the average mark on the Principal Register, and that, accordingly, this factor is
neutral.

5. The First du Pont Factor

2 42 TTABVUE 18-19.
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We find the mark in the 010 Application to be even more dissimilar to any of
International’s elephant design marks than it is to Overseas’s ROYAL mark. None of
the elephant design marks International asserts contain the words “ROYAL” or
“MAHOUT.” In fact, in contrast to having a textual element in common with

Applicant’s mark, they all contain textual elements that differentiate them from

Applicant’s “ROYAL MAHOUT” wording.

NO.817
T35

Reg. No. 1308227 (“No. 817” and “ELEPHANT BRAND”);

Reg. No. 1997256 (‘ELEPHANT”); and

Reg. No. 1997257 (“BASMATI RICE”" and “ELEPHANT”);

Reg. No. 2003335 for (“817").

73 As noted earlier, the registration disclaims exclusive rights in the words “BASMATI
RICE” apart from the entire mark. See supra n.11. But we must still consider the impact of
these words on the mark as a whole in determining likelihood of confusion. See, e.g., Shen
Mfg. Co. v. Ritz Hotel, Ltd., 393 F.3d 1238, 73 USPQ2d 1350, 1355 (Fed. Cir. 2004).
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Turning to the design elements of the respective marks, the elephant designs in
all four are less lifelike than that in Applicant’s mark.7 In the 227 Registration, a
double circle design surrounds a riderless elephant. The elephant in the ’335
Registration also is riderless, and additionally is depicted in front of what appears to
be a columned building. The designs in International’s 256 and ’257 are busier,
containing the elephant design in the 335 Registration along with several additional
design elements that dilute attention to the elephant (which is the design element in
common with Applicant’s mark).

We of course are aware, as mentioned above, that we consider marks as a whole
and do not dissect them. The discussion of the specific aspects of the parties’ marks
above 1s to give some sense of why we find that Applicant’s mark and International’s
elephant design marks create different overall commercial impressions. See, e.g.,
Odom’s Tenn. Pride, 93 USPQ2d at 2032) (“Sufficient distinctions exist between the
registered marks considered by the board and the applied-for mark to create a
different commercial impression. ... [T]hese individual aspects that collectively create
a difference in the overall impressions made by the marks. As the board correctly

concluded, the visual distinctions between the marks at issue here create

74 In the absence of any evidence to the contrary, we do not attach any significance to the
fact that the elephant in Applicant’s mark points to the consumer’s left and the elephants in
International’s registered marks point to the right. That is not the sort of difference we think
that consumers, in recalling, at a later time, prior marks they might have seen, would tend
to remember. See, e.g., Grandpa Pidgeon’s of Mo., Inc. v. Borgsmiller, 477 F.2d 586, 177 USPQ
573, 574 (CCPA 1973) (the fallibility of memory over time is why side-by-side “dissection” of
the parties’ marks is not the legal test).
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unquestionably different commercial impressions, thereby precluding a finding of
likelihood of confusion.”) (citation omitted).

In sum, as to International’s elephant design marks, we find that Applicant’s
mark looks different, is pronounced differently, and, overall, creates a different

commercial impression than International’s registered elephant design marks.

6. The Eighth du Pont Factor
There is no evidence of actual confusion as to source between International’s
elephant design marks and Applicant’s mark. Given the number of years of
concurrent use (13) as well as the identical goods, trade channels, and classes of
customers, we find that absence of evidence significant in this case, weighing against
a finding that confusion is likely.
7. Together, the du Pont factors in this case weigh, on balance, against a

finding that source confusion is likely as to International’s Elephant
Design Marks.

Here, as with our overall confusion assessment with respect to Overseas’s ROYAL
mark, we find that, as to the non-neutral factors, the dissimilarities between
Applicant’s mark and International’s elephant design marks and the lack of any
evidence of actual confusion have greater salience in the balance than the factors that
suggest confusion is likely (i.e., the identity of the goods, channels or trade, and
classes of customers, along with the relatively undiscerning degree of care rice
shoppers exercise). Accordingly, we conclude on this record that confusion is unlikely.

V. Conclusion

Decision: The opposition is dismissed.
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