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I. INTRODUCTION

LT Overseas North America, Inc. (“LTONA”) is the North American division of a global
food business headquartered in Gurgoan, India called LT Foods. LTONA is the 100% owner of
LT Foods International Limited (“LT International”) (LTONA and LT International collectively
referred to as “Opposers” or “LT Foods”). (Agrawal Decl. 4 11.) Opposers began using the

ROYAL® mark in the United States when they launched ROYAL® in connection with Opposers’

rice products in 1989. Opposers’ family of ROYAL-inclusive marks has grown to include

® (collectively, the “ROYAL Marks”). The family of ROYAL Marks share at least
the term ROY AL as a common characteristic.

Opposers’ ROYAL®-brand has been tremendously successful. In just the last five years,
Opposers have sold nearly $1 billion worth of goods under their ROY AL Marks. Opposers have
also earned the reputation as a top distributor of rice and grains throughout the world. (Agrawal
Decl. 4 35.)

In addition to use of their ROYAL Marks in connection with food and beverages, since

1995 Opposers have been using a family of elephant design marks in connection with rice,

I The July 29, 2022 Testimony Declaration of Opposers’ witness Mukesh Agrawal (“Agrawal
Decl.”) was filed with the Board at Dkt. Nos. 39-41.

o1-



. Opposers’ family of elephant-inclusive

N0.817

including, but not limited to their

marks has grown to include other marks that contain the elephant design, such as ,

TR
~® (collectively, the “Elephant Design Marks”). The family
of Elephant Design Marks share at least the elephant design as a common characteristic.
On May 24, 2017, nearly three decades after Opposers began using ROYAL, and twenty-

two (22) years after Opposers began using their Elephant Design Marks, Atalanta Corporation

*

) . Royal Marout ) . . . .
(“Applicant”) applied for the mark (“Applicant’s Mark™) in connection with “[r]ice,

[blakery desserts” in International Class 30. Applicant alleges use of the mark in interstate
commerce since May 5, 2010.

Applicant’s use of Applicant’s Mark in connection with the applied-for goods is likely to
cause confusion with Opposers’ asserted marks. Indeed, Applicant’s Mark incorporates not one,
but two of the well-known, source-identifying features of Opposers’ marks—and was filed in
connection with the same goods. Applicant’s Mark includes the identical “ROYAL” that appears
in each of Opposers” ROYAL Marks, and “ROYAL” is a dominant portion of both Opposers’
ROYAL Marks and Applicant’s Mark. Applicant’s Mark also incorporates an elephant design,

which is a prominent feature of Opposer’s Elephant Design Marks. Applicant uses its mark in

.



connection with the same goods for which Opposers’ ROYAL and Elephant Deign Marks are

registered and used: rice. Applicant’s Application also identifies “bakery desserts,” which are

closely related to the rice and grain products Opposer offers under its ROYAL and Elephant

Design Marks. The strength of Opposers’ asserted marks, due to Opposers’ extensive sales and

advertising, also means that even a small degree of similarity between the marks is likely to cause

consumer confusion.

Accordingly, Opposers respectfully request that the Board sustain this opposition and

refuse registration of Applicant’s Mark.

II. DESCRIPTION OF THE RECORD

The evidence of record currently consists of the following:

Opposers’ Evidentiary Record

The pleadings;
Applicant’s Trademark Application No. 87/462010 (“Applicant’s Application”) and the
corresponding file history;

Opposers’ asserted U.S. Trademark Registration Nos. 4,203,136 (ROYAL), 5,428,599

(ROYAL), 5,192,223 (ROYAL AUTHENTIC ADVENTURES), 3,990,952 ( ROYAL ),

1,982,351 ( ), 2,066,393 ( ' ), 2,003,335 (



1,308,227 ( ), 1,997,257 (
and their corresponding file histories;

e The July 29, 2022 Testimony Declaration of Opposers’ witness Mukesh Agrawal
(“Agrawal Decl.”) (Dkt. Nos. 39-41);

e Opposers’ Notice of Reliance with Exhibits 1-48 (“Opp.’s NOR”) (Dkt. Nos. 35-37).

B. Applicant’s Evidence

e The pleadings;
e Applicant’s Trademark Application No. 87/462010 and the corresponding file history.

III. STATEMENT OF FACTS

A. Opposers And Their ROYAL Marks And Elephant Design Marks

Royal® is the #1 selling Basmati Rice brand in the United States. (Agrawal Decl. 9§ 8.)
Opposers have sold products under the ROY AL Marks since at least 1989 and additionally have
used their Elephant Design Marks on rice since at least 1995. (Id. 49 9, 10.) In the past five years
alone, Opposers have spent over $18.5 million marketing their ROY AL brand, which has resulted
in widespread recognition of the ROYAL Marks, and sales nearing $1 billion. (Agrawal Decl. 9
30, 35.) Some of Opposers’ sales and promotional efforts are described in more detail below.

1. Opposers’ use and licensing of ROYAL Marks and Elephant Design Marks
in connection with popular culture

Opposers promote and market their brand by sponsoring and/or participating in
entertainment events related to popular culture such as talk shows, cooking shows, contests,

sponsorships, and endorsements, among other activities.
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For example, Opposers entered a strategic partnership in or around 2013 with Amitabh
Bachchan, a famous Indian actor. (Agrawal Decl. § 32, Ex. 15.) Opposers entered this agreement
to target Ethnic Consumers in the U.S. market for its Royal products. (/d. 4 32.) Opposers also
entered a strategic partnership in 2015 with Chef Maneet Chauhan, an influential chef, cookbook
author, and television personality. (/d. § 33, Ex. 16.) Chef Chauhan is featured as a judge on the
television show Chopped and in the finale of the television show Worst Cooks in America that
aired on the Food Network; she has also appeared on the following shows: The Next Iron Chef,
The View (on ABC), Iron Chef America, and Today Show (on NBC). (/d.) Chef Chauhan has
showcased Opposers’ Royal® Basmati Rice at Natural Products Expo West at the Anaheim
Convention Center, the largest natural, organic and healthy products trade show event. (/d.)
Attendees were invited to sample Chef Chauhan’s recipes, including her Royal® Basmati Rice
Phirnee Truffles and a Saffron Royal Basmati, Kale and Pomegranate Salad. (/d.) Some examples

of promotional materials showing Opposer’s ROY AL Marks are shown below.

Quality, Purity, Nutrition
your family can trust

\  $I00 CASH DAILY
) GOLD COINS EVERY WEEK

GRAND PRIZE $5000

IN AIRLINE TICKETS

PLAY To WIN

and visit

Premium MP sharbati Atta | 100% Whole Wheat | Responsibly Sourced




(Id. 927, Ex. 13.)

2. Opposers’ use of ROYAL Marks and Elephant Design Marks in connection
with a wide range of rice and grain products

Opposers’ products sold under the Royal® brand include multiple basmati varieties, such
as white, brown, Sella, flavored, and long grain. (Agrawal Decl. § 8.) Other products sold under
the Royal® brand include Chakki Atta flour, couscous, jasmine rice, and golden rice, dried lentils,
Mexican style rice and street corn. (/d. q 8.)

Additionally, since at least 1989, Opposers have been using their ROYAL mark in
connection with grains, flour, and other food and beverage items. Opposers’ ROYAL® mark is

always prominently displayed on its ROYAL® products. (Id. § 10.) An example is shown below:



Opposers have continuously used their trade name “ROYAL” in association with the sale
and/or offer for sale of basmati rice, flour, and grain products throughout the United States.
(Agrawal Decl. q 25.) Opposers, through their own actions and through the actions of their
predecessor-in-interest, have widely advertised and promoted and extensively offered to the public
for sale rice, flour, and grain under the trade name “ROYAL.” (/d.) Due to advertising, extensive
sales, and widespread and favorable public acceptance and recognition, the trademark ROYAL®
has become an asset of significant value as a symbol of Opposers, their quality products, and their
goodwill. (/d.)

As a result of Opposers’ extensive sales, widespread availability, and continuous
advertising of Opposers’ rice, flour, and grain products, including without limitation, their
ROYAL® brand basmati rice, the name “ROYAL” has become well recognized by the public to
mean Opposers’ rice, flour and grain products. (/d. 9 26.)

3. Extensive media coverage of the ROYAL Marks and Elephant Design Marks

Opposers advertise their products in various channels online and in print, and have received
substantial advertising through the winning of significant awards. (Agrawal Decl. § 27.) For

example, Business Standard, My B International, and Just Food, among others, have publicized
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Opposers’ marks by publishing stories about the ROYAL brand.2 Opposers have also been the
recipients of numerous awards, including the certificate of merit by APEDA for significant
contribution in the export of Indian Long Grain rice (1995-1996); APEDA Export Award for
outstanding contribution to promotion of agricultural and processed food products (1996-1997);
Star Trading House by the Government of India (1999-2000); APEDA Export Award for export
promotion and quality development of Basmati Rice (2003-2004); India Star Award from the
Indian Institute of Packaging (2004-2005); APEDA Export Award for performance (2007-2008);
Export Excellence Award for excellence in operations and export by State of Madhya Pradesh
(2007-2008); Trusted Brand Award by Reader’s Digest (2014); Brand Excellence Award by
Economic Times (2014); and Product of the Year Award by Nielsen (2015). (/d. § 5.)

4. Opposers’ strong online presence

Opposers and their subsidiaries own and operate websites which promote their content,
including but not limited to: www.ltgroup.in; www.daawat.com; www.daawat.eu;
www.daawat.co.uk; www.authenticroyal.com; www.daawatbrand.com; www.ltfoodsglobal.com;
and www.daawatbrownrice.com. (Agrawal Decl. § 27.) For example, Opposers promote recipes
and new products on their website, which often feature the ROYAL® trademark in a prominent
location. (Id.) Advertised content often includes pictures of product packaging and links or
directions for consumers to purchase the products, which often feature the ROYAL® trademark in

a prominent location. (/d.)

2 Representative publications from Business Standard, My B International, and Just Food relating
to Opposers’ ROYAL brand are available at the following links: https://www.business-
standard.com/article/companies/lt-foods-raises-rs-390-cr-by-selling-shares-to-salic-via-private-
placement-122111000938 1.html; https://www.just-food.com/news/indian-rice-supplier-It-
foods-acquires-controlling-stake-in-us-peer-golden-star/; https://www.just-
food.com/news/indias-It-foods-buys-facility-in-texas-for-rice-product-processing/; and
http://www.mybinternational.com/articles/44058/how-1t-foods-vijay-k-arora-became-the-rice-
baron-of-india.
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Opposers also operate accounts and promote their brands on various social media
platforms, including www.facebook.com,; WwWw.pinterest.com; www.twitter.com;
www.youtube.com; and www.instagram.com. (/d. 9 28.) For example, Opposers prominently
display their ROYAL® mark on Opposers’ Facebook page, Pinterest page, Instagram page,
YouTube page, and Twitter page. (Id. § 28, Ex. 14) Royal Brand has over 137,000 likes and
followers on its Facebook page, 11,000 followers on Instagram, and nearly 350,000 views on its
YouTube channel. (/d. § 29) The ROYAL® trademark is often prominent in Opposers’ social
media posts. Opposers have also promoted the ROYAL® mark through printed publications and
television commercials. (/d.)

5. Strength of the ROYAL Marks and Elephant Design Marks

Opposers spend a significant amount of money on marketing. (/d. 9 30.) In 2017, Opposers’
U.S. marketing expenditures relating to the Royal brand totaled approximately $2,857,619. (Id.)
In 2018, Opposers’ U.S. marketing expenditures relating to the Royal brand totaled approximately
$3,278,738. (Id.) In 2019, Opposers’ U.S. marketing expenditures relating to the Royal brand
totaled approximately $2,869,388. (/d.) In 2020, Opposers’ U.S. marketing expenditures relating
to the Royal brand totaled approximately $2,978,325. (/d.) In 2021, Opposers’ U.S. marketing
expenditures relating to the Royal brand totaled approximately $4,211,169. (Id.) In 2022,
Opposers’ U.S. marketing expenditures relating to the Royal brand totaled approximately
$2,310,035 through approximately the first half of the year, and Opposers expect the total 2022
U.S. marketing expenditures relating to the Royal brand to exceed $5,000,000. (/d.)

Opposers or their related entities sell their products to their customers in more than sixty
(60) countries worldwide. (/d. 4 35.) In the United States, Opposers have sold almost $1 billion
worth of goods under their Royal brand just in the last five years. (/d.) Opposers’ U.S. sales of

goods under their Royal brand have steadily increased over the last several years. (/d.) In 2017,
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Opposers sold approximately 79,456 metric tons of goods under its Royal brand name, which
totaled approximately $122,407,841 in U.S. sales. (/d.) In 2018, Opposers sold approximately
85,531 metric tons of goods under their Royal brand name, which totaled approximately
$139,716,674 in U.S. sales. (/d.) In 2019, Opposers sold approximately 88,094 metric tons of
goods under their Royal brand name, which totaled approximately $152,227,793 in U.S. sales.
(1d.) In 2020, Opposers sold approximately 101,511 metric tons of goods under their Royal brand
name, which totaled approximately $175,158,471 in U.S. sales. (/d.) In 2021, Opposers sold
approximately 95,353 metric tons of goods under their Royal brand name, which totaled
approximately $166,527,986 in U.S. sales. (/d.) From January 1, 2022 through June 30, 2022,
Opposers sold approximately 56,946 metric tons of goods under their Royal brand name, which
totaled approximately $107,212,310 in U.S. sales. (Id.) Opposers expect their Royal brand sales
for the fiscal year 2021-2022 to exceed $210 million. (/d.)

Opposers have also had significant sales of their products offered under their 817 Elephant
brand (i.e., in connection with their Elephant Design Marks) in the United States for many years.
(Id. 9 36.) Similar to the sales of products offered under the Royal brand, sales of products offered
under the 817 Elephant brand have steadily increased year by year over the last several years. (/d.)
In the United States, Opposers’ 817 Elephant brand sales have totaled approximately $25,172,931
in just the last five years. (Id.) In 2017, Opposers sold approximately 492 metric tons of goods
under their 817 Elephant brand name, which totaled approximately $851,975 in U.S. sales. (/d.) In
2018, Opposers sold approximately 885 metric tons of goods under their 817 Elephant brand name,
which totaled approximately $1,483,006 in U.S. sales. (/d.) In 2019, Opposers sold approximately
2,286 metric tons of goods under their 817 Elephant brand name, which totaled approximately
$3,704,569 in U.S. sales. (Id.) In 2020, Opposers sold approximately 2347 metric tons of goods

under their 817 Elephant brand name, which totaled approximately $3,865,575 in U.S. sales. (/d.)
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In 2021, Opposers sold approximately 4,727 metric tons of goods under their 817 Elephant brand
name, which totaled approximately $7,025,859 in U.S. sales. (/d.) From January 1, 2022 through
June 30, 2022, Opposers sold approximately 5,218 metric tons of goods under their 817 Elephant
brand name, which totaled approximately $8,241,948 in U.S. sales. (/d.)

Royal is the number one basmati rice brand in the United States. (/d. 4 37.) As of May 26,
2021, Opposers’ flagship Royal and Daawat brands commanded more than a 50% share of the
U.S. market. (Id.) The 2020-21 U.S. basmati rice market stood at approximately $351 million,
which was up 4% year-over-year. (/d.) As of May 26, 2021, Opposers’ business in the U.S. market
was growing at a 3-year compound annual growth rate of 9%. (/d.) During the fiscal 2020-21 year,
Opposers’ U.S. business grew by 7% on a year-on-year basis and the revenue growth was primarily
driven by growth in the company’s flagship Royal brand. (/d.) Since the launch of Royal RTH
(ready-to-heat 90-second microwaveable rice) in 2019, Royal RTH has posted consistently
remarkable growth rates and recorded an impressive growth rate of 97% year-over-year in 2020-
21. (Id.) Royal RTH continues to gain new listings in retail chains and add new distribution in the
existing chains to capitalize on the huge demand potential of Royal® in the U.S. market. (Id.)
ROYAL® is one of the most recognized basmati rice brands in the world today. (Id.)

6. Opposers’ trade channels for products bearing ROYAL Marks and Elephant
Design Marks

Products sold under Opposers’ basmati and other specialty rice brand names contribute
over 70% of their total revenue. (Agrawal Decl. 9 34.) Opposers and their subsidiaries sell their
products in a variety of channels, such as grocery stores, big-box retailers, and e-commerce. (/d.)
For example, Royal® products are sold in grocery stores such as Albertson’s, Harris Teeter, Hy-

Vee, Whole Foods, ACME Market, Shaws, and Kroger, as well as mass merchandise stores such
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as Costco, Sam’s Club, Target, BJs and Wal-Mart. (/d.) Royal products are sold in e-commerce,
including, but not limited to, Walmart.com, Target.com, Amazon.com, and Webstaurant.com. (/d.)

7. Opposers’ numerous U.S. trademark registrations for the ROYAL Marks
and Elephant Design Marks and extensive common law rights

Opposers have obtained numerous federal trademark registrations with the United States
Patent and Trademark Office for its ROYAL Marks and Elephant Design Marks. Opposers own
numerous U.S. Trademark Registrations for marks that include the term “ROYAL” and/or an

elephant design, including the following registrations identified in Opposers’ Notice of

Opposition: 4,203,136 (ROYAL®), 5,428,599 (ROYAL®), 5,192,223 (ROYAL AUTHENTIC

1,997,256 ( =—————==—"©). These registrations constitute conclusive evidence of the validity
of the Opposers’ marks, the registration of these marks, Opposers’ ownership of these marks, and
Opposers’ exclusive right to use these marks in commerce. See 15 U.S.C. § 1115.

In addition to U.S. trademark registrations, Opposers own extensive common law rights in

their marks because of their use and promotion of the marks. For example, Opposers have
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continuously used their common law rights in participating in and promoting culinary
entertainment events since at least as early as 1992. (Agrawal Decl. § 24, 94 31-33.) Opposers
relied upon common law rights in the ROY AL Marks and Elephant Design Marks in their Notice
of Opposition. (Dkt. No. 1 99 18, 20, 22.)

B. Applicant’s Mark and Applicant’s Goods

On May 24, 2017, Applicant filed U.S. Trademark Application No. 87/462010 for

*

Royal Mahout | ) Ct eer - ’ .
in connection with “[r]ice, [b]akery desserts” in International Class 30 based on

alleged use of the mark in interstate commerce since May 5, 2010.

Images representing some of Applicant’s Goods are shown below.?

Royal Mahouts

Auvthentic Aged Indian
Premium Basmat Rice

Naturally Aromatic
PRODUCT OF INDIA

NETWEIGHT 11 L8s.(5KG)

Like Opposers, Applicant promotes or sells its goods via point-of-sale promotional
materials and its website. (Opp.’s NOR, Ex. 13 at Response Interrogatory No. 11.) In addition to

having some of the same channels of trade, Applicant and Opposers target the same consumers.

3 The image below is an excerpt from a document that was produced by Applicant in this
Opposition as ATAL00092-97.
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While Applicant may claim that it markets its goods to food service industry professionals and
restaurant supply stores, even this type of consumer overlaps with Opposers’ targeted consumers.
(Opp.’s NOR, Ex. 13 at Response Interrogatory No. 45.)

IV. STATEMENT OF THE ISSUE

The issue before the Board is whether there is a likelihood of confusion between Opposers’
marks and Applicant’s Mark in connection with Applicant’s Goods.

V. OPPOSERS HAVE STANDING AND PRIORITY

A. Opposers Have Standing To Oppose Applicant’s Application

Pursuant to 15 U.S.C. § 1064, any person who believes they are or will be damaged by the
registration of a mark may file an opposition against that mark. “A party may establish its
entitlement to oppose or to petition to cancel by showing . . . [that] it has a ‘real interest’ in the
outcome of the proceeding [and] . . . a reasonable basis for its belief in damage.” T.B.M.P. §
303.03; see also id. § 309.03(b). “To plead a ‘real interest’ [in the case], plaintiff must allege a
‘direct and personal stake’ in the outcome of the proceeding.” T.B.M.P. § 303.03.

Applicant seeks an unrestricted federal registration for Applicant’s Mark in connection
with rice and bakery desserts in International Class 30. If a registration issues, such registration
will constitute prima facie evidence of Applicant’s exclusive right to use the mark in commerce
on or in connection with Applicant’s Goods throughout the United States with no limitation
thereon. See 15 U.S.C. § 1115. Because registration of Applicant’s Mark will lead to a likelihood
of confusion with the ROYAL Marks and Elephant Design Marks, Opposers have a direct and
personal stake in the outcome of this proceeding and a reasonable belief that it will be damaged
by such registration. See T.B.M.P. § 303.03; see also id. § 309.03(b). In addition, Opposers have
made their asserted registrations and common law rights of record via their Notice of Opposition.

Accordingly, Opposers have standing to oppose registration of Applicant’s Mark. See United Glob.
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Media Grp., Inc. v. Tseng, Opposition No. 91200786, 112 U.S.P.Q.2d 1039, 1044, 2014 WL
5035517 (T.T.A.B. 2014) (“Because opposer has properly made of record one of its pleaded
registrations and two pleaded applications that became registrations, opposer has established its
standing.”).

B. Opposers Have Priority

It is undisputed that Opposers have been using their ROYAL Marks since 1989 and the
Elephant Design Marks since 1995 on the same types of goods as Applicant (rice), both of which
dates predate Applicant’s earliest alleged date of first use in commerce of May 5, 2010.

Furthermore, Opposers’ incontestable U.S. Trademark Registration No. 4,203,136 for the
ROYAL® mark in connection with “rice, flour; preparations made from cereals, namely, corn
flour, whole grain oat, corn bran, rice” in International Class 30 is valid and subsisting, has a filing
date of April 11, 2011 and claims a first use date of December 6, 1989. The filing date is prior to
the filing dates of Applicant’s Application, and the first use in commerce date is prior to the alleged
first use in commerce date of Applicant’s Application. See Brewski Beer Co., Inc. v. Brewski
Brothers, Inc., Cancellation No. 92021735, 47 U.S.P.Q.2d 1281, 1283-84, 1998 WL 416757
(T.T.A.B. 1998) (plaintiff may rely on its registration to prove that the mark was in use at least as

early as the filing date of the application which matured into its registration).

Opposers’ incontestable U.S. Trademark Registration No. 3,990,952 for the Im®
mark in connection with “rice” in International Class 30 is valid and subsisting, has a filing date
of March 30, 2010 and claims a first use date of June 1, 2010. The filing date is prior to the filing
date of Applicant’s Application, and the first use in commerce date is prior to the alleged first use

in commerce date of Applicant’s Application.
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Opposers’ incontestable U.S. Trademark Registration No. 1,982,351 for the
mark in connection with “rice” in International Class 30 is valid and subsisting, has a filing date
of May 11, 1995 and claims a first use date of December 1, 1994. The filing date is prior to the
filing date of Applicant’s Application, and the first use in commerce date is prior to the alleged
first use in commerce date of Applicant’s Application.

Opposers’ incontestable U.S. Trademark Registration No. 2,066,393 for the

® mark in connection with “rice” in International Class 30 is valid and subsisting,

has a filing date of October 25, 1995 and claims a first use date of September 11, 1995. The filing
date is prior to the filing date of Applicant’s Application, and the first use in commerce date is
prior to the alleged first use in commerce date of Applicant’s Application.

Opposers’ incontestable U.S. Trademark Registration No. 2,003,335 for the

has a filing date of March 25, 1993 and claims a first use date of November 1, 1995. The filing

date is prior to the filing date of Applicant’s Application, and the first use in commerce date is

prior to the alleged first use in commerce date of Applicant’s Application.
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Opposers’ incontestable U.S. Trademark Registration No. 1,308,227 for the

NO.817

® mark in connection with “rice” in International Class 30 is valid and subsisting,
has a filing date of May 9, 1983 and claims a first use date of August 13, 1942. The filing date is
prior to the filing date of Applicant’s Application, and the first use in commerce date is prior to
the alleged first use in commerce date of Applicant’s Application.

Opposers’ incontestable U.S. Trademark Registration No. 1,997,257 for the

mark in connection with “rice” in International Class 30 is valid and subsisting,
has a filing date of March 25, 1993 and claims a first use date of November 1, 1995. The filing
date is prior to the filing date of Applicant’s Application, and the first use in commerce date is
prior to the alleged first use in commerce date of Applicant’s Application.

Opposers’ incontestable U.S. Trademark Registration No. 1,997,256 for the

mark in connection with “rice” in International Class 30 is valid and
subsisting, has a filing date of March 25, 1993 and claims a first use date of November 1, 1995.
The filing date is prior to the filing date of Applicant’s Application, and the first use in commerce

date is prior to the alleged first use in commerce date of Applicant’s Application.
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Opposers’ ROYAL® mark and Elephant Design Marks have also been used in connection
with grains, flour, and other food and beverage items. (Agrawal Decl. 4 8.) Further, in addition to
their federal trademark registrations, Opposers own common law rights in their ROYAL Marks
and Elephant Design Marks in connection with these goods because of their use and promotion of
the ROYAL Marks and Elephant Design Marks. See supra Section III.A. These rights accrued
long before Applicant filed Applicant’s Application or used Applicant’s Mark.

VI. APPLICANT’S MARK IS LIKELY TO CAUSE CONFUSION WITH OPPOSERS’
ROYAL AND ELEPHANT MARKS

A mark must be denied registration if it “[c]onsists of or comprises a mark which so
resembles a mark registered in the Patent and Trademark Office, or a mark or trade name
previously used in the United States by another and not abandoned, as to be likely, when used on
or in connection with the goods of the applicant, to cause confusion, or to cause mistake, or to
deceive ....” 15 U.S.C. § 1052(d). In determining whether there is a likelihood of confusion, any
reasonable doubt should be resolved in favor of the senior user. See In re Mighty Leaf Tea, 601
F.3d 1342,94 U.S.P.Q.2d 1257, 1259, 2010 WL 1441773 (Fed. Cir. 2010) (“for the newcomer has
the opportunity of avoiding confusion, and is charged with the obligation to do so0™); In re
Phytochrome Pharms., Inc., Serial No. 77709896, 2011 WL 1060722 (T.T.A.B. 2011) (non-
precedential). The Board may consider thirteen factors set forth in /n re E. I. DuPont de Nemours
& Co.,476 F.2d 1357, 177 U.S.P.Q. 563 (C.C.P.A. 1973). The DuPont factors are as follows: (1)
the similarity or dissimilarity of the marks in their entireties as to appearance, sound, connotation,
and commercial impression; (2) the similarity or dissimilarity and nature of the goods described
in an application or registration or in connection with which a prior mark is in use; (3) the similarity
or dissimilarity of established trade channels; (4) the conditions under which, and buyers to whom,

sales are made (i.e. “impulse” vs. careful, sophisticated purchasing); (5) the fame of the prior mark;
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(6) the number and nature of similar marks in use on similar goods; (7) the nature and extent of
any actual confusion; (8) the length of time during, and the conditions under which, there has been
concurrent use without evidence of actual confusion; (9) the variety of goods on which a mark is
or is not used; (10) the market interface between the applicant and the owner of a prior mark; (11)
the extent to which applicant has a right to exclude others from use of its mark on its goods; (12)
the extent of potential confusion; and (13) any other established fact probative of the effect of use.
Id. at 1361.

The Board need not consider each and every factor as certain factors are more probative
than others depending on the case. Han Beauty, Inc. v. Alberto-Culver Co., 236 F.3d 1333, 57
U.S.P.Q.2d 1557, 1559, 2001 WL 15634 (Fed. Cir. 2001). As discussed below, the factors weigh
heavily in favor of finding a likelihood of confusion.

A. Opposers’ ROYAL Marks and Elephant Desien Marks Are Strong

Opposers’ ROYAL Marks and Elephant Design Marks are entitled to a broad scope of
protection because they are famous or at least because they are commercially and conceptually
strong. Indeed, “[f]ame of the prior mark plays a dominant role in likelihood of confusion cases
featuring a famous mark.” Weider Publ’ns, LLC v. D & D Beauty Care Co., LLC, Opposition No.
91199352, 109 U.S.P.Q.2d 1347, 1353,2014 WL 343269 (T.T.A.B. 2014); see also Bose Corp. v.
OSC Audio Prods., Inc., 293 F.3d 1367, 63 U.S.P.Q.2d 1303, 1305, 2002 WL 1303290 (Fed. Cir.
2002) (“Fame of an opposer’s mark or marks, if it exists, plays a ‘dominant role in the process of
balancing the DuPont factors’ and ‘famous marks thus enjoy a wide latitude of legal protection’”
because “famous marks are more likely to be remembered and associated in the public mind than
a weaker mark, and are thus more attractive as targets for would-be copyists.”) (quoting Recot,
Inc. v. Becton, 54 U.S.P.Q.2d 1894, 1897, 2000 WL 725456 (Fed. Cir. 2000)); L ’Oreal S.A. and

L’Oreal USA, Inc. v. Marcon, Opposition No. 91184456, 102 U.S.P.Q.2d 1434, 1437, 2012 WL

-19-



1267956 (T.T.A.B. 2012) (“[E]xtreme deference [is] accorded to a famous mark in terms of the
wide latitude of legal protection it receives . . ..”).

Further, “[u]nlike dilution, fame for likelihood of confusion purposes does not require the
opposer to show fame among every segment of the U.S. population. Rather, fame for likelihood
of confusion purposes arises as long as a ‘significant portion of the relevant consuming public ...

299

recognizes the mark as a source indicator.”” Weider Publ’ns, LLC (quoting Palm Bay Imports Inc.
v. Veuve Clicquot Ponsardin Maison Fondee En 1772,396 F.3d 1369, 73 U.S.P.Q.2d 1689, 1692,
2005 WL 295745 (Fed. Cir. 2005). “As a mark’s fame increases, the [Lanham] Act’s tolerance for
similarities in competing marks falls.” Kenner Parker Toys Inc. v. Rose Art Indus., Inc., 963 F.2d
350,22 U.S.P.Q.2d 1453, 1456, 1992 WL 74842 (Fed. Cir. 1992). The fame of a mark “may affect
the likelihood purchasers will be confused inasmuch as less care may be taken in purchasing a
product under a famous name.” Specialty Brands, Inc. v. Coffee Bean Distribs., Inc., 748 F.2d 669,
223 U.S.P.Q. 1281, 1284 (Fed. Cir. 1984).

Fame of a mark can be measured by evidence such as the volume of sales, advertising, and
length of use. Giant Food, Inc. v. Nation’s Foodservice, Inc., 710 F.2d 1565, 218 U.S.P.Q. 390,
394 (Fed. Cir. 1983). Opposers have submitted voluminous evidence of the fame of their ROYAL
Marks. For example, Opposers have spent over $18.5 million marketing their ROYAL brand in
the last five years alone, which has resulted in widespread recognition of the ROYAL Marks.
(Agrawal Decl. 4 30.) Opposers have sold almost $1 billion worth of goods under their Royal
brand in just the last five years. (Id. 9 35.) Opposers’ U.S. sales of goods under their Royal brand
have steadily increased over the last several years. (/d.) Between 2017 and June 30, 2022, Opposers
sold approximately 506,891 metric tons of goods under their Royal brand name, which totaled
approximately $863,251,075 in U.S. sales. (/d.) Opposers and their predecessors-in-interest have

used the ROY AL Marks in the United States for more than thirty (30) years.
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Further, Opposers have had significant sales of their products offered under their 817
Elephant brand in connection with their Elephant Design Marks, making it a commercially strong
brand. (/d. § 36.) Similar to the sales of products offered under the Royal brand, sales of products
offered under the 817 Elephant brand have increased over the last several years. (/d.) Between
2017 and June 30, 2022, Opposers sold approximately 15,955 metric tons of goods under their 817
Elephant brand name, which totaled approximately $25,172,932 in U.S. sales. (/d.) Opposers and
their predecessors-in-interest have used the Elephant Design Marks in the United States for more
than a quarter century.

Additionally, Opposers have been involved in prominent endorsement deals where the
ROYAL Marks or Elephant Design Marks are prominently featured. (Agrawal Decl. 9 31-33.)
Images of famous actor Amitabh Bachchan and Chef Maneet Chauhan using products bearing the
ROYAL Marks and Elephant Design Marks have appeared extensively in print media, on
television, and on the Internet. (/d.) In addition, Opposers also host competitions and attend
conventions where they prominently display their ROY AL Marks. See supra Section II1.A.

This evidence of the volume of sales, advertising, and length of use strongly establishes
the fame of the ROY AL Marks and strength of the Elephant Design Marks. See, e.g., Bose Corp.,
63 U.S.P.Q.2d at 1306 (relying on cases that found a mark to be famous with as little as $12 million
in sales for single products and finding fame for a mark that spent $10 million in advertising over
ten years); see also Specialty Brands Inc. v. Coffee Bean Distribs., Inc., 748 F.2d 669 (Fed. Cir.
1984); see also Planters Nut & Chocolate Co. v. Crown Nut Co., 50 C.C.P.A. 1120, 305 F.2d 916,
134 U.S.P.Q. 504 (C.C.P.A. 1962).

In addition, the marks are inherently distinctive, and thus conceptually strong marks. See,
e.g., Palm Bay Imports, Inc. v. Veuve Clicquot Ponsardin Maison Fondee en 1772,396 F.3d 1369,

1372, 73 U.S.P.Q.2d 1689, 2005 WL 295745 (Fed. Cir. 2005) (holding that the mark was an

221 -



“arbitrary term as applied to [the goods listed in the registration] and thus conceptually strong as
a trademark™); see also Nautilus Grp., Inc. v. Icon Health and Fitness, Inc., 372 F.3d 1330, 1340,
71 U.S.P.Q.2d 1173, 2004 WL 1374155 (Fed. Cir. 2004) (defining an arbitrary mark as “a known
word used in an unexpected or uncommon way” and observing that such marks are typically
strong). The ROYAL Marks and Elephant Design Marks do not describe any characteristic,
feature, or quality of Opposers’ promotions, sponsorships, goods, or services — they are arbitrary
as they relate to rice and the other goods covered by Opposers’ asserted registrations. Thus, the
ROYAL Marks and Elephant Design Marks act as strong source identifiers.

Moreover, Opposers have been diligent in protecting their ROYAL® brand and its mark in
the marketplace. (Agrawal Decl. 4 26.) Opposers enforce and protect their trademark rights against
third parties infringing their trademarks by sending cease and desist letters, submitting notice and
takedowns, and opposing registration of conflicting trademarks. (/d.) Opposers’ trademarks are an
important asset, and Opposers have been vigilant in protecting them. (/d.)

In sum, Opposers’ marks are commercially and conceptually strong, and are entitled to
broad protection. See, e.g., In Re Shamrock Beverage Co., Serial No. 76652382, 2007 WL
2698289, at *2 (T.T.A.B. 2007) (non-precedential) (strong marks “are entitled to a broad scope of
protection.”). Accordingly, this factor weighs heavily in favor of Opposers.

B. Both Parties Sell Identical Goods

Opposers sell rice and other grain products. Applicant also sells rice. Thus, Applicant’s
Goods are largely identical. Even though Opposers have used their ROYAL Marks and Elephant
Design Marks many years before Applicant claims to have first used Applicant’s Mark, Applicant
sells and intends to continue to sell identical goods using Applicant’s Mark which incorporates

both the term ROYAL and an elephant design.

-22 .



Applicant’s Goods also include bakery desserts. Opposer’s goods are also closely related
to bakery desserts as, for example, other products sold under the Royal® brand include flour, which
is included in most bakery desserts. (/d. § 8.) Examples of Opposers’ products are shown in Exhibit
34 of Opposers’ Notice of Reliance.

As a result of Applicant’s use and application to register confusingly similar marks to
Opposers’ ROYAL Marks and Elephant Design Marks in connection with identical (rice) or
closely related (bakery desserts) goods, consumers are likely to be confused and believe that
Applicant’s Goods displaying Applicant’s Mark are sold or distributed by Opposers or otherwise
affiliated with Opposers. The mistaken belief that Applicant’s Goods are licensed or affiliated with
Opposers is exactly the type of mistake Section 2(d) of the Lanham Act seeks to prevent. See In
re Majestic Distilling Co., Inc. 315 F.3d 1311, 1316, 65 U.S.P.Q.2d 1201, 2003 WL 18479
(Fed.Cir. 2003). Accordingly, this factor weighs heavily in favor of Opposers.

C. Applicant’s Mark Is Highly Similar To Opposers’ ROYAL Marks and Elephant
Design Marks, Which Are Used On The Same And Similar Goods

When the senior user’s mark is strong, “the [Lanham] Act’s tolerance for similarities in
competing marks falls.” Kenner Parker Toys, 22 U.S.P.Q.2d at 1456; see also Century 21 Real
Estate Corp. v. Century Life of Am., 970 F.2d 874, 23 U.S.P.Q.2d 1698, 1701, 1992 WL 175864
(Fed. Cir. 1992) (the strength of opposer’s mark “increases the likelihood of confusion with
applicant’s mark™). Determining the similarity of the marks involves comparing them in their
entirety as to appearance, sound, connotation and commercial impression. Starbucks U.S. Brands,
LLC and Starbucks Corporation D.B.A. Starbucks Coffee Company v. Marshall S. Ruben,
Opposition No. 91156879, 78 U.S.P.Q.2d 1741, 1752, 2006 WL 402564 (T.T.A.B. 2006). There
is a strong similarity between Applicant’s Mark and Opposers’ Marks. Moreover, the fame and

strength of Opposers’ Marks means that even minimal similarity is likely to cause confusion.
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Applicant’s Mark is highly similar to Opposers ROYAL Marks and Elephant Design
Marks. The Board may give individual terms in a mark more or less weight depending on their
effect on the overall commercial impression of the mark. See, e.g., Kangol Ltd. v. Kangaroos
US.A., Inc., 974 F.2d 161, 163, 23 U.S.P.Q.2d 1945, 1992 WL 207848 (Fed. Cir. 1992). The
dominant portion of the marks is properly given more weight in determining whether the marks
are similar. Jansen Enters., Inc. v. Israel Rind and Stuart Stone, Cancellation No. 92042871, 85
U.S.P.Q.2d 1104, 1009, 2007 WL 809857 (T.T.A.B. 2007); Fossil, Inc. v. The Fossil Grp.,

Opposition No. 91098191, 49 U.S.P.Q.2d 1451, 1456, 1998 WL 962201 (T.T.A.B. 1998).

The word “ROYAL” is the dominant portion of Opposers’ ROY AL Marks, including, for

The word “ROYAL” is also a dominant portion and significant component of Applicant’s
Mark. Applicant’s use of its mark in the marketplace underscores that the word “ROYAL” is a
dominant portion of Applicant’s Mark. While there is no rule that likelihood of confusion
automatically occurs where one mark encompasses another, Applicant’s incorporation of
Opposers’ entire word mark increases the similarity between the two marks. See, e.g., Coca-Cola
Bottling Co. of Memphis, Tennessee, Inc. v. Joseph E. Seagram & Sons, Inc., 188 U.S.P.Q. 105
(C.C.P.A. 1975) (applicant’s mark BENGAL LANCER for club soda, quinine water and ginger

ale likely to cause confusion with BENGAL for gin); In re Integrated Embedded, Serial No.
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86140341, 120 U.S.P.Q.2d 1504, 1513, 2016 WL 7368696 (T.T.A.B. 2016) (applicant’s BARR
GROUP for information technology services likely to cause confusion with registered mark BARR
for engineering and technical services); In re United States Shoe Corp., Serial Nos. 73446404 and
73444699, 229 U.S.P.Q. 707, 709, 1985 WL 72046 (T.T.A.B. 1985) (CAREER IMAGE for
women’s clothing stores and women’s clothing likely to cause confusion with CREST CAREER
IMAGES for uniforms including items of women’s clothing).

Moreover, the word portion of a design mark is generally accorded more weight in
determining likelihood of confusion. See, e.g., In re HJ.M. De Vries, Serial No. 74656074, 1999
WL 181150, at *1 (T.T.A.B. 1999) (non-precedential) (“[I]t is not improper to give more weight
to the word portion of the registered mark and less weight to the design portion.”); In re Fine
Estates from Spain, Inc., Serial No. 77226718, 2008 WL 4572602, at *4 (T.T.A.B. 2008) (non-
precedential) (“Words are generally more important because they are used in requesting or locating
the goods.”); In re Ride King Corp., Serial No. 75137368, 1999 WL 556457, at *1 (T.T.A.B. 1999)
(non-precedential) (“If the word portion of a mark rather than the design feature is more likely to
be remembered and relied upon by purchasers in referring to the goods, it is the word portion which
will be accorded more weight.”); In re Creative Wraps, Inc., Serial No. 75696887, 2001 WL
726343, at *2 (T.T.A.B. 2001) (non-precedential); /n re The Rene Dubos Center for Human
Environments, Inc., Serial No. 75105387, 2000 WL 1195449, at *3 (T.T.A.B. 2000) (non-
precedential).

Here, ROYAL is the dominant portion of Applicant’s word mark, ROYAL MAHOUT.
“Mahout,” on the other hand, merely refers to elephants, as the word means a person who rides or
take care of elephants. The first and dominant term in Applicant’s mark, ROYAL, is identical in
sight and sound to Opposers’ ROYAL mark, and it forms the first and most prominent part of

Applicant’s mark—the part consumers are most likely to look for and ask for when shopping for
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apparel. See Palm Bay Imps. v. Veuve Clicquot Ponsardin Maison Fondee En 1772,73 U.S.P.Q.2d
at 1692 (“Veuve” is the most prominent part of the mark VEUVE CLICQUOT because “veuve”
is the first word in the mark and the first word to appear on the label); Century 21 Real Estate
Corp. v. Century Life of America, 23 U.S.P.Q.2d 1698, 1700 (Fed. Cir. 1992) (upon encountering
the marks, consumers will first notice the identical lead word); Presto Prods. Inc. v. Nice-Pak
Prods., Inc., Opposition No. 91074797, 9 U.S.P.Q.2d 1895, 1897, 1988 WL 252340 (T.T.A.B.
1988) (“it is often the first part of a mark which is most likely to be impressed upon the mind of a
purchaser and remembered”).

Additionally, the design element of Applicant’s Mark—the elephant—is also a dominant

feature of Opposers’ family of Elephant Design Marks, including, for example, the

marks. The
elephant design is highly similar in sight to Opposers’ Elephant Design Marks and is, thus, likely
to cause confusion.

The overall commercial impression of Opposers’ ROYAL Marks and Elephant Design
Marks and Applicant’s Mark is highly similar. Both Applicant and Opposers use similar styles for
their designs and use the word ROYAL in their word marks. Consumers seeing Applicant’s Mark
on rice and other food products will believe this is another one of Opposers’ products. This is
especially likely as Opposers’ Elephant Design Marks use slightly varying iterations of their
marks. For example, while the elephant design is a consistent feature of all of Opposers’ Elephant

Design Marks, there are variations in the details of the designs in Elephant Design Marks.
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Accordingly, in view of the foregoing, the similarity between Opposers’ marks and
Applicant’s Mark heavily weighs in favor of a likelihood of confusion.

D. The Parties’ Goods Travel Through The Same Channels Of Trade And Target The
Same Consumers

Neither Applicant’s Application nor Opposers’ asserted registrations include any
limitations regarding channels of trade. “[A]bsent restrictions in the application and registration,
goods and services are presumed to travel in the same channels of trade to the same class of
purchasers.” Hewlett-Packard Co. v. Packard Press Inc., 281 F.3d 1261, 62 U.S.P.Q.2d 1001,
1005, 2002 WL 323360 (Fed. Cir. 2002). Thus, it should be presumed that the channels of trade
for Opposers’ Goods and Applicants’ Goods are the same and that they are offered to the same
class of consumers.

Further, the record shows Applicant’s and Opposers’ goods do, in fact, travel in the same
channels of trade. For example, both Applicant’s and Opposers’ goods are promoted or sold on
the Internet. (Opp.’s NOR, Ex. 13 at Response to Interrogatory No. 29.) Applicant also admits that
it may in the future promote its products on social media platforms and through trade publications.
(Id.) Similarly, Opposers’ goods are sold in a variety of channels, such as grocery stores, big-box
retailers, and e-commerce. (Agrawal Decl. 9 34.) Thousands of grocery stores in the United States,
such as Albertson’s, Harris Teeter, Hy-Vee, Whole Foods, ACME Market, Shaws, and Kroger, as
well as mass merchandise stores such as Costco, Sam’s Club, Target, BJs and Wal-Mart, all carry
products bearing the ROYAL Marks. (/d.) Additionally, Opposers’ products are sold in specialty
grocery stores such as Arash market, Azadi supermarket, and Mother Indian Foods. (/d.)

In addition to having the same channels of trade, Applicant and Opposers target the same
consumers. Both Opposers and Applicant market their products online, and Opposer’s and

Applicants’ products may both be purchased online or in stores by the general public. (Opp.’s
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NOR, Ex. 13 at Response to Interrogatory Nos. 14, 29.) Further, both Opposers and Applicant
market their products towards consumers interested in experiencing Indian cuisine. (Opp.’s NOR,
Ex. 13 at Response to Interrogatory No. 28.) Therefore, it is clear that the target customers for both
parties are identical, or at the very least heavily overlap. This is not surprising as both entities sell
the exact same product: rice.

In sum, the parties’ goods travel through the same channels of trade and have an overlap
of target consumers. Thus, this factor weighs in favor of a likelihood of confusion.

E. Consumers Are Not Likely To Exercise A High Degree Of Care

Consumers of relatively inexpensive goods are not likely to exercise a high degree of care
in making purchasing decisions. Recot, Inc. v. M.C. Becton, 214 F.3d 1322, 1329, 54 U.S.P.Q.2d
1894, 2000 WL 725456 (Fed. Cir. 2000) (“When products are relatively low-priced and subject to
impulse buying, the risk of likelihood of confusion is increased because purchasers of such
products are held to a lesser standard of purchasing care.”); Fortune Dynamic, Inc. v. Victoria’s
Secret Stores Brand Mgmt., Inc., 618 F.3d 1025, 1038, 96 U.S.P.Q.2d 1585, 2010 WL 3258703
(9th Cir. 2010) (consumers of young women’s apparel and shoes are not necessarily such
“sophisticated” buyers that confusion is unlikely). The Parties’ goods are inexpensive. Opposers’
average wholesale and retail price for each of Opposers’ Goods bearing the ROYAL Mark and/or
Elephant Design Marks is as low as $2.50. (Agrawal Decl. § 34, Ex. 17.) This factor weighs
strongly in favor of Opposers, as uncooked rice is an inexpensive good.

Further, Courts have found that confusion is also more likely when the products at issue
are sold in “busy grocery stores to hurried shoppers.” Ambrit, Inc. v. Kraft, Inc., 812 F.2d 1531, 1
U.S.P.Q.2d 1161 (11th Cir. 1986). Supermarket shoppers tend to select items “quickly and without
careful examination.” Henri’s Food Prods. Co. v. Kraft, Inc., 717 F.2d 352, 355,220 U.S.P.Q. 386

(7th Cir. 1983); Ruiz Food Products, Inc. v. Camino Real Foods, Inc., Case No. 1:09-CV-1732
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AWI SMS, 2009 WL 3642777, at *4 (E.D. Cal. Oct. 30, 2009) (“the court assumes as a default a
supermarket shopper who makes purchasing decisions quickly but is nevertheless familiar with
his/her brand and seeks it out”); Anheauser-Busch, LLC v. Innvopak Systems Pty Ltd., Opposition
No. 91194148, 115 U.S.P.Q.2d 1816, 2015 WL 5316485 (T.T.A.B. 2015) (citing Recot Inc. v.
Becton, 214 F.3d 1322, 54 U.S.P.Q.2d 1894, 1899 (Fed. Cir. 2000)).

Moreover, even careful purchasers who are knowledgeable as to the goods are not
necessarily knowledgeable in the field of trademarks or immune to source confusion arising from
the use of confusingly similar marks. /n re Bluglass Designs LLC, Serial No. 86199370, 2015 WL
8966266, at *4 (T.T.A.B. 2015) (non-precedential) (“even careful purchasers are not immune from
source confusion.”); see also In re Research & Trading Corp., 793 F.2d 1276, 1279, 230 U.S.P.Q.
49 (Fed. Cir. 1986) (“That the relevant class of buyers may exercise care does not necessarily
impose on that class the responsibility of distinguishing between similar trademarks for similar
goods.”). Thus, even if Applicant were to present evidence of sophisticated consumers, which it
has not, confusion is likely between the parties’ marks.

F. Actual Confusion

Evidence of actual confusion is not necessary to establish that a likelihood of confusion
exists. Herbko Intern., Inc. v. Kappa Books, Inc. 307 F.3d 1156,, 64 U.S.P.Q.2d 1375, 1380, 2002
WL 2003133 (Fed.Cir. 2002) (“a showing of actual confusion is not necessary to establish a

likelihood of confusion.”). Accordingly, this factor is neutral.
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VII. CONCLUSION

For the foregoing reasons, Opposers respectfully request that the Board sustain this
proceeding and refuse registration of Applicant’s Mark to prevent likely consumer confusion with

Opposers’ marks.

Respectfully submitted,
KNOBBE, MARTENS, OLSON & BEAR, LLP

Dated: January 10, 2023 By: _ /Hans L. Mayer/
Steven J. Nataupsky
Hans L. Mayer
2040 Main Street, Fourteenth Floor
Irvine, CA 92614
(949) 760-0404
efiling@knobbe.com

Aryeh Feinstein

1717 Pennsylvania Avenue N.W., Suite 900
Washington, D.C. 20006

(202) 640-6400

efiling@knobbe.com
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