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LT Overseas North America, Inc. and LT
Foods International Limited

v.

Atalanta Corporation

Geoffrey M. McNutt, Interlocutory Attorney:

On March 18, 2021, Atalanta Corporation Veruba, LLC (“Applicant”) filed a
motion for summary judgment on LT Overseas North America, Inc. and LT Foods
International Limited’s (“Opposers”)! claim of likelihood of confusion under
Trademark Act Section 2(d), 15 U.S.C. § 1052(d). In lieu of responding to the merits
of Applicant’s motion for summary judgment, Opposers filed a motion for discovery
pursuant to Fed. R. Civ. P. 56(d).

1. Background
Applicant seeks registration of the mark ROYAL MAHOUT and design, in the

form shown below, for “Rice, Bakery desserts” in International Class 30.2

1 Where necessary, the Board refers to each Opposer individually as “LT Overseas” and “LT
Foods,” respectively.

2 Application Serial No. 87462010, filed on May 24, 2017, based on Applicant’s alleged bona
fide intent to use the mark in commerce under Trademark Act Section 1(b), 15 U.S.C.
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Royal Mahout

LT Overseas and LT Foods have opposed registration of Applicant’s mark on the
ground of likelihood of confusion under Trademark Act Section 2(d).? LT Overseas
and LT Foods allege that they are related companies.* LT Overseas alleges prior use
and registration of marks consisting of or containing the word “ROYAL” for rice,
grains, teas and other food and beverage items.5 LT Foods alleges prior use and
registration of marks consisting of or containing the design of an elephant, in the

form shown below, with one variation (Reg. No. 1308227), for rice.b

§ 1051(b). Color is not claimed as a feature of the mark. The mark consists of an image of a

man holding a stick sitting on a rug on top of an elephant over the stylized words “Royal
Mahout.”

3 Notice of Opposition 9 1-23 (1 TTABVUE 10-18).

41d. 93 (1 TTABVUE 11). If, at trial, Opposers intend to argue that their respective ROYAL
marks and Elephant design marks identify a single source, and not two separate sources,
then they will be required to show that there is unity of control over their pleaded marks
such that the marks are indicative of a single source. Cf. Wise F&I, LLC v. Allstate Ins. Co.,
120 USPQ2d 1103, 1109 (TTAB 2016) (in the context of the “family of marks” inquiry, the
concept of common origin (“source”) may encompass more than one entity and related entities
can rely on a family of marks as a basis for a Section 2(d) claim, notwithstanding the fact
that the pleaded marks are not all owned by a single entity, if the entities are related, there
is unity of control over the pleaded marks such that they are indicative of a single source,
and all of the other elements for pleading a family of marks are satisfied).

51d. 99 1, 4-10 (1 TTABVUE 11-14). LT Overseas alleges ownership of Registration Nos.
3990952, 4203136, 5192223, 1683914, 1982351, 2066393, and 5428599. Id. 9 4-10.

61d. 99 3, 11-14 (1 TTABVUE 11, 14-16). LT Foods alleges ownership of Registration Nos.
1308227, 1997257, 1997256, and 2003335. Id. 9 11-14.
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Applicant, in its answer, admitted certain allegations, denied the allegations of

likelihood of confusion,” and asserted certain affirmative defenses.
2. Applicant’s Motion for Summary Judgment

In its motion for summary judgment, Applicant argues, inter alia, that it owned
prior Registration No 2338728 (now expired) for the mark ROYAL MAHOUT and
designfor “rice,” and that from 2000 to 2010, when the registrationexpired, this prior
registration coexisted on the register with many of Opposers’ registrations.®
Applicant’s argument essentially raises a type of laches defense based on Opposers’
failure to object to an earlier expired registration of substantially the same mark for
substantially the same goods. See Aquion Partners L.P. v. Envirogard Ltd., 43
USPQ2d 1371, 1373 (TTAB 1991).

The Aquion prior registration defense must be affirmatively pleaded. See Omega
SA (Omega AG) (Omega Ltd.) v. Alpha Phi Omega, 118 USPQ2d 1289, 1291 n.2, 1292
(TTAB 2016) (applicant may not obtain summary judgment on unpleaded “Morehouse
defense”); Blansett Pharmacal Co. v. Carmrick Labs. Inc., 25 USPQ2d 1473, 1477
(TTAB 1992) (may not assert unpleaded “Morehouse defense”).® Applicant, in its

answer to the notice of opposition, did not plead the prior registration defense, or

" Answer 9 22-23 (4 TTABVUE 7).
826 TTABVUE 18 n.3.

9The “Morehouse defense” is a form of a prior registration defense that is similar to the prior
registration defense under Aquion, except that under Morehouse the prior registration relied
on by the defendant remains valid and subsisting. See Morehouse Mfg. Corp. v. J. Strickland
and Co., 407 F.2d 881, 160 USPQ 715, 717 (CCPA 1969).
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otherwise allege any facts regarding prior use and registrationofits mark that would
put Opposers on notice of such a defense.

It 1s will settled that a party may not obtain summary judgment on an issue that
has not been pleaded. See Fed. R. Civ. P. 56(a); Spanishtown Enters., Inc. v.
Transcend Res., Inc., 2020 USPQ2d 11388, at *4 (TTAB 2020); Am. Express Mktg. &
Dev. Corp. v. Gilad Dev. Corp., 94 USPQ2d 1294, 1297 (TTAB 2010).

Accordingly, and because judicial economy is not served by piecemeal
consideration of the issues raised by Applicant in its motion for summary judgment,
the motion will receive no further consideration.

Applicant is allowed TWENTY DAYS from the mailing date of this order to file
and serve an amended answer in which it may attempt to affirmatively plead a prior
registration defense. If Applicant files an amended pleading in accordance with this
order, then it also must amend its initial disclosures and discovery responses to the
extent necessary. See Fed. R. Civ. P. 26(a)(e) (Supplementing Disclosures and
Responses).

In view of this order, Opposers’ motion for Rule 56(d) discovery is denied without
prejudice a moot.

3. Schedule

Dates are reset as shown in the schedule below.

Expert Disclosures Due 9/29/2021
Discovery Closes 10/29/2021
Plaintiff’s Pretrial Disclosures Due 12/13/2021
Plaintiff’'s 30-day Trial Period Ends 1/27/2022
Defendant’s Pretrial Disclosures Due 2/11/2022
Defendant’s 30-day Trial Period Ends 3/28/2022
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Plaintiff’'s Rebuttal Disclosures Due 4/12/2022
Plaintiff’'s 15-day Rebuttal Period Ends 5/12/2022
Plaintiff’'s Opening Brief Due 7/11/2022
Defendant’s Brief Due 8/10/2022
Plaintiff’'s Reply Brief Due 8/25/2022
Request for Oral Hearing (optional) Due 9/4/2022

The Federal Rules of Evidence generally apply to Board trials. Trial testimony is
taken and introduced out of the presence of the Board during the assigned testimony
periods. The parties may stipulate to a wide variety of matters, and many
requirements relevant to the trial phase of Board proceedings are set forth in
Trademark Rules 2.121 through 2.125. These include pretrial disclosures, the
manner and timing of taking testimony, matters in evidence, and the procedures for
submitting and serving testimony and other evidence, including affidavits,
declarations, deposition transcripts and stipulated evidence. Trial briefs shall be
submitted in accordance with Trademark Rules 2.128(a) and (b). Oral argument at
final hearing will be scheduled only upon the timely submission of a separate notice

as allowed by Trademark Rule 2.129(a).



