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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition
Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name Workiva Inc.

Granted to Date 01/23/2019
of previous ex-
tension

Address 2900 University Blvd.
Ames, IA 50010
UNITED STATES

Attorney informa- | Mita K. Lakhia, Esq.

tion Drinker Biddle & Reath LLP

191 North Wacker DriveSuite 3700
Chicago, IL 60606

UNITED STATES
ipdocketchicago@dbr.com
312-569-1462

Applicant Information

Application No 87886823 Publication date 09/25/2018
Opposition Filing | 01/17/2019 Opposition Peri- 01/23/2019
Date od Ends

Applicant Terlizzi, Miguel Alfredo

Libertad St. & San Martin Ave.
Lot 161, Islas, Escobar
Buenos Aires

ARGENTINA

Goods/Services Affected by Opposition

Class 035. First Use: 0 First Use In Commerce: 0

All goods and services in the class are opposed, namely: Business organization consultancy; Out-
source service providerA in the field of business management; Outsourcing services; Web site traffic
optimization

Grounds for Opposition

| Priority and likelihood of confusion | Trademark Act Section 2(d)

Marks Cited by Opposer as Basis for Opposition

U.S. Registration | 4809769 Application Date 06/13/2014
No.

Registration Date | 09/08/2015 Foreign Priority NONE



http://estta.uspto.gov

Date |

Word Mark

WORKIVA

Design Mark

workiva

Description of
Mark

The mark consists of the stylized term "WORKIVA".

Goods/Services

Class 042. First use: First Use: 2014/07/01 First Use In Commerce: 2014/07/01

Providing temporary use of online non-downloadable software for use in prepar-
ing financial and managerial reports

U.S. Registration | 4809768 Application Date 06/13/2014

No.

Registration Date | 09/08/2015 Foreign Priority NONE
Date

Word Mark WORKIVA

Design Mark

Description of NONE

Mark

Goods/Services

Class 042. First use: First Use: 2014/07/01 First Use In Commerce: 2014/07/01

Providing temporary use of online non-downloadable software for use in prepar-
ing financial and managerial reports

Attachments 86309150#TMSN.png( bytes )
86309129#TMSN.png( bytes )
Notice of Opposition WORKIA 87886823.pdf(1255788 bytes )
Signature /Mita K. Lakhia/
Name Mita K. Lakhia, Esq.
Date 01/17/2019




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In re Application Ser. No. 87/886,823
Mark: WORKIA
Published: September 25, 2018

Workiva Inc.,

Opposer,
v. : Opposition No.
Miguel Alfredo Terlizzi
Applicant.
NOTICE OF OPPOSITION

Opposer, Workiva Inc. (“Opposer”), a company existing under the laws of Delaware and
doing business at 2900 University Blvd., Ames, Jowa 50010, believes it is or will be damaged by
the registration of Application Serial No. 87/886,823 for the trademark WORKIA for “Business
organization consultancy; Outsource service provider in the field of business management;
Outsourcing services; Web site traffic optimization,” and hereby opposes registration of the mark

to Miguel Alfredo Terlizzi (“Applicant”) an individual residing in Argentina.

As grounds for the opposition, Opposer alleges that:

1. Opposer is the owner of the following marks:
. Wworkiva —Us. Reg. No. 4809769, for “Providing temporary use of online non-
downloadable software for use in preparing financial and managerial reports,” in

Class 42 with a first use date of July 1, 2014.



e WORKIVA - U.S. Reg. No. 4809768 for “Providing temporary use of online
non-downloadable software for use in preparing financial and managerial reports,”
in Class 42 with a first use date of July 1, 2014.
Copies of the registrations are attached hereto as Exhibit A (collectively, “Opposer’s Marks”).

2. Applicant seeks to register the trademark WORKIA for use in connection with
“Business organization consultancy; Outsource service providerin the field of business
management; Outsourcing services; Web site traffic optimization,” as evidence by publication of
the mark in the electronic Official Gazette, dated September 25, 2018 (“Applicant’s Mark™).

3. Since as ecarly as 2014, Opposer has adopted, continuously used, and is currently
using Opposer’s Marks.

4. In addition to the valuable registrations, Opposer has extensive common law rights
in the WORKIVA mark. As part of Opposer’s longstanding use of Opposer’s Marks, for example,
Opposer has prominently displayed Opposer’s Marks on advertisements and its website targeting
professionals seeking these specialized services. See Exhibit B for representative samples of
Opposer’s use.

S. Based on the widespread, continuous and longtime use of WORKIVA by Opposer
consumers have come to associate the WORKIVA mark with Opposer.

6. Opposer has spent considerable amounts of money to advertise, use, promote, and
develop awareness for Opposer’s Marks. As a result of such expenditures and efforts, Opposer has
developed a valuable reputation and enormous goodwill in Opposer’s Marks.

7. If the WORKIA mark was used as a trademark by a third party in connection with
Applicant’s services, a connection with Opposer and Opposer’s Marks would be presumed by

prospective and actual purchasers.



8. Opposer first used and registered Opposer’s Marks prior to Applicant’s application

filing date of April 20, 2018.
9 Rased on information and belief, Applicant cannot establish use of the mark
covered by Ser. No. 87/886,823 prior to Opposer’s first use of Opposer’s Marks.

10.  Applicant’'s WORKIA mark is nearly identical in appearance, sound, and
commercial impression as Opposer’s Marks — WORKIVA.

11.  The services used in connection with Opposer’s Marks and the services covered by
Applicant’s application Ser. No. 87/886,823 are identical, related, or very similar.

12.  The services used in connection with Opposer’s Marks and the services covered by
Applicant’s application Ser. No. 87/ 886,823 may be sold and/or rendered through the same
channels of trade and to the same class of purchasers.

13.  The proposed use and registration by Applicant of WORKIA for the services
identified in application Ser. No. 87/886,823 is likely to cause confusion, mistake or deception by
having the public erroneously assume or believe that those services emanate from Opposer, or are
in some other way associated or connected with Opposer because of Opposer’s prior use and
registration of Opposer’s Marks, all to Opposer's irreparable damage.

14.  Opposer believes and asserts that it will be damaged by the registration of

application Ser. No. 87/886,823 because this would falsely suggest a connection between Applicant

and Opposer.

For the reasons set forth in §q1-14, Opposers believe, and believing assert, that they will be
damaged by the registration of the mark in application Serial No. 87/886,823 — WORKIA.
Accordingly, Opposer prays that this Opposition be sustained, and that Applicant be refused

registration of WORKIA sought to be registered in application Ser. No. 87/886,823.



The $400.00 filing fee is submitted herewith electronically.

Please direct all correspondence in this matter to the undersigned.

Respectfully submitted,

Workiva Inc.

Mesa~ 11314

Darren S. Cahr

Mita K. Lakhia

Drinker Biddle & Reath LLP

191 North Wacker Drive, Suite 3700
Chicago, Illinois 60606

Tel.: (312) 569-1459

Fax: (312) 569-3459

Counsel for Opposer




CERTIFICATE OF SERVICE
The undersigned hereby certifies that the preceding Notice of Opposition has been served
by electronic mail and Federal Express to the attorney of record for the application at the
attorney’s correspondence address of records in the United States Patent and Trademark Office,

below.

John C. Holman

Jacobson Holman PLLC

400 7TH ST., NW

Washington, DC 20004

trademark@jhip.com, rpierce@jhip.com, jholman@jhip.com

hAEP—




EXHIBIT A



“mﬁj States of ann

Tnited States Patent and Trademark Office [‘?

Reg. No. 4,809,769
Registered Sep. 8, 2015
Int. Cl.: 42

SERVICE MARK
PRINCIPAL REGISTER

Sticsete Ko Lo

Director of the United States
Patent and Trademark Office

workiva

WORKIVA INC. (DELAWARE CORPORATION)
2900 UNIVERSITY BLVD.
AMES, IA 50010

FOR: PROVIDING TEMPORARY USE OF ONLINE NON-DOWNLOADABLE SOFTWARE
FOR USE IN PREPARING FINANCIAL AND MANAGERIAL REPORTS, IN CLASS 42 (US.
CLS. I00AND 101).

FIRST USE 7-1-2014; IN COMMERCE 7-1-2014.

THE MARK CONSISTS OF THE STYLIZED TERM "WORKIVA™.

SN 86-309,150, FILED 6-13-2014.

MICHAEL WIENER, EXAMINING ATTORNEY



qited States of glmm

Wnited States Patent and Trabemark Office [(?

WORKIVA

Reg. No. 4,809,768
Registered Sep. 8, 2015

Int. Cl.: 42

SERVICE MARK
PRINCIPAL REGISTER

Director of the United States
Patent and Trademark Office

WORKIVA INC. (DELAWARE CORPORATION)
2900 UNIVERSITY BLVD.
AMES, 1A 50010

FOR: PROVIDING TEMPORARY USE OF ONLINE NON-DOWNLOADABLE SOFTWARE
FOR USE IN PREPARING FINANCIAL AND MANAGERIAL REPORTS, IN CLASS 42 (U.S.
CLS. 100 AND 101).

FIRST USE 7-1-2014; IN COMMERCE 7-1-2014.

TIE MARK CONSISTS OF STANDARD CHARACTERS WITHOUT CLAIM TO ANY PAR-
TICULAR FONT, STYLE, SIZE, OR COLOR.

SN 86-309,129, FILED 6-13-2014.

MICHAEL WIENER, EXAMINING ATTORNEY



EXHIBIT B
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