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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD
In the matter of
Trademark Application Serial No. 87/851,845
Published: September 11, 2018
Mark: OHIO811.ORG (w/ Design)
COMMON GROUND ALLIANCE,

)
)
)
)
)
)
)
)
)
)

Opposer,
vs.
OHIO UTILITIES PROTECTION SERVICE,
Applicant.

OPPOSITION NO. 91245730
Serial No. 87/851,845

APPLICANT OHIO UTILITIES PROTECTION SERVICE’S ANSWER
Applicant Ohio Utilities Protection Service (“Applicant”) hereby answers the Opposition
filed by Common Ground Alliance (“Opposer”) in the above-captioned matter. Accordingly,
Applicant denies that there are any grounds and that Opposer owns any mark(s) to sustain the
opposition. Further, in response to the unnumbered introductory paragraph, Applicant denies that
Opposer will be damaged by the registration of Application Serial No. 87/851,845.
1.

In response to paragraph 1, Applicant responds that it lacks knowledge or

information sufficient to form a belief as to the truth of the allegations in paragraph 1, and therefore
denies each and every allegation therein.
2.

In response to paragraph 2, Applicant responds that it lacks knowledge or

information sufficient to form a belief as to the truth of the allegations in paragraph 2, and therefore
denies each and every allegation therein.
3.

In response to paragraph 3, Applicant responds that it lacks knowledge or

information sufficient to form a belief as to the truth of the allegations in paragraph 3, and therefore
denies each and every allegation therein.
4.

In response to paragraph 4, Applicant admits Exhibit “A” to the Opposition

purports to be copies of Registration Nos. 5,368,195, 5,368,196, 3,396,196, and 3,399,889.
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Applicant responds that it lacks knowledge or information sufficient to form a belief as to the truth
of the remaining allegations in paragraph 4, and therefore denies the same.
5.

In response to paragraph 5, Applicant denies each and every allegation therein.

6.

In response to paragraph 6, Applicant admits the allegations therein.

7.

In response to paragraph 7, Applicant admits that it filed Application Serial No.

87/851,845 on March 27, 2018, claiming use of the mark anywhere and in commence at least as
early as April 3, 2018. Except as expressly admitted, Applicant denies the remaining allegations
in paragraph 7.
8.

In response to paragraph 8, Applicant responds that it is the sole one-call service

center for the State of Ohio, in existence since 1972 and incorporated in 1978, to provide
notifications to underground utility owners and operators before excavation to identify the
locations of underground utilities throughout the State of Ohio. Accordingly, Applicant provides
one-call services to the public through both telephone (dialing code “811”) and online (logging
onto “OHIO811.org”). Except as expressly admitted, Applicant denies the remaining allegations
in paragraph 8.
9.

In response to paragraph 9, Applicant denies each and every allegation therein.

10.

In response to paragraph 10, Applicant responds that it is the owner of other

“BEFORE YOU DIG” marks and U.S. Registrations, including those shown below, attached
hereto as Exhibit “A” and incorporated herein:

Trademarks

Reg. Numbers

Reg. Dates

1,802,398

November 2, 1993

3,780,435

April 27, 2010

3,380,642

February 12, 2008
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Further yet, Applicant has extensively and continuously used the trademark

since at

least as early as 2011 on its advertising, including on its internet website, print materials, and
vehicles. (See, Exhibit “B”). Except as expressly admitted, Applicant denies the remaining
allegations in paragraph 10.
11.

In response to paragraph 11, Applicant responds that the allegation made therein is

a question of law, not fact, and an answer is not required. To the extent that there is a factual
allegation, Applicant responds that consent from Opposer is not needed to use or register the mark
identified in Application Serial No 87/851,845. Except as expressly admitted, Applicant denies
the remaining allegations in paragraph 11, if any.
12.

In response to paragraph 12, Applicant denies each and every allegation therein.

13.

In response to paragraph 13, Applicant denies each and every allegation therein.

14.

In response to paragraph 14, Applicant denies each and every allegation therein.

15.

In response to paragraph 15, Applicant denies each and every allegation therein.
GENERAL DENIAL

16.

In response to Opposer’s WHEREFORE and prayer for relief paragraph, Applicant

denies that there is a basis to sustain the opposition and states that Application Serial No.
87/851,845 should be allowed to register.
17.

To the extent that an allegation is not sufficiently addressed, it is hereby denied.
AFFIRMATIVE DEFENSES

By way of further answer, Applicant alleges and asserts the following defenses in response
to the allegations contained in the Notice of Opposition. In this regard, Applicant undertakes the
burden of proof only as to those defenses that are deemed affirmative defenses by law, regardless
of how such defenses are identified in the instant Answer. Applicant reserves the right to assert
other affirmative defenses as this opposition proceeds based on further discovery, legal research,
or analysis that may supply additional facts or lend new meaning or clarification to Opposer’s
claims that are not apparent on the face of the Notice of Opposition.

3

FIRST AFFIRMATIVE DEFENSE
NO INJURY OR DAMAGE TO OPPOSER
18.

Applicant is the sole provider of utility protection services in the State of Ohio

(“one-call center”).
19.

One-call centers are individually governed by state law, rules, and regulations.

20.

Applicant and its predecessor in interest have provided one-call services since at

least as early as 1972.
21.

Applicant’s one-call services are provided through both telephone (e.g., “811” and

mobile app) and online (e.g., www.Ohio811.org).
22.
operates

The Ohio Revised Code Section 3781.26(A) states that “[e]ach utility that owns or
underground

utility

facilities

shall

participate

in

and

register

the

location of its underground utility facilities with a protection service that serves the area where the
facilities are located”. Accordingly, Applicant is a membership-driven, non-profit corporation,
and entities that own or operate underground utility facilities in the State of Ohio are required to
be members of Applicant.
23.

In accordance with an Order made June 13, 2007, by the Public Utilities

Commission of Ohio (“PUCO”), all “811” calls made in the State of Ohio are directed
automatically to Applicant. (See, PUCO Order, Exhibit “C”).
24.

Applicant is the sole provider of “811” one-call services in Ohio.

25.

Applicant has sophisticated computer and telephone systems, networks, and

databases for identifying and locating underground utilities anywhere across the State of Ohio. In
addition, Applicant is the back-up one-call service for other state one-call centers.
26.

Opposer, on the other hand, is not a one-call center. Nor does Opposer provide one-

call services anywhere in the United States.
27.

Opposer is a fee-based membership association of individuals, organizations, one-

call service centers, and sponsors. Its members are individual and corporate excavators and owners
of commercial underground utilities. Moreover, Opposer’s members are sophisticated in the field.
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28.

Opposer’s claims are barred, in whole or in part, because Opposer has not and will

not suffer any injury or damage from the registration of Applicant’s U.S. Application Serial No.
87/851,845 for one-call center services, namely: a) providing information service to contractors
and workmen concerning the existence and location of underground service installations in areas
of planned excavation, or b) providing online information service to contractors and workmen
concerning the existence and location of underground service installations in areas of planned
excavation.
SECOND AFFIRMATIVE DEFENSE
LACK OF LIKELHOOD OF CONFUSION
29.

Applicant’s mark shown below differs in terms of sight, sound, and meaning from

Opposer’s claimed mark(s), and Applicant’s mark has a distinct commercial impression from
Opposer’s claimed mark(s).
30.

Applicant’s mark shown below includes and disclaims “BEFORE YOU DIG”, as

Applicant has in other marks and registrations for over 40 years.

31.

Applicant’s mark includes

in non-distinctive block lettering which

Applicant has used since at least as early as 2006, as shown below:

32.

Like “911”, the call code “811” is a generic telephone code. As required by law,

users and potential users are informed that “811” is directed to Applicant’s call-one centers.
33.

In addition, Applicant has no knowledge of any actual confusion between

Opposer’s “811” marks and Applicant’s “811” block lettering shown below and used by Applicant
since at least as early as 2011 (see also, Exhibit “B”):

5

34.

Applicant’s mark includes a distinct shovel having wave lines (shown below) which

has been used by Applicant for over 11 years as seen in its’ Trademark Registration No. 3,380,642:

35.

Registration of Applicant’s mark will not create a likelihood of confusion among

users of Applicant’s one-call services versus Opposer’s mark used for educational services.
THIRD AFFIRMATIVE DEFENSE
WAIVER, ACQUIESCENCE, LACHES AND EQUITABLE ESTOPPEL
36.

In the matter of “The Use of N11 Codes and Other Abbreviated Dialing

Arrangements,” the FCC ordered on March 14, 2005, the use of the dialing code “811” as the
national abbreviated telephone number for providing advanced notice of excavation activities to
underground facility owners and operators for the safety of persons and property.
37.

Opposer never objected to the FCC’s order.

38.

In addition, Opposer was aware of and never objected to the PUCO’s Order of June

13, 2007 granting Applicant’s as “the sole Ohio one-call center to whom Ohio LECs [local
telephone exchange carriers] must provide 8-1-1 services.” (See, Exhibit “C”)
39.

As a matter of law, Opposer has no exclusive right to use or register the dial code

“811” anywhere in the United States, including in a commonplace block lettering.
40.

To the extent that Opposer claims exclusive rights to use and register the “811”

dialing code as a trademark, Opposer’s claims are barred by the doctrines of waiver, estoppel by
acquiescence, laches, and/or equitable estoppel.
FOURTH AFFIRMATIVE DEFENSE
“811” IS UNREGISTRABLE AS ALLEGED BY OPPOSER
41.

Opposer’s claims are barred in whole or in part, because “811,” as well as

“BEFORE YOU DIG,” is perceived by the public as non-source-indicating informational matters
which must be disclaimed as in the opposed Application Serial No. 87/851,845 filed by Applicant.
42.

Confirming the same, the Trademark Office has asserted by Examiner’s

Amendment/Priority Action in three (3) pending trademark applications filed by Opposer, that
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“811” is informational and, therefore, unregistrable. In each of these pending applications, the
Trademark Office has requested disclaimer of “811” stating:
“811” is not inherently distinctive because it is informational wording about
the services in that it identifies as a federally mandated national toll-free
number to access information about Pipeline and Utilities locations to
prevent excavation damage, and thus does not function as a service mark.
(See, Opposer’s Application Serial Nos. 88/046,882, 88/046,933, 88/046,922; See also;
Examiner’s Priority Action at Exhibit “D” - highlighting added in Examiner’s Priority Action by
Applicant and cited references highlighted by Examiner).
43.

To the extent Opposer claims exclusive rights to use and register the “811” dialing

code as a trademark, including in a commonplace block lettering, “811” is generic and
unregistrable.
FIFTH AFFIRMATIVE DEFENSE
OPPOSER’S CLAIMS VIOLATE PUBLIC POLICY
44.

Applicant is required by law to use and publicize the “811” dialing code. To the

extent Opposer claims that Applicant is foreclosed from using and publicizing the “811” dialing
code, including in a commonplace block lettering, by virtue of Opposer’s marks, Opposer’s claims
violate public policy.
SIXTH AFFIRMATIVE DEFENSE
NEGLIGENCE AND NAKED LICENSING
45.

Upon information and belief, Opposer has allowed and continues to allow one-call

centers to display Opposer’s “811” marks without Opposer exercising any control over the quality
of the location services provided by the call-one centers.
46.

In addition, upon information and belief, Opposer has identified and continues to

identify the location services of one-call centers using Opposer’s “811” marks without the exercise
of quality control over the location services of the one-call centers.
47.

Opposer’s practice of wrongly identifying location services of individual one-call

centers under Opposer’s “811” marks, without controlling the quality of the location services of
the one-call centers, constitutes naked licensing. Accordingly, Opposer’s failure to control the
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quality of the services of the one-call centers identified under Opposer’s “811” marks, is an
abdication of Opposer’s trademark responsibility and constitutes abandonment.
SEVENTH AFFIRMATIVE DEFENSE
BAD FAITH, UNCLEAN HANDS, DECEPTION AND NEGLIGENCE
48.

Opposer uses and continues to use its “811” marks improperly when identifying the

several one-call centers.
49.

Opposer, intentionally or through negligence, uses its “811” mark(s) to wrongly

suggest ownership, affiliation, and/or sponsorship with the one-call services provided by the
individual call-centers; when, in fact, the duties and responsibilities of each one-call center is
autonomous and governed by state law.
50.

Opposer has no control over the quality of services provided by the one-call centers.

51.

By wrongly suggesting control of the one-call centers by ownership, affiliation,

and/or sponsorship, Opposer seeks to gain public and private money not otherwise available to
Opposer.
52.

Any confusion between Opposer’s “811” marks and the “811” mark of Applicant

is caused by Opposer’s bad faith, unclean hands, deception, and/or negligence.
EIGHTH AFFIRMATIVE DEFENSE
FAILURE TO STATE A CLAIM
53.

Opposer’s claims are barred, in whole or in part, because Opposer has failed to state

a claim for deceptiveness or for false suggestion of a connection, as Opposer has not pleaded the
elements of these claims.
WHEREFORE, Applicant requests judgment as follows:
1.

That the Notice of Opposition be dismissed with prejudice;

2.

That Application Serial No. 87/851,845 be allowed to register; and

3.

That Applicant be granted further reasonable and appropriate relief.
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Dated: February 5, 2019

Respectfully submitted,
/s/Robert J. Herberger
ROBERT J. HERBERGER
ROTH BLAIR ROBERTS STRASFELD & LODGE, LPA
100 East Federal Street, Suite 600
Youngstown, OH 44503-1893
Phone: (330) 744-5211; Fax: (330) 744-3184
E-mail: rherberger@rothblair.com
JUDE A. FRY
SANDRA M. KOENIG
FAY SHARPE LLP
The Halle Building, 5th Floor
1228 Euclid Avenue
Cleveland, Ohio 44115
Phone: (216) 363-9000; Fax: (216) 363-9001
E-mail: jfry@faysharpe.com
skoenig@faysharpe.com
Attorneys for Applicant
Ohio Utilities Protection Service

CERTIFICATE OF SERVICE

I hereby certify that a true and complete copy of the foregoing Answer to Opposition by
Applicant, Ohio Utilities Protection Service, has been served on counsel for Opposer Common
Ground Alliance, by via email to:
Kourtney A. Mulcahy, Esq.
Mark K. Suri, Esq.
HINSHAW & CULBERTSON, LLP
151 N. Franklin Street, Ste. 2500
Chicago, IL 60606
Email: kmulcahy@hinshawlaw.com
trademarks@hinshawlaw.com
Dated: February 5, 2019

Respectfully submitted,

/s/ Jude A. Fry
JUDE A. FRY
Attorney for Applicant
Ohio Utilities Protection Service
RBRS 700002US01 4255717 1
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