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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name Eaton Corporation

Granted to Date
of previous ex-
tension

01/06/2019

Address 1000 Eaton Boulevard
Cleveland, OH 44122
UNITED STATES

Attorney informa-
tion

Elizabeth A. Batts
Benesch Friedlander Coplan & Aronoff LLP
200 Public Square, Suite 2300
Cleveland, OH 44114
UNITED STATES
ebatts@beneschlaw.com, trademark@beneschlaw.com
2163634407

Applicant Information

Application No 87830666 Publication date 07/10/2018

Opposition Filing
Date

01/07/2019 Opposition Peri-
od Ends

01/06/2019

Applicant Ring Inc.
1523 26th Street
Santa Monica, CA 90404
UNITED STATES

Goods/Services Affected by Opposition

Class 009. First Use: 0 First Use In Commerce: 0
All goods and services in the class are opposed, namely: Computer and networking hardware and
software for communicating audio, video and data between communications devices via global com-
puter network and local areanetworks; consumer electronic products,namely, doorbells, motion
sensors and monitoring equipment, namely, video monitors and video cameras for monitoring thein-
terior and exterior of homes, retail stores, or offices for security and surveillance; electronic wireless
LAN enabled doorbells; electronic doorbells; electronic doorbells with a camera allowing persons to
identify who is at their door from remote locations; motion sensors and monitoring equipment,
namely, video monitors and video cameras for monitoring the interior and exterior of homes, retail
stores, or offices for security and surveillance; Electronic wireless LAN enabled motion sensors and
monitoring equipment, namely, video monitors and video cameras for monitoring the interior and ex-
terior of homes, retail stores, or offices for security and surveillance; downloadable software and soft-
ware applications permitting users to identify and communicate with persons at their door; download-
able software and software applications permitting users to monitor their home, office and other facil-
ities; downloadable applications for monitoring a user's home, office and other facilities, for use over

http://estta.uspto.gov


the Internet, mobile devices,wireless Internet networks or systems and other computer and electronic
communication networks; security lights for outdoor use; computer application software for use in
controlling security lights, flood lights, spot lights, wall lights and other lighting fixtures; security
alarms

Class 011. First Use: 0 First Use In Commerce: 0
All goods and services in the class are opposed, namely: Floodlights, spotlights, wall lights

Class 038. First Use: 0 First Use In Commerce: 0
All goods and services in the class are opposed, namely: Peer-to-peer network services, namely,
electronic transmission of audio, video and other data among communications devices; providing
user access to computer software in data networks; streaming of software applications; electronic
and wireless transmission of digital content via crowdsourced Internet-of-Things (IoT) wireless net-
work; electronic, electric, and digital transmission of data, signals and messages

Class 042. First Use: 0 First Use In Commerce: 0
All goods and services in the class are opposed, namely: Computer services, namely, providing anIn-
ternet site featuring technology facilitating wired and wireless communication among electronic and
computer devices

Grounds for Opposition

Priority and likelihood of confusion Trademark Act Section 2(d)

Marks Cited by Opposer as Basis for Opposition

U.S. Registration
No.

662854 Application Date 07/25/1957

Registration Date 06/10/1958 Foreign Priority
Date

NONE

Word Mark HALO

Design Mark

Description of
Mark

NONE

Goods/Services Class 011. First use: First Use: 1956/11/26 First Use In Commerce: 1956/11/26

RECESSED LIGHTING FIXTURES

U.S. Registration
No.

3486960 Application Date 12/15/2006

Registration Date 08/19/2008 Foreign Priority
Date

NONE

Word Mark HALO

Design Mark

Description of
Mark

NONE

Goods/Services Class 011. First use: First Use: 1956/11/26 First Use In Commerce: 1956/11/26

Electric lighting fixtures, namely, recessed lighting fixtures, track lighting fixtures,



pendant lighting fixtures, security lighting fixtures, indoor and outdoor lighting fix-
tures, ceiling lighting fixtures, surface mounted lighting fixtures, wall lighting fix-
tures, decorative lighting fixtures, landscape lighting fixtures, electric sconces,
lighting canopies and Light Emitting Diodes (LED), allfor residential, commercial,
industrial, architectural, signal, LED illumination and way marking lighting applic-
ations;Electric lighting components, namely, light bulbs, sockets, light socket ex-
tenders, lamp holders, lamp tracks, hanging bars, beam concentrators, hous-
ings, trims, modules, filters and lenses, all for use with electric lighting fixtures;
Mechanical and electro-mechanical devices, namely, louvers, shutters and lamp
reflectors for shielding, directing and controlling light, all for use with electric
lighting fixtures

Attachments 77065603#TMSN.png( bytes )
Notice of Opposition.pdf(814578 bytes )

Signature /Elizabeth A. Batts/

Name Elizabeth A. Batts

Date 01/07/2019



 

 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 
In the matter of Application Serial No. 87/830,666 
Published in the Official Gazette on July 10, 2018 
 
   
Eaton Corporation   
Cooper Technologies Company, and   
Cooper Lighting, LLC  Opposition No.___________ 
   
     Opposers,  Notice of Opposition 

   
          v.  Mark: RING HALO 

   
Ring LLC   
   
     Applicant.   

   
 

NOTICE OF OPPOSITION 

Eaton Corporation, Cooper Technologies Company, and Cooper Lighting, LLC 

(collectively, “Cooper Entities”) believe they will be damaged by registration of the mark shown 

in the application of RING HALO, Application Serial No. 87/830,666, filed by Ring Inc. and 

subsequently assigned to Ring LLC, and hereby oppose registration of the RING HALO mark. 

As grounds in support of this Opposition, the Cooper Entities state the following: 

1. Cooper Technologies Company is a Delaware corporation having a principal 

place of business at 600 Travis, Suite 5300, Houston, Texas 77002. 

2. Cooper Technologies Company is the owner of Registration No. 662,854 for the 

mark HALO for use in connection with “recessed lighting fixtures” in International Class 11.  

See Exhibit A, a current printout of information from the electronic database records of the 

USPTO showing the current status and title of Registration No. 662,854. 
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3. Cooper Technologies Company, the Cooper Entities, and/or their predecessors in 

interest have used in commerce the mark HALO in connection with the goods identified in 

Registration No. 662,854 since at least as early as November 26, 1956. 

4. Cooper Technologies Company is also the owner of Registration No. 3,486,960 

for the mark HALO for use in connection with “electric lighting fixtures, namely, recessed 

lighting fixtures, track lighting fixtures, pendant lighting fixtures, security lighting fixtures, 

indoor and outdoor lighting fixtures, ceiling lighting fixtures, surface mounted lighting fixtures, 

wall lighting fixtures, decorative lighting fixtures, landscape lighting fixtures, electric sconces, 

lighting canopies and Light Emitting Diodes (LED), all for residential commercial, industrial, 

architectural, signal, LED illumination and way marking lighting applications; Electric lighting 

components, namely, light bulbs, sockets, light socket extenders, lamp holders, lamp tracks, 

hanging bars, beam concentrators, housing, trims, modules, filters and lenses, all for use with 

electric lighting fixtures; Mechanical and electro-mechanical devices, namely, louvers, shutters 

and lamp reflectors for shielding, directing and controlling light, all for use with electric lighting 

fixtures” in International Class 11.  See Exhibit B, a current printout of information from the 

electronic database records of the USPTO showing the current status and title of Registration No. 

3,486,960. 

5. Cooper Technologies Company, the Cooper Entities, and/or or their predecessors 

in interest have used the mark HALO in connection with at least one of the goods identified in 

Registration No. 3,486,960 since at least as early as November 26, 1956. 

6. Cooper Technologies Company’s HALO trademarks, as shown in Registration 

Nos. 662,854 and 3,486,960, are collectively referred to hereinafter as the “HALO Marks.” 
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7. Eaton Corporation is an Ohio corporation having a principal place of business at 

1000 Eaton Blvd., Cleveland, Ohio 44122, and is an affiliate of Cooper Technologies Company. 

8. Cooper Lighting, LLC is a Delaware corporation having a principal place of 

business at 1121 Hwy 74 S, Peachtree City, GA 30269, and is an affiliate of Eaton Corporation 

and Cooper Technologies Company. 

9. Eaton Corporation and Cooper Lighting, LLC are licensed by Cooper 

Technologies Company to use the HALO Marks. 

10. Cooper Technologies Company controls Eaton Corporation’s and Cooper 

Lighting, LLC’s use of the HALO Marks with respect to the nature and quality of the goods 

provided by Eaton Corporation and Cooper Lighting, LLC under the HALO Marks. 

11. Based on use through its licensees, Eaton Corporation and Cooper Lighting, LLC, 

as well as registration of the HALO Marks, Cooper Technologies Company has significant rights 

in and to the HALO Marks. 

12. The Cooper Entities have expended considerable time, money, and effort in 

promoting the goods under the HALO Marks.  Due to promotional efforts, and the high quality 

of the goods under the HALO Marks, Cooper Technologies Company has gained highly valuable 

goodwill in connection with the HALO Marks. 

13. Upon information and belief, Ring Inc. is a Delaware corporation with a business 

address of 1523 26th Street, Santa Monica, California 90404. 

14. On March 12, 2018, Ring Inc. filed Application Serial No. 87/830,666 for the 

mark RING HALO, which was published for opposition in the Trademark Official Gazette on 

July 10, 2018 for the following goods:  “[c]omputer and networking hardware and software for 

communicating audio, video and data between communications devices via global computer 
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network and local area networks; consumer electronic products, namely, doorbells, motion 

sensors and monitoring equipment, namely, video monitors and video cameras for monitoring 

the interior and exterior of homes, retail stores, or offices for security and surveillance; electronic 

wireless LAN enabled doorbells; electronic doorbells; electronic doorbells with a camera 

allowing persons to identify who is at their door from remote locations; motion sensors and 

monitoring equipment, namely, video monitors and video cameras for monitoring the interior 

and exterior of homes, retail stores, or offices for security and surveillance; Electronic wireless 

LAN enabled motion sensors and monitoring equipment, namely, video monitors and video 

cameras for monitoring the interior and exterior of homes, retail stores, or offices for security 

and surveillance; downloadable software and software applications permitting users to identify 

and communicate with persons at their door; downloadable software and software applications 

permitting users to monitor their home, office and other facilities; downloadable applications for 

monitoring a user's home, office and other facilities, for use over the Internet, mobile devices, 

wireless Internet networks or systems and other computer and electronic communication 

networks; security lights for outdoor use; computer application software for use in controlling 

security lights, flood lights, spot lights, wall lights and other lighting fixtures; security alarms” in 

International Class 9; “[f]loodlights, spotlights, wall lights” in International Class 11; 

“[p]eer-to-peer network services, namely, electronic transmission of audio, video and other data 

among communications devices; providing user access to computer software in data networks; 

streaming of software applications; electronic and wireless transmission of digital content via 

crowdsourced Internet-of-Things (IoT) wireless network; electronic, electric, and digital 

transmission of data, signals and messages” in International Class 38; and “[c]omputer services, 

namely, providing an Internet site featuring technology facilitating wired and wireless 
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communication among electronic and computer devices” in International Class 42 (“RING 

HALO Mark”). 

15. Ring Inc. filed Application Serial No. 87/830,666 for the RING HALO Mark 

more than 60 years after Cooper Technologies Company, the Cooper Entities, and/or their 

predecessors first used the HALO Marks. 

16. USPTO records show an Assignment recorded on June 19, 2018 assigning 

Application Serial No. 87/830,666 for the RING HALO Mark from Ring Inc. to Ring LLC 

(“Applicant”). 

17. Upon information and belief, Applicant Ring LLC is a Delaware corporation with 

a business address of 1523 26th Street, Santa Monica, California 90404. 

18. Applicant claims “intent to use” under Section 1(b) of the Trademark Act as its 

sole filing basis for the RING HALO Mark. 

19. The actual and constructive dates of first use of the HALO Marks precede 

Applicant’s filing date for the RING HALO Mark, and upon information and belief, precede any 

other dates of first use of the RING HALO Mark on which Applicant can rely. 

20. The goods and services identified in Applicant’s RING HALO application, 

Application Serial No. 87/830,666, overlap with and/or are closely related to the goods offered 

by the Cooper Entities under the HALO Marks. 

21. The RING HALO Mark so resembles the HALO Marks as to be likely, when 

applied to the goods and services set forth in Application Serial No. 87/830,666 for the RING 

HALO Mark, to cause confusion, to cause mistake, or to deceive within the meaning of 

Section 2(d) of the Trademark Act, 15 U.S.C. § 1052(d). 
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22. Furthermore, any use and registration by Applicant of the RING HALO Mark for 

the goods and services set forth in Application Serial No. 87/830,666 would likely cause 

confusion in, or cause mistake by, or deceive the trade and purchasing public into believing that 

Applicant’s goods and services originate with or otherwise are authorized, licensed, or sponsored 

by Cooper Technologies Company or are in some way connected or affiliated with Cooper 

Technologies Company.  Moreover, any defect, objection, or fault found by the trade or public 

with goods or services marketed under the RING HALO Mark by Applicant would negatively 

impact and injure the reputation that the Cooper Entities have established for goods provided 

under the HALO Marks. 

WHEREFORE, the Cooper Entities pray that this Notice of Opposition be sustained in 

favor of the Cooper Entities and that Application Serial No. 87/830,666, for the mark 

RING HALO, be refused. 

  
Dated: January 7, 2018 Respectfully submitted, 
  
  
 By:   /s/ Elizabeth A. Batts    
 Elizabeth A. Batts (Ohio No. 0084575) 
 BENESCH, FRIEDLANDER, 
  COPLAN & ARONOFF LLP 
 200 Public Square, Suite 2300 
 Cleveland, Ohio  44114 
 Telephone: (216) 363-4500 
 Facsimile: (216) 363-4588 
 ebatts@beneschlaw.com 
  
 Attorney for Opposers, Eaton Corporation, 

Cooper Technologies Company, and Cooper 

Lighting, LLC 

 
 



 

 

CERTIFICATE OF SERVICE 

I hereby certify that on January 7, 2018, a true and correct copy of the foregoing Notice 

of Opposition was filed electronically.  Notice of this filing will be provided to the Applicant by 

the Board by providing, in the notice of institution, a web link or web address to access the 

electronic proceeding record.  This filing may also be accessed through the electronic case file 

system TTABVUE.  

 /s/ Elizabeth A. Batts   
 Elizabeth A. Batts (Ohio No. 0084575) 
  
  
 Attorney for Opposers, Eaton Corporation, 

Cooper Technologies Company, and Cooper 

Lighting, LLC 
 



 

Mark Information

Mark Literal
Elements:

HALO

Standard Character
Claim:

No

Mark Drawing
Type:

1 - TYPESET WORD(S) /LETTER(S) /NUMBER(S)

Goods and Services

Note: The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: RECESSED LIGHTING FIXTURES

International
Class(es):

011 U.S Class(es): 034 - Primary Class

Class Status: ACTIVE

Basis: 1(a)

First Use: Nov. 26, 1956 Use in Commerce: Nov. 26, 1956

Basis Information (Case Level)

Filed Use: Yes Currently Use: Yes Amended Use: No

Filed ITU: No Currently ITU: No Amended ITU: No

Filed 44D: No Currently 44D: No Amended 44D: No

Filed 44E: No Currently 44E: No Amended 44E: No

Filed 66A: No Currently 66A: No

Filed No Basis: No Currently No Basis: No

Current Owner(s) Information

Owner Name: COOPER TECHNOLOGIES COMPANY

Owner Address: 600 Travis, Suite 5300

Generated on: This page was generated by TSDR on 2019-01-07 14:15:05 EST

Mark: HALO

US Serial Number: 72034355 Application Filing
Date:

Jul. 25, 1957

US Registration
Number:

662854 Registration Date: Jun. 10, 1958

Register: Principal

Mark Type: Trademark

Status: The registration has been renewed.

Status Date: May 30, 2018

EXHIBIT A - HALO Reg. No. 662,854



HOUSTON, TEXAS 77210
UNITED STATES

Legal Entity Type: CORPORATION State or Country
Where Organized:

DELAWARE

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Daniel S. Kalka

Attorney Primary
Email Address:

trademarks@eaton.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

Daniel S. Kalka
Eaton Corporation
1000 Eaton Boulevard
Cleveland, OHIO 44122
UNITED STATES

Phone: 440-523-4131 Fax: 440-523-3432

Correspondent e-
mail:

trademarks@eaton.com danielskalka@eaton.com Correspondent e-
mail Authorized:

Yes

Domestic Representative - Not Found

Prosecution History

Date Description
Proceeding
Number

May 30, 2018 NOTICE OF ACCEPTANCE OF SEC. 8 & 9 - E-MAILED

May 30, 2018 REGISTERED AND RENEWED (THIRD RENEWAL - 10 YRS) 68502

May 30, 2018 REGISTERED - SEC. 8 (10-YR) ACCEPTED/SEC. 9 GRANTED 68502

May 30, 2018 CASE ASSIGNED TO POST REGISTRATION PARALEGAL 68502

May 21, 2018 TEAS SECTION 8 & 9 RECEIVED

Jun. 10, 2017 COURTESY REMINDER - SEC. 8 (10-YR)/SEC. 9 E-MAILED

Aug. 27, 2015 TEAS CHANGE OF CORRESPONDENCE RECEIVED

Jan. 21, 2009 CASE FILE IN TICRS

May 15, 2008 REGISTERED AND RENEWED (SECOND RENEWAL - 10 YRS) 59136

May 15, 2008 REGISTERED - SEC. 8 (10-YR) ACCEPTED/SEC. 9 GRANTED

May 06, 2008 ASSIGNED TO PARALEGAL 59136

Apr. 23, 2008 TEAS SECTION 8 & 9 RECEIVED

Oct. 29, 1998 REGISTERED AND RENEWED (SECOND RENEWAL - 10 YRS)

Jul. 24, 1998 POST REGISTRATION ACTION CORRECTION

Jun. 08, 1998 REGISTERED - SEC. 9 FILED/CHECK RECORD FOR SEC. 8

Jun. 08, 1998 REGISTERED - SEC. 9 FILED/CHECK RECORD FOR SEC. 8

Jun. 10, 1978 REGISTERED AND RENEWED (FIRST RENEWAL - 20 YRS)

Maintenance Filings or Post Registration Information

Affidavit of
Continued Use:

Section 8 - Accepted

Affidavit of
Incontestability:

Section 15 - Accepted

Renewal Date: Jun. 10, 2018

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: GENERIC WEB UPDATE Date in Location: May 30, 2018

Assignment Abstract Of Title Information

EXHIBIT A - HALO Reg. No. 662,854



Summary

Total Assignments: 5 Registrant: HALO LIGHTING PRODUCTS COMPANY

Assignment 1 of 5

Conveyance: ASSIGNS THE ENTIRE INTEREST AND THE GOODWILL

Reel/Frame: 0114/0723 Pages: 2

Date Recorded: Jun. 24, 1964

Supporting
Documents:

No Supporting Documents Available

Assignor

Name: HALO LIGHTING PRODUCTS COMPANY BY:

ROBERT S. FREMONT 

Execution Date: Jun. 15, 1964

Legal Entity Type: UNKNOWN State or Country
Where Organized:

No Place Where Organized Found

Assignee

Name: HALO LIGHTING, INC. 

Legal Entity Type: CORPORATION State or Country
Where Organized:

ILLINOIS

Address: 9301 WEST BRYN MAWR AVE.
DES PLAINES, ILLINOIS

Correspondent

Correspondent
Name:

MAX R. KRAUS

Correspondent
Address:

105 W. ADAMS ST.
105 W. ADAMS ST.
CHICAGO 3, IL

Domestic Representative - Not Found

Assignment 2 of 5

Conveyance: ASSIGNS THE ENTIRE INTEREST AND THE GOODWILL

Reel/Frame: 0152/0103 Pages: 3

Date Recorded: Jul. 07, 1967

Supporting
Documents:

No Supporting Documents Available

Assignor

Name: HALO LIGHTING, INC. Execution Date: Jun. 30, 1967

Legal Entity Type: CORPORATION State or Country
Where Organized:

ILLINOIS

Assignee

Name: MCGRAW-EDISON COMPANY 

Legal Entity Type: CORPORATION State or Country
Where Organized:

DELAWARE

Address: ELGIN, ILLINOIS

Correspondent

Correspondent
Name:

CHARLES A. PRUDELL

Correspondent
Address:

MCGRAW-EDISON COMPANY
MCGRAW-EDISON COMPANY
333 W. RIVER ROAD
ELGIN, IL 60120

Domestic Representative - Not Found

Assignment 3 of 5

Conveyance: ASSIGNS THE ENTIRE INTEREST AND THE GOODWILL

Reel/Frame: 0152/F103 Pages: 3

Date Recorded: Jul. 07, 1967

Supporting
Documents:

No Supporting Documents Available

Assignor
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Name: HALO LIGHTING, INC. Execution Date: Jun. 30, 1967

Legal Entity Type: CORPORATION State or Country
Where Organized:

ILLINOIS

Assignee

Name: MCGRAW-EIDSON COMPANY 

Legal Entity Type: CORPORATION State or Country
Where Organized:

DELAWARE

Address: ELGIN, ILLINOIS

Correspondent

Correspondent
Name:

CHARLES A. PRUDELL

Correspondent
Address:

MCGRAW-EDISON COMPANY
333 W. RIVER ROAD
ELGIN, ILL. 60120

Domestic Representative - Not Found

Assignment 4 of 5

Conveyance: ASSIGNS THE ENTIRE INTEREST AND THE GOODWILL

Reel/Frame: 0598/0823 Pages: 6

Date Recorded: Mar. 28, 1988

Supporting
Documents:

No Supporting Documents Available

Assignor

Name: MCGRAW-EDISON COMPANY Execution Date: Jun. 17, 1987

Legal Entity Type: CORPORATION State or Country
Where Organized:

DELAWARE

Assignee

Name: COOPER INDUSTRIES,INC. 

Legal Entity Type: CORPORATION State or Country
Where Organized:

OHIO

Address: SUITE 4000
1001 FANNIN
HOUSTON, TEXAS 77002

Correspondent

Correspondent
Name:

EDDIE E. SCOTT, ESQ.

Correspondent
Address:

COOPER INDUSTRIES, INC.
HOUSTON, TX 77210

Domestic Representative - Not Found

Assignment 5 of 5

Conveyance: ASSIGNMENT OF AN UNDIVIDED PART OF ASSIGNORS INTEREST

Reel/Frame: 1681/0477 Pages: 7

Date Recorded: Jan. 22, 1998

Supporting
Documents:

No Supporting Documents Available

Assignor

Name: COOPER INDUSTRIES, INC. Execution Date: Jan. 01, 1998

Legal Entity Type: CORPORATION State or Country
Where Organized:

OHIO

Assignee

Name: COOPER TECHNOLOGIES COMPANY 

Legal Entity Type: CORPORATION State or Country
Where Organized:

DELAWARE

Address: 600 TRAVIS, SUITE 5800
HOUSTON, TEXAS 77002

Correspondent

Correspondent
Name:

COOPER INDUSTRIES, INC.

EXHIBIT A - HALO Reg. No. 662,854



Correspondent
Address:

RHONDA J. SMITH, CLAS
600 TRAVIS, SUITE 5800
HOUSTON, TX 77002

Domestic Representative - Not Found

Proceedings

Summary

Number of
Proceedings:

6

Type of Proceeding: Opposition

Proceeding
Number:

91239521 Filing Date: Feb 14, 2018

Status: Terminated Status Date: May 25, 2018

Interlocutory
Attorney:

ELIZABETH WINTER

Defendant

Name: White Stagg, LLC

Correspondent
Address:

SETH L HUDSON
CLEMENTS BERNARD PLLC
4500 CAMERON VALLEY PARKWAY, SUITE 350
CHARLOTTE NC , 28211
UNITED STATES

Correspondent e-
mail:

patlaw@worldpatents.com , lcamann@worldpatents.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

HALO SMART LABS Abandoned - After Inter-Partes Decision 87226919

Plaintiff(s)

Name: Cooper Technologies Company

Correspondent
Address:

ELIZABETH A BATTS
BENESCH FRIEDLANDER COPLAN & ARONOFF LLP
200 PUBLIC SQUARE SUITE 2300
CLEVELAND OH , 44114
UNITED STATES

Correspondent e-
mail:

ebatts@beneschlaw.com , ipdocket@beneschlaw.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

HALO REGISTERED AND RENEWED 72034355 662854

HALO REGISTERED AND RENEWED 77065603 3486960

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Feb 14, 2018

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Feb 14, 2018 Mar 26, 2018

3 PENDING, INSTITUTED Feb 14, 2018

4 NOTICE OF DEFAULT Apr 05, 2018

5 BD DECISION: SUSTAINED May 25, 2018

6 TERMINATED May 25, 2018

Type of Proceeding: Opposition

Proceeding
Number:

91180417 Filing Date: Oct 31, 2007

Status: Terminated Status Date: Dec 22, 2010

Interlocutory
Attorney:

ELIZABETH WINTER

Defendant

Name: Oreck Corporation (by assignment from Halo Technologies, Inc.)
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Correspondent
Address:

KIMBERLY A ECKHART
WINSTON & STRAWN LLP
101 CALIFORNIA STREET , 39TH FLOOR
SAN FRANCISCO CA , 94111-5894
UNITED STATES

Correspondent e-
mail:

KEckhart@winston.com , TrademarksSF@winston.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

HALO Abandoned - After Inter-Partes Decision 78865935

Plaintiff(s)

Name: Cooper Technologies Company

Correspondent
Address:

JAMES R ROBINSON
KING & SPALDING LLP
1100 LOUISIANA STREET, SUITE 4000
HOUSTON TX , 77002-5213
UNITED STATES

Correspondent e-
mail:

cstone@kslaw.com , jmcwhirter@kslaw.com , cduval@kslaw.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

HALO REGISTERED AND RENEWED 72034355 662854

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Oct 31, 2007

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Oct 31, 2007 Dec 10, 2007

3 PENDING, INSTITUTED Oct 31, 2007

4 ANSWER Dec 10, 2007

5 STIPULATION FOR AN EXTENSION OF TIME May 12, 2008

6 EXTENSION OF TIME GRANTED May 12, 2008

7 STIPULATION FOR AN EXTENSION OF TIME Jun 09, 2008

8 EXTENSION OF TIME GRANTED Jun 09, 2008

9 STIPULATION FOR AN EXTENSION OF TIME Jul 10, 2008

10 EXTENSION OF TIME GRANTED Jul 10, 2008

11 STIPULATION FOR AN EXTENSION OF TIME Aug 14, 2008

12 EXTENSION OF TIME GRANTED Aug 14, 2008

13 CHANGE OF CORRESPONDENCE ADDRESS Sep 12, 2008

14 D'S APPEARANCE OF COUNSEL/POWER OF ATTORNEY Sep 12, 2008

15 STIPULATION FOR AN EXTENSION OF TIME Oct 08, 2008

16 EXTENSION OF TIME GRANTED Oct 08, 2008

17 STIPULATION FOR AN EXTENSION OF TIME Dec 08, 2008

18 EXTENSION OF TIME GRANTED Dec 08, 2008

19 STIPULATION FOR AN EXTENSION OF TIME Feb 11, 2009

20 EXTENSION OF TIME GRANTED Feb 11, 2009

21 STIPULATION FOR AN EXTENSION OF TIME Mar 11, 2009

22 EXTENSION OF TIME GRANTED Mar 11, 2009

23 STIPULATION FOR AN EXTENSION OF TIME Apr 13, 2009

24 EXTENSION OF TIME GRANTED Apr 13, 2009

25 STIPULATION FOR AN EXTENSION OF TIME May 12, 2009

26 EXTENSION OF TIME GRANTED May 12, 2009

27 STIP TO SUSPEND PEND SETTLEMENT NEGOTNS May 12, 2009

28 SUSPENDED May 12, 2009

29 MOTION TO AMEND APPLICATION Jun 05, 2009

30 RESPONSE DUE 30 DAYS (DUE DATE) Jul 14, 2009 Aug 13, 2009

31 STIPULATED MOTION TO AMEND APPLICATION Aug 12, 2009
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32 SUSPENDED Feb 18, 2010

33 PROCEEDINGS RESUMED Jun 09, 2010

34 WITHDRAWAL OF APPLICATION Nov 23, 2010

35 P'S OPPOSITION/RESPONSE TO MOTION Nov 30, 2010

36 BOARD'S DECISION: SUSTAINED Dec 22, 2010

37 TERMINATED Dec 22, 2010

Type of Proceeding: Opposition

Proceeding
Number:

91161989 Filing Date: Sep 07, 2004

Status: Terminated Status Date: Sep 07, 2004

Interlocutory
Attorney:

CINDY B GREENBAUM

Defendant

Name: Osram Sylvania Inc.

Correspondent
Address:

DAN E. BRUSO
CANTOR COLBURN, LLP
55 GRIFFIN ROAD SOUTH
BLOOMFIELD CT , 06002
UNITED STATES

Correspondent e-
mail:

jbseyler@lawabel.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

HALOBRIGHT Abandoned - After Inter-Partes Decision 78315271

Plaintiff(s)

Name: Cooper Industries, Inc.

Correspondent
Address:

Jeffrey M. Becker
Haynes and Boone, LLP
901 Main Street, Suite 3100
Dallas TX , 75202-3789
UNITED STATES

Correspondent e-
mail:

jeff.becker@haynesboone.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

HALO REGISTERED AND RENEWED 72034355 662854

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Sep 07, 2004

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Sep 07, 2004 Oct 17, 2004

3 PENDING, INSTITUTED Sep 07, 2004

4 D'S MOT FOR EXTEN. OF TIME W/ CONSENT Oct 18, 2004

5 #4 GRANTED Nov 22, 2004

6 D'S MOT FOR EXTEN. OF TIME W/ CONSENT Nov 01, 2004

7 D'S MOT FOR EXTEN. OF TIME W/ CONSENT Dec 20, 2004

8 #6 & 7 GRANTED; ANSWER DUE 1/20/05 Jan 27, 2005

9 D'S MOT FOR EXTEN. OF TIME W/ CONSENT Jan 18, 2005

10 D'S MOT FOR EXTEN. OF TIME W/ CONSENT Feb 22, 2005

11 ANSWER Mar 15, 2005

12 #9 & 10 GRANTED; ANSWER NOTED Apr 20, 2005

13 CHANGE OF CORRESPONDENCE ADDRESS Jul 22, 2005

14 STIPULATION FOR AN EXTENSION OF TIME Jul 22, 2005

15 EXTENSION OF TIME GRANTED Jul 22, 2005

16 STIPULATION FOR AN EXTENSION OF TIME Aug 23, 2005

17 EXTENSION OF TIME GRANTED Aug 23, 2005

18 D'S REQUEST TO WITHDRAW AS ATTORNEY Nov 28, 2005
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19 APPEARANCE Dec 05, 2005

20 APPEARANCE Dec 05, 2005

21 APPEARANCE Dec 06, 2005

22 CHANGE OF CORRESPONDENCE ADDRESS Dec 14, 2005

23 WITHDRAWAL OF APPLICATION Dec 22, 2005

24 RESPONSE DUE 30 DAYS (DUE DATE) Jan 04, 2006 Feb 03, 2006

25 BD'S DECISION: DISMISSED W/O PREJUDICE Mar 05, 2006

26 TERMINATED Mar 05, 2006

Type of Proceeding: Extension of Time

Proceeding
Number:

78315271 Filing Date: Aug 04, 2004

Status: Terminated Status Date: Oct 05, 2004

Interlocutory
Attorney:

Defendant

Name: Osram Sylvania Inc.

Correspondent
Address:

Lawrence E. Abelman
ABELMAN, FRAYNE & SCHWAB
150 East 42nd Street
New York NY , 10017-5612
UNITED STATES

Associated marks

Mark Application Status
Serial
Number

Registration
Number

HALOBRIGHT Abandoned - After Inter-Partes Decision 78315271

Potential Opposer(s)

Name: Cooper Industries, Inc.

Correspondent
Address:

William F. Heinze
Thomas, Kayden, Horstemeyer & Risley, L.L.P.
100 Galleria Parkway, NW
Atlanta GA , 30339-5948
UNITED STATES

Correspondent e-
mail:

BillHeinze@TKHR.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

HALO REGISTERED AND RENEWED 72034355 662854

Prosecution History

Entry Number History Text Date Due Date

1 INCOMING - EXT TIME TO OPPOSE FILED Aug 04, 2004

2 EXTENSION OF TIME GRANTED Aug 04, 2004

Type of Proceeding: Opposition

Proceeding
Number:

91057633 Filing Date: Nov 28, 1975

Status: Terminated Status Date: Aug 02, 1977

Interlocutory
Attorney:

Defendant

Name: ALTO-SHAAM, INC.

Associated marks

Mark Application Status Serial Number
Registration
Number

HALO HEAT Expired 73032608 1073952

Plaintiff(s)

Name: MCGRAW-EDISON COMPANY

Associated marks
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Mark Application Status
Serial
Number

Registration
Number

HALO REGISTERED AND RENEWED 72034355 662854

Prosecution History

Entry Number History Text Date Due Date

1 FILED Nov 28, 1975

2 PENDING, INSTITUTED Mar 05, 1976

3 ANSWER Mar 25, 1976

4 BD'S DECISION: DISMISSED W/ PREJUDICE Apr 25, 1977

5 TERMINATED Aug 02, 1977

Type of Proceeding: Opposition

Proceeding
Number:

91057634 Filing Date: Nov 28, 1975

Status: Terminated Status Date: Feb 04, 1977

Interlocutory
Attorney:

Defendant

Name: OSRAM G.M.B.H.

Associated marks

Mark Application Status Serial Number
Registration
Number

HALOS Expired 73023496 1063241

Plaintiff(s)

Name: MCGRAW-EDISON COMPANY

Associated marks

Mark Application Status
Serial
Number

Registration
Number

HALO REGISTERED AND RENEWED 72034355 662854

Prosecution History

Entry Number History Text Date Due Date

1 FILED Nov 28, 1975

2 PENDING, INSTITUTED Mar 11, 1976

3 BOARD'S DECISION: DISMISSED Dec 28, 1976

4 TERMINATED Feb 04, 1977
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Mark Information

Mark Literal
Elements:

HALO

Standard Character
Claim:

Yes. The mark consists of standard characters without claim to any particular font style, size, or color.

Mark Drawing
Type:

4 - STANDARD CHARACTER MARK

Related Properties Information

Claimed Ownership
of US

Registrations:

0662854

Goods and Services

Note: The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: Electric lighting fixtures, namely, recessed lighting fixtures, track lighting fixtures, pendant lighting fixtures, security lighting fixtures,
indoor and outdoor lighting fixtures, ceiling lighting fixtures, surface mounted lighting fixtures, wall lighting fixtures, decorative lighting
fixtures, landscape lighting fixtures, electric sconces, lighting canopies and Light Emitting Diodes (LED), all for residential, commercial,
industrial, architectural, signal, LED illumination and way marking lighting applications; Electric lighting components, namely, light
bulbs, sockets, light socket extenders, lamp holders, lamp tracks, hanging bars, beam concentrators, housings, trims, modules, filters
and lenses, all for use with electric lighting fixtures; Mechanical and electro-mechanical devices, namely, louvers, shutters and lamp
reflectors for shielding, directing and controlling light, all for use with electric lighting fixtures

International
Class(es):

011 - Primary Class U.S Class(es): 013, 021, 023, 031, 034

Class Status: ACTIVE

Basis: 1(a)

First Use: Nov. 26, 1956 Use in Commerce: Nov. 26, 1956

Basis Information (Case Level)

Filed Use: Yes Currently Use: Yes

Filed ITU: No Currently ITU: No

Generated on: This page was generated by TSDR on 2019-01-07 14:15:50 EST

Mark: HALO

US Serial Number: 77065603 Application Filing
Date:

Dec. 15, 2006

US Registration
Number:

3486960 Registration Date: Aug. 19, 2008

Register: Principal

Mark Type: Trademark

TM5 Common Status
Descriptor:

LIVE/REGISTRATION/Issued and Active

The trademark application has been registered with the Office.

Status: The registration has been renewed.

Status Date: Jun. 18, 2018

Publication Date: Jun. 03, 2008
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Filed 44D: No Currently 44E: No

Filed 44E: No Currently 66A: No

Filed 66A: No Currently No Basis: No

Filed No Basis: No

Current Owner(s) Information

Owner Name: COOPER TECHNOLOGIES COMPANY

Owner Address: 600 TRAVIS, SUITE 5800
HOUSTON, TEXAS UNITED STATES 77002

Legal Entity Type: CORPORATION State or Country
Where Organized:

DELAWARE

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Daniel S. Kalka

Attorney Primary
Email Address:

trademarks@eaton.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

Daniel S. Kalka
Eaton Corporation
1000 Eaton Boulevard
Cleveland, OHIO UNITED STATES 44122

Phone: 440-523-4131 Fax: 440-523-3432

Correspondent e-
mail:

trademarks@eaton.com danielskalka@eaton.com Correspondent e-
mail Authorized:

Yes

Domestic Representative - Not Found

Prosecution History

Date Description
Proceeding
Number

Jun. 18, 2018 NOTICE OF ACCEPTANCE OF SEC. 8 & 9 - E-MAILED

Jun. 18, 2018 REGISTERED AND RENEWED (FIRST RENEWAL - 10 YRS) 76293

Jun. 18, 2018 REGISTERED - SEC. 8 (10-YR) ACCEPTED/SEC. 9 GRANTED 76293

Jun. 18, 2018 CASE ASSIGNED TO POST REGISTRATION PARALEGAL 76293

Jun. 06, 2018 TEAS SECTION 8 & 9 RECEIVED

Aug. 19, 2017 COURTESY REMINDER - SEC. 8 (10-YR)/SEC. 9 E-MAILED

Aug. 27, 2015 TEAS CHANGE OF CORRESPONDENCE RECEIVED

Dec. 23, 2013 NOTICE OF ACCEPTANCE OF SEC. 8 & 15 - E-MAILED

Dec. 23, 2013 REGISTERED - SEC. 8 (6-YR) ACCEPTED & SEC. 15 ACK. 76873

Dec. 10, 2013 REGISTERED - SEC. 8 (6-YR) & SEC. 15 FILED 76873

Dec. 20, 2013 CASE ASSIGNED TO POST REGISTRATION PARALEGAL 76873

Dec. 10, 2013 TEAS SECTION 8 & 15 RECEIVED

Dec. 10, 2013 TEAS CHANGE OF CORRESPONDENCE RECEIVED

Aug. 19, 2008 REGISTERED-PRINCIPAL REGISTER

Jun. 03, 2008 PUBLISHED FOR OPPOSITION

May 14, 2008 NOTICE OF PUBLICATION

Apr. 30, 2008 LAW OFFICE PUBLICATION REVIEW COMPLETED 67287

Apr. 29, 2008 APPROVED FOR PUB - PRINCIPAL REGISTER

Apr. 28, 2008 TEAS/EMAIL CORRESPONDENCE ENTERED 88889

Apr. 28, 2008 CORRESPONDENCE RECEIVED IN LAW OFFICE 88889

Apr. 28, 2008 TEAS RESPONSE TO OFFICE ACTION RECEIVED

Mar. 12, 2008 NOTIFICATION OF NON-FINAL ACTION E-MAILED 6325

Mar. 12, 2008 NON-FINAL ACTION E-MAILED 6325

Mar. 12, 2008 NON-FINAL ACTION WRITTEN 76625

Jan. 24, 2008 TEAS/EMAIL CORRESPONDENCE ENTERED 67287
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Jan. 18, 2008 CORRESPONDENCE RECEIVED IN LAW OFFICE 67287

Jan. 18, 2008 TEAS RESPONSE TO OFFICE ACTION RECEIVED

Jan. 18, 2008 PETITION TO REVIVE-GRANTED 88889

Jan. 18, 2008 TEAS PETITION TO REVIVE RECEIVED

Nov. 19, 2007 ABANDONMENT NOTICE MAILED - FAILURE TO RESPOND

Nov. 19, 2007 ABANDONMENT - FAILURE TO RESPOND OR LATE RESPONSE

Apr. 23, 2007 NON-FINAL ACTION E-MAILED 6325

Apr. 23, 2007 NON-FINAL ACTION WRITTEN 76625

Apr. 10, 2007 APPLICANT AMENDMENT PRIOR TO EXAMINATION - ENTERED 67287

Apr. 10, 2007 ASSIGNED TO LIE 67287

Mar. 31, 2007 ASSIGNED TO EXAMINER 76625

Mar. 06, 2007 TEAS VOLUNTARY AMENDMENT RECEIVED

Dec. 20, 2006 NEW APPLICATION ENTERED IN TRAM

Maintenance Filings or Post Registration Information

Affidavit of
Continued Use:

Section 8 - Accepted

Affidavit of
Incontestability:

Section 15 - Accepted

Renewal Date: Aug. 19, 2018

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: GENERIC WEB UPDATE Date in Location: Jun. 18, 2018

Proceedings

Summary

Number of
Proceedings:

1

Type of Proceeding: Opposition

Proceeding
Number:

91239521 Filing Date: Feb 14, 2018

Status: Terminated Status Date: May 25, 2018

Interlocutory
Attorney:

ELIZABETH WINTER

Defendant

Name: White Stagg, LLC

Correspondent
Address:

SETH L HUDSON
CLEMENTS BERNARD PLLC
4500 CAMERON VALLEY PARKWAY, SUITE 350
CHARLOTTE NC UNITED STATES , 28211

Correspondent e-
mail:

patlaw@worldpatents.com , lcamann@worldpatents.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

HALO SMART LABS Abandoned - After Inter-Partes Decision 87226919

Plaintiff(s)

Name: Cooper Technologies Company

Correspondent
Address:

ELIZABETH A BATTS
BENESCH FRIEDLANDER COPLAN & ARONOFF LLP
200 PUBLIC SQUARE SUITE 2300
CLEVELAND OH UNITED STATES , 44114

Correspondent e-
mail:

ebatts@beneschlaw.com , ipdocket@beneschlaw.com
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Associated marks

Mark Application Status
Serial
Number

Registration
Number

HALO REGISTERED AND RENEWED 72034355 662854

HALO REGISTERED AND RENEWED 77065603 3486960

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Feb 14, 2018

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Feb 14, 2018 Mar 26, 2018

3 PENDING, INSTITUTED Feb 14, 2018

4 NOTICE OF DEFAULT Apr 05, 2018

5 BD DECISION: SUSTAINED May 25, 2018

6 TERMINATED May 25, 2018
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