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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

 

AMER GROUP INC., 

  

Opposer,  

 

 

 v.  

 

 

ALIBABA GROUP HOLDING LIMITED,  

  

Applicant.  

 

 Opposition No.: 91245272 

 Application Serial No.: 87/628,472 

 Mark: ALIPAY 

Publication Date: August 14, 2018 

 

 

APPLICANT’S MOTION TO SUSPEND PROCEEDING 

 

Pursuant to 37 C.F.R. § 2.117(a) and TMBP § 510.02(a), Applicant Alibaba Group 

Holding Limited (“Alibaba”), through its undersigned attorneys, hereby moves to suspend the 

above-captioned proceeding in view of the earlier filed opposition between the same parties 

and involving related marks.  For the reasons presented below, the Trademark Trial and 

Appeal Board (the “Board”) should grant this motion and suspend the proceeding.  

I. Background 

On April 4, 2017, Alibaba filed a Notice of Opposition (No. 91233862) against Amer 

Group Inc.’s (“Amer”) U.S. Application Serial No. 86/821,204 for the mark APAY in 

connection with Class 36 and 45 services (the “APAY Application”) on the ground that 

registration of the APAY Application will create a likelihood of confusion, mistake and/or 

deception among consumers, within the meaning of § 2(d) of the Trademark Act, with 

Alibaba’s U.S. Registration No. 3,761,346 for the mark ALIPAY in connection with Class 9, 

35, 36, 38, 39 and 42 goods and services, U.S. Registration No. 4,036,742 for the mark 
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 in connection with Class 35, 36, 38 and 42 services, U.S. Registration No. 

5,071,223 for the mark ALIPAY in connection with Class 41 services and/or common law rights 

in and to the marks ALIPAY and  (the “Alibaba Opposition”).  A true and correct 

copy of the Notice of Opposition filed in the Alibaba Opposition is attached hereto as Exhibit 

A and incorporated herein by reference.  The Alibaba Opposition is st ill pending before the 

Board.  A true and correct copy of the docket in the Alibaba Opposition as of the date below 

is attached hereto as Exhibit B and incorporated herein by reference.  

On December 12, 2018, Amer filed a Notice of Opposition against Alibaba’s U.S. 

Application Serial No. 87/628,472 for the mark ALIPAY in connection with Class 9, 35, 36, 38, 

39 and 42 goods and services in the above-captioned proceeding on the grounds of priority and 

likelihood of confusion and no bona fide intent to use the mark in commerce for identified goods 

or services (the “Amer Opposition”).  Amer’s priority and likelihood of confusion contentions 

are based on its alleged prior rights in the APAY mark as reflected in the APAY Application.   

II. Argument 

Pursuant to 37 C.F.R. § 2.117(a), “[w]henever it shall come to the attention of  the 

Trademark Trial and Appeal Board that a party or parties to a pending case are engaged in a 

civil action or another Board proceeding which may have a bearing on the case, proceedings 

before the Board may be suspended until termination of the civil act ion or the other Board 

proceeding.”  See TBMP § 510.02(a) (“[T]he Board may also, in its discretion, suspend a 

proceeding pending the final determination of another Board proceeding in which the parties are 

involved…”); see also Cf. The Tamarkin Co. v. Seaway Food Town Inc., 34 USPQ2d 1587, 1592 

(TTAB 1995) (suspended pending outcome of ex parte prosecution of opposer’s application).   

“Unless there are unusual circumstances, the Board will suspend proceedings in the case before 
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it if the final determination of the other proceeding may have a bearing on the issues before the 

Board.”  TBMP § 510.02(a). 

Here, the final determination of the Alibaba Opposition will more than likely have a 

bearing on the issues before the Board in this proceeding.  First, the parties are exactly the same 

in both the Alibaba Opposition and the Amer Opposition.  Second, the marks at issue, i.e., the 

marks ALIPAY and APAY, and the goods and/or services associated therewith, are 

substantially, if not exactly, the same in both proceedings.  Third, the issue of likelihood of 

confusion is the same in both the Alibaba Opposition and the Amer Opposition.  Thus, a decision 

concerning the likelihood of confusion between the ALIPAY and APAY marks in the Alibaba 

Opposition is certain to have some bearing on the issue of likelihood of confusion between the 

same marks and similar goods and/or services in the subject proceeding.  As such, the Board 

should suspend the Amer Opposition pending the disposition of the earlier filed Alibaba 

Opposition.  

III. Conclusion 

In light of the foregoing, Applicant respectfully requests that the Board suspend this 

proceeding pending the final determination of the Alibaba Opposition.  In the event that the 

Board does not grant a suspension, Alibaba respectfully requests that it be allowed additional 

time (thirty (30) days) to file an Answer or otherwise respond to the Notice of Opposition in this 

proceeding.  

 

Date: February 20, 2019   Respectfully submitted, 

NIXON PEABODY LLP 

 /s/Jeffrey L. Costellia   

Jeffrey L. Costellia 

Robert A. Weikert 
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Lauren J. Arnold 

Jennette Wiser 

799 Ninth Street NW, Suite 500 

Washington, D.C. 20001 

Telephone: 202-585-8000 

was.managing.clerk@nixonpeabody.com 

nptm@nixonpeabody.com 

jcostellia@nixonpeabody.com  

rweikert@nixonpeabody.com 

larnold@nixonpeabody.com 

jwiser@nixonpeabody.com   

 

 Attorneys for Applicant  

Alibaba Group Holding Limited
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CERTIFICATE OF SERVICE 

 

 I hereby certify that I served the foregoing Applicant’s Motion to Suspend Proceeding 

upon Opposer by causing a true and correct copy thereof to be sent on February 20, 2019, by 

electronic mail, to counsel for Opposer, as indicated below. 

 

Mark B. Harrison 

VENABLE LLP 

P.O. Box 34385 

Washington, D.C. 20043-9998 

mbharrison@venable.com 

 

 

 

 

   /s/Jennette Wiser   

 Jennette Wiser 

 Nixon Peabody LLP 

 799 Ninth Street NW, Suite 500 

 Washington, D.C. 20001 
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Trademark Trial and Appeal Board Electronic Filing System. http://estta.uspto.gov

ESTTA Tracking number: ESTTA811435

Filing date: 04/04/2017

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name ALIBABA GROUP HOLDING LIMITED

Granted to Date
of previous ex-
tension

04/05/2017

Address One Capital Place, P.O. Box 847 Fourth Floor
George Town, Grand Cayman,
CAYMAN ISLANDS

Attorney informa-
tion

Jeffrey L. Costellia
Nixon Peabody LLP
799 Ninth Street NW, Suite 500
Washington, DC 20001
UNITED STATES
nptm@nixonpeabody.com, was.managing.clerk@nixonpeabody.com, jcostel-
lia@nixonpeabody.com, jmolinoff@nixonpeabody.com

Applicant Information

Application No 86821204 Publication date 12/06/2016

Opposition Filing
Date

04/04/2017 Opposition Peri-
od Ends

04/05/2017

Applicant Amer Group Inc.
One Blackfield Dr, Ste 416
Tiburon, CA 94920
UNITED STATES

Goods/Services Affected by Opposition

Class 036. First Use: 0 First Use In Commerce: 0
All goods and services in the class are opposed, namely: Financial services, namely, administration
of transactions involving funds drawn from securities, stocks, funds, equities, bonds, cash, or other
types of financial investments in retirement plans using a credit or debit card over a global data net-
work; Payment processing services, namely, credit card and debit card transaction processing ser-
vices; Providingelectronic processing of credit card transactions and electronic payments via aglobal
computer network; providing payment processing services and payment verification services for mo-
bile payments, contactless credit and debit card transactions, gift card transactions, loyalty reward
card transactions, and bill payment transactions with retailers, merchants, and vendors via mobile
devices; providing financial information by electronic means, namely, providing credit and debit card
information; financial services, namely, processing and administration ofmobile payments and con-
tactless debit and credit card transactions, loyalty reward card transactions, and bill payment transac-
tions with retailers, merchants, and vendors via mobile devices

Class 045. First Use: 0 First Use In Commerce: 0
All goods and services in the class are opposed, namely: Providing user authentication of electronic
funds transfer in the nature of mobile payments, contactless credit and debit card transactions, gift
card transactions, loyalty reward card transactions, and bill payment transactions with retailers, mer-

http://estta.uspto.gov


chants, and vendors via mobile devices

Grounds for Opposition

Priority and likelihood of confusion Trademark Act Section 2(d)

Marks Cited by Opposer as Basis for Opposition

U.S. Registration
No.

3761346 Application Date 12/23/2004

Registration Date 03/16/2010 Foreign Priority
Date

NONE

Word Mark ALIPAY

Design Mark

Description of
Mark

NONE

Goods/Services Class 009. First use: First Use: 0 First Use In Commerce: 0

Software for processing electronic payments to and from others; authentication
software for authenticating the identityof a payer; recorded computer programs
for processing electronic payments and/or authenticating the identity of a payer;
recorded computer software for processing electronic payments and/or authen-
ticating the identity of a payer; [ computers; ] computer peripherals; download-
ableelectronic publications in the nature of magazines, articles, brochures, leaf-
lets and datasheets containing informationor instructions in the field of electronic
payments, [ pre-recorded audio tapes, CD-ROMs, discs and video tapes in the
field of electronic payments; ] computersoftware for use in the search and re-
trieval of computerized information on hobbies, collectibles, auctions and
products accessed from global information networks and network systems

Class 035. First use: First Use: 0 First Use In Commerce: 0

Business advisory services relating to facilitating the transaction of businessvia
local and global computer networks;providing computerized online ordering ser-
vices featuring general consumer merchandise and industrial products; advert-
ising services, namely, promoting the goods and services of others via local and
global computer networks; international import and export agency services; rent-
al of advertising space on communication media; direct marketing advertising



services for others; market research and consulting services for others; online
trading services in which sellers post products to be sold and purchases are
made via the Internet and providing online business evaluation relating thereto;
computer services, namely, providing an onlinecomputer database in the field of
shopping

Class 036. First use: First Use: 0 First Use In Commerce: 0

Clearing and reconciling financial transactions via a global computer network;
online banking services and financial services, namely, credit card or/and debit-
card processing services, and transmission and processing of bills and pay-
mentsthereof, conducted via a global computer network; electronic funds trans-
fer services

Class 038. First use: First Use: 0 First Use In Commerce: 0

Providing electronic mail and electronic mail forwarding services; providing ac-
cess to websites on the Internet by which third parties can offer goods and ser-
vices, place and fulfill orders, enter into contracts and transact business; provid-
ing online communication links which transfer the website user to other local and
global webpages to facilitate e-commerce and real world business transactions;
providing online electronic bulletin boards for transmission of messages among
computer users concerning products, services and business opportunities; elec-
tronic message sending; computer aided electronic transmission of messages
and images telecommunications services, namely, providing telephone commu-
nication and Internet telephony services; electronic transmission of data and in-
formation viaelectronic communications networks; information, advisory and
consultancy services relating to all the aforesaid services

Class 039. First use: First Use: 0 First Use In Commerce: 0

Storage of electronic data and documents

Class 042. First use: First Use: 0 First Use In Commerce: 0

computer services, namely, creating, maintaining and hosting websites for oth-
ers; hosting of digital content for otherson the Internet; computer programming
for others; design and development of online computer system software; com-
puter software design for others; computer system design for others; design and
development of computer software and hardware; design and development of
web pages; hosting webpages for others; information, advisory and consultancy
services relating to all the aforesaid services [ ; application services provider fea-
turing software in the field of electronic calendar, address book and notes fea-
ture ]

U.S. Registration
No.

4036742 Application Date 08/25/2009

Registration Date 10/11/2011 Foreign Priority
Date

08/19/2009

Word Mark ALIPAY

Design Mark

Description of
Mark

The mark consists of the word "Alipay" in stylized lettering with a diamond shape
appearing as the dot on the letter "i" and at the end of the word, and a curved
line underneath, displayed above the word "ALIPAY" in the same stylized letter-
ing in black, with a diamond shape appearing as the dot on the letter "i" and at



the end of the word, and a curved lineunderneath.

Goods/Services Class 009. First use: First Use: 0 First Use In Commerce: 0

Scientific, nautical, surveying, photographic, cinematographic, optical, weighing,
measuring, signalling, checking, life-saving and teaching apparatus and instru-
ments, namely, telephones, punch clocks, time recording devices, namely, time
clocks, scales and balances, graduated rulers, electronic pocket translators,
neon signs, electronic notice boards, transparency projection apparatus, kilome-
terrecorders in the nature of odometers for vehicles, telescopes, mechanisms for
counter operated apparatus, namely, point-of-sale terminals, fire extinguishers,
acoustic alarms, namely, smoke and fire alarms, eyeglasses, batteries, exposed
files, namely, exposed camera film; apparatus and instruments for conducting,
switching, transforming, accumulating, regulating or controlling electricity,
namely, electric wires; electric switches; electroplating apparatus, namely, elec-
troplating machines, electric welding apparatus, namely, torches; electrified
fences, namely, electric fences; apparatus forrecording, transmission or repro-
ductionof sound or images; blank magnetic datacarriers and recording discs;
automaticvending machines and mechanisms for coin-operated apparatus; cash
registers, calculating machines, data processing equipment and computers;
notebook computers;laptop computers; portable computers; handheld com-
puters; personal digital assistants; portable media players; mobile telephones;
smart phones; digital cameras; computer workstations comprised of computers
and computer monitors; servers, namely, computer servers; computer and tele-
communications networking computer hardware; computer network adaptors,
switches, routers and hubs; wireless and wiredmodems and computer equip-
ment, namely, wireless cards; laptop holders in the nature of protective sleeves
and carrying cases, computer bags; fire extinguishingapparatus; computer hard-
ware, computer software and downloadable software for use in connection with
the provision of an interactive website, namely, for use by third parties to post in-
formation, create electronic product catalogs, respondto requests and place and
full fill orders for products, services and business opportunities via local and
global computer networks, for use in document management, for searching,
browsing and receiving transmissions of text, electronic documents, graphics
and audiovisual information on local remote area, global computer networks, on
intranets or directories of information available on computer networks, for use in
software developmentand web authoring, for use in exchanging information via
global computer networks and online from a computer database and the inter-
net, for business use for financial management, financial planning, business
management, customer relationship management (CRM), inventory manage-
ment, sales force management, planning and management of personal and
business finances, and marketing information management, data mining, high-
speed massive ecommerce data processing, and data customization all in the
field of e-commerce; compact discs featuring music, computer programs and
computer software in the field of business for use in financial management, fin-
ancial planning, business management, customer relationship manage-
ment(CRM), inventory management, sales force management, planning and
management ofpersonal and business finances, and marketing information man-
agement, all in the field of e-commerce; digital music downloadable from the In-
ternet; telecommunications apparatus devices, namely, VOIP phones, electronic
facsimile apparatus, portable digital electronic device for sending and receiving
electronic mails, and instant messaging communication tool in the nature of port-
able telecommunication instant messaging devices; mouse pads; mobile phone
handsets, namely, mobilephones; mobile phone accessories devices, namely,
battery chargers, cases, covers, ear phones and devices for hands-free use of
mobile phones; spectacles and sunglasses

Class 035. First use: First Use: 0 First Use In Commerce: 0

Advertising; business management; business administration; providing office
functions; database management; market research and business consulting ser-
vices; business consultancy services relating tofacilitating the transaction of



business via local and global computer networksby locating and providing refer-
rals forthe delivery of a wide variety of business and consumer products and
services; providing of business information of goods and services of others via
local and global computer networks; business consultancy services in the field of
global computer web sites where third parties can offer and source goods and
services, place, determine the status of and fulfill trade leads and orders, enter
into contracts and transact business; providing computerized online ordering
services featuring a wide variety of consumer, business and industrial products;
advertising of goods and services of others via local and global computer net-
works; international import and export agency services; rental of advertising
space on communication media; online trading services in the nature of online
auctioneering services via the Internet and providing online business evaluation
relating thereto; online retail store services featuringa wide variety of consumer
goods of others; business consultancy services in the field of operating an elec-
tronic marketplace for the buyers and sellers of goods and/or services on a glob-
al computer network; business administration and management assistance for
others in the field of facilitating business transaction via local and global com-
puter networks; corporate business management consultancy services; market-
ing and promotion services; publication of publicity materials; real estate market-
ing services, namely, marketing of vacant property in the nature of condomini-
ums, apartments, homes,commercial storefronts, office buildings, warehouses,
and factories; dissemination of advertising materials, updating of advertising ma-
terials, compilation of advertisements for use as web pages on the Internet; rent-
al of advertising space; computer data processing; providing information con-
cerning commercial sales, providing business information, promotional informa-
tion services, namely, promoting the goods of others by providing information re-
garding discounts, coupons, rebates, vouchers and special offers for the goods
of others; telephone answering service; auctioneering provided on the Internet;
personnel management; provisionof commercial sales information, business in-
formation, advertising and commercial information through a global computer-
network and via the Internet; presentation of goods on communication media for
retail purposes; the bringing together, for the benefit of others, of a variety of
goods, enabling customers to conveniently view and purchase those goods from
a general merchandise Internet web site specializing in the marketing of the sale
of goods and services of others, retail and wholesale store services featur-
ingtelephones, mobile phone handsets, mobile phone accessories, electronic
and telecommunications goods, computer hardwareand computer software, bat-
teries, battery chargers, apparatus and instruments for recording, receiving,
transmitting and/or reproducing data, information, pictures, images and/or
sound, precious metals, jewellery, precious stones, printed matter, stationery
and magnetic and non magnetically encoded cards, furniture, picture frames,
household and kitchen utensils, glassware, porcelain and earthenware, textiles,
clothing, footwear, headgear, laces and embroidery, buttons, ribbons, pins and
needles, artificial flowers, carpets, rugs, games and electronic toys, chemicals
used in industry, science, photography and agriculture, paints, varnishes and
lacquers, personal hygiene products, soaps, perfumery, cosmetics, hair and
body lotions, essential oils, cleaning and bleaching preparations, lubricants,
fuels, candles, pharmaceutical, veterinary and sanitary preparations, ironmon-
gery and small items of metal hardware, machines and machine tools, cut-
lery,razors and hand tools, computers, calculating machines, electrical, photo-
graphic, cinematographic and optical apparatusand instruments, spectacles and
sun glasses, surgical and medical apparatus andinstruments, apparatus for
lighting, heating, steam generating, cooking, refrigerating, drying, ventilating,
water supply and sanitary purposes, vehicles, firearms, fireworks, silverware,
horologicaland chronometric instruments, musical instruments, magazine, cards,
paper and cardboard products, picture, typewriters and office requisites, pack-
aging materials, rubber and plastics for manufacture use, packing and insulating
materials, leather and imitations of leather and goods made from these materi-
als, handbags, purses, wallets, leather holders, bags, luggage, umbrellas, mir-
rors, ropes, string, nets, tents, yarns and threads for textile use, coat hangers,



place mats, dressmaker's articles, bed and table covers, playthings and sporting
articles, foodstuffs and beverages, meat, fish, poultry, preserved, dried and
cooked fruits and vegetables, jams and fruit sauces, eggs, milk and milk
products, edible oils and fats, coffee, tea, cocoa, sugar, rice, flour, bread and
cakes, condiments, fresh fruit and vegetables, beer, mineralwater, fruit juices
and other nonalcoholic drinks, alcoholic beverages, floral products, tobacco,
smokers' articles andmatches; direct mail advertising; buying and selling agency
services, namely, purchasing a wide variety of consumer, business and industri-
al products and services for others; selection and procurement of goods,
namely, purchasing of a widevariety of consumer, business and industrial
products and services for individuals and businesses; catalog and online order-
ing services featuring the general consumer goods of others; secretarial ser-
vices; providing statistical information; organization of exhibitions for commercial
or advertising purposes; business services, namely, the compilation and rental
of marketing mailing lists; businessinvestigation; business administration con-
sultation services in the field of processing of sales made on the Internet; busi-
ness networking services and personnel placement; import-export agencies;
subscriptions to newspapers; document reproduction; transcription services,
namely, conference call, message and stenographic transcription; rental of office
equipment; customer relationship management;business management services
relating to electronic commerce; tax information services; and art gallery ser-
vices

Class 036. First use: First Use: 0 First Use In Commerce: 0

Insurance agencies; financial affairs and monetary affairs, namely, financial ana-
lysis and online escrow service for exchange of goods and services; real estate
affairs, namely, assessment and management of real estate, providing informa-
tion in the field of real estate via the internet; clearing and reconciling financial
transactions via a global computer network, namely, providing secure commer-
cial transactions and payment options; online banking services and online finan-
cial planning services; credit card services; electronic payment, namely, elec-
tronic processing and transmission of bill payment data; insurance underwriting
for financial transactions; electronic fundstransfer services; transfer of funds
byelectronic means for others; transmission of electronic payment data for oth-
ersvia the internet; financial services inthe nature of credit card and debit card
payment processing services; real estate services, namely, arrangement and
management of leases and tenancy; renting and leasing of real estate; real es-
tate appraisal; real estate valuation, real estate financing, real estate investment;
real estate brokerage services; real estate agency services; housing agency ser-
vices; actuarial services; real estate management and consultancy services; rent
collection; rental of offices; rental ofapartments and flats; provision of financial
information via the Internet; safety deposit box services and issuing of travel
vouchers services, namely, providing vouchers for payment of transportation ex-
penses; capital investment services;financial evaluation; financial and financial
asset management services; insurance and financial information and con-
sultancy services; financial analysis services provided by telecommunication
means;financial consultancy and advisory services; home banking; banking ser-
vices provided on-line from a computer database or the Internet; securities
brokerage services, stock exchange quotation services; stocks and bonds
brokerage, financial analysis; debit card services, charge card services and
check verification services; banking, savings account and investment banking
services; financial clearing house services; credit card verification via global
computer information network; electronic credit risk management services; pre-
paid purchase card services,namely, processing electronic payments made
through prepaid cards and electronic bill payment services; financial services,
namely, debt settlement and providing electronic processing of credit card trans-
actions and electronic payments viaa global computer network; electronic bank-
ing services via global computer network; issuance of stored value cards, and-
charge cards and debit card services; telephone credit cards services, namely,
telephone calling cards services; providing finance and insurance information



online from a computer database or Internet; collection agency for collection of
gas and electricity fees; antique appraisal; art appraisal; jewelry appraisal; used
car appraisal; charitable fund raising; rental of paper money and coin counting
machines; rental of cash dispensers or automated-teller machines; online pay-
ment services, namely, electronic processing of credit card transactions and
electronic payments via a global computer network; authentication and verifica-
tion services, namely, credit card and check verification in relation to online pay-
ment or transfer of funds; mailing list brokerage services

Class 038. First use: First Use: 0 First Use In Commerce: 0

Telecommunications access services; provision of telecommunication access to
computer database and to the Internet and providing online communications
links which transfer the user to other local andglobal web pages; telecommunic-
ations services, namely, the electronic transmission of data and documents;
providing telecommunications connections to the Internet or data bases; provi-
sion of telecommunication access to the world-wide web; communication by
computer terminals; communication by fiber optic networks; electronic transmis-
sion of messages and images by computer; facsimile transmission; message
sending; paging services; rentalof modems; transmission of data by electronic
means; rental of telecommunication equipment; electronic message send-
ing,receiving and forwarding services; transmission and delivery of data by elec-
tronic means; electronic transmission and delivery of mail messages, still picture
and/or moving picture information such as characters, messages, music and im-
ages, telegrams, information and data by electronic, telephone, telegraph, cable,
computer and satellite means; transmission, broadcast and reception of audio,
video, still and moving images and data whether in compressed or uncom-
pressed form and whether in real or delayed time; electronic messaging ser-
vices, telephone, video and web conferencing services and order transmission
services; video conferencing services; providing an electronic bulletin board that
enables users to perform a real-time interactive talk between a computer termin-
al and an electronic bulletin board containing still picture and moving picture in-
formation and voiceinformation concerning business and e-commerce; providing
electronic bulletin boards and message boards for transmission of messages
among users concerning business and e-commerce; providing an online discus-
sion forums for transmission of messages among computer users concerning-
business and ecommerce; television broadcasting services; broadcasting and
transmission of radio and television programs; music broadcasting in the nature
of audio broadcasting; transmission of music, films, videos, via a global com-
puter network or the internet; electronic transmission of information in the field of
on-line shopping and general retail services; video-on-demand transmission ser-
vices; news agency services for electronic transmission; providing access to
computer databases on the global computer network; providing chat room ser-
vices or transmission of messages among computer users concerning business
and e-commerce; providing multiple user access to global computer information
networks; communication services, namely, text and numeric wireless digital
messaging services; transmission of information and data communications for
assisting decision making; transmission of information through video communic-
ation systems; web conferencing services; providing electronic bulletin boards
for the posting and transmission of messages among and between computer-
users concerning consumer products, services and business leads and oppor-
tunities; providing an online interactive bulletin board for the posting, promotion,
sale and resale of items via a global computer network; providing electronic mai-
land electronic mail forwarding services; audio and video communication via
computers and computer networks, and via a global communications network;
providing computer access to online interactive bulletin boards and databases

Class 042. First use: First Use: 0 First Use In Commerce: 0

Scientific and technological services and research and design relating
thereto,namely, providing temporary use of online non-downloadable software
and temporary use of online non-downloadable cloud computing software for
planning and management of personal and business finances, e-commerce data



mining, high-speed massive e-commerce data processing, and data customiza-
tion, customer relationship management, inventory management, sales force
management, and marketing information management; design and development
ofcomputer hardware and software; design of computers, notebook computers,
laptopcomputers, portable computers and handheld computers; design for oth-
ers in the field of personal digital assistants andpersonal media players; design
for others in the field of mobile telephones andsmart phones; design for others in
the field of digital cameras; computer services, namely, computer system admin-
istration for others; computer programming; computer system software services,
namely,design and development of on-line computer software systems; provid-
ing direct connection services between computer users for exchanging data,
namely, providingtemporary use of online non-downloadable software for the ex-
change of data; computer software design; computer system design; design and
development of webpages; hosting webpages for others; hosting computer ap-
plication software of others for use in searching and retrieving information from
databases and computer networks; providing technical information atthe specific
request of end-users by means of telephone or global computer network; com-
puter services relating to customized searching of computer databases and
websites, namely, providing customizedonline web pages featuring user-
definedinformation which includes online linksto third party web sites

U.S. Registration
No.

5071223 Application Date 09/03/2015

Registration Date 11/01/2016 Foreign Priority
Date

NONE

Word Mark ALIPAY

Design Mark

Description of
Mark

NONE

Goods/Services Class 041. First use: First Use: 0 First Use In Commerce: 0

Education, namely, providing live and online seminars and conferences in the
field of business and e-commerce; providing of training in the field of business
and e-commerce; entertainment, namely, providing online video games and
non-downloadable playback of digital music; organizing community sporting and
cultural activities; publication of texts, books and journals; sporting and cultural
activities, namely, organizing community sporting and cultural events; publica-
tion of newspapers, magazines and periodicals containing diagrams, images
and photographs; education, namely, training courses and instructional classes
in the field oftelecommunications hardware and software, operation of com-
puters, computer programming, web site design, e-commerce, business man-
agement and advertising; provision of education, recreation, instruction and
training via online interactive and non-interactive courses, classes, workshops
and seminars in the field of business and e-commerce; design of educational
courses, namely, development of curriculum and examinations for others in
thefield of business and e-commerce; entertainment provided via electronic and
digital interactive media, namely, providing online computer games; electronic
games services provided by means of the Internet, namely, providing online



computer games; provision of information about education, entertainment in-
formation, information in the field of sports and sporting events, and information
in the fieldof recreation and leisure activities and cultural activities and exhibi-
tions; providing online non-downloadable electronic publications, namely, books,
journals, newsletters and articles in the fieldof business and e-commerce; arran-
ging, organizing, hosting and conducting singing competitions; arranging, organ-
izing, hosting and conducting musical concerts.arranging, organizing, hosting
and conducting events and competitions for education or entertainment pur-
poses, namely, providing conferences, competitions and symposia in the field of
business and e-commerce; entertainment services, namely, production and dis-
tribution of a game show; entertainment ticket agency services; providing enter-
tainment information and information about education from a computer database
or the Internet; providing non-downloadable prerecorded digitalmusic from the
Internet; providing non-downloadable prerecorded digital music from MP3 Inter-
net web sites; entertainment and education services, namely, conducting
courses of instruction relating to planning, production and distribution ofsound,
images, digital music, movies, live or recorded audio, visual or audiovisual ma-
terial for broadcasting on terrestrial cable, satellite channels, the Internet, wire-
less or wirelink systems and other means of communications; music entertain-
ment services, namely, live music concerts; rental of sound recordings; enter-
tainment in the nature of on-going television programs in the fields of business
and e-commerce; producing entertainment, educational, documentary and news
programs in the fields of business and e-commerce for broadcasting; news re-
porters' services; providing news in the fieldof sporting or cultural events, and
current events reporting provided by satellite television transmission, the Internet
or radio; production of television andradio programs and film production; produc-
tion of television programs; provision of information, data, graphics,
sound,music, videos, animation and text for entertainment purpose, namely, an-
imation rendered by means of a global computer network; game services
provided online from a computer network; provision of recreation, sporting and
gymnasium facilities; live performances by a musical band; night club services,
discotheque, and fashion shows for entertainment purposes; club services relat-
ing to entertainment,education and cultural services, namely, arranging and con-
ducting educational conferences, conventions, seminars and training workshops
in the field of businessand e-commerce; organizing and conducting exhibitions
for cultural or educational purposes; art exhibition services; art gallery services,
namely, rental of artwork; training services in the field of occupational health and
safety, and environmental conservation; provision of cigar appreciation classes,
wine tasting classes; providing educational research and information about edu-
cational research; arranging, organizing, planning and running of educational
seminars in the field of business and e-commerce; animal training; direction in
producing broadcasting programs, namely, production of television and radio
programs and film production; instructional services, namely,training in operation
of audiovisual machines and equipment, which is used for the production of
broadcasting programs;providing audio and visual studios; providing sports facil-
ities; providing facilities for movies, shows, plays, music or educational training;
entertainment booking agencies, namely, booking of seatsfor shows and sports
events; rental of motion pictures; rental and leasing of musical instruments; rent-
al and leasing of television programmes; rental and leasing of television sets;
lending libraries; archive library services; subtitling services, namely, preparing
subtitles for movies; sign language interpretation services; rental of entertain-
ment software, namely, rental of computer game software; providing online non-
downloadable music and movies through the internet; providing online computer
games and conducting contests; rental of pre-recorded video tapes; rental and
leasing of game machines; rental of arcade game equipment;photography;
translation; language interpretation; educational and training programs in the
field of risk management; provision of news in the nature of current event report-
ing; lottery services; provision of facilities for shows and performances, namely,
performance venues, studios, sets, dressing rooms; educational and training
programs relating to certification; provision of news; providing on-line videos fea-



turing news, sports, entertainment, popular culture, lifestyles,music, artwork,
education, information technology, finance, architecture, law, psychology, busi-
ness administration, marketing, financial literacy and financialplanning, not
downloadable; tutoring; consultancy, information and advisory services relating
to the aforesaid services

U.S. Application/ Registra-
tion No.

NONE Application Date NONE

Registration Date NONE

Word Mark ALIPAY

Goods/Services Software for processing electronic payments to and from others; au-
thentication software for authenticating the identity of a payer; recor-
ded computer programs for processing electronic payments and/or
authenticating the identity of a payer; recorded computer software for
processing electronic payments and/or authenticating the identity of a
payer; [ computers; ] computer peripherals; downloadable electronic
publications in the nature of magazines, articles, brochures, leaflets
and datasheets containing information or instructions in the field of
electronic payments, [ pre-recorded audio tapes, CD-ROMs, discs
and video tapes in the field of electronic payments; ] computer soft-
ware for use in the search and retrieval of computerized information
on hobbies, collectibles, auctions and products accessed from global
information networks and network systems, in Class 9; Business ad-
visory services relating to facilitating the transaction of business via
local and global computer networks; providing computerized online or-
dering services featuring general consumer merchandise and industri-
al products; advertising services, namely, promoting the goods and
services of others via local and global computer networks; internation-
al import and export agency services; rental of advertising space on
communication media; direct marketing advertising services for oth-
ers; market research and consulting services for others; online trading
services in which sellers post products to be sold and purchases are
made via the Internet and providing online business evaluation relat-
ing thereto; computer services, namely, providing an online computer
database in the field of shopping, in Class 35; Clearing and reconcil-
ing financial transactions via a global computer network; online bank-
ing services and financial services, namely, credit card or/and debit
card processing services, and transmission and processing of bills
and payments thereof, conducted via a global computer network;
electronic funds transfer services, in Class 36; Providing electronic
mail and electronic mail forwarding services; providing access to web-
sites on the Internet by which third parties can offer goods and ser-
vices, place and fulfill orders, enter into contracts and transact busi-
ness; providing online communication links which transfer the website
user to other local and global webpages to facilitate e-commerce and
real world business transactions; providing online electronic bulletin
boards for transmission of messages among computer users concern-
ing products, services and business opportunities; electronic message
sending; computer aided electronic transmission of messages and im-
ages telecommunications services, namely, providing telephone com-
munication and Internet telephony services; electronic transmission of
data and information via electronic communications networks; inform-
ation, advisory and consultancy services relating to all the aforesaid
services, in Class 38; Storage of electronic data and documents, in
Class 39; computer services, namely, creating, maintaining and host-
ing websites for others; hosting of digital content for others on the In-
ternet; computer programming for others; design and development of
online computer system software; computer software design for oth-



ers; computer system design for others; design and development of
computer software and hardware; design and development of web
pages; hosting webpages for others; information, advisory and con-
sultancy services relating to all the aforesaid services [ ; application
services provider featuring software in the field of electronic calendar,
address book and notes feature ], in Class 42

U.S. Application/ Registra-
tion No.

NONE Application Date NONE

Registration Date NONE

Design Mark

Goods/Services Scientific, nautical, surveying, photographic, cinematographic, optical,
weighing, measuring, signalling, checking, life-saving and teaching
apparatus and instruments, namely, telephones, punch clocks, time
recording devices, namely, time clocks, scales and balances, gradu-
ated rulers, electronic pocket translators, neon signs, electronic notice
boards, transparency projection apparatus, kilometer recorders in the
nature of odometers for vehicles, telescopes, mechanisms for counter
operated apparatus, namely, point-of-sale terminals, fire extinguish-
ers, acoustic alarms, namely, smoke and fire alarms, eyeglasses, bat-
teries, exposed files, namely, exposed camera film; apparatus and in-
struments for conducting, switching, transforming, accumulating, reg-
ulating or controlling electricity, namely, electric wires; electric
switches; electroplating apparatus, namely, electroplating machines,
electric welding apparatus, namely, torches; electrified fences,
namely, electric fences; apparatus for recording, transmission or re-
production of sound or images; blank magnetic data carriers and re-
cording discs; automatic vending machines and mechanisms for coin-
operated apparatus; cash registers, calculating machines, data pro-
cessing equipment and computers; notebook computers; laptop com-
puters; portable computers; handheld computers; personal digital as-
sistants; portable media players; mobile telephones; smart phones; di-



gital cameras; computer workstations comprised of computers and
computer monitors; servers, namely, computer servers; computer and
telecommunications networking computer hardware; computer net-
work adaptors, switches, routers and hubs; wireless and wired mo-
dems and computer equipment, namely, wireless cards; laptop hold-
ers in the nature of protective sleeves and carrying cases, computer
bags; fire extinguishing apparatus; computer hardware, computer
software and downloadable software for use in connection with the
provision of an interactive website, namely, for use by third parties to
post information, create electronic product catalogs, respond to re-
quests and place and full fill orders for products, services and busi-
ness opportunities via local and global computer networks, for use in
document management, for searching, browsing and receiving trans-
missions of text, electronic documents, graphics and audiovisual in-
formation on local remote area, global computer networks, on in-
tranets or directories of information available on computer networks,
for use in software development and web authoring, for use in ex-
changing information via global computer networks and online from a
computer database and the internet, for business use for financial
management, financial planning, business management, customer re-
lationship management (CRM), inventory management, sales force
management, planning and management of personal and business
finances, and marketing information management, data mining, high-
speed massive ecommerce data processing, and data customization
all in the field of e-commerce; compact discs featuring music, com-
puter programs and computer software in the field of business for use
in financial management, financial planning, business management,
customer relationship management (CRM), inventory management,
sales force management, planning and management of personal and
business finances, and marketing information management, all in the
field of e-commerce; digital music downloadable from the Internet;
telecommunications apparatus devices, namely, VOIP phones, elec-
tronic facsimile apparatus, portable digital electronic device for send-
ing and receiving electronic mails, and instant messaging communica-
tion tool in the nature of portable telecommunication instant mes-
saging devices; mouse pads; mobile phone handsets, namely, mobile
phones; mobile phone accessories devices, namely, battery chargers,
cases, covers, ear phones and devices for hands-free use of mobile
phones; spectacles and sunglasses, in Class 9; # Advertising; busi-
ness management; business administration; providing office func-
tions; database management; market research and business consult-
ing services; business consultancy services relating to facilitating the
transaction of business via local and global computer networks by loc-
ating and providing referrals for the delivery of a wide variety of busi-
ness and consumer products and services; providing of business in-
formation of goods and services of others via local and global com-
puter networks; business consultancy services in the field of global
computer web sites where third parties can offer and source goods
and services, place, determine the status of and fulfill trade leads and
orders, enter into contracts and transact business; providing compu-
terized online ordering services featuring a wide variety of consumer,
business and industrial products; advertising of goods and services of
others via local and global computer networks; international import
and export agency services; rental of advertising space on communic-
ation media; online trading services in the nature of online auctioneer-
ing services via the Internet and providing online business evaluation
relating thereto; online retail store services featuring a wide variety of
consumer goods of others; business consultancy services in the field
of operating an electronic marketplace for the buyers and sellers of
goods and/or services on a global computer network; business admin-



istration and management assistance for others in the field of facilitat-
ing business transaction via local and global computer networks; cor-
porate business management consultancy services; marketing and
promotion services; publication of publicity materials; real estate mar-
keting services, namely, marketing of vacant property in the nature of
condominiums, apartments, homes, commercial storefronts, office
buildings, warehouses, and factories; dissemination of advertising
materials, updating of advertising materials, compilation of advertise-
ments for use as web pages on the Internet; rental of advertising
space; computer data processing; providing information concerning
commercial sales, providing business information, promotional inform-
ation services, namely, promoting the goods of others by providing in-
formation regarding discounts, coupons, rebates, vouchers and spe-
cial offers for the goods of others; telephone answering service; auc-
tioneering provided on the Internet; personnel management; provision
of commercial sales information, business information, advertising
and commercial information through a global computer network and
via the Internet; presentation of goods on communication media for
retail purposes; the bringing together, for the benefit of others, of a
variety of goods, enabling customers to conveniently view and pur-
chase those goods from a general merchandise Internet web site spe-
cializing in the marketing of the sale of goods and services of others,
retail and wholesale store services featuring telephones, mobile
phone handsets, mobile phone accessories, electronic and telecom-
munications goods, computer hardware and computer software, bat-
teries, battery chargers, apparatus and instruments for recording, re-
ceiving, transmitting and/or reproducing data, information, pictures,
images and/or sound, precious metals, jewellery, precious stones,
printed matter, stationery and magnetic and non magnetically en-
coded cards, furniture, picture frames, household and kitchen
utensils, glassware, porcelain and earthenware, textiles, clothing,
footwear, headgear, laces and embroidery, buttons, ribbons, pins and
needles, artificial flowers, carpets, rugs, games and electronic toys,
chemicals used in industry, science, photography and agriculture,
paints, varnishes and lacquers, personal hygiene products, soaps,
perfumery, cosmetics, hair and body lotions, essential oils, cleaning
and bleaching preparations, lubricants, fuels, candles, pharmaceutic-
al, veterinary and sanitary preparations, ironmongery and small items
of metal hardware, machines and machine tools, cutlery, razors and
hand tools, computers, calculating machines, electrical, photographic,
cinematographic and optical apparatus and instruments, spectacles
and sun glasses, surgical and medical apparatus and instruments, ap-
paratus for lighting, heating, steam generating, cooking, refrigerating,
drying, ventilating, water supply and sanitary purposes, vehicles, fire-
arms, fireworks, silverware, horological and chronometric instruments,
musical instruments, magazine, cards, paper and cardboard products,
picture, typewriters and office requisites, packaging materials, rubber
and plastics for manufacture use, packing and insulating materials,
leather and imitations of leather and goods made from these materi-
als, handbags, purses, wallets, leather holders, bags, luggage, um-
brellas, mirrors, ropes, string, nets, tents, yarns and threads for textile
use, coat hangers, place mats, dressmaker's articles, bed and table
covers, playthings and sporting articles, foodstuffs and beverages,
meat, fish, poultry, preserved, dried and cooked fruits and vegetables,
jams and fruit sauces, eggs, milk and milk products, edible oils and
fats, coffee, tea, cocoa, sugar, rice, flour, bread and cakes, condi-
ments, fresh fruit and vegetables, beer, mineral water, fruit juices and
other nonalcoholic drinks, alcoholic beverages, floral products, to-
bacco, smokers' articles and matches; direct mail advertising; buying
and selling agency services, namely, purchasing a wide variety of



consumer, business and industrial products and services for others;
selection and procurement of goods, namely, purchasing of a wide
variety of consumer, business and industrial products and services for
individuals and businesses; catalog and online ordering services fea-
turing the general consumer goods of others; secretarial services;
providing statistical information; organization of exhibitions for com-
mercial or advertising purposes; business services, namely, the com-
pilation and rental of marketing mailing lists; business investigation;
business administration consultation services in the field of pro-
cessing of sales made on the Internet; business networking services
and personnel placement; import-export agencies; subscriptions to
newspapers; document reproduction; transcription services, namely,
conference call, message and stenographic transcription; rental of of-
fice equipment; customer relationship management; business man-
agement services relating to electronic commerce; tax information
services; and art gallery services, in Class 35; Insurance agencies;
financial affairs and monetary affairs, namely, financial analysis and
online escrow service for exchange of goods and services; real estate
affairs, namely, assessment and management of real estate, provid-
ing information in the field of real estate via the internet; clearing and
reconciling financial transactions via a global computer network,
namely, providing secure commercial transactions and payment op-
tions; online banking services and online financial planning services;
credit card services; electronic payment, namely, electronic pro-
cessing and transmission of bill payment data; insurance underwriting
for financial transactions; electronic funds transfer services; transfer of
funds by electronic means for others; transmission of electronic pay-
ment data for others via the internet; financial services in the nature of
credit card and debit card payment processing services; real estate
services, namely, arrangement and management of leases and ten-
ancy; renting and leasing of real estate; real estate appraisal; real es-
tate valuation, real estate financing, real estate investment; real estate
brokerage services; real estate agency services; housing agency ser-
vices; actuarial services; real estate management and consultancy
services; rent collection; rental of offices; rental of apartments and
flats; provision of financial information via the Internet; safety deposit
box services and issuing of travel vouchers services, namely, provid-
ing vouchers for payment of transportation expenses; capital invest-
ment services; financial evaluation; financial and financial asset man-
agement services; insurance and financial information and con-
sultancy services; financial analysis services provided by telecommu-
nication means; financial consultancy and advisory services; home
banking; banking services provided on-line from a computer database
or the Internet; securities brokerage services, stock exchange quota-
tion services; stocks and bonds brokerage, financial analysis; debit
card services, charge card services and check verification services;
banking, savings account and investment banking services; financial
clearing house services; credit card verification via global computer
information network; electronic credit risk management services; pre-
paid purchase card services, namely, processing electronic payments
made through prepaid cards and electronic bill payment services; fin-
ancial services, namely, debt settlement and providing electronic pro-
cessing of credit card transactions and electronic payments via a
global computer network; electronic banking services via global com-
puter network; issuance of stored value cards, and charge cards and
debit card services; telephone credit cards services, namely, tele-
phone calling cards services; providing finance and insurance inform-
ation online from a computer database or Internet; collection agency
for collection of gas and electricity fees; antique appraisal; art apprais-
al; jewelry appraisal; used car appraisal; charitable fund raising; rental



of paper money and coin counting machines; rental of cash dis-
pensers or automated-teller machines; online payment services,
namely, electronic processing of credit card transactions and electron-
ic payments via a global computer network; authentication and verific-
ation services, namely, credit card and check verification in relation to
online payment or transfer of funds; mailing list brokerage services, in
Class 36; Telecommunications access services; provision of telecom-
munication access to computer database and to the Internet and
providing online communications links which transfer the user to other
local and global web pages; telecommunications services, namely,
the electronic transmission of data and documents; providing telecom-
munications connections to the Internet or data bases; provision of
telecommunication access to the world-wide web; communication by
computer terminals; communication by fiber optic networks; electronic
transmission of messages and images by computer; facsimile trans-
mission; message sending; paging services; rental of modems; trans-
mission of data by electronic means; rental of telecommunication
equipment; electronic message sending, receiving and forwarding
services; transmission and delivery of data by electronic means; elec-
tronic transmission and delivery of mail messages, still picture and/or
moving picture information such as characters, messages, music and
images, telegrams, information and data by electronic, telephone,
telegraph, cable, computer and satellite means; transmission, broad-
cast and reception of audio, video, still and moving images and data
whether in compressed or uncompressed form and whether in real or
delayed time; electronic messaging services, telephone, video and
web conferencing services and order transmission services; video
conferencing services; providing an electronic bulletin board that en-
ables users to perform a real-time interactive talk between a computer
terminal and an electronic bulletin board containing still picture and
moving picture information and voice information concerning business
and e-commerce; providing electronic bulletin boards and message
boards for transmission of messages among users concerning busi-
ness and e-commerce; providing an online discussion forums for
transmission of messages among computer users concerning busi-
ness and ecommerce; television broadcasting services; broadcasting
and transmission of radio and television programs; music broadcast-
ing in the nature of audio broadcasting; transmission of music, films,
videos, via a global computer network or the internet; electronic trans-
mission of information in the field of on-line shopping and general re-
tail services; video-on-demand transmission services; news agency
services for electronic transmission; providing access to computer
databases on the global computer network; providing chat room ser-
vices or transmission of messages among computer users concerning
business and e-commerce; providing multiple user access to global
computer information networks; communication services, namely, text
and numeric wireless digital messaging services; transmission of in-
formation and data communications for assisting decision making;
transmission of information through video communication systems;
web conferencing services; providing electronic bulletin boards for the
posting and transmission of messages among and between computer
users concerning consumer products, services and business leads
and opportunities; providing an online interactive bulletin board for the
posting, promotion, sale and resale of items via a global computer
network; providing electronic mail and electronic mail forwarding ser-
vices; audio and video communication via computers and computer
networks, and via a global communications network; providing com-
puter access to online interactive bulletin boards and databases, in
Class 38; Scientific and technological services and research and
design relating thereto, namely, providing temporary use of online



non-downloadable software and temporary use of online non-
downloadable cloud computing software for planning and manage-
ment of personal and business finances, e-commerce data mining,
high-speed massive e-commerce data processing, and data custom-
ization, customer relationship management, inventory management,
sales force management, and marketing information management;
design and development of computer hardware and software; design
of computers, notebook computers, laptop computers, portable com-
puters and handheld computers; design for others in the field of per-
sonal digital assistants and personal media players; design for others
in the field of mobile telephones and smart phones; design for others
in the field of digital cameras; computer services, namely, computer
system administration for others; computer programming; computer
system software services, namely, design and development of on-line
computer software systems; providing direct connection services
between computer users for exchanging data, namely, providing tem-
porary use of online non-downloadable software for the exchange of
data; computer software design; computer system design; design and
development of webpages; hosting webpages for others; hosting
computer application software of others for use in searching and re-
trieving information from databases and computer networks; providing
technical information at the specific request of end-users by means of
telephone or global computer network; computer services relating to
customized searching of computer databases and websites, namely,
providing customized online web pages featuring user-defined inform-
ation which includes online links to third party web sites, in Class 42

U.S. Application/ Registra-
tion No.

NONE Application Date NONE

Registration Date NONE

Word Mark ALIPAY

Goods/Services Software for processing electronic payments to and from others; au-
thentication software for authenticating the identity of a payer; recor-
ded computer programs for processing electronic payments and/or
authenticating the identity of a payer; recorded computer software for
processing electronic payments and/or authenticating the identity of a
payer; [ computers; ] computer peripherals; downloadable electronic
publications in the nature of magazines, articles, brochures, leaflets
and datasheets containing information or instructions in the field of
electronic payments, [ pre-recorded audio tapes, CD-ROMs, discs
and video tapes in the field of electronic payments; ] computer soft-
ware for use in the search and retrieval of computerized information
on hobbies, collectibles, auctions and products accessed from global
information networks and network systems, in Class 41
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

In the Matter of: 

 

Application Serial No. 86/821,204 

Mark: APAY 

Published in the Official Gazette: December 6, 2016 

_________________________________________ 

       ) 

ALIBABA GROUP HOLDING LIMITED,  ) 

       ) 

Opposer,  ) 

v.      ) Opposition No. __________ 

      ) 

AMER GROUP INC.,    ) 

      ) 

Applicant.  ) 

_________________________________________ ) 

 

NOTICE OF OPPOSITION 

ALIBABA GROUP HOLDING LIMITED, a corporation organized under the laws of the 

Cayman Islands, with its principal place of business at One Capital Place, P.O. Box 847, Fourth 

Floor, George Town, Grand Cayman, Cayman Islands (hereinafter “Opposer”), believing it will 

be damaged by registration of the above-captioned application, hereby opposes registration of 

the mark APAY shown in Application Serial No. 86/821,204, filed November 16, 2015, under 

the Trademark Act of 1946, in the name of Amer Group Inc., a Delaware corporation with an 

address of record of One Blackfield Dr., Ste. 416, Tiburon, California 94920 (hereinafter 

“Applicant”), published for opposition in the Official Gazette of December 16, 2016.   

The grounds of Opposition are as follows: 

1. Opposer is the owner of U.S. Registration No. 3,761,346 (the “ ‘346 

Registration”), for the mark ALIPAY, for use in connection with, inter alia: 

 Software for processing electronic payments to and from others; authentication 

software for authenticating the identity of a payer; recorded computer programs for 
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processing electronic payments and/or authenticating the identity of a payer; 

recorded computer software for processing electronic payments and/or 

authenticating the identity of a payer; [ computers; ] computer peripherals; 

downloadable electronic publications in the nature of magazines, articles, brochures, 

leaflets and datasheets containing information or instructions in the field of 

electronic payments, [ pre-recorded audio tapes, CD-ROMs, discs and video tapes in 

the field of electronic payments; ] computer software for use in the search and 

retrieval of computerized information on hobbies, collectibles, auctions and products 

accessed from global information networks and network systems, in Class 9;  

 Business advisory services relating to facilitating the transaction of business via local 

and global computer networks; providing computerized online ordering services 

featuring general consumer merchandise and industrial products; advertising 

services, namely, promoting the goods and services of others via local and global 

computer networks; international import and export agency services; rental of 

advertising space on communication media; direct marketing advertising services for 

others; market research and consulting services for others; online trading services in 

which sellers post products to be sold and purchases are made via the Internet and 

providing online business evaluation relating thereto; computer services, namely, 

providing an online computer database in the field of shopping, in Class 35;  

 Clearing and reconciling financial transactions via a global computer network; 

online banking services and financial services, namely, credit card or/and debit card 

processing services, and transmission and processing of bills and payments thereof, 

conducted via a global computer network; electronic funds transfer services, in Class 

36; 

 Providing electronic mail and electronic mail forwarding services; providing access 

to websites on the Internet by which third parties can offer goods and services, place 

and fulfill orders, enter into contracts and transact business; providing online 

communication links which transfer the website user to other local and global 

webpages to facilitate e-commerce and real world business transactions; providing 

online electronic bulletin boards for transmission of messages among computer users 

concerning products, services and business opportunities; electronic message 

sending; computer aided electronic transmission of messages and images 

telecommunications services, namely, providing telephone communication and 

Internet telephony services; electronic transmission of data and information via 

electronic communications networks; information, advisory and consultancy services 

relating to all the aforesaid services, in Class 38;  

 Storage of electronic data and documents, in Class 39;  

 computer services, namely, creating, maintaining and hosting websites for others; 

hosting of digital content for others on the Internet; computer programming for 

others; design and development of online computer system software; computer 

software design for others; computer system design for others; design and 

development of computer software and hardware; design and development of web 
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pages; hosting webpages for others; information, advisory and consultancy services 

relating to all the aforesaid services [ ; application services provider featuring 

software in the field of electronic calendar, address book and notes feature ], in Class 

42. 

2. Opposer is the owner of U.S. Registration No. 4,036,742, for the mark ALIPAY 

& Design ( ) (the “ ‘742 Registration”):, for use in connection with, 

inter alia:  

 Scientific, nautical, surveying, photographic, cinematographic, optical, weighing, 

measuring, signalling, checking, life-saving and teaching apparatus and instruments, 

namely, telephones, punch clocks, time recording devices, namely, time clocks, scales 

and balances, graduated rulers, electronic pocket translators, neon signs, electronic 

notice boards, transparency projection apparatus, kilometer recorders in the nature 

of odometers for vehicles, telescopes, mechanisms for counter operated apparatus, 

namely, point-of-sale terminals, fire extinguishers, acoustic alarms, namely, smoke 

and fire alarms, eyeglasses, batteries, exposed files, namely, exposed camera film; 

apparatus and instruments for conducting, switching, transforming, accumulating, 

regulating or controlling electricity, namely, electric wires; electric switches; 

electroplating apparatus, namely, electroplating machines, electric welding 

apparatus, namely, torches; electrified fences, namely, electric fences; apparatus for 

recording, transmission or reproduction of sound or images; blank magnetic data 

carriers and recording discs; automatic vending machines and mechanisms for coin-

operated apparatus; cash registers, calculating machines, data processing equipment 

and computers; notebook computers; laptop computers; portable computers; 

handheld computers; personal digital assistants; portable media players; mobile 

telephones; smart phones; digital cameras; computer workstations comprised of 

computers and computer monitors; servers, namely, computer servers; computer and 

telecommunications networking computer hardware; computer network adaptors, 

switches, routers and hubs; wireless and wired modems and computer equipment, 

namely, wireless cards; laptop holders in the nature of protective sleeves and 

carrying cases, computer bags; fire extinguishing apparatus; computer hardware, 

computer software and downloadable software for use in connection with the 

provision of an interactive website, namely, for use by third parties to post 

information, create electronic product catalogs, respond to requests and place and 

full fill orders for products, services and business opportunities via local and global 

computer networks, for use in document management, for searching, browsing and 

receiving transmissions of text, electronic documents, graphics and audiovisual 

information on local remote area, global computer networks, on intranets or 

directories of information available on computer networks, for use in software 

development and web authoring, for use in exchanging information via global 

computer networks and online from a computer database and the internet, for 

business use for financial management, financial planning, business management, 

customer relationship management (CRM), inventory management, sales force 
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management, planning and management of personal and business finances, and 

marketing information management, data mining, high-speed massive ecommerce 

data processing, and data customization all in the field of e-commerce; compact discs 

featuring music, computer programs and computer software in the field of business 

for use in financial management, financial planning, business management, customer 

relationship management (CRM), inventory management, sales force management, 

planning and management of personal and business finances, and marketing 

information management, all in the field of e-commerce; digital music downloadable 

from the Internet; telecommunications apparatus devices, namely, VOIP phones, 

electronic facsimile apparatus, portable digital electronic device for sending and 

receiving electronic mails, and instant messaging communication tool in the nature of 

portable telecommunication instant messaging devices; mouse pads; mobile phone 

handsets, namely, mobile phones; mobile phone accessories devices, namely, battery 

chargers, cases, covers, ear phones and devices for hands-free use of mobile phones; 

spectacles and sunglasses, in Class 9;  

 Advertising; business management; business administration; providing office 

functions; database management; market research and business consulting services; 

business consultancy services relating to facilitating the transaction of business via 

local and global computer networks by locating and providing referrals for the 

delivery of a wide variety of business and consumer products and services; providing 

of business information of goods and services of others via local and global computer 

networks; business consultancy services in the field of global computer web sites 

where third parties can offer and source goods and services, place, determine the 

status of and fulfill trade leads and orders, enter into contracts and transact business; 

providing computerized online ordering services featuring a wide variety of 

consumer, business and industrial products; advertising of goods and services of 

others via local and global computer networks; international import and export 

agency services; rental of advertising space on communication media; online trading 

services in the nature of online auctioneering services via the Internet and providing 

online business evaluation relating thereto; online retail store services featuring a 

wide variety of consumer goods of others; business consultancy services in the field 

of operating an electronic marketplace for the buyers and sellers of goods and/or 

services on a global computer network; business administration and management 

assistance for others in the field of facilitating business transaction via local and 

global computer networks; corporate business management consultancy services; 

marketing and promotion services; publication of publicity materials; real estate 

marketing services, namely, marketing of vacant property in the nature of 

condominiums, apartments, homes, commercial storefronts, office buildings, 

warehouses, and factories; dissemination of advertising materials, updating of 

advertising materials, compilation of advertisements for use as web pages on the 

Internet; rental of advertising space; computer data processing; providing 

information concerning commercial sales, providing business information, 

promotional information services, namely, promoting the goods of others by 

providing information regarding discounts, coupons, rebates, vouchers and special 

offers for the goods of others; telephone answering service; auctioneering provided 

on the Internet; personnel management; provision of commercial sales information, 
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business information, advertising and commercial information through a global 

computer network and via the Internet; presentation of goods on communication 

media for retail purposes; the bringing together, for the benefit of others, of a variety 

of goods, enabling customers to conveniently view and purchase those goods from a 

general merchandise Internet web site specializing in the marketing of the sale of 

goods and services of others, retail and wholesale store services featuring telephones, 

mobile phone handsets, mobile phone accessories, electronic and telecommunications 

goods, computer hardware and computer software, batteries, battery chargers, 

apparatus and instruments for recording, receiving, transmitting and/or reproducing 

data, information, pictures, images and/or sound, precious metals, jewellery, 

precious stones, printed matter, stationery and magnetic and non magnetically 

encoded cards, furniture, picture frames, household and kitchen utensils, glassware, 

porcelain and earthenware, textiles, clothing, footwear, headgear, laces and 

embroidery, buttons, ribbons, pins and needles, artificial flowers, carpets, rugs, 

games and electronic toys, chemicals used in industry, science, photography and 

agriculture, paints, varnishes and lacquers, personal hygiene products, soaps, 

perfumery, cosmetics, hair and body lotions, essential oils, cleaning and bleaching 

preparations, lubricants, fuels, candles, pharmaceutical, veterinary and sanitary 

preparations, ironmongery and small items of metal hardware, machines and 

machine tools, cutlery, razors and hand tools, computers, calculating machines, 

electrical, photographic, cinematographic and optical apparatus and instruments, 

spectacles and sun glasses, surgical and medical apparatus and instruments, 

apparatus for lighting, heating, steam generating, cooking, refrigerating, drying, 

ventilating, water supply and sanitary purposes, vehicles, firearms, fireworks, 

silverware, horological and chronometric instruments, musical instruments, 

magazine, cards, paper and cardboard products, picture, typewriters and office 

requisites, packaging materials, rubber and plastics for manufacture use, packing 

and insulating materials, leather and imitations of leather and goods made from these 

materials, handbags, purses, wallets, leather holders, bags, luggage, umbrellas, 

mirrors, ropes, string, nets, tents, yarns and threads for textile use, coat hangers, 

place mats, dressmaker's articles, bed and table covers, playthings and sporting 

articles, foodstuffs and beverages, meat, fish, poultry, preserved, dried and cooked 

fruits and vegetables, jams and fruit sauces, eggs, milk and milk products, edible oils 

and fats, coffee, tea, cocoa, sugar, rice, flour, bread and cakes, condiments, fresh 

fruit and vegetables, beer, mineral water, fruit juices and other nonalcoholic drinks, 

alcoholic beverages, floral products, tobacco, smokers' articles and matches; direct 

mail advertising; buying and selling agency services, namely, purchasing a wide 

variety of consumer, business and industrial products and services for others; 

selection and procurement of goods, namely, purchasing of a wide variety of 

consumer, business and industrial products and services for individuals and 

businesses; catalog and online ordering services featuring the general consumer 

goods of others; secretarial services; providing statistical information; organization 

of exhibitions for commercial or advertising purposes; business services, namely, the 

compilation and rental of marketing mailing lists; business investigation; business 

administration consultation services in the field of processing of sales made on the 

Internet; business networking services and personnel placement; import-export 
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agencies; subscriptions to newspapers; document reproduction; transcription 

services, namely, conference call, message and stenographic transcription; rental of 

office equipment; customer relationship management; business management services 

relating to electronic commerce; tax information services; and art gallery services, in 

Class 35;  

 Insurance agencies; financial affairs and monetary affairs, namely, financial analysis 

and online escrow service for exchange of goods and services; real estate affairs, 

namely, assessment and management of real estate, providing information in the field 

of real estate via the internet; clearing and reconciling financial transactions via a 

global computer network, namely, providing secure commercial transactions and 

payment options; online banking services and online financial planning services; 

credit card services; electronic payment, namely, electronic processing and 

transmission of bill payment data; insurance underwriting for financial transactions; 

electronic funds transfer services; transfer of funds by electronic means for others; 

transmission of electronic payment data for others via the internet; financial services 

in the nature of credit card and debit card payment processing services; real estate 

services, namely, arrangement and management of leases and tenancy; renting and 

leasing of real estate; real estate appraisal; real estate valuation, real estate 

financing, real estate investment; real estate brokerage services; real estate agency 

services; housing agency services; actuarial services; real estate management and 

consultancy services; rent collection; rental of offices; rental of apartments and flats; 

provision of financial information via the Internet; safety deposit box services and 

issuing of travel vouchers services, namely, providing vouchers for payment of 

transportation expenses; capital investment services; financial evaluation; financial 

and financial asset management services; insurance and financial information and 

consultancy services; financial analysis services provided by telecommunication 

means; financial consultancy and advisory services; home banking; banking services 

provided on-line from a computer database or the Internet; securities brokerage 

services, stock exchange quotation services; stocks and bonds brokerage, financial 

analysis; debit card services, charge card services and check verification services; 

banking, savings account and investment banking services; financial clearing house 

services; credit card verification via global computer information network; electronic 

credit risk management services; pre-paid purchase card services, namely, 

processing electronic payments made through prepaid cards and electronic bill 

payment services; financial services, namely, debt settlement and providing 

electronic processing of credit card transactions and electronic payments via a 

global computer network; electronic banking services via global computer network; 

issuance of stored value cards, and charge cards and debit card services; telephone 

credit cards services, namely, telephone calling cards services; providing finance and 

insurance information online from a computer database or Internet; collection 

agency for collection of gas and electricity fees; antique appraisal; art appraisal; 

jewelry appraisal; used car appraisal; charitable fund raising; rental of paper money 

and coin counting machines; rental of cash dispensers or automated-teller machines; 

online payment services, namely, electronic processing of credit card transactions 

and electronic payments via a global computer network; authentication and 
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verification services, namely, credit card and check verification in relation to online 

payment or transfer of funds; mailing list brokerage services, in Class 36; 

 Telecommunications access services; provision of telecommunication access to 

computer database and to the Internet and providing online communications links 

which transfer the user to other local and global web pages; telecommunications 

services, namely, the electronic transmission of data and documents; providing 

telecommunications connections to the Internet or data bases; provision of 

telecommunication access to the world-wide web; communication by computer 

terminals; communication by fiber optic networks; electronic transmission of 

messages and images by computer; facsimile transmission; message sending; paging 

services; rental of modems; transmission of data by electronic means; rental of 

telecommunication equipment; electronic message sending, receiving and forwarding 

services; transmission and delivery of data by electronic means; electronic 

transmission and delivery of mail messages, still picture and/or moving picture 

information such as characters, messages, music and images, telegrams, information 

and data by electronic, telephone, telegraph, cable, computer and satellite means; 

transmission, broadcast and reception of audio, video, still and moving images and 

data whether in compressed or uncompressed form and whether in real or delayed 

time; electronic messaging services, telephone, video and web conferencing services 

and order transmission services; video conferencing services; providing an electronic 

bulletin board that enables users to perform a real-time interactive talk between a 

computer terminal and an electronic bulletin board containing still picture and 

moving picture information and voice information concerning business and e-

commerce; providing electronic bulletin boards and message boards for transmission 

of messages among users concerning business and e-commerce; providing an online 

discussion forums for transmission of messages among computer users concerning 

business and ecommerce; television broadcasting services; broadcasting and 

transmission of radio and television programs; music broadcasting in the nature of 

audio broadcasting; transmission of music, films, videos, via a global computer 

network or the internet; electronic transmission of information in the field of on-line 

shopping and general retail services; video-on-demand transmission services; news 

agency services for electronic transmission; providing access to computer databases 

on the global computer network; providing chat room services or transmission of 

messages among computer users concerning business and e-commerce; providing 

multiple user access to global computer information networks; communication 

services, namely, text and numeric wireless digital messaging services; transmission 

of information and data communications for assisting decision making; transmission 

of information through video communication systems; web conferencing services; 

providing electronic bulletin boards for the posting and transmission of messages 

among and between computer users concerning consumer products, services and 

business leads and opportunities; providing an online interactive bulletin board for 

the posting, promotion, sale and resale of items via a global computer network; 

providing electronic mail and electronic mail forwarding services; audio and video 

communication via computers and computer networks, and via a global 

communications network; providing computer access to online interactive bulletin 

boards and databases, in Class 38;  
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 Scientific and technological services and research and design relating thereto, 

namely, providing temporary use of online non-downloadable software and 

temporary use of online non-downloadable cloud computing software for planning 

and management of personal and business finances, e-commerce data mining, high-

speed massive e-commerce data processing, and data customization, customer 

relationship management, inventory management, sales force management, and 

marketing information management; design and development of computer hardware 

and software; design of computers, notebook computers, laptop computers, portable 

computers and handheld computers; design for others in the field of personal digital 

assistants and personal media players; design for others in the field of mobile 

telephones and smart phones; design for others in the field of digital cameras; 

computer services, namely, computer system administration for others; computer 

programming; computer system software services, namely, design and development 

of on-line computer software systems; providing direct connection services between 

computer users for exchanging data, namely, providing temporary use of online non-

downloadable software for the exchange of data; computer software design; 

computer system design; design and development of webpages; hosting webpages for 

others; hosting computer application software of others for use in searching and 

retrieving information from databases and computer networks; providing technical 

information at the specific request of end-users by means of telephone or global 

computer network; computer services relating to customized searching of computer 

databases and websites, namely, providing customized online web pages featuring 

user-defined information which includes online links to third party web sites, in Class 

42. 

3. Opposer is the owner of U.S. Registration No. 5,071,223 (the “ ‘223 

Registration”), for the mark ALIPAY, for use in connection with, inter alia: 

 Software for processing electronic payments to and from others; authentication 

software for authenticating the identity of a payer; recorded computer programs for 

processing electronic payments and/or authenticating the identity of a payer; 

recorded computer software for processing electronic payments and/or 

authenticating the identity of a payer; [ computers; ] computer peripherals; 

downloadable electronic publications in the nature of magazines, articles, brochures, 

leaflets and datasheets containing information or instructions in the field of 

electronic payments, [ pre-recorded audio tapes, CD-ROMs, discs and video tapes in 

the field of electronic payments; ] computer software for use in the search and 

retrieval of computerized information on hobbies, collectibles, auctions and products 

accessed from global information networks and network systems, in Class 41. 

4. Opposer claims common law rights in the ALIPAY and ALIPAY & Design 

Marks, as described above, for use with a wide variety of goods and services, including those 

listed in Paragraphs 1 through 3 above.  
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5. The marks set forth in the ‘346, ‘742, and the ‘223 Registrations shall be referred 

to herein collectively as the “Alibaba ALIPAY Marks.” Copies of the Registration Certificates 

and Trademark Status & Document Retrieval (“TSDR”) system records for the foregoing 

registrations are attached hereto as Exhibit A. 

6. Through its ‘346, ‘742, and the ‘223 Registrations, Opposer is entitled to a first 

use date in conjunction with the Alibaba ALIPAY Marks in commerce in connection with at 

least the goods and services set forth in the ‘346, ‘742, and the ‘223 Registrations well before 

any date of use that could be claimed by Applicant. Opposer has developed significant goodwill 

in the Alibaba ALIPAY Marks. 

7. On November 16, 2015, Applicant filed U.S. Application Serial No. 86/821,204 

(the “Opposed Application”), pursuant to Trademark Act § 1(b), for the mark APAY, for use in 

connection with the services, Financial services, namely, administration of transactions 

involving funds drawn from securities, stocks, funds, equities, bonds, cash, or other types of 

financial investments in retirement plans using a credit or debit card over a global data network; 

Payment processing services, namely, credit card and debit card transaction processing 

services; Providing electronic processing of credit card transactions and electronic payments 

via a global computer network; providing payment processing services and payment verification 

services for mobile payments, contactless credit and debit card transactions, gift card 

transactions, loyalty reward card transactions, and bill payment transactions with retailers, 

merchants, and vendors via mobile devices; providing financial information by electronic means, 

namely, providing credit and debit card information; financial services, namely, processing and 

administration of mobile payments and contactless debit and credit card transactions, loyalty 

reward card transactions, and bill payment transactions with retailers, merchants, and vendors 
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via mobile devices, in Class 36, and Providing user authentication of electronic funds transfer in 

the nature of mobile payments, contactless credit and debit card transactions, gift card 

transactions, loyalty reward card transactions, and bill payment transactions with retailers, 

merchants, and vendors via mobile devices, in Class 45 (“the Opposed Mark”). 

8. Opposer has established prior rights in the Alibaba ALIPAY Marks in connection 

with at least the goods and services set forth within its aforementioned Registrations prior to any 

date upon which Applicant can rely for use of the mark set forth in the Opposed Application, 

through its ownership of the ‘346, ‘742, and the ‘223 Registrations, each with application filing 

dates well before any date upon which Applicant can rely for use of the mark set forth in the 

Opposed Application. 

9. Opposer has expended significant revenue and resources in creating and 

marketing its payment software and hardware, its financial and payment processing services, 

including credit card processing services, retail services, retail support services, business 

advisory services, and a wide range of other goods and services, and, through these efforts, has 

established valuable consumer recognition and goodwill therein.   

10. Applicant’s proposed use and registration of the mark set forth in the Opposed 

Application will create a likelihood of confusion, mistake and/or deception among consumers, 

within the meaning of Trademark Act § 2(d), all to the detriment of Opposer. 

WHEREFORE, Opposer believes that it has been damaged and will continue to be 

damaged by virtue of Applicant’s attempted registration of Applicant’s Trademark Application 

No. 86/821,204 and requests that said application be rejected, that no registration be issued 

thereon to Applicant, and that this Opposition be sustained in favor of Opposer. 
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4812-1886-3430.2 

 

Opposer has appointed Jeffrey L. Costellia and Jeffrey S. Molinoff, of the law firm of 

Nixon Peabody LLP, members of the Bar of the District of Colombia, to prosecute this 

opposition proceeding and to transact all business in and before the United States Patent and 

Trademark Office in connection herewith.  Please address all correspondence to: 

Jeffrey L. Costellia 

Nixon Peabody LLP 

799 Ninth Street NW, Suite 500 

Washington, DC 20001 

 

Email: was.managing.clerk@nixonpeabody.com 

 nptm@nixonpeabody.com 

 

The Commissioner is hereby authorized to charge any fees which may be required, or 

credit any overpayment, to Deposit Account No. 50-2686. 

Dated: April 4, 2017 

 

Respectfully submitted, 

 

NIXON PEABODY LLP 

by:_____/JLC/_______ 

Jeffrey L. Costellia 

Jeffrey S. Molinoff 

 

799 Ninth Street NW, Suite 500 

Washington, D.C. 20001 

202-585-8000 (Phone) 

was.managing.clerk@nixonpeabody.com 

Counsel for Opposer 
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Mark Information

Mark Literal
Elements:

ALIPAY

Standard Character
Claim:

Yes. The mark consists of standard characters without claim to any particular font style, size, or color.

Mark Drawing
Type:

4 - STANDARD CHARACTER MARK

Foreign Information

Foreign
Registration

Number:

1178345 Foreign
Registration Date:

Oct. 16, 2005

Foreign
Application/Registration

Country:

TAIWAN Foreign Expiration
Date:

Oct. 15, 2015

Foreign
Registration

Number:

1176367 Foreign
Registration Date:

Oct. 01, 2005

Foreign
Application/Registration

Country:

TAIWAN Foreign Expiration
Date:

Sep. 30, 2015

Foreign
Registration

Number:

1178520 Foreign
Registration Date:

Oct. 16, 2005

Foreign
Application/Registration

Country:

TAIWAN Foreign Expiration
Date:

Oct. 15, 2015

Foreign
Registration

Number:

1167652 Foreign
Registration Date:

Aug. 01, 2005

Foreign
Application/Registration

Country:

TAIWAN Foreign Expiration
Date:

Jul. 31, 2015

Foreign
Registration

Number:

1178696 Foreign
Registration Date:

Oct. 16, 2005

Generated on: This page was generated by TSDR on 2017-03-31 09:20:23 EDT

Mark: ALIPAY

US Serial Number: 78537541 Application Filing
Date:

Dec. 23, 2004

US Registration
Number:

3761346 Registration Date: Mar. 16, 2010

Register: Principal

Mark Type: Trademark, Service Mark

Status: A Section 8 declaration has been accepted.

Status Date: Nov. 30, 2016

Publication Date: Dec. 29, 2009



Foreign
Application/Registration

Country:

TAIWAN Foreign Expiration
Date:

Oct. 15, 2015

Goods and Services

Note: The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: Software for processing electronic payments to and from others; authentication software for authenticating the identity of a payer;
recorded computer programs for processing electronic payments and/or authenticating the identity of a payer; recorded computer
software for processing electronic payments and/or authenticating the identity of a payer; [ computers; ] computer peripherals;
downloadable electronic publications in the nature of magazines, articles, brochures, leaflets and datasheets containing information or
instructions in the field of electronic payments, [ pre-recorded audio tapes, CD-ROMs, discs and video tapes in the field of electronic
payments; ] computer software for use in the search and retrieval of computerized information on hobbies, collectibles, auctions and
products accessed from global information networks and network systems

International
Class(es):

009 - Primary Class U.S Class(es): 021, 023, 026, 036, 038

Class Status: ACTIVE

Basis: 44(e)

For: Business advisory services relating to facilitating the transaction of business via local and global computer networks; providing
computerized online ordering services featuring general consumer merchandise and industrial products; advertising services, namely,
promoting the goods and services of others via local and global computer networks; international import and export agency services;
rental of advertising space on communication media; direct marketing advertising services for others; market research and consulting
services for others; online trading services in which sellers post products to be sold and purchases are made via the Internet and
providing online business evaluation relating thereto; computer services, namely, providing an online computer database in the field of
shopping

International
Class(es):

035 - Primary Class U.S Class(es): 100, 101, 102

Class Status: ACTIVE

Basis: 44(e)

For: Clearing and reconciling financial transactions via a global computer network; online banking services and financial services, namely,
credit card or/and debit card processing services, and transmission and processing of bills and payments thereof, conducted via a
global computer network; electronic funds transfer services

International
Class(es):

036 - Primary Class U.S Class(es): 100, 101, 102

Class Status: ACTIVE

Basis: 44(e)

For: Providing electronic mail and electronic mail forwarding services; providing access to websites on the Internet by which third parties
can offer goods and services, place and fulfill orders, enter into contracts and transact business; providing online communication links
which transfer the website user to other local and global webpages to facilitate e-commerce and real world business transactions;
providing online electronic bulletin boards for transmission of messages among computer users concerning products, services and
business opportunities; electronic message sending; computer aided electronic transmission of messages and images
telecommunications services, namely, providing telephone communication and Internet telephony services; electronic transmission of
data and information via electronic communications networks; information, advisory and consultancy services relating to all the
aforesaid services

International
Class(es):

038 - Primary Class U.S Class(es): 100, 101, 104

Class Status: ACTIVE

Basis: 44(e)

For: Storage of electronic data and documents

International
Class(es):

039 - Primary Class U.S Class(es): 100, 105

Class Status: ACTIVE

Basis: 44(e)

For: computer services, namely, creating, maintaining and hosting websites for others; hosting of digital content for others on the Internet;
computer programming for others; design and development of online computer system software; computer software design for others;
computer system design for others; design and development of computer software and hardware; design and development of web
pages; hosting webpages for others; information, advisory and consultancy services relating to all the aforesaid services [ ; application
services provider featuring software in the field of electronic calendar, address book and notes feature ]



International
Class(es):

042 - Primary Class U.S Class(es): 100, 101

Class Status: ACTIVE

Basis: 44(e)

Basis Information (Case Level)

Filed Use: No Currently Use: No Amended Use: No

Filed ITU: Yes Currently ITU: No Amended ITU: No

Filed 44D: No Currently 44D: No Amended 44D: No

Filed 44E: No Currently 44E: Yes Amended 44E: Yes

Filed 66A: No Currently 66A: No

Filed No Basis: No Currently No Basis: No

Current Owner(s) Information

Owner Name: ALIBABA GROUP HOLDING LIMITED

Owner Address: FOURTH FLOOR, ONE CAPITAL PLACE
P.O. BOX 847
GRAND CAYMAN
CAYMAN ISLANDS

Legal Entity Type: CORPORATION State or Country
Where Organized:

CAYMAN ISLANDS

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Jeffrey Costellia Docket Number: 074619-331

Attorney Primary
Email Address:

nptm@nixonpeabody.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

Jeffrey Costellia
Nixon Peabody, LLP
799 9th Street, N.W.
Suite 500
Washington, DISTRICT OF COLUMBIA 20001
UNITED STATES

Phone: 202-585-8000 Fax: 202-585-8080

Correspondent e-
mail:

nptm@nixonpeabody.com Correspondent e-
mail Authorized:

Yes

Domestic Representative

Domestic
Representative

Name:

Jeffrey Costellia Phone: 202-585-8000

Fax: 202-585-8080

Domestic
Representative e-

mail:

nptm@nixonpeabody.com Domestic
Representative e-
mail Authorized:

Yes

Prosecution History

Date Description
Proceeding
Number

Nov. 30, 2016 NOTICE OF ACCEPTANCE OF SEC. 8 - E-MAILED

Nov. 30, 2016 REGISTERED - SEC. 8 (6-YR) ACCEPTED 74704

Nov. 30, 2016 CASE ASSIGNED TO POST REGISTRATION PARALEGAL 74704

Sep. 14, 2016 TEAS SECTION 8 RECEIVED

Aug. 05, 2016 ATTORNEY REVOKED AND/OR APPOINTED

Aug. 05, 2016 TEAS REVOKE/APPOINT ATTORNEY RECEIVED

Mar. 16, 2015 COURTESY REMINDER - SEC. 8 (6-YR) E-MAILED



Mar. 16, 2010 REGISTERED-PRINCIPAL REGISTER

Dec. 29, 2009 OFFICIAL GAZETTE PUBLICATION CONFIRMATION E-MAILED

Dec. 29, 2009 PUBLISHED FOR OPPOSITION

Nov. 24, 2009 LAW OFFICE PUBLICATION REVIEW COMPLETED 66121

Nov. 23, 2009 APPROVED FOR PUB - PRINCIPAL REGISTER

Nov. 04, 2009 TEAS/EMAIL CORRESPONDENCE ENTERED 66121

Nov. 04, 2009 CORRESPONDENCE RECEIVED IN LAW OFFICE 66121

Oct. 19, 2009 ASSIGNED TO LIE 66121

Oct. 08, 2009 TEAS RESPONSE TO OFFICE ACTION RECEIVED

Aug. 31, 2009 NOTIFICATION OF NON-FINAL ACTION E-MAILED 6325

Aug. 31, 2009 NON-FINAL ACTION E-MAILED 6325

Aug. 31, 2009 NON-FINAL ACTION WRITTEN 72152

Aug. 31, 2009 PREVIOUS ALLOWANCE COUNT WITHDRAWN

Aug. 31, 2009 1(B) BASIS DELETED; NEW BASIS REQUESTED 66303

Aug. 17, 2009 NOTICE OF ALLOWANCE CANCELLED 66303

Aug. 31, 2009 PETITION TO DIRECTOR - CHANGE BASIS - GRANTED 66303

Aug. 21, 2009 ASSIGNED TO PETITION STAFF 66303

Aug. 17, 2009 PETITION TO DIRECTOR - CHANGE BASIS - RECEIVED 77978

Aug. 17, 2009 FAX RECEIVED

Feb. 18, 2009 EXTENSION 5 GRANTED 69302

Feb. 15, 2009 EXTENSION 5 FILED 69302

Feb. 16, 2009 TEAS EXTENSION RECEIVED

Aug. 19, 2008 EXTENSION 4 GRANTED 69302

Aug. 07, 2008 EXTENSION 4 FILED 69302

Aug. 19, 2008 CASE ASSIGNED TO INTENT TO USE PARALEGAL 69302

Aug. 07, 2008 TEAS EXTENSION RECEIVED

Feb. 22, 2008 EXTENSION 3 GRANTED 66154

Feb. 06, 2008 EXTENSION 3 FILED 66154

Feb. 13, 2008 AUTOMATIC UPDATE OF ASSIGNMENT OF OWNERSHIP

Feb. 06, 2008 TEAS EXTENSION RECEIVED

Sep. 12, 2007 EXTENSION 2 GRANTED 64657

Jul. 10, 2007 EXTENSION 2 FILED 64657

Jul. 10, 2007 TEAS EXTENSION RECEIVED

Feb. 07, 2007 EXTENSION 1 GRANTED 98765

Feb. 07, 2007 EXTENSION 1 FILED 98765

Feb. 07, 2007 TEAS EXTENSION RECEIVED

Aug. 15, 2006 NOA MAILED - SOU REQUIRED FROM APPLICANT

May 23, 2006 PUBLISHED FOR OPPOSITION

May 03, 2006 NOTICE OF PUBLICATION

Apr. 03, 2006 LAW OFFICE PUBLICATION REVIEW COMPLETED 69803

Mar. 30, 2006 ASSIGNED TO LIE 69803

Mar. 22, 2006 APPROVED FOR PUB - PRINCIPAL REGISTER

Mar. 02, 2006 EXAMINER'S AMENDMENT ENTERED 88888

Mar. 02, 2006 EXAMINERS AMENDMENT E-MAILED 6328

Mar. 02, 2006 EXAMINERS AMENDMENT -WRITTEN 72152

Feb. 10, 2006 TEAS/EMAIL CORRESPONDENCE ENTERED 68658

Feb. 02, 2006 CORRESPONDENCE RECEIVED IN LAW OFFICE 68658

Feb. 02, 2006 TEAS RESPONSE TO OFFICE ACTION RECEIVED

Aug. 02, 2005 NON-FINAL ACTION E-MAILED 6325

Aug. 02, 2005 NON-FINAL ACTION WRITTEN 72152

Jul. 29, 2005 ASSIGNED TO EXAMINER 72152

Jan. 06, 2005 NEW APPLICATION ENTERED IN TRAM

Maintenance Filings or Post Registration Information

Affidavit of Section 8 - Accepted



Continued Use:

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: TMO LAW OFFICE 114 Date in Location: Nov. 30, 2016

Assignment Abstract Of Title Information

Summary

Total Assignments: 1 Registrant: ALIBABA GROUP HOLDING LIMITED

Assignment 1 of 1

Conveyance: CHANGE OF NAME

Reel/Frame: 3716/0047 Pages: 3

Date Recorded: Feb. 08, 2008

Supporting
Documents:

assignment-tm-3716-0047.pdf 

Assignor

Name: ALIBABA.COM CORPORATION Execution Date: Nov. 05, 2007

Legal Entity Type: CORPORATION State or Country
Where Organized:

CAYMAN ISLANDS

Assignee

Name: ALIBABA GROUP HOLDING LIMITED 

Legal Entity Type: CORPORATION State or Country
Where Organized:

CAYMAN ISLANDS

Address: P.O. BOX 847
FOURTH FLOOR, ONE CAPITAL PLACE
GRAND CAYMAN, CAYMAN ISLANDS

Correspondent

Correspondent
Name:

CONNIE L. ELLERBACH

Correspondent
Address:

801 CALIFORNIA STREET
SILICON VALLEY CENTER
MOUNTAIN VIEW, CA 94041

Domestic Representative

Domestic
Representative

Name:

CONNIE L. ELLERBACH

Domestic
Representative

Address:

801 CALIFORNIA STREET
SILICON VALLEY CENTER
MOUNTAIN VIEW, CA 94041















Mark Information

Mark Literal
Elements:

ALIPAY

Standard Character
Claim:

No

Mark Drawing
Type:

3 - AN ILLUSTRATION DRAWING WHICH INCLUDES WORD(S)/ LETTER(S)/NUMBER(S)

Description of
Mark:

The mark consists of the word "Alipay" in stylized lettering with a diamond shape appearing as the dot on the letter "i" and at the end of
the word, and a curved line underneath, displayed above the word "ALIPAY" in the same stylized lettering in black, with a diamond
shape appearing as the dot on the letter "i" and at the end of the word, and a curved line underneath.

Color(s) Claimed: Color is not claimed as a feature of the mark.

Design Search
Code(s):

26.07.15 - Diamonds, four or more diamonds; Four or more diamonds
26.07.21 - Diamonds that are completely or partially shaded
26.17.02 - Bands, wavy; Bars, wavy; Lines, wavy; Wavy line(s), band(s) or bar(s)
26.17.05 - Bands, horizontal; Lines, horizontal; Horizontal line(s), band(s) or bar(s); Bars, horizontal
26.17.13 - Underlined words or letters; Overlined words or letters; Letters or words underlined and/or overlined by one or more strokes
or lines
27.03.01 - Geometric figures forming letters, numerals or punctuation

Foreign Information

Priority Claimed: Yes

Foreign
Application

Number:

301409607AB Foreign
Application Filing

Date:

Aug. 19, 2009

Foreign
Registration

Number:

301409607AB Foreign
Registration Date:

Aug. 19, 2009

Foreign
Application/Registration

Country:

HONG KONG Foreign Expiration
Date:

Aug. 19, 2019

Priority Claimed: Yes

Foreign
Application

Number:

301409607AA Foreign
Application Filing

Date:

Aug. 19, 2009

Foreign
Registration

Number:

301409607AA Foreign
Registration Date:

Aug. 19, 2009

Foreign
Application/Registration

Country:

HONG KONG Foreign Expiration
Date:

Aug. 19, 2019

Goods and Services

Generated on: This page was generated by TSDR on 2017-03-31 09:21:32 EDT

Mark: ALIPAY

US Serial Number: 77812448 Application Filing
Date:

Aug. 25, 2009

US Registration
Number:

4036742 Registration Date: Oct. 11, 2011

Register: Principal

Mark Type: Trademark, Service Mark

Status: Registered. The registration date is used to determine when post-registration maintenance documents are due.

Status Date: Oct. 11, 2011

Publication Date: Jul. 26, 2011



Note: The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: Scientific, nautical, surveying, photographic, cinematographic, optical, weighing, measuring, signalling, checking, life-saving and
teaching apparatus and instruments, namely, telephones, punch clocks, time recording devices, namely, time clocks, scales and
balances, graduated rulers, electronic pocket translators, neon signs, electronic notice boards, transparency projection apparatus,
kilometer recorders in the nature of odometers for vehicles, telescopes, mechanisms for counter operated apparatus, namely, point-of-
sale terminals, fire extinguishers, acoustic alarms, namely, smoke and fire alarms, eyeglasses, batteries, exposed files, namely,
exposed camera film; apparatus and instruments for conducting, switching, transforming, accumulating, regulating or controlling
electricity, namely, electric wires; electric switches; electroplating apparatus, namely, electroplating machines, electric welding
apparatus, namely, torches; electrified fences, namely, electric fences; apparatus for recording, transmission or reproduction of sound
or images; blank magnetic data carriers and recording discs; automatic vending machines and mechanisms for coin-operated
apparatus; cash registers, calculating machines, data processing equipment and computers; notebook computers; laptop computers;
portable computers; handheld computers; personal digital assistants; portable media players; mobile telephones; smart phones; digital
cameras; computer workstations comprised of computers and computer monitors; servers, namely, computer servers; computer and
telecommunications networking computer hardware; computer network adaptors, switches, routers and hubs; wireless and wired
modems and computer equipment, namely, wireless cards; laptop holders in the nature of protective sleeves and carrying cases,
computer bags; fire extinguishing apparatus; computer hardware, computer software and downloadable software for use in connection
with the provision of an interactive website, namely, for use by third parties to post information, create electronic product catalogs,
respond to requests and place and full fill orders for products, services and business opportunities via local and global computer
networks, for use in document management, for searching, browsing and receiving transmissions of text, electronic documents,
graphics and audiovisual information on local remote area, global computer networks, on intranets or directories of information
available on computer networks, for use in software development and web authoring, for use in exchanging information via global
computer networks and online from a computer database and the internet, for business use for financial management, financial
planning, business management, customer relationship management (CRM), inventory management, sales force management,
planning and management of personal and business finances, and marketing information management, data mining, high-speed
massive ecommerce data processing, and data customization all in the field of e-commerce; compact discs featuring music, computer
programs and computer software in the field of business for use in financial management, financial planning, business management,
customer relationship management (CRM), inventory management, sales force management, planning and management of personal
and business finances, and marketing information management, all in the field of e-commerce; digital music downloadable from the
Internet; telecommunications apparatus devices, namely, VOIP phones, electronic facsimile apparatus, portable digital electronic
device for sending and receiving electronic mails, and instant messaging communication tool in the nature of portable
telecommunication instant messaging devices; mouse pads; mobile phone handsets, namely, mobile phones; mobile phone
accessories devices, namely, battery chargers, cases, covers, ear phones and devices for hands-free use of mobile phones;
spectacles and sunglasses

International
Class(es):

009 - Primary Class U.S Class(es): 021, 023, 026, 036, 038

Class Status: ACTIVE

Basis: 44(e)

For: Advertising; business management; business administration; providing office functions; database management; market research and
business consulting services; business consultancy services relating to facilitating the transaction of business via local and global
computer networks by locating and providing referrals for the delivery of a wide variety of business and consumer products and
services; providing of business information of goods and services of others via local and global computer networks; business
consultancy services in the field of global computer web sites where third parties can offer and source goods and services, place,
determine the status of and fulfill trade leads and orders, enter into contracts and transact business; providing computerized online
ordering services featuring a wide variety of consumer, business and industrial products; advertising of goods and services of others
via local and global computer networks; international import and export agency services; rental of advertising space on communication
media; online trading services in the nature of online auctioneering services via the Internet and providing online business evaluation
relating thereto; online retail store services featuring a wide variety of consumer goods of others; business consultancy services in the
field of operating an electronic marketplace for the buyers and sellers of goods and/or services on a global computer network; business
administration and management assistance for others in the field of facilitating business transaction via local and global computer
networks; corporate business management consultancy services; marketing and promotion services; publication of publicity materials;
real estate marketing services, namely, marketing of vacant property in the nature of condominiums, apartments, homes, commercial
storefronts, office buildings, warehouses, and factories; dissemination of advertising materials, updating of advertising materials,
compilation of advertisements for use as web pages on the Internet; rental of advertising space; computer data processing; providing
information concerning commercial sales, providing business information, promotional information services, namely, promoting the
goods of others by providing information regarding discounts, coupons, rebates, vouchers and special offers for the goods of others;
telephone answering service; auctioneering provided on the Internet; personnel management; provision of commercial sales
information, business information, advertising and commercial information through a global computer network and via the Internet;
presentation of goods on communication media for retail purposes; the bringing together, for the benefit of others, of a variety of goods,
enabling customers to conveniently view and purchase those goods from a general merchandise Internet web site specializing in the
marketing of the sale of goods and services of others, retail and wholesale store services featuring telephones, mobile phone
handsets, mobile phone accessories, electronic and telecommunications goods, computer hardware and computer software, batteries,
battery chargers, apparatus and instruments for recording, receiving, transmitting and/or reproducing data, information, pictures,
images and/or sound, precious metals, jewellery, precious stones, printed matter, stationery and magnetic and non magnetically
encoded cards, furniture, picture frames, household and kitchen utensils, glassware, porcelain and earthenware, textiles, clothing,
footwear, headgear, laces and embroidery, buttons, ribbons, pins and needles, artificial flowers, carpets, rugs, games and electronic
toys, chemicals used in industry, science, photography and agriculture, paints, varnishes and lacquers, personal hygiene products,
soaps, perfumery, cosmetics, hair and body lotions, essential oils, cleaning and bleaching preparations, lubricants, fuels, candles,
pharmaceutical, veterinary and sanitary preparations, ironmongery and small items of metal hardware, machines and machine tools,
cutlery, razors and hand tools, computers, calculating machines, electrical, photographic, cinematographic and optical apparatus and
instruments, spectacles and sun glasses, surgical and medical apparatus and instruments, apparatus for lighting, heating, steam



generating, cooking, refrigerating, drying, ventilating, water supply and sanitary purposes, vehicles, firearms, fireworks, silverware,
horological and chronometric instruments, musical instruments, magazine, cards, paper and cardboard products, picture, typewriters
and office requisites, packaging materials, rubber and plastics for manufacture use, packing and insulating materials, leather and
imitations of leather and goods made from these materials, handbags, purses, wallets, leather holders, bags, luggage, umbrellas,
mirrors, ropes, string, nets, tents, yarns and threads for textile use, coat hangers, place mats, dressmaker's articles, bed and table
covers, playthings and sporting articles, foodstuffs and beverages, meat, fish, poultry, preserved, dried and cooked fruits and
vegetables, jams and fruit sauces, eggs, milk and milk products, edible oils and fats, coffee, tea, cocoa, sugar, rice, flour, bread and
cakes, condiments, fresh fruit and vegetables, beer, mineral water, fruit juices and other nonalcoholic drinks, alcoholic beverages, floral
products, tobacco, smokers' articles and matches; direct mail advertising; buying and selling agency services, namely, purchasing a
wide variety of consumer, business and industrial products and services for others; selection and procurement of goods, namely,
purchasing of a wide variety of consumer, business and industrial products and services for individuals and businesses; catalog and
online ordering services featuring the general consumer goods of others; secretarial services; providing statistical information;
organization of exhibitions for commercial or advertising purposes; business services, namely, the compilation and rental of marketing
mailing lists; business investigation; business administration consultation services in the field of processing of sales made on the
Internet; business networking services and personnel placement; import-export agencies; subscriptions to newspapers; document
reproduction; transcription services, namely, conference call, message and stenographic transcription; rental of office equipment;
customer relationship management; business management services relating to electronic commerce; tax information services; and art
gallery services

International
Class(es):

035 - Primary Class U.S Class(es): 100, 101, 102

Class Status: ACTIVE

Basis: 44(e)

For: Insurance agencies; financial affairs and monetary affairs, namely, financial analysis and online escrow service for exchange of goods
and services; real estate affairs, namely, assessment and management of real estate, providing information in the field of real estate
via the internet; clearing and reconciling financial transactions via a global computer network, namely, providing secure commercial
transactions and payment options; online banking services and online financial planning services; credit card services; electronic
payment, namely, electronic processing and transmission of bill payment data; insurance underwriting for financial transactions;
electronic funds transfer services; transfer of funds by electronic means for others; transmission of electronic payment data for others
via the internet; financial services in the nature of credit card and debit card payment processing services; real estate services, namely,
arrangement and management of leases and tenancy; renting and leasing of real estate; real estate appraisal; real estate valuation,
real estate financing, real estate investment; real estate brokerage services; real estate agency services; housing agency services;
actuarial services; real estate management and consultancy services; rent collection; rental of offices; rental of apartments and flats;
provision of financial information via the Internet; safety deposit box services and issuing of travel vouchers services, namely, providing
vouchers for payment of transportation expenses; capital investment services; financial evaluation; financial and financial asset
management services; insurance and financial information and consultancy services; financial analysis services provided by
telecommunication means; financial consultancy and advisory services; home banking; banking services provided on-line from a
computer database or the Internet; securities brokerage services, stock exchange quotation services; stocks and bonds brokerage,
financial analysis; debit card services, charge card services and check verification services; banking, savings account and investment
banking services; financial clearing house services; credit card verification via global computer information network; electronic credit
risk management services; pre-paid purchase card services, namely, processing electronic payments made through prepaid cards and
electronic bill payment services; financial services, namely, debt settlement and providing electronic processing of credit card
transactions and electronic payments via a global computer network; electronic banking services via global computer network;
issuance of stored value cards, and charge cards and debit card services; telephone credit cards services, namely, telephone calling
cards services; providing finance and insurance information online from a computer database or Internet; collection agency for
collection of gas and electricity fees; antique appraisal; art appraisal; jewelry appraisal; used car appraisal; charitable fund raising;
rental of paper money and coin counting machines; rental of cash dispensers or automated-teller machines; online payment services,
namely, electronic processing of credit card transactions and electronic payments via a global computer network; authentication and
verification services, namely, credit card and check verification in relation to online payment or transfer of funds; mailing list brokerage
services

International
Class(es):

036 - Primary Class U.S Class(es): 100, 101, 102

Class Status: ACTIVE

Basis: 44(e)

For: Telecommunications access services; provision of telecommunication access to computer database and to the Internet and providing
online communications links which transfer the user to other local and global web pages; telecommunications services, namely, the
electronic transmission of data and documents; providing telecommunications connections to the Internet or data bases; provision of
telecommunication access to the world-wide web; communication by computer terminals; communication by fiber optic networks;
electronic transmission of messages and images by computer; facsimile transmission; message sending; paging services; rental of
modems; transmission of data by electronic means; rental of telecommunication equipment; electronic message sending, receiving and
forwarding services; transmission and delivery of data by electronic means; electronic transmission and delivery of mail messages, still
picture and/or moving picture information such as characters, messages, music and images, telegrams, information and data by
electronic, telephone, telegraph, cable, computer and satellite means; transmission, broadcast and reception of audio, video, still and
moving images and data whether in compressed or uncompressed form and whether in real or delayed time; electronic messaging
services, telephone, video and web conferencing services and order transmission services; video conferencing services; providing an
electronic bulletin board that enables users to perform a real-time interactive talk between a computer terminal and an electronic
bulletin board containing still picture and moving picture information and voice information concerning business and e-commerce;
providing electronic bulletin boards and message boards for transmission of messages among users concerning business and e-
commerce; providing an online discussion forums for transmission of messages among computer users concerning business and
ecommerce; television broadcasting services; broadcasting and transmission of radio and television programs; music broadcasting in
the nature of audio broadcasting; transmission of music, films, videos, via a global computer network or the internet; electronic
transmission of information in the field of on-line shopping and general retail services; video-on-demand transmission services; news
agency services for electronic transmission; providing access to computer databases on the global computer network; providing chat
room services or transmission of messages among computer users concerning business and e-commerce; providing multiple user



access to global computer information networks; communication services, namely, text and numeric wireless digital messaging
services; transmission of information and data communications for assisting decision making; transmission of information through video
communication systems; web conferencing services; providing electronic bulletin boards for the posting and transmission of messages
among and between computer users concerning consumer products, services and business leads and opportunities; providing an
online interactive bulletin board for the posting, promotion, sale and resale of items via a global computer network; providing electronic
mail and electronic mail forwarding services; audio and video communication via computers and computer networks, and via a global
communications network; providing computer access to online interactive bulletin boards and databases

International
Class(es):

038 - Primary Class U.S Class(es): 100, 101, 104

Class Status: ACTIVE

Basis: 44(e)

For: Scientific and technological services and research and design relating thereto, namely, providing temporary use of online non-
downloadable software and temporary use of online non-downloadable cloud computing software for planning and management of
personal and business finances, e-commerce data mining, high-speed massive e-commerce data processing, and data customization,
customer relationship management, inventory management, sales force management, and marketing information management; design
and development of computer hardware and software; design of computers, notebook computers, laptop computers, portable
computers and handheld computers; design for others in the field of personal digital assistants and personal media players; design for
others in the field of mobile telephones and smart phones; design for others in the field of digital cameras; computer services, namely,
computer system administration for others; computer programming; computer system software services, namely, design and
development of on-line computer software systems; providing direct connection services between computer users for exchanging data,
namely, providing temporary use of online non-downloadable software for the exchange of data; computer software design; computer
system design; design and development of webpages; hosting webpages for others; hosting computer application software of others
for use in searching and retrieving information from databases and computer networks; providing technical information at the specific
request of end-users by means of telephone or global computer network; computer services relating to customized searching of
computer databases and websites, namely, providing customized online web pages featuring user-defined information which includes
online links to third party web sites

International
Class(es):

042 - Primary Class U.S Class(es): 100, 101

Class Status: ACTIVE

Basis: 44(e)

Basis Information (Case Level)

Filed Use: No Currently Use: No Amended Use: No

Filed ITU: Yes Currently ITU: No Amended ITU: No

Filed 44D: Yes Currently 44D: No Amended 44D: No

Filed 44E: No Currently 44E: Yes Amended 44E: No

Filed 66A: No Currently 66A: No

Filed No Basis: No Currently No Basis: No

Current Owner(s) Information

Owner Name: Alibaba Group Holding Limited

Owner Address: Fourth Floor, One Capital Place
P.O. Box 847
Grand Cayman
CAYMAN ISLANDS

Legal Entity Type: CORPORATION State or Country
Where Organized:

CAYMAN ISLANDS

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Jeffrey Costellia Docket Number: 074619-312

Attorney Primary
Email Address:

nptm@nixonpeabody.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

Jeffrey Costellia
Nixon Peabody, LLP
799 9th Street, N.W.
Suite 500
Washington, DISTRICT OF COLUMBIA 20001
UNITED STATES

Phone: 202-585-8000 Fax: 202-585-8080



Correspondent e-
mail:

nptm@nixonpeabody.com Correspondent e-
mail Authorized:

Yes

Domestic Representative

Domestic
Representative

Name:

Jeffrey Costellia Phone: 202-585-8000

Fax: 202-585-8080

Domestic
Representative e-

mail:

nptm@nixonpeabody.com Domestic
Representative e-
mail Authorized:

Yes

Prosecution History

Date Description
Proceeding
Number

Oct. 11, 2016 COURTESY REMINDER - SEC. 8 (6-YR) E-MAILED

Aug. 05, 2016 ATTORNEY REVOKED AND/OR APPOINTED

Aug. 05, 2016 TEAS REVOKE/APPOINT ATTORNEY RECEIVED

Oct. 11, 2011 REGISTERED-PRINCIPAL REGISTER

Jul. 26, 2011 OFFICIAL GAZETTE PUBLICATION CONFIRMATION E-MAILED

Jul. 26, 2011 PUBLISHED FOR OPPOSITION

Jun. 20, 2011 LAW OFFICE PUBLICATION REVIEW COMPLETED 70629

Jun. 13, 2011 APPROVED FOR PUB - PRINCIPAL REGISTER

Jun. 10, 2011 EXAMINER'S AMENDMENT ENTERED 70629

Jun. 09, 2011 NOTIFICATION OF EXAMINERS AMENDMENT E-MAILED 6328

Jun. 09, 2011 EXAMINERS AMENDMENT E-MAILED 6328

Jun. 09, 2011 EXAMINERS AMENDMENT -WRITTEN 78328

Jun. 06, 2011 TEAS/EMAIL CORRESPONDENCE ENTERED 70629

Jun. 06, 2011 CORRESPONDENCE RECEIVED IN LAW OFFICE 70629

Jun. 01, 2011 ASSIGNED TO LIE 70629

May 24, 2011 TEAS RESPONSE TO SUSPENSION INQUIRY RECEIVED

Dec. 11, 2010 NOTIFICATION OF INQUIRY AS TO SUSPENSION E-MAILED

Dec. 11, 2010 INQUIRY TO SUSPENSION E-MAILED

Dec. 11, 2010 SUSPENSION INQUIRY WRITTEN 78328

Jun. 11, 2010 NOTIFICATION OF LETTER OF SUSPENSION E-MAILED 6332

Jun. 11, 2010 LETTER OF SUSPENSION E-MAILED 6332

Jun. 11, 2010 SUSPENSION LETTER WRITTEN 78328

Jun. 07, 2010 TEAS/EMAIL CORRESPONDENCE ENTERED 88889

Jun. 07, 2010 CORRESPONDENCE RECEIVED IN LAW OFFICE 88889

Jun. 07, 2010 TEAS RESPONSE TO OFFICE ACTION RECEIVED

Dec. 08, 2009 NOTIFICATION OF NON-FINAL ACTION E-MAILED 6325

Dec. 08, 2009 NON-FINAL ACTION E-MAILED 6325

Dec. 08, 2009 NON-FINAL ACTION WRITTEN 78328

Nov. 30, 2009 ASSIGNED TO EXAMINER 78328

Aug. 29, 2009 NOTICE OF DESIGN SEARCH CODE AND PSEUDO MARK MAILED

Aug. 28, 2009 NEW APPLICATION OFFICE SUPPLIED DATA ENTERED IN TRAM

Aug. 28, 2009 NEW APPLICATION ENTERED IN TRAM

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: PUBLICATION AND ISSUE SECTION Date in Location: Oct. 11, 2011



Reg. No. 5,071,223 

Registered Nov. 01, 2016 

Int. Cl.: 41

Service Mark

Principal Register 

Alibaba Group Holding Limited (CAYMAN ISLANDS CORPORATION)

P.O. Box 847

Fourth Floor, One Capital Place

George Town CAYMAN ISLANDS

CLASS 41: Education, namely, providing live and online seminars and conferences in the

field of business and e-commerce; providing of training in the field of business and e-

commerce; entertainment, namely, providing online video games and non-downloadable

playback of digital music; organizing community sporting and cultural activities; publication

of texts, books and journals; sporting and cultural activities, namely, organizing community

sporting and cultural events; publication of newspapers, magazines and periodicals containing

diagrams, images and photographs; education, namely, training courses and instructional

classes in the field of telecommunications hardware and software, operation of computers,

computer programming, web site design, e-commerce, business management and advertising;

provision of education, recreation, instruction and training via online interactive and non-

interactive courses, classes, workshops and seminars in the field of business and e-commerce;

design of educational courses, namely, development of curriculum and examinations for

others in the field of business and e-commerce; entertainment provided via electronic and

digital interactive media, namely, providing online computer games; electronic games

services provided by means of the Internet, namely, providing online computer games;

provision of information about education, entertainment information, information in the field

of sports and sporting events, and information in the field of recreation and leisure activities

and cultural activities and exhibitions; providing online non-downloadable electronic

publications, namely, books, journals, newsletters and articles in the field of business and e-

commerce; arranging, organizing, hosting and conducting singing competitions; arranging,

organizing, hosting and conducting musical concerts. arranging, organizing, hosting and

conducting events and competitions for education or entertainment purposes, namely,

providing conferences, competitions and symposia in the field of business and e-commerce;

entertainment services, namely, production and distribution of a game show; entertainment

ticket agency services; providing entertainment information and information about education

from a computer database or the Internet; providing non-downloadable prerecorded digital

music from the Internet; providing non-downloadable prerecorded digital music from MP3

Internet web sites; entertainment and education services, namely, conducting courses of

instruction relating to planning, production and distribution of sound, images, digital music,

movies, live or recorded audio, visual or audiovisual material for broadcasting on terrestrial

cable, satellite channels, the Internet, wireless or wirelink systems and other means of

communications; music entertainment services, namely, live music concerts; rental of sound

recordings; entertainment in the nature of on-going television programs in the fields of

business and e-commerce; producing entertainment, educational, documentary and news

programs in the fields of business and e-commerce for broadcasting; news reporters' services;

providing news in the field of sporting or cultural events, and current events reporting

provided by satellite television transmission, the Internet or radio; production of television

and radio programs and film production; production of television programs; provision of



information, data, graphics, sound, music, videos, animation and text for entertainment

purpose, namely, animation rendered by means of a global computer network; game services

provided online from a computer network; provision of recreation, sporting and gymnasium

facilities; live performances by a musical band; night club services, discotheque, and fashion

shows for entertainment purposes; club services relating to entertainment, education and

cultural services, namely, arranging and conducting educational conferences, conventions,

seminars and training workshops in the field of business and e-commerce; organizing and

conducting exhibitions for cultural or educational purposes; art exhibition services; art gallery

services, namely, rental of artwork; training services in the field of occupational health and

safety, and environmental conservation; provision of cigar appreciation classes, wine tasting

classes; providing educational research and information about educational research;

arranging, organizing, planning and running of educational seminars in the field of business

and e-commerce; animal training; direction in producing broadcasting programs, namely,

production of television and radio programs and film production; instructional services,

namely, training in operation of audiovisual machines and equipment, which is used for the

production of broadcasting programs; providing audio and visual studios; providing sports

facilities; providing facilities for movies, shows, plays, music or educational training;

entertainment booking agencies, namely, booking of seats for shows and sports events; rental

of motion pictures; rental and leasing of musical instruments; rental and leasing of television

programmes; rental and leasing of television sets; lending libraries; archive library services;

subtitling services, namely, preparing subtitles for movies; sign language interpretation

services; rental of entertainment software, namely, rental of computer game software;

providing online non-downloadable music and movies through the internet; providing online

computer games and conducting contests; rental of pre-recorded video tapes; rental and

leasing of game machines; rental of arcade game equipment; photography; translation;

language interpretation; educational and training programs in the field of risk management;

provision of news in the nature of current event reporting; lottery services; provision of

facilities for shows and performances, namely, performance venues, studios, sets, dressing

rooms; educational and training programs relating to certification; provision of news;

providing on-line videos featuring news, sports, entertainment, popular culture, lifestyles,

music, artwork, education, information technology, finance, architecture, law, psychology,

business administration, marketing, financial literacy and financial planning, not

downloadable; tutoring; consultancy, information and advisory services relating to the

aforesaid services

THE MARK CONSISTS OF STANDARD CHARACTERS WITHOUT CLAIM TO ANY

PARTICULAR FONT STYLE, SIZE OR COLOR

OWNER OF HONG KONG REG. NO. 302032307, DATED 09-15-2011, RENEWED AS

REG. NO. 302032307 , EXPIRES 09-15-2021

SER. NO. 86-746,863, FILED 09-03-2015

BRIDGETT G SMITH, EXAMINING ATTORNEY

Page: 2 of 3 / RN # 5071223



Mark Information

Mark Literal
Elements:

ALIPAY

Standard Character
Claim:

Yes. The mark consists of standard characters without claim to any particular font style, size, or color.

Mark Drawing
Type:

4 - STANDARD CHARACTER MARK

Foreign Information

Foreign
Registration

Number:

302032307 Foreign
Registration Date:

Sep. 15, 2011

Foreign
Application/Registration

Country:

HONG KONG Foreign Expiration
Date:

Sep. 15, 2021

Goods and Services

Note: The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: Education, namely, providing live and online seminars and conferences in the field of business and e-commerce; providing of training
in the field of business and e-commerce; entertainment, namely, providing online video games and non-downloadable playback of
digital music; organizing community sporting and cultural activities; publication of texts, books and journals; sporting and cultural
activities, namely, organizing community sporting and cultural events; publication of newspapers, magazines and periodicals containing
diagrams, images and photographs; education, namely, training courses and instructional classes in the field of telecommunications
hardware and software, operation of computers, computer programming, web site design, e-commerce, business management and
advertising; provision of education, recreation, instruction and training via online interactive and non-interactive courses, classes,
workshops and seminars in the field of business and e-commerce; design of educational courses, namely, development of curriculum
and examinations for others in the field of business and e-commerce; entertainment provided via electronic and digital interactive
media, namely, providing online computer games; electronic games services provided by means of the Internet, namely, providing
online computer games; provision of information about education, entertainment information, information in the field of sports and
sporting events, and information in the field of recreation and leisure activities and cultural activities and exhibitions; providing online
non-downloadable electronic publications, namely, books, journals, newsletters and articles in the field of business and e-commerce;
arranging, organizing, hosting and conducting singing competitions; arranging, organizing, hosting and conducting musical concerts.
arranging, organizing, hosting and conducting events and competitions for education or entertainment purposes, namely, providing
conferences, competitions and symposia in the field of business and e-commerce; entertainment services, namely, production and
distribution of a game show; entertainment ticket agency services; providing entertainment information and information about education
from a computer database or the Internet; providing non-downloadable prerecorded digital music from the Internet; providing non-
downloadable prerecorded digital music from MP3 Internet web sites; entertainment and education services, namely, conducting
courses of instruction relating to planning, production and distribution of sound, images, digital music, movies, live or recorded audio,
visual or audiovisual material for broadcasting on terrestrial cable, satellite channels, the Internet, wireless or wirelink systems and
other means of communications; music entertainment services, namely, live music concerts; rental of sound recordings; entertainment
in the nature of on-going television programs in the fields of business and e-commerce; producing entertainment, educational,
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documentary and news programs in the fields of business and e-commerce for broadcasting; news reporters' services; providing news
in the field of sporting or cultural events, and current events reporting provided by satellite television transmission, the Internet or radio;
production of television and radio programs and film production; production of television programs; provision of information, data,
graphics, sound, music, videos, animation and text for entertainment purpose, namely, animation rendered by means of a global
computer network; game services provided online from a computer network; provision of recreation, sporting and gymnasium facilities;
live performances by a musical band; night club services, discotheque, and fashion shows for entertainment purposes; club services
relating to entertainment, education and cultural services, namely, arranging and conducting educational conferences, conventions,
seminars and training workshops in the field of business and e-commerce; organizing and conducting exhibitions for cultural or
educational purposes; art exhibition services; art gallery services, namely, rental of artwork; training services in the field of occupational
health and safety, and environmental conservation; provision of cigar appreciation classes, wine tasting classes; providing educational
research and information about educational research; arranging, organizing, planning and running of educational seminars in the field
of business and e-commerce; animal training; direction in producing broadcasting programs, namely, production of television and radio
programs and film production; instructional services, namely, training in operation of audiovisual machines and equipment, which is
used for the production of broadcasting programs; providing audio and visual studios; providing sports facilities; providing facilities for
movies, shows, plays, music or educational training; entertainment booking agencies, namely, booking of seats for shows and sports
events; rental of motion pictures; rental and leasing of musical instruments; rental and leasing of television programmes; rental and
leasing of television sets; lending libraries; archive library services; subtitling services, namely, preparing subtitles for movies; sign
language interpretation services; rental of entertainment software, namely, rental of computer game software; providing online non-
downloadable music and movies through the internet; providing online computer games and conducting contests; rental of pre-
recorded video tapes; rental and leasing of game machines; rental of arcade game equipment; photography; translation; language
interpretation; educational and training programs in the field of risk management; provision of news in the nature of current event
reporting; lottery services; provision of facilities for shows and performances, namely, performance venues, studios, sets, dressing
rooms; educational and training programs relating to certification; provision of news; providing on-line videos featuring news, sports,
entertainment, popular culture, lifestyles, music, artwork, education, information technology, finance, architecture, law, psychology,
business administration, marketing, financial literacy and financial planning, not downloadable; tutoring; consultancy, information and
advisory services relating to the aforesaid services
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