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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name The Guardian Life Insurance Company of America
Entity Corporation Citizenship New York
Address 7 Hanover Square

New York, NY 10004
UNITED STATES

Attorney informa-
tion

Jason D. Jones

Fross Zelnick Lehrman & Zissu, P.C.

4 Times Square, 17th Florr

New York, NY 10036

UNITED STATES

cmende@fzlz.com, jjones@fzlz.com, skipen@fzlz.com, ttabfiling@fzlz.com
212-813-5900

Applicant Information

Application No

88009844

Publication date 11/20/2018

Opposition Filing
Date

12/10/2018 Opposition Peri- 12/20/2018

od Ends

Applicant

Guardian Pharmacy, LLC

1776 Peachtree Road, NW #500S
Atlanta, GA 30309

UNITED STATES

Goods/Services Affected by Opposition

Class 035. First Use: 0 First Use In Commerce: 0

All goods and services in the class are opposed, namely: Retail pharmacy services; institutionalretail
pharmacy services, namely, filling and distributing prescription medications for assisted living and
long-term care facilities and their residents, patients, and physicians

Applicant Information

Application No

88009850

Publication date 11/20/2018

Opposition Filing
Date

12/10/2018 Opposition Peri- 12/20/2018

od Ends

Applicant

Guardian Pharmacy, LLC

1776 Peachtree Road, NW #500S
Atlanta, GA 30309

UNITED STATES

Goods/Services Affected by Opposition
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physicians

Class 044. First Use: 0 First Use In Commerce: 0

All goods and services in the class are opposed, namely: Maintaining patient medication administra-
tion records and files for assisted living and long-term care facilities, patients, and physicians; provid-
ing pharmaceutical advice to assisted living and long-term care facilities, their residents,patients, and

Grounds for Opposition

| Priority and likelihood of confusion

| Trademark Act Section 2(d)

Marks Cited by Opposer as Basis for Opposition

U.S. Registration | 2098336 Application Date 05/07/1996

No.

Registration Date | 09/16/1997 Foreign Priority NONE
Date

Word Mark

THE GUARDIAN ADVANTAGE

Design Mark

Description of
Mark

NONE

Goods/Services

Class 036. First use: First Use: 1996/09/00 First Use In Commerce: 1996/09/00
insurance underwriting services, hamely, annuities

Mark

H.S. Registration | 1641534 Application Date 04/24/1990

0.

Registration Date | 04/16/1991 Foreign Priority NONE
Date

Word Mark GUARDIAN

Design Mark

Description of NONE

Goods/Services

Class 036. First use: First Use: 1918/00/00 First Use In Commerce: 1918/00/00
insurance services, namely individual life insurance underwriting services

Mark

U.S. Registration | 1637818 Application Date 04/24/1990

No.

Registration Date | 03/12/1991 Foreign Priority NONE
Date

Word Mark GUARDIAN

Design Mark

Description of NONE

Goods/Services

Class 036. First use: First Use: 1957/00/00 First Use In Commerce: 1957/00/00
insurance services, namely group healthinsurance underwriting services

U.S. Registration | 1853811 Application Date 09/02/1993

No.

Registration Date | 09/13/1994 Foreign Priority NONE
Date

Word Mark GUARDIAN

Design Mark




Description of
Mark

NONE

Goods/Services

Class 036. First use: First Use: 1918/00/00 First Use In Commerce: 1918/00/00
insurance underwriting services in the field of disability insurance

U.S. Registration | 1857906 Application Date 09/02/1993

No.

Registration Date | 10/11/1994 Foreign Priority NONE
Date

Word Mark

THE GUARDIAN

Design Mark

Description of
Mark

NONE

Goods/Services

Class 036. First use: First Use: 1918/00/00 First Use In Commerce: 1918/00/00
insurance underwriting services in the field of disability insurance

U.S. Registration | 1642279 Application Date 04/24/1990

No.

Registration Date | 04/23/1991 Foreign Priority NONE
Date

Word Mark GUARDIAN

Design Mark

Description of NONE

Mark

Goods/Services

Class 036. First use: First Use: 1957/00/00 First Use In Commerce: 1957/00/00
insurance services, namely group life insurance underwriting services

U.S. Registration | 1641537 Application Date 04/24/1990

No.

Registration Date | 04/16/1991 Foreign Priority NONE
Date

Word Mark GUARDIAN

Design Mark

Description of NONE

Mark

Goods/Services

Class 036. First use: First Use: 1985/00/00 First Use In Commerce: 1985/00/00
insurance services, namely group dentalinsurance underwriting services

U.S. Registration | 2268145 Application Date 06/27/1997

No.

Registration Date | 08/10/1999 Foreign Priority NONE
Date

Word Mark

THE GUARDIAN LIFE INSURANCE COMPANY OF AMERICA

Design Mark

Description of
Mark

NONE

Goods/Services

Class 036. First use: First Use: 1918/00/00 First Use In Commerce: 1918/00/00

group and individual life, disability, accident, health and dental insurance under-
writing services; pension planning services; pension and pension fund manage-
ment; annuity and annuity administration services; financial services, namely,




management of money market funds, trust funds, United States government
trust funds and stock funds; providing informationto others in the field of insur-
ance; managing funds, stocks and bonds and otherinvestments for institutions
and the general public; administration of cafeteria plans as described in section
125 of the Internal Revenue Code; real estate services, namely, real estate de-
velopment,real estate management, real estate investment and [commercial and
residentiallmortgage lending services; reinsurance underwriting services; joint
venture investment services in managed care organizations

U.S. Registration | 2643197 Application Date 08/11/1998

No.

Registration Date | 10/29/2002 Foreign Priority NONE
Date

Word Mark GUARDIAN

Design Mark

Description of NONE

Mark

Goods/Services

Class 036. First use: First Use: 1998/09/00 First Use In Commerce: 1998/09/00

GROUP AND INDIVIDUAL LIFE, DISABILITY, ACCIDENT, HEALTH AND
DENTAL INSURANCE UNDERWRITING SERVICES; PENSION PLANNING
SERVICES; PENSION AND PENSION FUND MANAGEMENT; ANNUITY UN-
DERWRITING AND ANNUITY ADMINISTRATION SERVICES; FINANCIAL
SERVICES, NAMELY, MANAGEMENT OF MONEY MARKET FUNDS, TRUST
FUNDS, UNITED STATES GOVERNMENT TRUST FUNDS AND STOCK
FUNDS; PROVIDING INFORMATION TO OTHERS IN THE FIELD OF INSUR-
ANCE; MANAGING FUNDS, STOCKS AND BONDS AND OTHER INVEST-
MENTS FOR INSTITUTIONS AND THE GENERAL PUBLIC; FINANCIAL AD-
MINISTRATION OF CAFETERIA PLANS AS DESCRIBED IN SECTION 125 OF
THE INTERNAL REVENUE CODE; REAL ESTATE SERVICES, NAMELY,
REAL ESTATE MANAGEMENT, REAL ESTATE INVESTMENT AND[ COM-
MERCIAL AND RESIDENTIAL ]IMORTGAGE LENDING SERVICES; REINSUR-
ANCE UNDERWRITING SERVICES; JOINT VENTURE INVESTMENT SER-
VICES FOR MANAGED CARE ORGANIZATIONS

U.S. Registration | 4710286 Application Date 05/01/2013

No.

Registration Date | 03/31/2015 Foreign Priority NONE
Date

Word Mark

GUARDIAN ABSENCEADVANTAGE




Design Mark

Guardian AbsenceAdvantage

Description of
Mark

NONE

Goods/Services

Class 035. First use: First Use: 2013/02/00 First Use In Commerce: 2013/02/00
Business management; providing human resources services for others, namely,
administering employee leave and absence benefits; business information ser-
vices, namely, tracking, compiling and reportingworkforce absence data for busi-
ness purposes; providing an Internet website portal in the field of human re-
sources data

Class 036. First use: First Use: 2013/02/00 First Use In Commerce: 2013/02/00

Employee insurance and financial benefit administration

U.S. Registration | 4710287 Application Date 05/01/2013

No.

Registration Date | 03/31/2015 Foreign Priority NONE
Date

Word Mark

GUARDIAN ABSENCEWORKS

Design Mark

Guardian AbsenceWorks

Description of
Mark

NONE

Goods/Services

Class 035. First use: First Use: 2013/02/00 First Use In Commerce: 2013/02/00
Business management; providing human resources services for others, namely,
administering employee leave and absence benefits; business information ser-
vices, namely, tracking, compiling and reportingworkforce absence data for busi-
ness purposes; providing an Internet website portal in the field of human re-
sources data

Class 036. First use: First Use: 2013/02/00 First Use In Commerce: 2013/02/00

Employee insurance and financial benefit administration

U.S. Registration | 5218730 Application Date 05/01/2013

No.

Registration Date | 06/06/2017 Foreign Priority NONE
Date




Word Mark

GUARDIAN ABSENCEESSENTIALS

Design Mark

Guardian AbsenceEssentials

Description of
Mark

NONE

Goods/Services

Class 035. First use: First Use: 2014/09/00 First Use In Commerce: 2015/09/00
Business management; providing human resources services for others, namely,
administering employee leave and absence benefits; business information ser-
vices, namely, tracking, compiling and reportingworkforce absence data for busi-
ness purposes; providing an Internet website portal in the field of human re-
sources data

Class 036. First use: First Use: 2014/09/00 First Use In Commerce: 2015/09/00

Employee insurance and financial benefit administration

U.S. Registration | 4710285 Application Date 05/01/2013

No.

Registration Date | 03/31/2015 Foreign Priority NONE
Date

Word Mark

GUARDIAN ABSENCEADVANTAGE PLUS

Design Mark

Guardian AbsenceAdvantage
Plus

Description of
Mark

NONE

Goods/Services

Class 035. First use: First Use: 2013/02/00 First Use In Commerce: 2013/02/00
Business management; providing human resources services for others, namely,
administering employee leave and absence benefits; business information ser-
vices, namely, tracking, compiling and reportingworkforce absence data for busi-
ness purposes; providing an Internet website portal in the field of human re-
sources data

Class 036. First use: First Use: 2013/02/00 First Use In Commerce: 2013/02/00

Employee insurance and financial benefit administration

U.S. Registration | 3303426 Application Date 06/04/2004
No.
Registration Date | 10/02/2007 Foreign Priority NONE




Date

Word Mark

GUARDIAN ANYTIME

Design Mark

GUARDIAN ANYTIME

Description of
Mark

NONE

Goods/Services

Class 035. First use: First Use: 2006/08/00 First Use In Commerce: 2006/08/00

Providing customer service in the fields of insurance, financial and investment-
services

Class 036. First use: First Use: 2006/08/00 First Use In Commerce: 2006/08/00

Providing insurance, financial and investment services, namely, group and indi-
vidual life, disability, accident, healthand dental insurance underwriting services;
pension planning services; pension and pension fund management; actuarial
services; insurance administration; financial analysis and consultation; asset
management; annuity underwriting and administration; banking; commercial
lending, namely, commercial mortgages, privately placed debt securities and
bank loans; insurance and securities brokerage and securities underwriting;
broker-dealer services, namely, purchase and sale of securities products,
namely stocks, bonds, mutual funds and unit investment trusts; mutual fund dis-
tribution services; administration of employee benefit plans; fiduciary represent-
ative services; electronic funds transfers; investment advice; investment man-
agement; money management; management of money market funds, trust
funds, United States government trust funds and stock funds; managing funds,
stocks and bonds and other investments for institutions and the general public;
administration of employee pension plans; investment fund management; retire-
ment investment management; trust services; real estate investment; commer-
cial and residential mortgage lending services; reinsurance underwriting ser-
vices; joint venture investment services in managed care organizations; provid-
ing information in the fields of insurance financial and investment services via a
global computer network, telephone, e-mail and facsimile
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Signature

/s/ Jason D. Jones

Name

Jason D. Jones

Date

12/10/2018




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the matter of Application Serial Nos. 88/009,844 and 88/009,850
Mark: GUARDIAN ADVANTAGE

_______________________________________________________________ X
THE GUARDIAN LIFE INSURANCE .
COMPANY OF AMERICA,

Opposer, Opposition No.

- against -

GUARDIAN PHARMACY, LLC,

Applicant.
_______________________________________________________________ .

CONSOLIDATED NOTICE OF OPPOSITION

The Guardian Life Insurance Company of America (“Opposer”), a New York corporation
with a principal place of business at 7 Hanover Square, New York, New York, believes that it
would be damaged by the issuance of a registration for the trademark GUARDIAN
ADVANTAGE in International Class 35 as applied for in Application Serial No. 88/009,844 and
in International Class 44 as applied for in Application Serial No. 88/009,850 (collectively, the
“Applications”), both filed on June 21, 2018 by Guardian Pharmacy, LLC (“Applicant”), and
therefore opposes the same. As grounds for the opposition, Opposer, by its attorneys, Fross
Zelnick Lehrman & Zissu, P.C., alleges as follows:

FACTS
A. Opposer and Its Registered GUARDIAN Marks
1. Opposer, one of the largest insurance and financial services companies in the

United States, has used the name and mark GUARDIAN since the early 1900s.

{F2838376.1 }



2. Opposer offers a wide variety of insurance and financial services under its
GUARDIAN name and GUARDIAN and GUARDIAN-inclusive marks (collectively, the
“GUARDIAN Marks”), including but not limited to, life, dental, and disability insurance; a full
line of investment advisory services; mutual fund services; financial investment services; 401(k)
plans; and pension plans.

3. By way of example only, Opposer uses the mark THE GUARDIAN
ADVANTAGE in connection with financial services such as annuities, uses the mark
GUARDIAN DENTAL ADVANTAGE in connection with dental insurance services, and uses
the mark GUARDIAN ABSENCEADVANTAGE in connection with business management and
human resources services.

4. Opposer has invested a significant amount of time, effort, and money in
developing and promoting its services offered under the GUARDIAN Marks. As a result of
these efforts and the success of GUARDIAN offerings in the marketplace over many years,
Opposer’s GUARDIAN Marks have come to identify Opposer’s services exclusively and
uniquely, and represent an enormous goodwill.

5. Opposer owns numerous longstanding federal registrations for the GUARDIAN

Marks, including but not limited to:

Mark Reg’n No. | First Use | Services
Date
THE GUARDIAN 2,098,336* | 1996 Insurance underwriting services,
ADVANTAGE namely, annuities
GUARDIAN 1,641,534* | 1918 Insurance services, namely

individual life insurance
underwriting services

GUARDIAN 1,637,818* | 1969 Insurance services, namely
group health insurance
underwriting services

(F2838376.1 }



GUARDIAN 1,853,811* | 1918 Insurance underwriting services
in the field of disability
insurance

THE GUARDIAN 1,857,906* | 1918 Insurance underwriting services
in the field of disability
insurance

GUARDIAN 1,642,279* | 1957 Insurance services, namely
group life insurance
underwriting services

GUARDIAN 1,641,537* | 1985 Insurance services, namely
group dental insurance
underwriting services

THE GUARDIAN LIFE 2,268,145*% | 1918 Group and individual life,

INSURANCE disability, accident, health and

COMPANY OF dental insurance underwritin

AMERICA &

services; pension planning
services; pension and pension
fund management; annuity and
annuity administration services;
financial services, namely,
management of money market
funds, trust funds, United States
government trust funds and stock
funds; providing information to
others in the field of insurance;
managing funds, stocks and
bonds and other investments for
institutions and the general
public; administration of
cafeteria plans as described in
section 125 of the Internal
Revenue Code; real estate
services, namely, real estate
development, real estate
management, real estate
investment and mortgage
lending services; reinsurance
underwriting services; joint
venture investment services in
managed care organizations

(F2838376.1 }




GUARDIAN

&

2,643,197*

1998

Group and individual life,
disability, accident, health and
dental insurance underwriting
services; pension planning
services; pension and pension
fund management; annuity and
annuity administration services;
financial services, namely,
management of money market
funds, trust funds, United States
government trust funds and stock
funds; providing information to
others in the field of insurance;
managing funds, stocks and
bonds and other investments for
institutions and the general
public; administration of
cafeteria plans as described in
section 125 of the Internal
Revenue Code; real estate
services, namely, real estate
development, real estate
management, real estate
investment and mortgage
lending services; reinsurance
underwriting services; joint
venture investment services in
managed care organizations

GUARDIAN

ABSENCEADVANTAG

E

4,710,286

2013

Business management; providing
human resources services for
others, namely, administering
employee leave and absence
benefits; business information
services, namely, tracking,
compiling and reporting
workforce absence data for
business purposes; providing an
Internet website portal in the
field of human resources data

GUARDIAN

ABSENCEWORKS

4,710,287

2013

Business management; providing
human resources services for
others, namely, administering
employee leave and absence
benefits; business information
services, namely, tracking,

(F2838376.1 }




compiling and reporting
workforce absence data for
business purposes; providing an
Internet website portal in the
field of human resources data

GUARDIAN
ABSENCEESSENTIALS

5,218,730

2014

Business management; providing
human resources services for
others, namely, administering
employee leave and absence
benefits; business information
services, namely, tracking,
compiling and reporting
workforce absence data for
business purposes; providing an
Internet website portal in the
field of human resources data

GUARDIAN
ABSENCEADVANTAG
E PLUS

4,710,285

2013

Business management; providing
human resources services for
others, namely, administering
employee leave and absence
benefits; business information
services, namely, tracking,
compiling and reporting
workforce absence data for
business purposes; providing an
Internet website portal in the
field of human resources data

GUARDIAN ANYTIME*

3,303,426

2006

Providing customer service in
the fields of insurance, financial
and investment services

These registrations are valid, subsisting, and in full effect and serve as prima facie evidence of
the validity of the Guardian Marks and of Opposer’s exclusive right to use the Guardian Marks

in connection with the goods and services identified therein, pursuant to Section 33(a) of the

Lanham Act, 15 U.S.C. § 1115(a). Additionally, the above registrations with an asterisk (*)

have become incontestable under Section 15 of the Lanham Act, 15 U.S.C. § 1065, and therefore

serve as conclusive evidence of the validity of the GUARDIAN Marks and of Opposer’s

(F2838376.1 }




exclusive right to use the GUARDIAN Marks in connection with the goods and services
identified therein, pursuant to Section 33(b) of the Lanham Act, 15 U.S.C. § 1115(b).
B. Applicant’s Applications to Register GUARDIAN ADVANTAGE

6. Upon information and belief, Applicant is a limited liability company organized
and existing under the laws of the State of Indiana.

7. On June 21, 2018, long after Opposer’s GUARDIAN Marks were first used in
commerce, and long after the GUARDIAN Marks became well-known and exclusively identified
with Opposer’s services, Applicant filed the following Applications to register the mark
GUARDIAN ADVANTAGE (“Applicant’s Mark”) based on an intent to use Applicant’s Mark:

o Application Serial No. 88/009,844 for GUARDIAN ADVANTAGE in
connection with “Retail pharmacy services; institutional retail pharmacy
services, namely, filling and distributing prescription medications for
assisted living and long-term care facilities and their residents, patients,
and physicians” in International Class 35; and

o Application Serial No. 88/009,850 for GUARDIAN ADVANTAGE in
connection with “Maintaining patient medication administration records
and files for assisted living and long-term care facilities, patients, and
physicians; providing pharmaceutical advice to assisted living and long-
term care facilities, their residents, patients, and physicians” in
International Class 44.

8. Applicant’s Mark is highly similar to Opposer’s GUARDIAN Marks in sight,
sound and commercial impression. Indeed, Applicant’s Mark is essentially identical to

Opposer’s prior-used and registered THE GUARDIAN ADVANTAGE mark.

(F2838376.1 }



9. The services identified in the Applications are highly related to services Opposer
offers under its GUARDIAN Marks.

10. In view of the similarities of the parties’ respective marks and services,
Applicant’s use of GUARDIAN ADVANTAGE in connection with the services identified in the
Applications is likely to cause confusion as to the source or sponsorship of those services.

11. When Applicant filed the Applications, it was on constructive notice of Opposer’s
prior and exclusive rights in the GUARDIAN Marks by virtue of Opposer’s trademark
registrations for those marks, pursuant to Section 22 of the Lanham Act, 15 U.S.C. § 1072.

12. Upon information and belief, when Applicant filed the Applications, it had actual
knowledge of Opposer’s prior use of and rights in the GUARDIAN Marks.

13. Registration to Applicant of Applicant’s Mark would be inconsistent with
Opposer’s prior exclusive rights in the GUARDIAN Marks, and would threaten Opposer’s
investment and goodwill in its long-established and valuable marks.

CLAIM FOR RELIEF: LIKELIHOOD OF CONFUSION

14. Opposer incorporates by reference paragraphs 1 through 13 as if fully set forth
herein.

15. Opposer’s GUARDIAN Marks have been used continuously since a date prior to
any date upon which Applicant may rely.

16. Applicant’s Mark is highly similar in sight, sound and commercial impression to
Opposer’s GUARDIAN Marks.

17.  Applicant’s services intended to be offered under Applicant’s Mark are highly

related to services offered under Opposer’s GUARDIAN Marks and, upon information and

{F2838376.1 }



belief, will be offered to many of the same customers or types of customers to whom Opposer’s
services are offered under Opposer’s GUARDIAN Marks.

18. Based on the similarity of the marks and services, consumers are likely to be
confused into falsely believing that the services offered by Applicant under the GUARDIAN
ADVANTAGE mark originate with or are approved or authorized by Opposer, or that there is
some relationship between Applicant and Opposer or the services of Applicant and Opposer.
Use of GUARDIAN ADVANTAGE by Applicant in connection with the services identified in
the Applications is therefore likely to cause confusion, cause mistake or to deceive consumers in
violation of Section 2(d) of the Lanham Act, 15 U.S.C. § 1052(d).

19. By reason of the foregoing, Opposer will be damaged by the registration of

Applicant’s Mark to Applicant.

WHEREFORE, it is respectfully requested that this opposition be sustained and that the

registrations sought by Application Serial Nos. 88/009,844 and 88/009,850 both be denied.

(F2838376.1 }



belief, will be offered to many of the same customers or types of customers to whom Opposer’s
services are offered under Opposer’s GUARDIAN Marks.

18.  Based on the similarity of the marks and services, consumers are likely to be
confused into falsely believing that the services offered by Applicant under the GUARDIAN
ADVANTAGE mark originate with or are approved or authorized by Opposer, or that there is
some relationship between Applicant and Opposer or the services of Applicant and Opposer.
Use of GUARDIAN ADVANTAGE by Applicant in connection with the services identified in
the Applications is therefore likely to cause confusion, cause mistake or to deceive consumers in
violation of Section 2(d) of the Lanham Act, 15 U.S.C. § 1052(d).

19. By reason of the foregoing, Opposer will be damaged by the registration of

Applicant’s Mark to Applicant.

WHEREFORE, it is respectfully requested that this opposition be sustained and that the

registrations sought by Application Serial Nos. 88/009,844 and 88/009,850 both be denied.

Dated: New York, New York
December 10, 2018
Respectfully submitted,

FROSS ZELNICK LEHRMAN & ZISSU, P.C.

4 Times Square, 17" Floor

New York, New York 10036

Tel: (212) 813-5900

Email: cmende@fzlz.com; jjones@fzlz.com;
skipen@fzlz.com

Attorneys for Opposer
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