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J. Krisp, Interlocutory Attorney:

This proceeding is suspended pursuant to Trademark Rule 2.127(d) pending
disposition of Uninterrupted IP, LLC’s (UNIP) February 14, 2020 motion for partial
summary judgment. This proceeding is before the Board for consideration of:

1) Game Plan, Inc.’s (Game Plan) March 12, 2020 motion for discovery pursuant
to Fed. R. Civ. P. 56(d) (27 TTABVUE); and

2) Game Plan’s February 21, 2020 motion to suspend this proceeding pending
the final disposition in Case 1:20-cv-00455-DLF filed on February 18, 2020 in
the United States District Court for the District of Columbia. 23 TTABVUE.

The motions are fully briefed.!

Game Plan’s Motion for Discovery

! The Board has fully considered the parties’ briefs but does not repeat or discuss all of the

arguments and does not address irrelevant arguments. Guess? IP Holder LP v. Knowluxe
LLC, 116 USPQ2d 2018, 2019 (TTAB 2015).
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This opposition involves Game Plan’s likelihood of confusion claim directed to
UNIP’s six involved applications, and UNIP’s counterclaim to cancel Game Plan’s
pleaded Registration No. 5487497 on claims of likelihood of confusion, and nonuse.
On April 11, 2019, the Board acknowledged UNIP’s answer and counterclaim, and
reset the six-month discovery period to close on December 7, 2019. 13 TTABVUE 1-
2. On December 9, 2019, the parties consented to extend the close of discovery to

January 6, 2020. 16-17 TTABVUE.

On February 14, 2020, UNIP filed a timely motion for partial summary judgment
on its claim of likelihood of confusion. On March 12, 2020, Game Plan filed a motion

for discovery pursuant to Fed. R. Civ. P. 56(d).

Analysis

Pursuant to Fed. R. Civ. P. 56(d), if a party served with a motion for summary
judgment shows by affidavit or declaration that, for specified reasons, it cannot
present facts essential to justify its opposition, the court may 1) defer considering the
motion or deny it; 2) allow time to obtain affidavits or declarations or to take
discovery; or 3) issue any other appropriate order. Fed. R. Civ. P. 56(d). See also
Trademark Rule 2.127(e)(1); TBMP § 528.06 (June 2020). Opryland USA Inc. v. The
Great Am. Music Show Inc., 970 F.2d 847, 23 USPQ2d 1471, 1475 (Fed. Cir. 1992). It
1s not sufficient that the party simply state in an affidavit supporting its motion under
Fed. R. Civ. P. 56(d) that it needs discovery in order to respond to the motion for
summary judgment; rather, the party must state specific reasons why it is unable,

without the requested discovery, to present facts essential to oppose the motion for
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summary judgment. Orion Grp. Inc. v. Orion Ins. Co., 12 USPQ2d 1923, 1924-25

(TTAB 1989).

If a party demonstrates a need for discovery that is reasonably directed to
obtaining facts essential to its opposition to the motion for summary judgment,
discovery will be permitted, especially if the information sought is largely within the
control of the summary judgment movant. The request for discovery should set forth
with specificity the areas of inquiry needed to obtain the information necessary to
enable the party to respond to the motion for summary judgment. Sweats Fashions
Inc. v. Pannill Knitting Co., 833 F.2d 1560, 4 USPQ2d 1793, 1799 (Fed. Cir. 1987);

see also, TBMP § 528.06.

The Board first addresses Game Plan’s arguments regarding timing. Game Plan
asks that UNIP’s motion for partial summary judgment “be denied without prejudice
as the motion was filed prematurely,” and maintains that UNIP’s motion is
premature. 27 TTABVUE 2, 5. Game Plan is incorrect. Trademark Rule 2.127(e)(1)

states:

A party may not file a motion for summary judgment until the party has
made its initial disclosures ... A motion for summary judgment must be filed
before the day of the deadline for pretrial disclosures for the first
testimony period, as originally set or as reset.

(Emphasis added.) See also, TBMP § 528.02. In their December 9, 2019 consented
motion, the parties reset Game Plan’s pretrial disclosures deadline to February 20,

2020. 16-17 TTABVUE. Thus, UNIP’s February 14, 2020 motion is timely.
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Game Plan also argues that UNIP filed its motion “with discovery ongoing” and
that “discovery was still open as of February 14, 2020,” (27 TTABVUE 2, 5). Game
Plan is incorrect. The mere asserted need to still take, continue, or follow up on
written discovery or deposition(s) does not extend the discovery period in the absence
of a motion to extend. Under Trademark Rule 2.120(a)(3), discovery depositions must
be noticed and taken during the discovery period unless the parties stipulate that
they may be taken outside of this period. TBMP § 404.01. In the required supporting
declaration, Game Plan’s counsel states, inter alia, that as of January 6, 2020
depositions were pending, and that on January 8, 2020 Game Plan deposed three
employees for UNIP for a Fed. R. Civ. P. 30(b)(6) deposition. 27 TTABVUE 9. Game
plan acknowledges that no further extensions were agreed upon after December 9,
2019, and that the depositions “were outside of the agreed upon extension to January
6, 2020” (27 TTABVUE 3). The close of discovery was not reset, either by a consented
or unconsented motion. Moreover, inasmuch as the parties reset discovery to close on
January 6, 2020 (16-17 TTABVUE), pursuant to Trademark Rule 2.120(a)(3) either
party had until thirty-one days prior to the reset close of discovery to serve discovery
requests; a party needing to serve discovery requests or take depositions after that
time would normally move to extend the close of discovery (as the parties did on
December 9, 2019). See also, TBMP § 403.03 (“interrogatories, requests for
production, and requests for admissions must be served early enough that responses
will be due by the closing date of discovery.”). Estudi Moline Dissey, S.L. v. BioUrn

Inc., 123 USPQ2d 1268, 1270 (TTAB 2017).
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In sum, although Game Plan was aware that it would bear the burden of proof at
trial, it did not move to extend the close of discovery so as to accommodate its asserted
discovery needs, either to take depositions or further pursue written discovery.2
TBMP § 403.04. The record reflects that Game Plan did not move to extend discovery,
allowed discovery to close, did not move to reopen discovery, and did not move to
compel discovery (if in fact it believed it had received no discovery responses or
deficient discovery responses to pending requests, and such a motion was warranted).
It is after this sequence of events that Game Plan — who had the opportunity to take
discovery, had the opportunity to extend to continue discovery, and allowed the
discovery period to close — now claims a need for discovery to respond to a motion for
partial summary judgment that UNIP filed five weeks after discovery closed.

Rule 56(d) offers a safeguard for a party which shows a sufficient basis for its need
of additional discovery, and such a party cannot be deprived of the discovery needed
to place at issue material factual questions in opposition to the summary judgment
motion. Opryland USA Inc., supra, at 1474-75, citing Celotex Corp. v. Catrett, 477
U.S. 317, 326, 106 S.Ct. 2548, 2554 (1986) (Rule 56(f) provides nonmovants with
protection from being "railroaded" by premature summary judgment motions). Here,
though, Game Plan can hardly claim, as it repeatedly attempts to do, that UNIP’s

partial summary judgment motion is untimely or that the motion “railroaded” Game

2 In its motion, Game Plan argues that UNIP filed its partial summary judgment motion
prior to the completion of UNIP’s production. 27 TTABVUE 3. On December 9, 2019, the
parties extended discovery on the basis that they were unable to complete discovery. 16
TTABVUE 1. Therefore, the decision not to move, on or before January 6, 2020, to extend
discovery, ostensibly on that very same basis (e.g. to complete discovery, such as to secure
responses to written discovery, and/or to take a deposition) is perplexing.
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Plan. 30 TTABVUE 3-6. Similarly, Game Plan’s reliance on cases, wherein the Rule
56(d) movant had inadequate or no opportunity to take discovery, is clearly not
supportive of its arguments.

The Board also considers the requirement that Game Plan identify the areas of
inquiry on which it needs discovery in order to prepare a response to the partial
summary judgment motion. Game Plan points to a January 9, 2020 email that was
sent to UNIP’s counsel after the close of discovery which lists seven matters that
appear to be types of documents and/or things. 27 TTABVUE 13. The Rule 56(d)
motion does not include a copy of written discovery requests that Game Plan served
requesting the production of these or other documents and things; thus the record
does not apprise the Board regarding what pending requests, if any, actually correlate
to the seven listed items, or whether, when and how UNIP responded and/or objected
to Game Plan’s discovery requests. Consequently, the Board is unable to ascertain
specifically whether and how the listed items are germane to or constitute the
discovery that Game Plan seeks. Counsel states that thereafter, on January 17, 2020,
the parties held a conference at which UNIP’s counsel “agreed to produce the
requested items.” 27 TTABVUE 10. But as noted, the record does not include
discovery requests, nor does Game Plan identify whether and which of its discovery

request(s) correlate.? Finally, in contesting the motion UNIP argues that most of

3 For example, Game Plan does not provide a copy of its discovery request(s) seeking
information about UNIP’s alleged purchase of rights, as well as a copy of UNIP’s response(s)
and/or objection(s) thereto. Trademark Rule 2.120(a)(3).
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Game Plan’s seven listed items were not requested until after discovery had closed.
29 TTABVUE 2.4

On this record, Game Plan has not shown that the partial summary judgment
motion was filed prior to its opportunity to take discovery, has not supported its
asserted need for discovery in order to enable it to prepare a response to the motion
for partial summary judgment, and has not otherwise shown why it is unable, without
specific, identified discovery, to present facts sufficient to show the existence of a
genuine dispute of material fact for trial. In view of these findings, Game Plan’s Fed.
R. Civ. P. 56(d) motion is denied.
Game Plan’s Motion to Suspend Pending Civil Action

It is the policy of the Board to suspend proceedings when the parties are involved
in a civil action, which may be dispositive of or have a bearing on the Board case. The
statutory authority, Trademark Rule 2.117(a), states:

Whenever it shall come to the attention of the Trademark Trial and Appeal

Board that a party or parties to a pending case are engaged in a civil action

or another Board proceeding which may have a bearing on the case,

proceedings before the Board may be suspended until termination of the
civil action or the other Board proceeding.

4 If this were true, UNIP would have no obligation to respond to the untimely discovery
requests. Trademark Rule 2.120(a)(3); TBMP § 403.03.

The Board notes UNIP’s argument that Game Plan set forth points on the merits of the
partial summary judgment motion, and that such points discredit its claims that it needs
additional discovery. 29 TTABVUE 11. Indeed, in its motion for discovery Game Plan set
forth some points that arguably could go to the merits of the partial summary judgment
motion. Nonetheless, inasmuch as Game Plan set forth these points in the context of its
purported need for discovery, the Board considers the entire filing as a motion for Rule 56(d)
discovery.
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TBMP § 510.02(a). Flowing from the Board’s inherent power to schedule disposition
of the cases on its docket is the power to stay proceedings, and the suspension of a
Board proceeding pending the final determination of another proceeding is solely
within the discretion of the Board. Id. Where a civil action may involve matters
outside of the Board’s jurisdiction, and/or may consider broader issues beyond right
to registration, judicial economy is usually served by suspension. B&B Hardware,
Inc. v. Hargis Indus., Inc., 575 U.S. 138, 135 S. Ct. 1293, 113 USPQ2d 2045, 2048
(2015).

Unless there are unusual circumstances, the Board will suspend proceedings in
the case before it if the final determination of the other proceeding may have a
bearing on the issues before the Board. New Orleans Louisiana Saints LLC v. Who
Dat? Inc., 99 USPQ2d 1550, 1552 (TTAB 2011) (civil action need not be dispositive of
Board proceeding, but only needs to have a bearing on issues before the Board).

Here, on February 21, 2020, Game Plan filed a motion to suspend this opposition
citing Trademark Rule 2.117(a), though the motion is devoid of any substantive
arguments in support of the request for suspension. Game Plan merely attached a
copy of the complaint it filed on February 18, 2020, in Case 1:20-cv-00455-DLF, in the

United States District Court for the District of Columbia (“civil action”).5

5 In the civil action, Game Plan named three defendants, one of whom is identified as
Uninterrupted LLC, a limited liability company under the laws of Delaware, at 1575 N.
Gower Street, Suite 150, Los Angeles, CA 90028. 23 TTABVUE 3-4. Applicant herein is
Uninterrupted IP, LLC, a limited liability company of Delaware, with an address in Akron,
Ohio. The record, including the civil action complaint, does not address whether these are
the same (or related) entities. Nonetheless, inasmuch as the parties do not address this
matter, the Board presumes that these are the same entities.
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Contesting the motion, UNIP’s points center mainly on Game Plan’s timing of
and motive for filing the civil action, arguing that the civil action and motion to
suspend are an attempt to escape the motion for partial summary judgment, and that
the timing of the civil action is highly suspicious. 25 TTABVUE 2, 7. UNIP also
argues, inter alia, that this opposition proceeding is well advanced and that Game
Plan should not be allowed at this late stage to stop these proceedings inasmuch as
discovery closed two months ago. It posits that proceeding with the opposition would
avoid the need for the parties to start new litigation with identical claims in the civil
action, and that the civil action complaint includes all the material allegations and
claims that are asserted in the amended notice of opposition. Id.

UNIP is correct that the Trademark Rule 2.117(c) does not obligate the Board to
suspend, and the Board has discretion to consider a potentially dispositive motion
prior to suspension. Nonetheless, although judicial economy is relevant, the main
issue presented is whether the determination of the claims and defenses in the civil
action may have a bearing on the issues before the Board with respect to the
registrability of UNIP’s applied-for marks. Moreover, the Board is empowered only to
determine the right to register; questions of trademark infringement and unfair
competition are outside of its jurisdiction. Paramount Pictures Corp. v. White, 31
USPQ2d 1768, 1771 n.5 (TTAB 1994); TBMP § 102.01.

In its claim for trademark infringement, Game Plan alleges, inter alia, that the

defendants, including UNIP, have used Game Plan’s word mark “I AM MORE THAN
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AN ATHLETE. GP. GAME PLAN” in interstate commerce. In its second claim, Game
Plan alleges, inter alia, that the defendants make unauthorized use of its marks and
by doing so create a colorable imitation and false designations of origin. It also alleges
that the defendants’ use creates a likelihood of confusion, mistake, or deception.
Game Plan seeks injunctive relief wherein, if imposed, the defendants would be
permanently enjoined from various activities including using the marks at issue.

On this record, the Board finds that the final disposition of the civil action may
have a bearing on the rights of either party to use its asserted mark, and thus is likely
to have a bearing on the issues to be determined by the Board in adjudicating the
registrability of the marks. Accordingly, the motion to suspend is granted.

This opposition proceeding is suspended pending final disposition of the civil
action.

Within twenty days after the final determination of the civil action, the parties
shall so notify the Board so that this proceeding may be called up for appropriate
action.b Notification to the Board must include a copy of any final order or final
judgment which issued in the civil action.

In the event that the Board resumes this opposition proceeding, it will, as
appropriate, set a deadline by which Game Plan is to file its brief in response to

UNIP’s motion for partial summary judgment.

6 A proceeding is considered to have been finally determined when an order or ruling that
ends litigation has been rendered, and no appeal has been filed, or all appeals filed have been
decided and the time for any further review has expired. TBMP § 510.02(b).

10
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During the suspension period, the parties must notify the Board of any address or
email address changes for the parties or their attorneys. TBMP § 117.07. In addition,
the parties are to promptly inform the Board of any other related cases, even if they
become aware of such cases during the suspension period. Upon resumption, if

appropriate, the Board may consolidate related Board cases.

11



