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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

In the Matter of Trademark Application Serial Nos. 88012396  
Published in the Official Gazette September 18, 2018 
For the Mark  

____________________________________x 
: 

Regenxbio Inc,    : 
      :  Opposition No. 91244307 
   Opposer  : 
      :     

vs.     :       
      : 
Marshall J. Stein,    : 
      : 
   Applicant  : 
____________________________________x 

APPLICANTÕS ANSWER TO OPPOSITION 

 Applicant, Marshall J. Stein, M.D., by his attorney, hereby answers the allegations set 

forth in the Notice of Opposition as follows: 

 1. Applicant denies that Opposer Òis the owner of the common law trademark rights 

in the trademark REGENX (word mark) throughout the United States.  Applicant has insufficient 

knowledge or information as to the truth of the remaining  allegations set forth in Paragraph 1 of 

the Notice of Opposition and therefore denies those allegations. 

 2. Applicant has insufficient knowledge or information as to the truth of the 

allegations set forth in Paragraph 2 of the Notice of Opposition and therefore denies those 

allegations. 
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 3. Applicant has insufficient knowledge or information as to the truth of the 

allegations set forth in Paragraph 3 of the Notice of Opposition and therefore denies those 

allegations, except that Applicant admits that Opposer is reported on the Trademark Office 

website as the owner of U.S. trademark registration numbers  5018429 and 5018428 for the 

marks shown in Paragraph 3, respectively. 

 4. Applicant has insufficient knowledge or information as to the truth of the 

allegations set forth in Paragraph 4 of the Notice of Opposition and therefore denies those 

allegations. 

 5. Applicant objects to the allegations as set forth in Paragraph 5 of the Notice of 

Opposition as vague and ambiguous, overly broad, and substantively irrelevant to ApplicantÕs 

trademark application.  Subject to this objection and to the extent that Applicant can understand 

the allegations in Paragraph 5, Applicant has insufficient knowledge or information as to the 

truth of the allegations set forth in Paragraph 5 of the Notice and Opposition and therefore denies 

those allegations.   

 6. Applicant has insufficient knowledge or information as to the truth of the 

allegations set forth in Paragraph 6 of the Notice of Opposition and therefore denies those 

allegations. 

 7. Applicant has insufficient knowledge or information as to the truth of the 

allegations set forth in Paragraph 7 of the Notice of Opposition and therefore denies those 

allegations. 

 8. Applicant objects to the allegations set forth in Paragraph 8 of the Notice of 

Opposition as vague and ambiguous with respect to the term  Òcovering.Ó  Subject to this 
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objection, Applicant admits Paragraph 8 identifies the services listed for the mark registered in 

U.S. Registration No. 5018428.   Applicant admits that if the registration were valid, which it is 

not, such registration would serve as prima facie evidence of OpposerÕs exclusive right to use the 

mark in connection with the listed services in U.S. Registration No. 5018428 in the United 

States.  Applicant admits that Exhibit B appears to provide a true and correct copy of the USPTO 

database printout of the U.S. Registration No. 5018428, which states that the registration is in 

International Class 42, and lists a filing date of September 17, 2014, a first use date of September 

1, 2014 and a registration date of Aug. 9, 2016.              "  "  "  "  "      

Subject to ApplicantÕs previously stated objection concerning the term Òcovering," Applicant 

admits Paragraph 8 identifies the services listed for the mark registered in U.S. Registration No. 

5018429.  Applicant admits that if the registration were valid, which it is not, such registration 

would serve as prima facie evidence of OpposerÕs exclusive right to use the mark in connection 

with those listed services in U.S. Registration No. 5018429 in the United States.  Applicant 

admits that Exhibit C appears to provide a true and correct copy of the USPTO database printout 

of the U.S. Registration No. 5018429, which states that the registration is in International Class 

42, and lists a filing date of September 17, 2014, a first use date of September 1, 2014 and a 

registration date of Aug. 9, 2016.                                  "  "  "  "  "   

Applicant denies all remaining allegations of Paragraph 8. 

 9. Applicant has insufficient knowledge or information as to the truth of the 

allegations set forth in Paragraph 9 of the Notice of Opposition and therefore denies those 

allegations. 
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 10. Applicant has insufficient knowledge or information as to the truth of the 

allegations set forth in Paragraph 10 of the Notice of Opposition and therefore denies those 

allegations. 

 11. Applicant denies that Applicant filed U.S. Trademark Application No. 88012396  

on June 3, 2018.  Applicant admits the remaining allegations set forth in Paragraph 11 of the 

Notice of Opposition. 

 12. Applicant admits the allegations set forth in Paragraph 12 of the Notice of 

Opposition. 

 13. Applicant objects to the allegations set forth in Paragraph 13 of the Notice of 

Opposition to the extent that the terms ÒdisclaimedÓ and ÒdominantÓ are vague, ambiguous and 

undefined.  Subject to these objections, Applicant denies the allegations set forth in Paragraph 13 

of the Notice of Opposition, except that Applicant admits the quoted ÒdescriptionÓ of the mark as 

stated in the Application.   

 14. Applicant denies the allegations set forth in Paragraph 14 of the Notice of 

Opposition. 

 15. Applicant denies the allegations set forth in Paragraph 15 of the Notice of 

Opposition. 

 16. Applicant denies the allegations set forth in Paragraph 16 of the Notice of 

Opposition, except that Applicant admits that Exhibit D provides a definition of 

deoxyribonucleic acid or ÒDNA.Ó 

 17. Applicant denies the allegations set forth in Paragraph 17 of the Notice of 

Opposition. 
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 18. Applicant denies the allegations set forth in Paragraph 18 of the Notice of 

Opposition. 

 19. Applicant denies the allegations set forth in Paragraph 19 of the Notice of 

Opposition. 

 20. Applicant denies the allegations set forth in Paragraph 20 of the Notice of 

Opposition. 

 21. Applicant denies the allegations set forth in Paragraph 21 of the Notice of 

Opposition. 

 22. Applicant denies the allegations set forth in Paragraph 22 of the Notice of 

Opposition. 

AFFIRMATIVE DEFENSES 

First Affirmative Defense 
Opposer Lacks Standing 

 23. Opposer is an intermeddler who initiated this opposition even though it has no 

legally cognizable interest in the outcome.  Opposer has not brought this opposition because it 

actually believes it will likely be damaged by ApplicantÕs registration, and Opposer has not 

brought this opposition because it actually believes any likelihood of confusion exists between 

its marks and ApplicantÕs mark.  Rather, Opposer has brought this opposition pursuant to its 

agreement with Regenerative Sciences, LLC (now Regenexx, LLC), the other opposer to 

ApplicantÕs registration, or otherwise in collaboration, collusion, or cooperation with Regenexx.   

See Exh. 1.  However, the terms of OpposerÕs agreement with Regenexx at Exh. 1, at least as 
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they are being applied, are inconsistent with the rules for standing to bring a proper opposition 

before this Board and provide grounds for dismissal of this opposition.  

 (a) Instead of showing likelihood of confusion with marks or services of Applicant, 

Opposer stated in the Opposition: 

  RegenxBio used, uses, and/or has a bona fide intent to use the RegenxBio   
 Trademarks in conjunction with custom development of biochemical reagents,   
 therapeutic compositions, gene therapy, scientific and medical research and development, 
 genetic engineering services, biotechnology research services, and research and   
 development of new products in the field of gene therapeutics and research tools,   
 including those based on recombinant adeno-associated viral vectors, all of the foregoing  
 excluding (i) the interventional or other treatment of orthopedic conditions in patients  
 and (ii) the research, development, marketing, promotion, or commercialization   
 procedures related to the processing of blood products, bone marrow, adipose tissue, or  
 any other human body tissue with the goal of isolating stem cells, progenitor cells, other  
 blood or marrow derived cells, adipose cells, platelets, platelet-rich plasma, platelet-poor  
 plasma, platelet lysate/releasate, fibrin, fibrinogen, extra-cellular matrix, cytokines,  
 growth factors or similar extracts (the ÒRegenxBio ServicesÓ). 

Opposition at ¦ 5. 

 (b) Except for the exclusions, underlined above, which are missing in OpposerÕs U.S. 

Registration Nos. 5018428 and 5018429, Opposer has described its services for this Opposition 

even broader than in those registrations.  However, even with this expansion OpposerÕs services 

bear no relationship to ApplicantÕs goods and services, and OpposerÕs channels of trade and 

consumers are different from ApplicantÕs as well.   

 (c) Moreover, the exclusions Opposer has made, underlined in the quote above, have 

no relevancy to Applicant or the Opposition whatsoever.  Applicant does not treat orthopedic 

conditions and ApplicantÕs services and products do not use, promote, endorse or ever refer to 

stem cells of any kind.  ApplicantÕs goods and services pertain to urologic services and products.  

None of the diseases and conditions which Applicant treats are treated with stem cells or any 
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stem cell therapies or procedures.   OpposerÕs reference to Òorthopedic conditionsÓ and to Òstem 

cells, progenitor cells, other blood or marrow derived cellsÓ has meaning only with respect to the 

other Opposer against Applicant, Regenexx, LLC, who works with orthopedic stem cells, and 

with whose predecessor (in name) Opposer entered into the coexistence agreement at Exh. 1 to 

help overcome the Trademark ExaminerÕs rejection of OpposerÕs applications which later issued 

as U.S. Registration Nos. 5018428 and 5018429. 

 (d) OpposerÕs statement quoted above from paragraph 5 of the Opposition is 

reflective of OpposerÕs connection to Regenexx, LLC, and OpposerÕs collaboration, collusion, or 

cooperation with Regenexx.  Further, OpposerÕs quoted statement, in expanding its description of 

its services in its trademark registrations, is a form of positioning with respect to Regenexx, 

LLC.  In such expansion, Opposer is further delineating its ÒterritoryÓ from that of Regenexx, 

because, in fact, Opposer and Regenexx do work in the same or overlapping fields, just as the 

Trademark Examiner had stated when rejecting OpposerÕs trademark applications.  Such 

positioning by Opposer as to Regenexx is even more apparent when one considers that Opposer 

actually is working with stem cells and is working in areas it has stated as excluded in the quote 

above. Such positioning by Opposer is another indicator of OpposerÕs opposition constituting 

improper intermeddling by Opposer, who has no justifiable business interest in ApplicantÕs goods 

and services or whether Applicant obtains registration of its trademarks. 

Second Affirmative Defense 
No Likelihood of ConfusionÑGoods and Services Are Not Similar 

  24. There is no likelihood of confusion, mistake or deception because, inter alia, 

ApplicantÕs                   mark and OpposerÕs ÒRegenxbioÓ and              marks are 
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not directed to similar or related goods and services.   

  (a) ApplicantÕs goods are directed to menÕs health nutritional supplements in 

International Class 05.  Applicant is a board certified urologist and urologic surgeon who treats 

individual patients directly as their first or second level of care.  

  (b) In distinct contrast, Opposer is a sophisticated, publicly traded, 

biotechnology company conducting research to develop gene therapy for specific diseases.  

OpposerÕs registered marks are for services in International Class 42, directed to ÒCustom 

development of biochemical reagents, namely, synthesis for others of clinical medical reagents 

for use in gene therapy, development of pharmaceutical preparations for use in gene therapy, and 

therapeutic compositions that include recombinant adeno-associated viral (rAAV) vectors to 

provide a platform for specific expression of biologics with therapeutic effect in gene therapy, 

and RNA interference (RNAi); Scientific and medical research and development, genetic 

engineering services, biotechnology research services, and research and development of new 

products in the field of gene therapeutics and research tools, including those based on 

recombinant adeno-associated viral vectors.Ó  Relevant excerpts from OpposerÕs annual report, 

attached at Exh. 2, provide further details of OpposerÕs business and services as identified in 

OpposerÕs trademark registrations. 

  (c) OpposerÕs website and Form 10-K (annual report) filed with the Securities 

and Exchange Commission March 6, 2018 for the fiscal year ended December 31, 2017, indicate 

that OpposerÕs goods and services are directed to developing gene therapies and AAV vectors 

and have a focus in the retinal, metabolic and neurodegenerative therapeutic areas.  OpposerÕs 

annual report states in part: 
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  Our gene therapy product candidates deliver genes to cells using adeno-associated 
  virus (AAV) vectors, which are non-replicating viral delivery vehicles  . . .  Our  
  product candidates all utilize viral vectors from our proprietary gene delivery  
  platform, which we call our  NAV Technology Platform. . . .  

  In addition to our internal product development efforts, we also selectively  
  sublicense our NAV Vectors to other biotechnology companies, which we refer to  
  as NAV Technology Licensees. . . . 

  Our partnered development pipeline benefits from the disease-specific expertise  
  of our NAV Technology Licensees.  Our partnering strategy provides us the  
  flexibility to sublicense development of treatments designed to address significant 
  unmet medical needs, while remaining focused on our core programs and   
  therapeutic areas internally. . . .  

  Our mission is to improve lives through the curative potential of gene therapy.   
  We are seeking to develop, manufacture, commercialize and license product  
  candidates across multiple therapeutic areas and target organs while continuing to  
  expand our NAV Technology Platform.  To achiever our mission, we are pursuing  
  the following strategies: 

  - Apply our proprietary, next generation AAV vector technology to develop  
   in vivo gene therapies for patients. . . . 
  - Focus on rapidly advancing our internal lead proprietary development  
   programs in retinal, metabolic and neurodegenerative diseases. . . . 

  - Establish gene therapy franchises in and beyond our current cure   
   therapeutic areas of retinal, metabolic and neurodegenerative diseases. . . . 

  - Further grow the potential of our NAV Technology Platform through  
   strategic in-licensing and sublicensing of new programs. . . . 
   
  - Leverage the NAV Technology Platform in the expression of therapeutic  
   proteins, antibodies and gene editing. . . .  
  
  - Maintain and grow our extensive intellectual property portfolio. 

  The concept of developing human therapies involving the delivery of external  
  genes has existed for decades, driven by the arrival of recombinant technology  
  and the early demonstrations by scientists of the ability to delivery and drive  
  expression of external gene sequences in mammalian cells. 
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  We believe that gene therapy has the potential to become a new and important  
  class of treatment. . . . 

Regenxbio Inc. Form10-K Annual Report Pursuant to Section 13 or 15(d) of The Securities 

Exchange Act of 1934, for the fiscal year ended December 31, 2017, at pages 3-6 (Exh. 2). 

  (d) In its Request for Reconsideration After Final Rejection, which led to 

allowance of OpposerÕs U.S. Registration Nos. 5018429 and 5018429 for itsÒRegenxbioÓ and                            

marks, Opposer described its services related to those marks as Ònarrowly 

defined to encompass the development of pharmaceutical preparations and therapeutic 

compositions for gene therapy.Ó  Further, in the same Request, Opposer described its services as 

Ònarrowly tailored to genetic therapy and genetic engineering services.Ó  Opposer also said, its 

Òservices are used [for] therapeutic delivery of nucleic acid polymers into a patientÕs cells as a 

drug to treat diseaseÑthese services do not encompass providing stem cells to a patient.Ó  

OpposerÕs Jan. 11, 2016 Request for Reconsideration after FOA filed in its U.S. Application 

Serial No. 86397653 (leading to U.S. Reg. No. 5018428) and its U.S. Application Serial No. 

86397777 (leading to U.S. Reg. No. 5018429), at pages 3-4 (Exh. 3). 

  (e) There is no overlap or similarity whatsoever in ApplicantÕs mens 

nutritional supplements, and OpposerÕs gene therapies and AAV vectors used in developing 

gene therapies.  

  (f) ApplicantÕs goods and services are completely different from OpposerÕs 

services and any goods resulting from OpposerÕs services provided with OpposerÕs marks.  There 

is no overlap or chance that the goods and services at issue are related in the mind of the 

consuming public as to the origin of the goods.  There is no relationship between Applicant and 
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Opposer or their products and services so that purchasers would likely be confused or mistaken 

that ApplicantÕs goods and services originate from or are sponsored by Opposer.  ApplicantÕs 

mens nutritional supplements are not related to and do not involve or use gene therapy or 

stem cells in any way, directly or indirectly. 

Third Affirmative Defense 
No Likelihood of ConfusionÑDifferent Consumers 

 25. There is no likelihood of confusion, mistake or deception because, inter alia, 

ApplicantÕs                    mark and OpposerÕs ÒRegenxbioÓ and              marks are 

not directed to the same consumers.    

  (a) On information and belief, Opposer targets highly educated gene therapy 

and biotech scientists, gene therapy and biotechnology academicians, medical and biotechnology 

research institutions, teaching and research hospitals, and sophisticated biotechnology investors, 

and particularly those interested in gene therapies for treating disease.   

  (b) In its annual report, Applicant described its ÒcustomersÓ as follows: 

  Customers 
  Our revenue for the fiscal years ended December 31, 2017, 2016 and 2015  
  consisted of license revenue, reagent sales and grant revenue.  One customer,  
  which was based in the United States (AveXis), accounted for approximately 68% 
  of our total revenue for the year ended December 31, 2017.  No other customer  
  accounted for more than 15% of revenue in 2017.  Two customers, both of which  
  were based in the United States, accounted for approximately 68% of our total  
  revenue for the year ended December 31, 2016.  No other customer accounted for  
  more than 15% of revenue in 2016.  Three customers, two of which were based  
  the United States and one of which was based in Ireland, accounted for   
  approximately 79% of our total revenue for the year needed December 31, 2015.   
  No other customer accounted for more than 15% of revenue in 2015.  Future  
  license revenue is uncertain due to the contingent nature of our licenses granted to 
  third-parties and may fluctuate significantly from period to period. . . . 
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Regenxbio Inc. Form10-K Annual Report Pursuant to Section 13 or 15(d) of The Securities 

Exchange Act of 1934, for the fiscal year ended December 31, 2017, at page 27 (Exh. 2). 

  (c) In describing its customers in its request to the Trademark Office for 

reconsideration of the ExaminerÕs denial of its applications (as likely to be confused with 

ÒRegenexxÓ) which ultimately led to OpposerÕs cited U.S. trademark registration numbers  

5018429 and 5018428, Opposer stated that its marksÕ services target Òmainly laboratories and 

professional entities (such a[s] medical practice entities [such as pharmaceutical and 

biotechnology companies and academic medical research centers]) which provide genetic 

therapy services to treat various diseases suffered by those entities patients.Ó  Opposer added that 

the Òcomplexity involved in both stem cell therapy and genetic therapy, along with the 

extraordinary care a consumer will take prior to engaging those type of services, demonstrates 

that the consumers are unlikely to be confused.Ó  Further, Opposer said both its marks and 

RegenexxÕs marks Òidentified servicesÓ which Òalso target licensed doctors who specialize in 

specific fields and who perform those services on their patientsÓ and that those doctors were 

inherently sophisticated  and Òextremely knowledgeable and careful purchasers who are unlikely 

to be confusedÉÓ  OpposerÕs Jan. 11, 2016 Request for Reconsideration after FOA filed in its 

U.S. Application Serial No. 86397653 (leading to U.S. Reg. No. 5018428) and its U.S. 

Application Serial No. 86397777 (leading to U.S. Reg. No. 5018429), at page 5 (Exh. 3); accord 

OpposerÕs Worldwide Co-Existence Agreement with Regenerative Sciences, LLC (now 

Regenexx LLC) filed Jan. 28, 2016 in OpposerÕs U.S. Application Serial No. 86397653 (leading 

to U.S. Reg. No. 5018428) and its U.S. Application Serial No. 86397777 (leading to U.S. Reg. 
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No. 5018429), in support of the Jan. 11, 2016 Request for Reconsideration, at ¦ 5 on page 3 

(Exh. 1).  

  (d) Opposer does not provide any medical care.  Opposer licenses their gene 

therapy platform to other gene and stem cell companies to develop new therapies. 

  (e) Applicant, as a board certified urologist and urologic surgeon, directs his 

products and services to male patients from all walks of life in the general population seeking 

care and treatment related to their reproductive systemÑin the field of hormone replacement, 

erectile dysfunction treatments, and infertility testing.  For those patients, Applicant is their first 

or second level of care. Applicant follows the best practice guidelines supported by the urologic 

community at large.  Applicant adheres to professional guidelines and treatment algorithms that 

are known and practiced by urologists throughout the medical community.   ApplicantÕs patients 

are not likely to have heard of Opposer and certainly not with respect to any gene therapy 

treatments or particularly gene therapy treatments for reproductive or urologic health (as there 

are none).   ApplicantÕs patients, who are medical patients, are not seeking gene therapy when 

they are seeking ApplicantÕs medical services and menÕs health nutritional supplements, which 

are related to the male reproductive system and urologic health. 

Fourth Affirmative Defense 
No Likelihood of ConfusionÑDifferent Marketplaces/Different Channels of Trade 

 26. There is no likelihood of confusion, mistake or deception because, inter alia, 

ApplicantÕs                   mark and OpposerÕs ÒRegenxbioÓ and                                marks are 

not directed in the same marketplaces and have different channels of trade. 
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  (a)  Opposer partners with and conducts clinical trials with academic 

institutions, particularly universities, and with other biotechnology companies.  Opposer has a 

website but is believed to primarily market at academic conferences attended by academicians, 

biotech scientists, stem cell scientists, and representatives from biotech research institutions, 

biotech companies, and universities, as well as directly to such persons and entities. 

  (b)   Opposer does not advertise or market their gene therapy license to 

patients.  Rather, Opposer licenses their gene therapy platform to other gene and stem cell 

companies to develop new therapies. 

  (c) Applicant does advertise and market to the public, targeting individual 

patients in need of urologic health care and particularly menÕs health services in the field of 

hormone replacement, erectile dysfunction treatments, and infertility testing.  Applicant provides 

medical care directly to individual patients and offers mens health nutritional supplements to 

them as appropriate. 

  (d) Opposer and Applicant are not competitors.  In OpposerÕs annual report, 

Opposer describes its competition as follows:  

  Competition 
  The biotechnology and pharmaceutical industries, including in the field of gene  
  therapy, are characterized by rapidly advancing technologies, intense competition  
  and a strong emphasis on intellectual property.  While we believe that our   
  NAVTechnology Platform, strong intellectual property portfolio and scientific  
  expertise in the gene therapy field provide us with competitive advantages, we  
  face potential competition from many different sources, including larger and  
  better-funded pharmaceutical and biotechnology companies, new market entrants  
  and new technologies. 

  We are aware of several companies focused on developing gene therapies in  
  various disease indications, including Abeona Therapeutics Inc.,Applied Genetic  
  Technologies Corporation, BioMarin Pharmaceutical Inc., bluebird bio, Inc.,  
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  Sangamo Therapeutics, Inc., Sanofi Genzyme, Spark Therapeutics, Inc. and  
  uniQure N.V. as well as several companies addressing other methods for   
  modifying genes and regulating gene expression.  Additionally, we have   
  sublicensed NAV Technology Platform for developing gene therapies in various  
  disease indications to our NAVTechnology Licensees.  Not only must we compete 
  with other companies that are focused on gene therapy products using earlier  
  generation AAV technology and other gene therapy platforms, but any products  
  that we may commercialize will have to compete with existing therapies and new  
  therapies that may become available the future.  

  There are other organizations working to improve existing therapies or to develop  
  new therapies for our initially selected disease indications.  Depending on how  
  successful these efforts are, it is possible they may increase the barriers to   
  adoption and success for our product candidates, if approved.  These efforts  
  include the following: 

  Wet AMD. . . . 
  HoFH. . . . 
  MPS I. . . . 
  MPS II. . . . 

Regenxbio Inc. Form10-K Annual Report Pursuant to Section 13 or 15(d) of The Securities 

Exchange Act of 1934, for the fiscal year ended December 31, 2017, at page 27 (Exh. 2). 

  (e) Applicant has a website on the internet, and has a Facebook page,  but 

Applicant does not advertise on Instagram, YouTube, or Facebook.  A Google search for 

ApplicantÕs goods will not pull up Opposer and a Google search for OpposerÕs services will not 

pull up Applicant.  Moreover, Applicant does not target the marketplace of gene therapy.  

Opposer does not target the marketplace of urologic and reproductive health. 

Fifth Affirmative Defense 
No Likelihood of ConfusionÑMarks Readily Distinguishable 

 27. There is no likelihood of confusion, mistake or deception because, inter alia, 

ApplicantÕs  mark and OpposerÕs ÒRegenxbioÓ  and                                    marks are 
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not confusingly similar.  When considered as a whole, the marks look different, have different 

connotations and do not sound alike.   

  (a) Opposer, in its request to the Trademark Office for reconsideration of the 

ExaminerÕs denial of its applications (as likely to be confused with ÒRegenexxÓ) which 

ultimately led to OpposerÕs cited U.S. trademark registration numbers  5018429 and 5018428, 

specifically stated that, Òthe term ÔBIOÕ in [OpposerÕs] Mark [ÒRegenxbioÓ] is the dominant 

portion of [OpposerÕs] Mark and rightly differentiates it . . ., creates a unique connotation and 

commercial impression for the mark as a whole . . . .Ó OpposerÕs Jan. 11, 2016 Request for 

Reconsideration after FOA filed in its U.S. Application Serial No. 86397653 (leading to U.S. 

Reg. No. 5018428) and its U.S. Application Serial No. 86397777 (leading to U.S. Reg. No. 

5018429), at page 7 (Exh. 3). 

  (b) OpposerÕs characterization of ApplicantÕs stylized ÒxÓ in his mark as 

resembling a ÒDNA (deoxyribonucleic acid) representationÓ) which Opposer claims Òpoints outÓ 

OpposerÕs Òexact . . . Services, namely gene therapyÓ has no basis, or merit, and is completely 

false.   Opposer has provided no foundation or support for its proposition that a DNA helix has a 

connotation of gene therapy, and there is none.  OpposerÕs marks do not themselves include a 

DNA Òrepresentation.Ó   Moreover, there is no well accepted and common public association of a 

DNA ÒrepresentationÓ with Ògene therapy.Ó   A DNA helix is a popular design commonly used 

not only in the medical field but also in other fields as far reaching as the computer storage 

industry, breweries, and generators related to electric vehicles.  See examples of such marks at 

Exh. 4.   

  (c) OpposerÕs own design and word mark, shows a 
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clump of cells with a play button in the middle preceding the ÒRegenxbioÓ word, believed to 

suggest or indicate stem cell services and therapies.  The cells encircling a play button could give 

the consumer the impression of turning cells on or inducing cells to perform a function, such as 

stem cells function when turned on, induced and activated to perform a unique action.  Opposer 

has been featured in medical publications and forums that speak to inducing cells to perform a 

function through stem cell and gene altering.  This connotation would likely cause consumers to 

associate Opposer with stem cells and would suggest Opposer is a stem cell company providing 

stem cell therapies or therapies involving or using stem cells.  RegenexxÕs design and word mark 

of U.S. Registration No. 4,619,744, also features stylized cells or perhaps a top view of a stylized 

DNA helix, and having a business devoted to orthopedic stem cell therapy/procedures, it operates 

in the same general industry as Opposer.  These marks coexist in the same industry 

demonstrating the careful discernment of the relevant consumers. 

Sixth Affirmative Defense 
Marks with ÒRegenÓ Root are Common 

 28. OpposerÕs claims are barred by OpposerÕs acquiescence of a number of third 

parties using a ÒregenÓ root trademark for goods or services more similar to OpposerÕs goods and 

services than are ApplicantÕs goods and services, in the same marketplace as Opposer, without 

any action by Opposer.  See Exh. 5. 

  (a) Such common use demonstrates that the public commonly looks to other 

elements to distinguish the source of the goods or services. 

  (b) Such common use also demonstrates that the marks are entitled only to a 

narrow scope of protection. 
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Seventh Affirmative Defense 
OpposerÕs Claims Are False and Reckless 

 29. OpposerÕs claims are barred as a matter of law because OpposerÕs allegations are 

recklessly made and include numerous blatantly false claims.  

  (a)  As explained further herein, OpposerÕs services do not and cannot overlap 

with those of Applicant, and ApplicantÕs goods and services cannot reasonably be considered to 

emanate from Opposer or vice versa.   ApplicantÕs goods and services are in no way similar to 

and cannot be derived from or even use any result of ApplicantÕs services. 

  (b) As explained further herein, OpposerÕs target customers and channels of 

trade do not and cannot be  identical, related or overlapping with ApplicantÕs target customers 

and channels of trade. 

  (c) Opposer is not well known outside the sophisticated field of gene therapy 

in the specialized world of biotechnology companies and is not likely known at all to urology 

patients. 

  (d) No actual confusion has ever occurred between ApplicantÕs services and 

OpposerÕs services and Applicant would have no desire for such confusion or any association 

with Opposer.  Since Applicant operates as a medical practitionerÑa urologic physician and 

surgeonÑmeeting day to day needs of urology patients, an entirely different area of medicine 

than OpposerÕs world of biotechnological gene therapy research, any confusion would be a time-

wasting detriment to Applicant, not a benefit. 
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Eighth Affirmative Defense 
Opposer Has Unclean Hands 

 30. OpposerÕs claims are barred in equity by OpposerÕs unclean hands.  Opposer 

intentionally misrepresented that its Ògene therapyÓ research did not involve or employ Òstem 

cellÓ research to cause the Trademark Examiner to withdraw her rejection of OpposerÕs 

application for registration of its ÒRegenxbioÓ marks on grounds of likelihood of confusion with 

the ÒRegenexxÓ mark related to stem cell therapy.   However, before, at the same time, and after 

such misrepresentation, Opposer was participating in stem cell conferences, was employing stem 

cell scientists for jobs specifically involving stem cell research, and was in fact conducting stem 

cell research as it related to gene therapy.  Opposer deliberately and intentionally misrepresented 

the relationship of stem cell research to gene therapy research and therapies to obtain registration 

of the ÒRegenxbioÓ marks.  Opposer further entered into a coexistence agreement with 

Regenerative Sciences, LLC, now Regenexx, LLC, which effectively is a collaboration, 

collusion, or cooperation agreement regarding the partiesÕ services wherein the parties effectively 

agreed not to compete, and wherein such agreement appears to be a wrongful impetus for this 

Opposition by Opposer. 

Ninth Affirmative Defense 
Opposer Misuses Its Registration 

 31. OpposerÕs claims are barred by OpposerÕs misuse of its registered ÒRegenxbioÓ 

marks, effectively attempting to restrain trade and/or to expand its rights in its registered marks 

beyond the scope afforded by law.  Opposer has brought this opposition not because of a 

likelihood of confusion between its marks and ApplicantÕs marks, but rather pursuant to an 

agreement with Regenerative Sciences, LLC (now Regenexx, LLC), the other opposer to 
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ApplicantÕs registration, or in some other collaboration or cooperation with Regenexx or an 

unknown third party.  Opposer has brought this opposition for reasons that are unrelated to 

ApplicantÕs goods and services associated with ApplicantÕs marks.    

Tenth Affirmative Defense 
ApplicantÕs Mark is Distinctive 

 32. As a result of ApplicantÕs continuous use of the           mark for ApplicantÕs 

services identified in class 44, and of the                  mark for ApplicantÕs nutritional supplements 

identified in class 5, since the time of ApplicantÕs adoption of the mark for those goods, 

ApplicantÕs                    mark has begun to develop and is continuing to develop significant 

goodwill among men seeking care and treatment related to their reproductive system.  

ApplicantÕs mark has acquired considerable acceptance with respect to ApplicantÕs services and 

products offered  in conjunction with the mark.  Such goodwill and usage have caused the  

the                   mark to have distinctiveness with respect to Applicant, and has caused the mark to 

be a valuable asset of Applicant. 

 WHEREFORE, Applicant prays as follows: 

 (a) This opposition be dismissed; and 

 (b) The registration be allowed to issue for the mark                   pursuant to U.S. 

Trademark Application Serial No. 88012396.  

  

     

!  20



Date:  December 2, 2018     Respectfully submitted, 
        /s/ karen tripp/ 
        Karen B. Tripp 
        Attorney at Law 
        4265 San Felipe, Suite 1100 
        Houston, TX  77027 
        (713) 658-9323 office phone 
        (832) 798-7576 cell phone 
        tripp.karen@gmail.com 
        ATTORNEY FOR APPLICANT 
        MARSHALL J. STEIN, M.D. 

CERTIFICATE OF  TRANSMISSION 

I hereby certify that the foregoing APPLICANTÕS ANSWER TO OPPOSITION with Exhibits 

1-5 is being electronically transmitted via the Electronic System for Trademark Trial and Appeals 

(ÒESTTAÓ) at http://esta.uspto.gov/ on the date noted below. 

December 3, 2018      By /s/ karen tripp/ 
        Karen B. Tripp 

CERTIFICATE OF  SERVICE 

I hereby certify that the foregoing APPLICANTÕS ANSWER TO OPPOSITION with Exhibits 

1-5 is being served on Opposer, REGENXBIO, INC., via email to its counsel William R. 

Samuels, Scarinci Hollenbeck, 3 Park Ave., 15th Fl., New York, NY  10016, pursuant to 

Trademark Rule 2.119, at wsamuels@sh-law.com on the date noted below. 

December 3, 2018      By /s/ karen tripp/ 
        Karen B. Tripp
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

In the Matter of Trademark Application Serial Nos. 88012396  
Published in the Official Gazette September 18, 2018 
For the Mark  

____________________________________x 
: 

Regenxbio Inc,    : 
      :  Opposition No. 91244307 
   Opposer  : 
      :     

vs.     :       
      : 
Marshall J. Stein,    : 
      : 
   Applicant  : 
____________________________________x 
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