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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Applicant: Audiopark Company LLC )

)

Mark: AUDIOWRAP )
) Opposition No. 91/243.866

Application No.: 87817712 )

)

Application Date: March 2, 2018 )

)

)

Midbass Distribution Limited )

)

Opposer )

)

V. )

)

Audiopark Company LLC )

)

Applicant. )

)

)

OPPOSER’S COUNSEL’S MOTION TO WITHDRAW
AND BRIEF IN SUPPORT THEREOF

Now comes Opposer’s, Midbass Distribution Limited’s, U.S. Counsel, Ken J. Pedersen,
and under 37 C.F.R. §2.19(b) and §11.116(b), (c) and (d), and under TBMP Rule 116.02,
respectfully requests the Board permit him to withdraw as Opposer’s U.S. Counsel.

As reasons for withdrawal, U.S. Counsel cites 37 C.F.R. §11.116(b), items #5 and #6,
namely:

5) The client fails substantially to fulfill an obligation to the practitioner regarding the
practitioner’s services and has been given reasonable warning that the practitioner will withdraw

unless the obligation is fulfilled;



6) The representation will result in an unreasonable financial burden on the practitioner
or has been rendered unreasonably difficult by the client.
In support of this request, Opposer’s U.S. Counsel files the attached Declaration (Exhibit

A).

BRIEF

From U.S. Counsel’s attached Declaration (Exhibit A), it is clear that:

1. Opposer has not responded to U.S. Counsels’ several prompt requests to establish a
direct attorney-client relationship after Opposer’s U.K. Counsel, which retained U.S. Counsel,
terminated his relationship with Opposer;

2. Opposer has given U.S. Counsel no instructions, nor has Opposer agreed to pay U.S.
Counsel, to proceed;

3. Opposer has been given reasonable notice and warning, considering the circumstances,
that U.S. Counsel will withdraw unless a consensual direct attorney-client relationship is
established, which has not happened; and which Opposer has not attempted to make happen,
despite repeated requests from U.S. Counsel.

4. U.S. Counsel acknowledges that slightly less than two months notice from the end of
Opposer’s Trial Period was able to be given. However, U.S. Counsel has acted promptly and
thoroughly at all times after notice to him of U.K. Counsel’s termination, in order to inform and
notify Opposer. Besides, 37 C.F.R. § 2.19(b) requiring the two months notice is written in the

context of “response period” typically 6 months for Response to Examiners’ Actions, which

much longer period does not apply to this case.



5. U.S. Counsel has taken reasonable steps to protect Opposer’s interests, and has no
papers, property or advance payment of Opposer to return; and
6. U.S. Counsel has reasonably notified Opposer of what action must be taken by

Opposer, and the date on or before when such action must be done.

Therefore, Opposer’s U.S. Counsel appears to be entitled to withdraw in this case, and

respectfully requests that the Board allow him to withdraw.

Respectfully submitted,

Dated: ?/ 2/ ( ? cjé"‘ WW \

Ken J. Pedersen,\J

U.S. Counsel for Opposer Midbass Distribution Ltd.
PEDERSEN & CO., PLLC

1410 N. 28" Street

Boise, ID 83703

208-343-6355

ip@pedersenco.com




CERTIFICATE OF MAILING AND SERVICE

The undersigned hereby certifies that the foregoing OPPOSER’S COUNSEL’S
MOTION TO WITHDRAW AND BRIEF IN SUPPORT THEREOF is being served this 2" day
of August, 2019, with copies sent by United States mail and e-mail to:

Ezra Sutton
Law Offices, Ezra Sutton, P.A.
900 US Highway 9
Suite 201
Woodbridge, New Jersey, 07095, USA
trademarks(@ezrasutton.com; esutton(@ezrasutton.com

Feoon.

Ken J. Pederser



EXHIBIT A

OPPOSER’S U.S. COUNSEL’S DECLARATION

IN SUPPORT OF HIS MOTION TO WITHDRAW

Ken J. Pedersen, U.S. Counsel for Opposer Midbass Distribution Limited, hereby states

and declares that:

a) He was retained for this matter, Opposition 91/243,866, by Steven Gee, Opposer’s

U.K. Counsel. Mr. Gee resides in Shipston on Stour, England.

b) Opposer is a Private Limited Company of Great Britain, and resides in Sutton

Coldfield, England.

c) U.S. Counsel was hired, instructed, and paid by Mr. Gee, according to a long-standing
practice between the two attorneys. U.S. Counsel has never had a direct relationship with

Opposer.

d) On July 4, 2019, Mr. Gee informed U.S. Counsel that he was no longer representing

Opposer in this case (see Attachment #1).

e. OnlJuly 8, 2019, U.S. Counsel promptly requested Opposer to consider a direct
attorney-client relationship according to an attached written retainer agreement which

required a pre-paid retainer payment of $3000 (U.S.) (see Attachment #2).

f) In the July 8, 2019 email to Opposer (Attachment #2), U.S. Counsel warned that he
would withdraw if not retained by July 17, 2019 according to the the proposed agreement, and
he informed Opposer of the upcoming due dates — July 22, 2019 for Pre-Trial Disclosures, and

September 3, 2019 for the end of Opposer’s Trial Period.



g) U.S. Counsel was not retained by Opposer by the July 17, 2019 deadline or since, but
prepared and served Pre-Trial Disclosures for Opposer on the July 22, 2019 deadline as a

courtesy to Opposer.

h) On July 23, 2019, U.S. Counsel again warned Opposer that he would withdraw soon
as Counsel for Opposer, and informed Opposer of the new Trademark Rule requiring an
appointed U.S. Attorney for foreign-owned U.S. Trademark Applications and Trademark Board

proceedings (See Attachment #3).

i) Throughout this entire period, from July 4, 2019 to the present, U.S. Counsel has

received no correspondence (no email, no fax, no phone call or text message) from Opposer.

j) U.S. Counsel is confident his emails (Attachments #2 and #3) have timely reached
Opposer because they were not returned due to failure to deliver; the correct email address
provided by U.K. Counsel, which had been successfully used by him before, was used (see
Attachment #4); and when requested, proof of delivery to Opposer’s server was obtained by

U.S. Counsel (see Attachment #2, for example).

k) U.S. Counsel has received no papers, property or payment of any kind from Opposer.

U.S. Counsel has no more to state at this time.
Declaration

I, Ken J. Pedersen, declare that all statements made herein of my own knowledge are true and that all
statements made on information and belief are believed to be true; and further that these statements are
made with the knowledge that willful false statements and the like so made are punishable by fine or

imprisonment, or both, under Section 1001 of Title 18 of the United States Code and that such willful false

registration.
Signed: ﬁg”t (\W Date: %'/;Z\./Iﬁ

Declaration of Ken J. Pedersen, Attorney, U.S. Counsel for Opposer

statements and the like so made gaBjeopardize the validity of this Declaration or of the relevant




Attachment #1
Rachel Tutko

From: Steven Gee <geepatentsgb@aol.co.uk>

Sent: Thursday, July 04, 2019 8:19 AM

To: P

Subject: Re: US Trademark Opposition #91243866, Midbass v. Audiopark; Our reference File #

5795; Your reference MIDBASS7.US-GEN

Ken,

I have suspended my representation for all Midbass matters (apologies for not sending you specific advice on this trade
mark issue).

It may be that Midbass can resolve the present problem between us before the due date in which case | will let you know.
Regards, and happy Independence Day to you all
Steven W. Gee

4 July 2019

Fairfield IP Limited t/a D.W. & S.W. GEE
1 South Lynn Gardens

London Road

Shipston on Stour

CV36 4ER

England

Tel: +44 1608 661018

Fax: +44 1608 663071

Fairfield IP Limited is registered in England and Wales; company number 9771635; Director Steven W. Gee F.C.|.P.A,
EP.A.

Fairfield IP Limited is regulated by the Intellectual Property Regulation Board. The Code of Conduct is available on the
website of the Intellectual Property Regulation Board at www.ipreg.org.uk

This e-mail is from Fairfield IP Limited. The contents of this e-mail and any attachments are confidential to the
intended recipient. They may not be disclosed to or used by or copied in any way by anyone other than the
intended recipient.

If this email is received in error, please contact Fairfield IP Limited on +44 (0) 1608 661018 or by reply e-mail

From: IP <ip@pedersenco.com>

To: Steven Gee (geepatentsgb@aol.co.uk) <geepatentsgb@aol.co.uk>

Sent: Thu, 4 Jul 2019 1:32 .

Subject: US Trademark Opposition #91243866, Midbass v. Audiopark; Our reference File #5795; Your reference
MIDBASS7.US-GEN

Re: US Trademark Opposition #91243866;
Midbass v. Audiopark;
Your reference MIDBASS7.US-GEN;
Our reference File #5795.

Hi, Steven:



| understand you are no longer representing MIDBASS Distribution Ltd regarding U.S. Patent Application 15/561,781
(Your reference MIDBASS8.US, Our reference File #5721).

Please inform me soon whether your represntation status regarding this subject Trademark Opposition matter has
changed. Our pre-trial disclsoures in the Opposition are due 20 July 2019.

Thank you.

Best regards,
Ken J. Pedersen

Pedersen & Company®
1410 N. 28th Street
Boise, ID 83703

Phone: (208) 343-6355
Fax: (208) 343-6341
ip@pedersenco.com

www.pedersenco.com

*The information contained in this email message is confidential information intended for use only by the recipient named above. If you are not the intended recipient, any use,
distribution or copying of the communication is strictly prohibited. If you have received this communication in error, please notify us immediately by telephone and destroy the
original message from your electronic files. Thank you.




Attachment #2

Rachel Tutko

From: IP

Sent: Monday, July 08, 2019 10:54 PM

To: ‘emma.l@mywraps.com’

Subject: US Trademark Opposition #91243866, Midbass v. Audiopark; Our reference File #5795;
Gee's reference MIDBASS7.US-GEN

Attachments: File #5795 Midbass Distribution Ltd. Litigation Retainer Agreement.pdf

Re: US Trademark Opposition #91243866;
Midbass v. Audiopark;
Gee's reference MIDBASS7.US-GEN;
Our reference File #5795.

Gentlepersons:
I am informed by Mr. Steven Gee that he no longer represents you in this matter.

The first, next deadline in this Opposition case is 22 July 2019 — your Pretrial Disclosures are due then. I can file these
for you, without assistance from you, but we must reach an agreement about my compensation and reimbursement for
expenses in this matter before then.

My proposed Retainer Agreement is attached. If agreeable to you, please sign it, including a Personal Guaranty, and
send the signed signature page and a retainer payment of $3000 US back to me so that | receive both by 5 p.m. Boise,
Idaho, Mountain Daylight Savings Time, on Wednesday, 17 July 2019. You can email the signed signature page, and call
my office at USA phone number 208-343-6355, between 9:30 am to 2:30 pm Mountain Daylight Savings Time, Monday
through Thursday, to make a credit card payment.

If we are unable to reach a fee agreement on or before 17 July 2019, | will request the U.S. Trademark Trial and Appeal
Board (TTAB) to permit me to withdraw from your case, well before the second, next deadline of 3 September 2019
— when your 30 day trial period ends.

Please let me have your very prompt instructions. Thank you.

Regards,
Ken J. Pedersen
Patent and Trademark Attorney

Pedersen & Company®
Intellectual Property Law
1410 N. 28th Street
Boise, ID 83703 USA
Phone: (208) 343-6355
Fax: (208) 343-6341
ip@pedersenco.com

www.pedersenco.com

*The information contained in this email message is confidential information intended for use only by the recipient named above. If you are not the intended recipient, any use,
distribution or copying of the communication is strictly prohibited. If you have received this communication in error, please notify us immediately by telephone and destroy the
original message from your electronic files. Thank you.




ATTORNEY’S RETAINER AGREEMENT FOR
PROSECUTION or DEFENSE OF CLAIMS

AGREEMENT made July 2019, between Midbass Distribution Ltd, with business address at Tech
House Reddicap Trading Estate, Sutton Coldfield, B75 7BU, United Kingdom (“Client”), and KEN J.

PEDERSEN of PEDERSEN & COMPANY, PLLC, with offices at 1410 N. 28" St., Boise, Idaho,
83703-5902 (“Attorney”).

1. Retainer. Client retains Attorney to represent, appear and act for it in the prosecution or
defense of an intellectual property Trademark Opposition (US #91243866) dispute with
Audiopark Company LLC.

2. Nature of Services. The services to be rendered by Attorney under this Agreement include:

(@) Investigation. Investigation of claim against or by the party in section 1 above;

(b) Pleadings. Preparation, service, and filing of all pleadings, including claims and
counterclaims;

(c) Pre-Trial Discovery. Conduct of all pre-trial procedures including interrogatories and
depositions of the parties and others;

(d) Motions, Petitions For Injunctions and Pre-Trial Conferences. Preparation of all pre-
trial motions, defense of pre-trial motions brought by adversary parties, and
participation in all pre-trial hearings and conferences;

(e) Trial. Conduct of the trial;

® Post-Trial Motions. Preparation of all post-trial motions and defense of post-trial
motions brought by adversary parties; and

(g)  Judgment. Entry of final judgment or prior compromise or settlement.

3. Services Not Included. The services to be rendered by Attorney under thls Agreement shall not
include:

(a)  Appeals. Appeals after trial;
(b)  Retrials. Participation in any retrials;

() Enforcement of Judgment. Enforcement of any judgment entered after trial or pursuant
to a prior compromise or settlement; and

(d)  Other Litigation. Services in connection with collateral suits, cross-claims, or third-
party actions.

4. Retainer. Client will pay to Attorney a retainer of $3,000 US at the time Client executes this
Agreement. The retainer will be held in Attorney’s Trust Account, and, as portions of the retainer are
earned, said portions will be applied to invoices described in section number 5, below. Attorney will
notify Client when additional retainer payments are to be made to replenish Attorney’s Trust Account
to a level of $3,000 US, typically in the form of Retainer Invoices for supplemental retainer payments.
Client will pay each Retainer Invoice within fifteen (15) days of the date on the Retainer Invoice, and
Attorney will deposit the additional retainer payments in Attorney’s Trust Account.

5. Attorney’s Compensation - Hourly Professional Fees. Attorney’s compensation for work done
on this matter shall be computed at the rate of $320 US per hour for KEN.J. PEDERSEN, and at other
rates as described below for staff of Attorney. Attorney may invoice Client promptly after any portion
of any work for client is completed, and will apply funds from the Trust Account balance held for
Client as in section 4 above. If there remains a balance due on any invoice after applying funds from

File #5795. Midbass Dist. Ltd..Litigation Retainer Agreement
1



the Trust Account, the balance due on the invoice shall be paid no later than fifteen (15) days from the
date listed on the invoice. At the end of the case, if there are any of Client’s retainer funds remaining in

Trust after all of Attorney’s invoices are paid in full, Attorney will refund Client the unearned retainer
funds.

Attorney’s Professional fees are charged by Attorney, and by non-attorney professionals,
including patent agents, technical associates, paralegals and legal assistants who are associated with
Attorney. Professional fees are based on the amount of time spent conferring with Client, whether in

person, by email, or by telephone, and attending to Client’s legal matters. The range of billing rates is
currently as follows (all US Dollars):

Ken J. Pedersen, Patent Attorney: $320 per hour
Barbara S. Pedersen, Patent Agent: $200 per hour
Patent Artist: $80-$150/hour
Engineers/Consultants: $80-$250/hour
Researcher: $120 per hour
Paralegals/Legal Assistants: : $100 per hour

Hourly rates are subject to change without notice, but are usually adjusted every other year.

6. Consultants and Expert Witnesses. Outside consultants, local counsel and/or expert witnesses
may be required for Client’s court case, and, in this event, Client will be responsible for coming to a
fee agreement with these consultants and experts and for retaining and paying them. Attorney is not
responsible for and does not pay consultants’, local counsel’s, or experts’ invoices.

7. Costs and Expenses. Client shall reimburse Attorney for any and all reasonable and necessary
expenses, including court costs and investigation expenses paid or incurred by Attorney on Client’s
‘behalf in connection with the prosecution or defense of these claims against Client. Out-of-pocket
costs may include filing fees, document fees, photocopies, postage, messenger services, computer

research time, court reporters, etc. These costs shall be paid no later than fifteen (15) days from the
date listed on the invoice.

8. Notice Regarding Changes. Because it is important that Attorney be able to contact Client at
all times in order to consult regarding Client’s legal matters, Attorney requires that Client inform
Attorney’s office immediately of any changes in name, address, telephone number, state or status of
business entity or other relevant changes regarding Client’s business or legal matters.

9. Termination of Relationship by Client. The attorney-client relationship is one of mutual trust,
confidence and respect. Thus, Client retains the right to discharge Attorney as counsel at any time for
any reason. In such case, Attorney’s outstanding invoices remain due within fifteen (15) days, and all
work done and all expenses and costs incurred up through the date of discharge of Attorney will be

invoiced and shall be paid no later than fifteen (15) days from the date listed on the invoice. If Client

discharges Attorney, Attorney will refund Client any unearned retainer funds after invoices are paid in
full.

10.  Termination of Relationship by Attorney. Likewise, Attorney retains the right to cease
representing Client for any reason, after giving Client reasonable notice of Attorney’s decision to
withdraw from the case. If Attorney’s Retainer Invoices under section number 4 above are not paid by

File #5795. Midbass Dist. Ltd..Litigation Retainer Agreement
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the end of fifteen (15) days, or if Attorney’s Invoices under section 5 above are not paid by the end of
fifteen (15) days, Attorney will remind Client of the balances due but, if the Retainer Invoices and
Invoices remain unpaid at thirty (30) days from the date of the Retainer Invoices and Invoices,
Attorney will cease working on the case and will file with the Court to withdraw from the case. Client
hereby acknowledges that Attorney has the right to withdraw under these and/or other circumstances.

Before signing this Agreement, Client should recognize its right to seek independent counsel of
its choice with respect to the terms of this Agreement.

AGREED:
CLIENT:
Signature:
Name of Company: _Midbass Distribution Limited
Name and Title of Signing Officer:
Date:
PERSONAL GUARANTY:
I, , individually and personally agree to the terms of this

Retainer Agreement, including the payment in full of Attorney’s compensation, consultants and expert
witnesses and costs and expenses.

Signature:
Typed or Printed Name:
Date:

/
ATTORNEY: %

KEN J. PEDERSEN
Pedersen and Company, PLLC Ve

Date: 'Z/&://C? (z’j gjué/ (Q&‘/ﬁ)

File #5795. Midbass Dist. Ltd..Litigation Retainer Agreement
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Rachel Tutko

From: postmaster@midbass.com

To: emma.l@mywraps.com

Sent: Monday, July 08, 2019 11:00 PM

Subject: Delivered: US Trademark Opposition #91243866, Midbass v. Audiopark; Our reference

File #5795; Gee's reference MIDBASS7.US-GEN

Your message has been delivered to the following recipients:

emma.l@mywraps.com

Subject: US Trademark Opposition #91243866, Midbass v. Audiopark; Our reference File #5795; Gee's reference
MIDBASS7.US-GEN



Attachment #3
Rachel Tutko

From: IP

Sent: Tuesday, July 23, 2019 1:34 PM

To: ‘emma.l@mywraps.com’

Subject: RE: US Trademark Opposition #91243866, Midbass v. Audiopark; Our reference File #
5795;

Attachments: 5795-Pre-Trial Disclosures.pdf; USPTO announces new trademark rule requiring foreign-

domiciled applicants and registrants to have a U.S.-licensed attorney _USPTO..pdf

Re: US Trademark Opposition #91243866
Midbass v. Audiopark
Pre-Trial Disclosures
Our reference File #5795

Hello.

We have filed Pre-Trial Disclosures on your behalf in order to maintain your rights in the above-referenced matter. A
copy of this filing is attached for your records.

Please Note: We have not been hired to continue further with this matter, per our email of July 8, 2019 (copy also
attached). Therefore, we will now Petition to Withdraw as Attorney, and will take no further actions on this matter.

Please be reminded that, effective August 3, 2019, a new rule requires all foreign-domiciled trademark applicants,
registrants, and parties to Trademark Trial and Appeal Board proceedings to be represented by an attorney who is
licensed to practice law in the United States. (Please see the attached Press Release for more information).

Best regards,
Ken J. Pedersen

Pedersen & Company®
1410 N. 28th Street
Boise, ID 83703

Phone: (208) 343-6355
Fax: (208) 343-6341
ip@pedersenco.com

www.pedersenco.com

*The information contained in this email message is confidential information intended for use only by the recipient named above. If you are not the intended recipient, any use,
distribution or copying of the communication is strictly prohibited. If you have received this communication in error, please notify us immediately by telephone and destroy the
original message from your electronic files. Thank you.

From: IP
Sent: Monday, July 08, 2019 10:54 PM
To: 'emma.l@mywraps.com' <emma.l@mywraps.com>

Subject: US Trademark Opposition #91243866, Midbass v. Audiopark; Our reference File #5795; Gee's reference
MIDBASS7.US-GEN

Re: US Trademark Opposition #91243866;



Midbass v. Audiopark;
Gee’s reference MIDBASS7.US-GEN;
Our reference File #5795.

Gentlepersons:
I'am informed by Mr. Steven Gee that he no longer represents you in this matter.

The first, next deadline in this Opposition case is 22 July 2019 — your Pretrial Disclosures are due then. | can file these

for you, without assistance from you, but we must reach an agreement about my compensation and reimbursement for
expenses in this matter before then.

My proposed Retainer Agreement is attached. If agreeable to you, please sign it, including a Personal Guaranty, and
send the signed signature page and a retainer payment of $3000 US back to me so that | receive both by 5 p.m. Boise,
Idaho, Mountain Daylight Savings Time, on Wednesday, 17 July 2019. You can email the signed signature page, and call
my office at USA phone number 208-343-6355, between 9:30 am to 2:30 pm Mountain Daylight Savings Time, Monday
through Thursday, to make a credit card payment.

If we are unable to reach a fee agreement on or before 17 July 2019, | will request the U.S. Trademark Trial and Appeal
Board (TTAB) to permit me to withdraw from your case, well before the second, next deadline of 3 September 2019
— when your 30 day trial period ends.

Please let me have your very prompt instructions. Thank you.

Regards,
Ken J. Pedersen
Patent and Trademark Attorney

Pedersen & Company®
Intellectual Property Law
1410 N. 28th Street
Boise, ID 83703 USA
Phone: (208) 343-6355
Fax: (208) 343-6341
ip@pedersenco.com

www.pedersenco.com

*The information contained in this email message is confidential information intended for use only by the recipient named above. If you are not the intended recipient, any use,

distribution or copying of the communication is strictly prohibited. If you have received this communication in error, please notify us immediately by telephone and destroy the
original message from your electronic files. Thank you.




Attachment #4

Rachel Tutko

From: Steven Gee <geepatentsgb@aol.co.uk>

Sent: Friday, July 12, 2019 9:49 AM

To: IP

Cc: _ emma.l@mywraps.com

Subject: Midbass Distribution US Trade Mark Opposition #91243866 - yr ref: 5795, my ref:
MIDBASS7.US-GEN

Dear Ken,

I am no longer representing Midbass Distribution Limited in relation to this trade mark opposition.
You should obtain further instructions and documentation from Emma Longdon at Midbass, who is copied into this e-mail.

Please firstly advise Emma if it is possible to extend the present deadline of 20 July 2019 for filing the pre-trial
disclosures. Please also advise Emma of the additional documentation and information you require in order to complete
the pre-trial disclosures.

Kindly acknowledge receipt of this e-mail.
Regards,
Steven W. Gee

12 July 2019

Fairfield IP Limited t/a D.W. & S.W. GEE
1 South Lynn Gardens

London Road

Shipston on Stour
CV36 4ER

England

Tel: +44 1608 661018

Fax: +44 1608 663071

Fairfield IP Limited is registered in England and Wales; company number 9771635, Director Steven W. Gee F.C.1.P.A,
EP.A

Fairfield IP Limited is regulated by the Intellectual Property Regulation Board. The Code of Conduct is available on the
website of the Intellectual Property Regulation Board at www.ipreg.org.uk

This e-mail is from Fairfield IP Limited. The contents of this e-mail and any attachments are confidential to the
intended recipient. They may not be disclosed to or used by or copied in any way by anyone other than the
intended recipient.

If this email is received in error, please contact Fairfield IP Limited on +44 (0) 1608 661018 or by reply e-mail



