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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name LUXOTTICA GROUP S.P.A.

Granted to Date
of previous ex-
tension

08/25/2018

Address VIA CESARE CANTU, 2
20123 Milan (MI), 0
ITALY

Correspondence
information

Karen Kreider Gaunt
Dinsmore & Shohl LLP
255 East Fifth Street, Suite 1900
Cincinnati, OH 45202
UNITED STATES
karen.gaunt@dinsmore.com, govinda.davis@dinsmore.com, tmdock-
et@dinsmore.com, robin.bissantz@dinsmore.com
513-977-8200

Applicant Information

Application No 87690818 Publication date 06/26/2018

Opposition Filing
Date

08/24/2018 Opposition Peri-
od Ends

08/25/2018

Applicant TIJ Limited
3402 Shun Tak Centre West Tower
168 Connaught Road Central
Sheung Wan
HONG KONG

Goods/Services Affected by Opposition

Class 009. First Use: 0 First Use In Commerce: 0
All goods and services in the class are opposed, namely: Computer application software for mobile
devices that ranks loyalty program benefits; Computer application software formobile devices,
namely, software for ranking benefits of a loyalty program member against loyalty program benefits of
others, in the same and different loyaltyrewards programs. Computer application software for mobile
devices that analyzes loyalty program benefits and ranks oneindividual's loyalty program benefits
against the loyalty program benefits of others in the same and different loyalty benefit programs;
Downloadable mobile application for ranking loyalty program member benefits; Downloadable mobile
application for ranking a loyalty program member's benefits against benefits of othermembers in the
same and different loyalty rewards programs; Downloadable mobileapplication that analyzes loyalty
program benefits and ranks one individual's loyalty program benefits against the loyalty program be-
nefits of others in the same and different loyalty benefit programs

Class 035. First Use: 0 First Use In Commerce: 0

http://estta.uspto.gov


All goods and services in the class are opposed, namely: Customer loyalty services, namely, provid-
ing a loyalty program benefit ranking program through a mobile web applicationpromoting the sale of
products and services of others by providing members exclusive advantages and benefits that incor-
porates discounts, bonuses, gift incentives, sweepstakes, credits, rebates, value added offers and
coupons from participating merchants

Class 042. First Use: 0 First Use In Commerce: 0
All goods and services in the class are opposed, namely: Providing temporary use of online non-
downloadable software for use in creatinga digital scorecard which ranks loyaltyprograms benefits of
one person againstthe loyalty program member benefits of others

Grounds for Opposition

Priority and likelihood of confusion Trademark Act Section 2(d)

Dilution by blurring Trademark Act Sections 2 and 43(c)

Mark Cited by Opposer as Basis for Opposition

U.S. Registration
No.

595513 Application Date 10/23/1953

Registration Date 09/21/1954 Foreign Priority
Date

NONE

Word Mark WAYFARER

Design Mark

Description of
Mark

NONE

Goods/Services Class 009. First use: First Use: 1953/03/11 First Use In Commerce: 1953/03/11

SUN GLASSES

Attachments WAYFARER Notice of Opposition and Exhibits TIJ Limited.pdf(2723678 bytes )

Signature /Govinda M. Davis/

Name Govinda M. Davis

Date 08/24/2018



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

 BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 
In the Matter of Application Serial No. 87/690,818 
Published on June 26, 2018 
 
    )  
Luxottica Group S.p.A., )  
    ) Opposition No. ______________ 
  Opposer, )  
   ) 
v.   ) Mark: WAYFARER 
    ) 
TIJ Limited,   ) 
    )  
  Applicant. )  
      ) 

 
 

NOTICE OF OPPOSITION 
 

 Opposer, Luxottica Group S.p.A. (hereinafter “Luxottica” or “Opposer”), is a corporation 

of the country of Italy with an address of Piazzale Cadorna 3, Milan, 20123. 

 Opposer believes that it will be damaged by registration of the mark “Wayfarer” shown 

in Application Serial No. 87/690,818 (the “Application”) and hereby opposes registration of the 

Application for the goods and services set forth therein, namely: 

“Providing temporary use of online non-downloadable software for use in 
creating a digital scorecard which ranks loyalty programs benefits of one person 
against the loyalty program member benefits of others” in Class 042; “Customer 
loyalty services, namely, providing a loyalty program benefit ranking program 
through a mobile web application promoting the sale of products and services of 
others by providing members exclusive advantages and benefits that incorporates 
discounts, bonuses, gift incentives, sweepstakes, credits, rebates, value added 
offers and coupons from participating merchants” in Class 035; and “Computer 
application software for mobile devices that ranks loyalty program benefits; 
Computer application software for mobile devices, namely, software for ranking 
benefits of a loyalty program member against loyalty program benefits of others, 
in the same and different loyalty rewards programs. Computer application 
software for mobile devices that analyzes loyalty program benefits and ranks one 
individual's loyalty program benefits against the loyalty program benefits of 
others in the same and different loyalty benefit programs; Downloadable mobile 
application for ranking loyalty program member benefits; Downloadable mobile 
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application for ranking a loyalty program member's benefits against benefits of 
other members in the same and different loyalty rewards programs; Downloadable 
mobile application that analyzes loyalty program benefits and ranks one 
individual's loyalty program benefits against the loyalty program benefits of 
others in the same and different loyalty benefit programs” in Class 009. 

 
 The Application was filed on November 20, 2017 under Section 1(b) of the Trademark 

Act for all goods and services set forth in the Application, and published in the Official Gazette 

of June 26, 2018. The deadline to oppose the Application was set to expire on July 26, 2018. 

Opposer obtained an extension of time to oppose the Application, which extended Opposer’s 

deadline to oppose to August 25, 2018. Therefore, this Opposition is timely.  

 As grounds for the opposition, it is alleged that: 

1. Opposer is the owner of an incontestable U.S. federal trademark registration for 

its distinctive and famous WAYFARER Mark, long used by Opposer on, and registered for 

sunglasses, eyeglasses and eyewear goods in Class 009.  

2. Opposer is the owner of the registered trademark WAYFARER, Registration No. 

595,513 dated September 21, 1954 with a first Use in Commerce date of March 11, 1953, 

registered for goods in Class 009 identified as “sunglasses” (hereinafter the “WAYFARER 

Mark”). A copy of Opposer’s United States registration certificate and TSDR status page for the 

WAYFARER Mark are attached hereto as Exhibit A. Opposer also owns numerous trademark 

registrations for its famous WAYFARER Mark in at least the following countries: Argentina, 

Italy, Chile, Brazil, Hong Kong, Taiwan, India, and Benelux.  

3. The above listed WAYFARER registration is valid, subsisting, and in good 

standing and has been registered on the Principal Register at the U.S. Patent and Trademark 

Office for at least five years. 
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4. Opposer owns and uses its WAYFARER Mark in connection with distinctive and 

recognizable frame shapes for sunglasses, and eyewear goods, sold and promoted on its website 

www.RAY-BAN.com, and in various other retail and other outlets. See attached Exhibit B 

showing Opposer’s well-known WAYFARER sunglasses and eyewear products. 

5. Opposer engages in widespread advertising, promotional and sales activities 

under its distinctive and famous WAYFARER Mark. Opposer’s goods bearing its WAYFARER 

Mark have been prominently featured in movies as well as worn by celebrities and public figures 

for many decades. 

6. Opposer uses and has used its WAYFARER Mark in connection with various 

promotional products and sponsorships associated with its RAY-BAN brand for decades in the 

United States and around the world. 

7. Opposer’s WAYFARER branded products are heavily promoted under its RAY-

BAN social media accounts such as Facebook, Twitter, Instagram, YouTube, Pinterest and 

Google+. Opposer’s 14,938,001 Facebook followers, 463,000 Twitter followers, 5,100,000 

Instagram followers, 40,509 YouTube subscribers, 33,798 Pinterest followers and 516,975 

Google+ followers have viewed posts and advertisements containing products offered under the 

WAYFARER Mark.  

8. The WAYFARER Mark is so well recognized that it has a dedicated Wikipedia 

page: https://en.wikipedia.org/wiki/Ray-Ban_Wayfarer. 

9. Opposer also operates a loyalty club for customers of its RAY-BAN branded 

products and uses products offered under the WAYFARER Mark to advertise its loyalty club. A 

website printout advertising Opposer’s loyalty club is attached hereto as Exhibit C. 
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10. Opposer also provides discounts to students on its eyewear products, which 

include products sold under the WAYFARER Mark. A website printout advertising Opposer’s 

student discount is attached hereto as Exhibit D. 

11. Opposer has engaged in open, notorious and extensive widespread promotion and 

advertising of its WAYFARER Mark for sunglasses and eyewear goods since at least as early as 

1953, and Opposer is very well-known and well-recognized as the source of sunglass and 

eyewear goods bearing Opposer’s WAYFARER Mark. 

12. Opposer has expended substantial amounts of time, money and effort in 

advertising and promoting its WAYFARER Mark over many years, and in establishing and 

preserving the goodwill associated therewith, and the goodwill associated with Opposer’s 

WAYFARER Mark are valuable assets to Opposer. 

13. Opposer has used its WAYFARER Mark in U.S. commerce in connection with 

sunglasses and eyewear goods, with related goods and services and on promotional items, on a 

continuous and exclusive basis since at least as early as 1953, the year of first use cited in 

Opposer’s U.S. Registration No. 595,513 for WAYFARER for “sun glasses.” 

14. Opposer’s WAYFARER Mark has become distinctive of, and associated in the 

minds of the trade and purchasing public with Opposer as a well-known provider of sunglasses 

and eyewear, and related services offered under its WAYFARER Mark. By virtue of Opposer’s 

efforts, Opposer has gained a significant and valuable reputation for the sunglasses and eyewear 

and services associated with its WAYFARER Mark. 

15. Opposer’s WAYFARER Mark is famous and distinctive within the meaning of 

the Lanham Act. 
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16. Declarations have been filed and accepted by the U.S. Patent and Trademark 

Office pursuant to Sections 8 and 15 of the Lanham Act, 15 U.S.C. §§1058 and 1065 for 

Registration No. 595,513, and therefore this registration is incontestable. 

17. Upon information and belief, TIJ Limited, is the owner of U.S. Trademark 

Application Serial No. 87/690,818 for the mark WAYFARER for the following goods: 

“Providing temporary use of online non-downloadable software for use in creating a digital 

scorecard which ranks loyalty programs benefits of one person against the loyalty program 

member benefits of others” in Class 042; “Customer loyalty services, namely, providing a loyalty 

program benefit ranking program through a mobile web application promoting the sale of 

products and services of others by providing members exclusive advantages and benefits that 

incorporates discounts, bonuses, gift incentives, sweepstakes, credits, rebates, value added offers 

and coupons from participating merchants” in Class 035; and “Computer application software 

for mobile devices that ranks loyalty program benefits; Computer application software for 

mobile devices, namely, software for ranking benefits of a loyalty program member against 

loyalty program benefits of others, in the same and different loyalty rewards programs. 

Computer application software for mobile devices that analyzes loyalty program benefits and 

ranks one individual's loyalty program benefits against the loyalty program benefits of others in 

the same and different loyalty benefit programs; Downloadable mobile application for ranking 

loyalty program member benefits; Downloadable mobile application for ranking a loyalty 

program member's benefits against benefits of other members in the same and different loyalty 

rewards programs; Downloadable mobile application that analyzes loyalty program benefits and 

ranks one individual's loyalty program benefits against the loyalty program benefits of others in 

the same and different loyalty benefit programs” in Class 009. 
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18. Upon information and belief, Applicant is a limited liability company, having an 

address of 3402 Shun Tak Centre West Tower, 168 Connaught Road Central, Sheung Wan, 

Hong Kong.  

19. Applicant filed U.S. Trademark Application Serial No. 87/690,818 under Section 

1(b) of the Trademark Act on November 20, 2017 and Applicant has not alleged use of the 

trademark. 

20. Priority is not at issue: Opposer’s longstanding prior use and prior registration of 

its WAYFARER Mark as described above are well prior to Applicant’s filing date for the 

Application. 

21. Applicant is not entitled to use or register the mark that is the subject of the 

Application for which it seeks registration in Application Serial No. 87/690,818, either on 

November 20, 2017, the date of filing said application, or on June 26, 2018, the date of 

publication thereof in the Official Gazette. 

22. Applicant’s purported “Wayfarer” mark is identical to, and confusingly similar to 

Opposer’s WAYFARER Mark in sight, sound, meaning, and commercial impression, and is 

intended to be used with products and services marked to the same core classes of consumers as 

products and services offered by Opposer under its WAYFARER Mark. Applicant’s alleged 

“Wayfarer” mark is likely to be confused with Opposer’s WAYFARER Mark.   

23. Applicant’s purported “Wayfarer” mark so closely resembles Opposer’s 

WAYFARER Mark as to be likely, when applied to the goods and or services of Applicant, to 

cause confusion or mistake or to deceive persons by creating the erroneous impression that 

Applicant’s goods and services originate with or come from Opposer, or are authorized, licensed, 
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endorsed, sponsored by, or are connected in some way with Opposer, and therefore, the 

registration thereof by Applicant would be injurious to Opposer. 

24. Consumers are likely to believe that goods and services offered by Applicant 

under its purported “Wayfarer” mark are within the natural zone of expansion of Opposer’s 

products and services offered under Opposer’s WAYFARER Mark.  

25. Opposer’s WAYFARER Mark is famous. 

26. Opposer’s WAYFARER Mark became famous in the United States prior to 

Applicant’s application date for its purported “Wayfarer” trademark.  

27. Opposer’s WAYFARER Mark became famous prior to any actual use by 

Applicant of the purported “Wayfarer” trademark. 

28. If Applicant has not yet begun use of the purported “Wayfarer” trademark in 

connection with the applied-for goods and services in United States commerce, any subsequent 

use of “Wayfarer” by Applicant would be after Opposer’s trademark became famous. 

29. Applicant’s purported “Wayfarer” trademark is identical to Opposer’s 

WAYFARER Mark. 

30. Applicant’s purported “Wayfarer” mark so closely resembles Opposer’s 

WAYFARER Mark as to be likely to dilute the distinctive character of Opposer’s WAYFARER 

Mark, which would be injurious to Opposer. 

31. Applicant’s purported “Wayfarer” mark is likely to diminish and dilute the value 

and distinctive character of Opposer’s famous WAYFARER Mark, thus damaging Opposer. 

32. Applicant knew or should have known of Opposer’s WAYFARER Mark when 

Applicant adopted its purported “Wayfarer” mark. 
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33. Applicant’s adoption and use of Applicant’s purported “Wayfarer” mark is 

without the license or permission of Opposer. 

34. Registration of Applicant’s purported “Wayfarer” mark is barred by the 

provisions of 15 U.S.C. § 1052(d) and 15 U.S.C. § 1125(a), for the reason that it consists of or 

comprises a mark which so resembles Opposer’s WAYFARER Mark previously registered in the 

United States Patent and Trademark Office, previously used by Opposer and not abandoned, as 

to be likely, when used in connection with the goods and services of Applicant, to cause 

confusion, mistake, or to deceive.  

35. For the above reasons, any use of Applicant’s purported “Wayfarer” mark by 

Applicant is likely to cause confusion, cause mistake or deceive the public, and cause the public 

to believe that the goods and services offered under Applicant’s purported “Wayfarer” mark 

emanate from or are otherwise sponsored or endorsed by Opposer, in violation of Section 2(d) of 

the Lanham Act, 15 U.S.C. § 1052(d). This likelihood of confusion will damage Opposer within 

the meaning of 15 U.S.C. § 1063. 

36. Applicant’s use and attempted registration of Applicant’s purported “Wayfarer” 

mark is likely to cause confusion or mistake with respect to a false affiliation with Opposer and 

Opposer’s WAYFARER Mark. Applicant’s use and attempted registration of Applicant’s 

purported “Wayfarer” mark should be denied registration pursuant to 15 U.S.C. § 1125(a) since 

it will damage Opposer within the meaning of 15 U.S.C. § 1063. 

37. Applicant’s use and attempted registration of Applicant’s purported “Wayfarer” 

mark is likely to lessen the capacity of Opposer’s famous and distinctive WAYFARER Mark to 

distinguish and identify Opposer’s goods and services from those of others, thereby diluting the 
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distinctive quality of Opposer’s WAYFARER Mark in violation of 15 U.S.C. § 1125(c), and 

thereby causing damage to Opposer within the meaning of 15 U.S.C. § 1063. 

38. Registration of Applicant’s purported “Wayfarer” mark to Applicant would create 

statutory rights in favor of Applicant, and thereby restrict, interfere with and damage Opposer in 

the unhampered conduct of its business and protection of its legitimate interests. 

39. By reason of the foregoing, Opposer will be damaged by the registration of 

Applicant’s purported “Wayfarer” mark to Applicant on the Principal Register. 

40. The opposition fee in the amount of $1,200.00 is filed herewith. The 

Commissioner is authorized to charge any underpayment to Deposit Account No. 04-1133 in 

case of any deficiency. 

 
 WHEREFORE, Opposer prays that said Application Serial No. 87/690,818 be rejected; 

that registration of Applicant’s purported “Wayfarer” mark be refused and denied; and that this 

Opposition be sustained in Opposer’s favor. 

 Opposer requests such other and further relief as the Board may deem just and proper. 

Date:  August 24, 2018    

Respectfully submitted, 

DINSMORE & SHOHL LLP 

s/Karen Kreider Gaunt/    
   Karen Kreider Gaunt 
   Govinda M. Davis 

Dinsmore & Shohl LLP 
255 East Fifth Street, Suite 1900 
Cincinnati, OH 45202 
Voice: (513) 977-8200 
Facsimile: (513) 977-8141 

   Email:  karen.gaunt@dinsmore.com 
govinda.davis@dinsmore.com  

     Attorneys for Opposer, Luxottica Group S.p.A. 
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CERTIFICATE OF SERVICE 

 

 I hereby certify that a true and correct copy of the foregoing Notice of Opposition has 

been served upon the following by first class mail, and by email on counsel of record, this 24th 

day of August, 2018: 

TIJ Limited 
3402 Shun Tak Centre West Tower 

168 Connaught Road Central 
Sheung Wan, Hong Kong 

 
and 

 
Geza C. Ziegler, Jr. 

Ziegler IP Law Group 
55 Greens Farms Road 
Westport, CT 06880 

ptomail@gziplaw.com 
 

 
 
s/Karen Kreider Gaunt/    
Karen Kreider Gaunt 
Attorney for Opposer, Luxottica Group, S.p.A. 

   Email:  Karen.Gaunt@dinsmore.com  
 
 

13126231v1 



Exhibit to Notice of Opposition  
Luxottica Group S.p.A. v. TIJ Limited 
U.S. Trademark Opposition No. Pending 

 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 

EXHIBIT A 
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Exhibit to Notice of Opposition  
Luxottica Group S.p.A. v. TIJ Limited 
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