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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
TRADEMARK TRIAL AND APPEAL BOARD

BERNARD ADAM TORRES, Opposition No. 91243186

Serial No. 87552217
Opposer,

Mark: DLG - DARK LATIN GROOVE
v.

WILFREDO A. CRISPIN,

pka “Fragancia”
Applicant.

MOTION TO COMPEL DISCOVERY

Movant, Karl L. Guthrie, Esq., counsel of record for Bernard Adam Torres ("Plaintiff-Opposer”)
hereby requests that the Board enter an Order (a) compelling discovery in this matter and thereby
directing Defendant-Applicant to promptly respond to Plaintiff-Opposer’s outstanding discovery
requests previously served upon Defendant-Applicant, including (a) Plaintiff’s First Set of
Interrogatories, Requests for Admissions and Requests for Production of Documents. Movant also
requests that the Board reasonably extend the period of discovery to permit Plaintiff-Opposer to further

respond to the Defendant-Applicant’s initial discovery responses.
In support of this Motion, Movant states as follows:

1. Prior counsel for Defendant-Applicant requested and received by consent three (3) extensions of
time to respond to Plaintiff’s outstanding discovery requests, from February 17, 2019 to March 8,

2019; from March 19, 2019 to April 2, 2019 and thereafter to April 5, 2019.

2. On April 3, 2019, the Defendant received an additional extension inasmuch as the Board stated

that ... the parties have until May 2, 2019 to respond to the discovery requests”.
3. On April 5, 2019, Plaintiff fully responded in good faith to Defendant’s discovery requests.

4. On April 5, 2019, Defendant’s counsel contacted Plaintiff’s counsel, and thereupon conceded
that he was unable to fully respond to Plaintiff’s discovery requests due to the continuing lack of
cooperation of Defendant, notwithstanding his repeated efforts to secure responses from the Defendant

to Plaintiff’s outstanding discovery requests.



5. Several days thereafter, on April 8, 2019, Defendant’s prior counsel submitted a motion to
withdraw as counsel for the Defendant-Applicant, (a) without providing any substantive response
whatsoever to Plaintiff’s outstanding discovery; and (b) by claiming, inter alia, that “there exists a lack
of cooperation from the Defendants (sic) in the above-captioned proceeding which precludes Movant

from adequately representing Defendant-Applicant further in this matter.”

6. On May 8, 2019 Defendant submitted a procedurally defective request for an extension of time

to secure substitute counsel.

7. Said extension was opposed by counsel for Plaintiff, due to Defendant’s repeated failure to
respond to Plaintiff’s discovery requests and based upon the acknowledgment of Defendant’s prior
counsel that the failure to respond to Plaintiff’s outstanding discovery requests was essentially due to

Defendant’s lack of cooperation and non-responsiveness to said discovery requests.

8. More than one (1) year after Defendant-Applicant’s submission of his request for an
extension of time, i.e. on June 8, 2020, the Board granted said extension. The Board noted its
regret in “the delay in acting on the motion”.

9. The Board also stated that the “proceedings herein are resumed” and discovery was
rescheduled to close on June 29, 2020, i.e. twenty-one (21) days after the Board’s aforesaid Order
was set forth.

10. The prior deadline set by the Board for discovery responses, i.e. May 2, 2019 was not
addressed by the Board in its Order on June 8, 2020.

11. Defendant’s current counsel, who filed a Notice of Appearance as early as May 30, 2019,
neither responded to (a) an agreed upon telephone conference scheduled for June 19, 2020; nor (b)
a subsequent letter from Plaintiff’s counsel dated June 23, 2020 seeking a prompt response from
Defendant to Plaintiff’s outstanding discovery requests and an explanation for the continuing
failure of Defendant-Applicant to respond to such discovery requests.

12. In a letter by Plaintiff’s counsel dated June 23, 2020 - issued to Defendant’s counsel via

electronic mail - counsel principally stated as follows:

“In our last telephone conversation, you confirmed that you would contact your client and promptly advise
me by Friday of last week, (i.e. June 19, 2020 at approximately 12;30 pm), regarding the submission of your
client's responses to the discovery requests of my clients which have been outstanding for more than a year and
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which precede your engagement and involvement in this matter. Prior counsel for your client attempted to
complete and respond to said discovery requests and ultimately withdrew after your client apparently failed
repeatedly to fully and properly respond to such outstanding discovery requests notwithstanding prior counsel’s
repeated requests to Defendant”.

“Please advise if you are experiencing the same difficulties or otherwise explain in detail the actual
impediments to your client's longstanding nonresponsiveness to the outstanding discovery requests. As |
explained in my letter to you dated April 13, 2020, your client's continued violation of my client's rights for his own
monetary and reputational gain has resulted in the sabotage of any viable settlement negotiations.”

“Since | have not heard from you any further regarding this matter, | am preparing to submit to the TTAB
(in my client’s Opposition No. 91243186), inter alia, a Motion to Compel Discovery - which | will file ... by the
end of this week - to compel your client to respond to the outstanding discovery demands of my client.”

13. Defendant’s new, substitute counsel has not responded to the foregoing letter from Plaintiff’s
counsel, notwithstanding his awareness of Defendant-Applicant’s continuing failure to respond to
Plaintiff’s discovery requests.

14. During the one year pendency of Defendant’s motion for an extension of time to
secure new, substitute counsel, counsel for the parties have engaged in settlement discussions
pertaining to the applicable mark. Such discussions were discontinued after Plaintiff discovered
evidence of bad faith involving by Defendant’s unilateral, undisclosed marketing of
new recordings and pursuit of live engagements utilizing the mark without the knowledge,
consent or involvement of Plaintiff.

15. In addition, rather than directly responding to Plaintiff’s discovery requests, Defendant has
sought, inter alia, (a) to obtain Plaintiff’s approval for a proposed amendment of Defendant’s
pending trademark application in this matter involving (a) the alteration of the date of first use of
the mark - as alleged in Defendant’s pending application in the USPTO, to a newly alleged
date of first use alleged to have occurred approximately twenty (20) years after the first use date set forth
in Defendant’s current application; and (b) the submission of a substitute specimen in support of
such proposed new date of first use.

16. Plaintiff has declined approval of such an amendment which ostensibly seeks to partially
address the fraud allegation made by Plaintiff-Opposer with respect to Defendant-Applicant’s
outstanding trademark application in this matter,

17. Based upon the foregoing, and in view of Defendant’s continued dilatory conduct in this

matter and inexplicable non-responsiveness, Movant has filed this Motion to Compel Discovery
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as outlined above. In the interests of fundamental fairness, Movant also requests that the Board
reasonably extend the remaining discovery period after the imposition of a deadline for the submission of
Defendant’s initial discovery responses. In addition, it is urged that the remaining dates in this matter be
reasonably adjusted in light of the proposed extension of discovery.

18. Notice of this Motion has been delivered to counsel for Defendant-Applicant as set forth in
the Certificate of Service.

WHEREFORE, Movant, Karl L. Guthrie, Esq., respectfully requests this Board enter an Order

granting this Motion to Compel Discovery and any other relief which the Board deems appropriate.

Dated: June 26, 2020 Respectfully submitted,

THE GUTHRIE LAW FIRM

The Regus Office Complex

101 Eisenhower Parkway, 3rd Fl., Suite 300
Roseland, New Jersey 07068

Telephone (973-535-6186)

Fax (974 547 9118)

Email: klawpro@gmail.com

By: /s/ Karl L Guthrie

Karl L. Guthrie, Esq.

Attorney for Plaintiff-Opposer,
Bernard A. Torres
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CERTIFICATE OF SERVICE

I HEREBY CERTIFY that I caused to be served a true and correct copy of the foregoing via electronic

mail on June 26, 2020 upon the parties on the Service List below.

THE GUTHRIE LAW FIRM

The Regus Office Complex

101 Eisenhower Parkway, 3rd Fl., Suite 300
Roseland, New Jersey 07068

Telephone (973-535-6186)

Fax (973-547-9118)

Email: klawpro@gmail.com

By: /s/ Karl L Guthrie

Karl L. Guthrie, Esq.

Attorney for Plaintiff-Opposer,
Bernard A. Torres



Service List

Nicolas Castillo, Esq.

The Centurion Law Group, PLLC.
101 Madeira Ave., First Floor
Coral Gables, Florida 33134
Telephone: 305-648-0790

Fax: 786-567-6095

Email: nec(@centurion-law.com

Attorney for Defendant-Applicant
Wilfredo A. Crispin
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