Trademark Trial and Appeal Board Electronic Filing System. http://estta.uspto.gov

ESTTA915745
08/15/2018

ESTTA Tracking number:
Filing date:

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD
Notice of Opposition
Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name J.M. Huber Corporation
Granted to Date
of previous 08/15/2018
extension
3100 Cumberland Blvd.Suite 600
Address Atlanta, GA 30339
UNITED STATES
FREDERICK W MEYERS
IPSOLVED LLP
53 W JACKSON BLVD, SUITE 950
Attorney CHICAGO, IL 60604
information UNITED STATES
chicago.officialmail@ipsolved.com, Fredwmeyers@ipsolved.com
312-898-8377

Applicant Information

Application No | 79219780 Publication date |04/17/2018
Opposition Filing 08/15/2018 Opposition Period 08/15/2018
Date Ends
Infernaflonal 1372654 In.terna.tlonal 08/04/2017
Registration No. Registration Date

Applicant

HUBEI HUIERJIE NEW MATERIAL TECHNOLOGYCO., LTD

NO. 19 West Renmin Road,
Xiangyang,

Hubei Province, 441002
CHINA



http://estta.uspto.gov

Goods/Services Affected by Opposition

Class 019. First Use: 0 First Use In Commerce: 0

building

All goods and services in the class are opposed, namely: Glass building materials except sanitary
apparatus, namely, foam glass for building, insulating glass for building; building materials, not of metal,
namely, cellular PVC trim, plastic pipe supports;building glass; reinforcing materials, not of metal, for

Grounds for Opposition

Priority and likelihood

. Trademark Act Section 2(d)
of confusion

Other

Opposer claims priority by virtue of its longstanding use of its marks invoked in
this notice of opposition prior to the filing date of the opposed marks .

Marks Cited by Opposer as Basis for Opposition

U.S. Registration

221834
No. ?

Application Date

06/27/1997

Registration Date | 01/19/1999

Foreign Priority
Date

NONE

Word Mark HUBER

Design Mark

Description of

NONE
Mark

Class 019. First use: First Use: 1986/01/00 First Use In Commerce: 1986/01/00
Goods/Services | wood products, namely, panels, composite panels and treated panels for flooring,
walls and roofing; sheathing and strand board

U.S. Registration

No. 2199607

Application Date

06/27/1997

Registration Date | 10/27/1998

Foreign Priority
Date

NONE

Word Mark HUBER




Design Mark

Description of

Mark NONE
Class 019. First use: First Use: 1986/01/00 First Use In Commerce: 1986/01/00
Goods/Services | wood products, namely, panels, composite panels and treated panels for flooring,

walls and roofing; sheathing and strand board

S. Registrati
Us eﬁftratmn 4320193 Application Date | 07/05/2012
TR
Registration Date | 04/16/2013 Ore'%‘at:'or‘ty NONE
Word Mark | HUBER BLUE PLUS
vsimmarc | Huber Blue Plus

Description of
Mark

NONE

Goods/Services

Class 019. First use: First Use: 2011/09/28 First Use In Commerce: 2011/09/28
oriented strand board for use in building construction

Attachments

753158 75#TMSN.png( bytes )
85669020#TMSN.png( bytes )

Opposition Pleading.pdf(323545 bytes )

75316398 Exhibit 1.pdf(17158 bytes )

75315875 Exhibit 1.pdf(20179 bytes )
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Signature /fredmeyers/
Name FREDERICK W MEYERS
Date 08/15/2018




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE BEFORE

THE TRADEMARK TRIAL AND APPEAR BOARD

Attorney Docket No’s: OT500023US00 and OT500022US00

J.M. Huber Corporation ) Opposition No.
Opposer ) Serial No.’s: 79219780 and 79219779
V. ) Marks: HIBER and HIBER & design
Hubei Huierjie New Material Technology Co., Ltd. )
Applicant )

NOTICE OF OPPOSITION

Commissioner for Trademarks
P.O. Box 1451

Alexandria, VA 22313-1451

J.M. Huber Corporation, a New Jersey corporation, located and doing business at 3100 Cumberland
Blvd., Suite 600, Atlanta Georgia 30339 (“Opposer”) believes that it will be damaged by the registration
of U.S. Application Serial No.’s 79219780 and 79219779 for the marks HIBER and HIBER and design (the
“Applications”) owned by HUBEI HUIERJIE NEW MATERIAL TECHNOLOGY CO., LTD. (“Applicant”) and

therefore oppose the same.
A description of the applications is as follows:

Mark: HIBER
Serial No. 79219780

Goods: Glass building materials except sanitary apparatus, namely, foam glass for building, insulating
glass for building; building materials, not of metal, namely, cellular PVC trim, plastic pipe supports;
building glass; reinforcing materials, not of metal, for building



Class: 19
Filed: August 04, 2017
Filing Basis: 66(a)

Mark: HIBER and design
Serial No.: 79219779

Goods: Glass building materials except sanitary apparatus, namely, foam glass for building, insulating
glass for building; building materials, not of metal, namely, cellular PVC trim, plastic pipe supports;
building glass; reinforcing materials, not of metal, for building

Class: 19

Filed: August 04, 2017

Filing Basis: 66(a)

As grounds for the opposition, it is alleged:

1. Opposer is a premiere manufacturer of building materials and building material accessories.
Opposer’s strong stature in this industry is built upon its exceptional and hard won reputation.
2. Since at least 1986, decades before the filing date of Applicant’s Marks, Opposer has been, and

still is, engaged in the development, marketing and sale of building materials and related
accessories under its brands HUBER® and HUBER and design® and other product marks which

®

feature the brand HUBER® (the “HUBER ™ marks”).

3. By virtue of Opposer’s continuous and substantial use, the HUBER® marks have become an

identifier of Opposer and its goods, and distinguish Opposer’s goods from the goods and

services of others. As a result, Opposer has built up, at great expense and effort, extensive and
valuable goodwill in its HUBER® marks. Opposer’s common law rights in its HUBER marks

predate the filing date of the Applications, and Opposer relies on its common law trademark
rights.

4. In addition to Opposer’s common law rights, Opposer owns and relies on its U.S. Trademark

Registration No.’s 2218349 for the mark HUBER® for “wood products, namely, panels,



composite panels and treated panels for flooring, walls and roofing; sheathing and strand
board” in class 19, which registration issued on January 19, 1999 based on an application filed in

the United States Patent and Trademark Office (“PTO”) on June 27, 1997, 2199607 for the mark
HUBER and design® for “wood products, namely panels, composite panels and treated panels

for flooring, walls and roofing; sheathing and strand board” in class 19 which registration issued

on October 27, 1998 based on an application filed in the PTO on June 27, 1997, and 4320193 for
the mark HUBER BLUE PLUS® for “oriented strand board for use in building construction” in

Class 19 which registration issued on April 16, 2013 based on an application filed in the PTO on
July 05, 2012, and which is owned by Opposer’s wholly owned subsidiary Huber Engineered
Woods LLC. The filing dates of Opposer’s registrations are prior to the filing dates of the
Applications. True and correct copies of the specifics of Opposer’s registrations obtained from
the PTO’s TESS database are attached hereto as Exhibit 1 and made of record.

The foregoing registrations are valid, subsisting, unrevoked and uncancelled; as such they
constitute prima facie evidence of the validity of the registered marks and of the registrations
thereof and of Opposer’s ownership of the marks shown therein. In addition, registration No.’s
2218349 and 2199607 are incontestable by virtue of §15 (15 U.S.C §1065) of the Trademark Act.
Opposer’s registrations also constitute notice to Applicant of Opposer’s claim of ownership of
the marks shown therein as provided in Sections 7(b), 22 and 33(a) of the Trademark Act.

Since at least before the filing date of the Applications, Opposer has continuously used and
promoted the HUBER® marks in interstate commerce in connection with its goods including the

goods identified in the foregoing Registrations.

Applicant seeks unrestricted federal registrations for HIBER and HIBER and design covering the
goods set forth in the Applications in Class 19. As such, if the Applicant is granted registrations
based on the Applications, such registrations will constitute prima facie evidence of the
Applicant’s exclusive right to use the registered marks in commerce on or in connection with the
listed goods throughout the United States with no limitation thereon.

Applicant uses or intends to use the marks shown in the Applications in connection with Glass
building materials except sanitary apparatus, namely, foam glass for building, insulating glass for
building; building materials, not of metal, namely, cellular PVC trim, plastic pipe supports;

building glass; reinforcing materials, not of metal, for building.



10.

11.

12.

13.

Applicant’s website states: “[ the Company’s] main products include Alkali resistant glassfibre
continuous roving, premix chopped strand, water-dispersed chopped strand and all kinds of
scrim materials, which are widely used in architectural decoration, concrete cement fields, and
external thermal insulation systems(EIFS)” and that Hubei Huierjie New Material Technology
Co., Ltd. is in the business of “Construction & Decoration”. A printout from the Applicant’s

website http://www.hzxymbj.com/com/huierjie5698/introduce/ is attached as Exhibit 2. See

Exhibit 2 - a printout of http://www.hzxymbj.com/com/huierjie5698/introduce/ (Visited July 29,

2018).

The marks HIBER and HIBER and design for which applicant seeks registration are nearly
identical to Opposer’s well-known HUBER® marks.

In addition, the goods covered in the Applications are highly related to and complimentary to
Opposer’s goods offered under Opposer’s HUBER® marks. Opposer uses its HUBER® marks, in

part, in connection with building materials including composite panels and treated panels for
flooring, walls and roofing used in residential and commercial construction. Applicant
manufactures products used in architectural decoration and external thermal insulation systems
in the construction business. Thus, the goods covered by the Applications are highly related to
and complimentary to Opposer’s goods offered under its HUBER marks.

Applicant’s use of HIBER and HIBER and design on the goods cover in the Applications would

create a likelihood of confusion with Opposer’s use of HUBER® HUBER and design® and HUBER

BLUE PLUS®, such that consumers would think the goods sold by Applicant come from Opposer

or might otherwise believe there is some association or affiliation between Opposer’s service
and Applicant’s goods. Specifically, HIBER and HUBER are nearly identical in appearance and
pronunciation — differing only by a single vowel.

On December 19, 2017 Opposer filed a Letter of Protest with the Deputy Commissioner for

Trademark Examination Policy regarding application no.’s 79219780 and 79219779 directing
attention to Opposer’s prior registration for HUBER®. On July 6, 2018 the Office of the Deputy

Commissioner for Trademark Examining Policy issued decisions accepting the Letter of Protest.
For the record, copies of Opposer’s Letter of Protest and the decisions accepting same are

attached as Exhibit 3.


http://www.hzxymbj.com/com/huierjie5698/introduce/
http://www.hzxymbj.com/com/huierjie5698/introduce/

14. Opposer will be damaged by registration of the Applications in that the marks HIBER and HIBER
and design are nearly identical to Opposer’s HUBER® marks, including as registered in the

United States Patent and Trademark Office, and in which Opposer owns common law trademark
rights, as to be likely, when used on or in connections with the goods as identified in the
Applications, as to cause confusion, or to cause mistake or to deceive within the meaning of

Section 2(d) of the Trademark Act, 15 U.S.C. § 1052(d).
15. In view of Opposer’s prior rights in its HUBER® marks, Applicant is not entitled to federal

registration of HIBER and HIBER and design pursuant to Section 2(d) of the Trademark Act, 15
U.S.C. § 1052(d).

WHEREFORE, Opposer prays that U.S. Application Serial No.’s 79219780 and 79219779 be rejected
and stricken, that no registration be issued thereon to Applicant, and that this opposition be

sustained in favour of Opposer.

Opposer has tendered the opposition fee(s), and will tender any additional fee(s), which may be

required.
Respectfully submitted,
IPSolved, LLP

Dated: August 15, 2018 By: /fredwmeyers/

Frederick W. Meyers
53 W. Jackson Blvd., Suite 950
Chicago, IL 60604

Chicago.officialmail@ipsolved.com

Attorney for Opposer, J. M. Huber

Corporation


mailto:Chicago.officialmail@ipsolved.com

Int. Cl.: 19
Prior U.S. Cis.: 1, 12, 33 and 50

United States Patent and Trademark Office

Reg. No. 2,218,349
Registered Jan. 19, 1999

TRADEMARK
PRINCIPAL REGISTER

HUBER

JM. HUBER CORPORATION (NEW JERSEY
CORPORATION)

333 THORNALL STREET

EDISON, NJ 08818

FOR: WOOD PRODUCTS, NAMELY,
PANELS, COMPOSITE PANELS AND TREAT-
ED PANELS FOR FLOORING, WALLS AND
ROOFING; SHEATHING AND STRAND
BOARD, IN CLASS 19 (U.S. CLS. 1, 12, 33 AND
50).

FIRST USE
1-0-1986.

OWNER OF U.S. REG. NOS. 949,625, 952,536,
AND 1,632,831.

SEC. 2(F).

1-0-1986;, IN COMMERCE

SER. NO. 75-316,398, FILED 6-27-1997.

MATT PAPPAS, EXAMINING ATTORNEY



Int. Cl.: 19
Prior U.S. Cls.: 1, 12, 33 and 50

United States Patent and Trademark Office

Reg. No. 2,199,607
Registered Oct. 27, 1998

TRADEMARK
PRINCIPAL REGISTER

JM. HUBER CORPORATION (NEW JERSEY
CORPORATION)

333 THORNALL STREET

EDISON, NJ 08818

FOR: WOOD PRODUCTS, NAMELY,
PANELS, COMPOSITE PANELS AND TREAT-
ED PANELS FOR FLOORING, WALLS AND
ROOFING; SHEATHING AND STRAND

BOARD, IN CLASS 19 (U.S. CLS. 1, 12, 33 AND
50).

FIRST USE IN COMMERCE
1-0-1986.

OWNER OF U.S. REG. NOS. 949,325, 1,632,831
AND OTHERS.

1-0-1986;

SER. NO. 75-315,875, FILED 6-27-1997.

MATT PAPPAS, EXAMINING ATTORNEY



B nited

States of Amepy,,

Anited States Patent and Trademark Office (?

Huber Blue Plus

Reg. No. 4,320,193
Registered Apr. 16, 2013

Int. CL.: 19

TRADEMARK
PRINCIPAL REGISTER

Acting Director of the United States Patent and Trademark Office

HUBER ENGINEERED WOODS LLC (DELAWARE LIMITED LIABILITY COMPANY)
SUITE 300

10925 DAVID TAYLOR DRIVE

CHARLOTTE, NC 28262

FOR: ORIENTED STRAND BOARD FOR USE IN BUILDING CONSTRUCTION, IN CLASS
19 (U.S. CLS. 1, 12, 33 AND 50).

FIRST USE 9-28-2011; IN COMMERCE 9-28-2011.

THE MARK CONSISTS OF STANDARD CHARACTERS WITHOUT CLAIM TO ANY PAR-
TICULAR FONT, STYLE, SIZE, OR COLOR.

SER. NO. 85-669,020, FILED 7-5-2012.

JAMES STEIN, EXAMINING ATTORNEY



REQUIREMENTS TO MAINTAIN YOUR FEDERAL
TRADEMARK REGISTRATION

WARNING: YOUR REGISTRATION WILL BE CANCELLED IF YOU DO NOT FILE THE
DOCUMENTS BELOW DURING THE SPECIFIED TIME PERIODS.

Requirements in the First Ten Years*
What and When to File:

First Filing Deadline: You must file a Declaration of Use (or Excusable Nonuse) between the
5th and 6th years after the registration date. See 15 U.S.C. §§1058, 1141k. If the declaration is
accepted, the registration will continue in force for the remainder of the ten-year period, calculated
from the registration date, unless cancelled by an order of the Commissioner for Trademarks or a
federal court.

Second Filing Deadline: You must file a Declaration of Use (or Excusable Nonuse) and an
Application for Renewal between the 9th and 10th years after the registration date.*
See 15 U.S.C. §1059.

Requirements in Successive Ten-Year Periods*
What and When to File:

You must file a Declaration of Use (or Excusable Nonuse) and an Application for Renewal between
every 9th and 10th-year period, calculated from the registration date.*

Grace Period Filings*

The above documents will be accepted as timely if filed within six months after the deadlines listed above
with the payment of an additional fee.

The United States Patent and Trademark Office (USPTO) will NOT send you any future notice or
reminder of these filing requirements.

*ATTENTION MADRID PROTOCOL REGISTRANTS: The holder of an international registration with
an extension of protection to the United States under the Madrid Protocol must timely file the Declarations
of Use (or Excusable Nonuse) referenced above directly with the USPTO. The time periods for filing are
based on the U.S. registration date (not the international registration date). The deadlines and grace periods
for the Declarations of Use (or Excusable Nonuse) are identical to those for nationally issued registrations.
See 15U.S.C. §§1058, 1141k. However, owners of international registrations do not file renewal applications
at the USPTO. Instead, the holder must file a renewal of the underlying international registration at the
International Bureau of the World Intellectual Property Organization, under Article 7 of the Madrid Protocol,
before the expiration of each ten-year term of protection, calculated from the date of the international
registration. See 15 U.S.C. §1141j. For more information and renewal forms for the international registration,
see http://www.wipo.int/madrid/en/.

NOTE: Fees and requirements for maintaining registrations are subject to change. Please check the
USPTO website for further information. With the exception of renewal applications for registered
extensions of protection, you can file the registration maintenance documents referenced above online
at http:/www.uspto.gov.

Page: 2 /RN # 4,320,193



UNITED STATES PATENT AND TRADEMARK OFFICE

CORRESPONDENT: RETURN ADDRESS:
Frederick W. Meyers Commissioner for Trademarks
IP Solved LLP P.O. Box 1451

55 E. Monroe, Suite 3800 Alexandria, VA 22313-1451

Chicago, Illinois 60603

RE: U.S. TRADEMARK APPLICATION SN: 79/219779

MARK:
HIBER

ISSUE/MAILING DATE: July 06, 2018

LETTER OF PROTEST DECISION
Dear Mr. Meyers:

Your letter of protest was received in the United States Patent and Trademark Office (USPTO) on
December 21, 2017 and was referred to me for review.

Decision: The letter of protest is hereby ACCEPTED.

Your letter of protest is accepted for the record because the submitted evidence is of the type which may be
given to an examining attorney for consideration during ex parte examination. 7rademark Manual of
Examining Procedure (TMEP) §1715.02(a). The examining attorney will be forwarded information regarding
U.S. Registration Nos. 2218349,

The forwarding of the information included in your letter of protest does not entitle you to communicate
directly with the examining attorney, either orally or in writing, with regard to this application. TMEP
§1806. Further, the acceptance of a letter of protest filed before publication is not a legal determination by
the USPTO of registrability, nor is it meant to compromise the integrity of the ex parte examination
process. It merely serves to bring the submitted evidence to the attention of the examining attorney, who
determines whether a refusal or requirement should be raised or ultimately made final. TMEP
§1715.02(b).

Please note that if the application is approved for publication, the acceptance of your letter of protest does
not stay the time for filing an opposition with the Trademark Trial and Appeal Board (TTAB) after it has




published in the Official Gazette. 37 C.F.R. §§2.101-2.107. You must file a notice of opposition, or a
request for an extension of time to file an opposition, within 30 days of the date of publication if you wish
to oppose registration of the mark. You may obtain further information regarding proceedings before the
TTAB by calling (571) 272-8500 or at http://www.usnto.gov/trademarks/process/anneal/index.isn.

You must continue to monitor the status of the application if you wish to be informed of its final
disposition. You can find status information on all trademark applications and registrations on the USPTO

website at http://tsdr.uspto.gov.

Sincerely,

/Allison P. Schrody/

Attorney Advisor

Office of the Deputy Commissioner
for Trademark Examination Policy
allison.schrody@uspto.gov
571.272.5893




UNITED STATES PATENT AND TRADEMARK OFFICE

CORRESPONDENT: RETURN ADDRESS:
Frederick W. Meyers Commissioner for Trademarks
IP Solved LLP P.O. Box 1451

55 E. Monroe, Suite 3800 Alexandria, VA 22313-1451

Chicago, Illinois 60603

RE: U.S. TRADEMARK APPLICATION SN: 79/219780

MARK:
HIBER

ISSUE/MAILING DATE: July 06, 2018

LETTER OF PROTEST DECISION

Dear Mr. Meyers:

Your letter of protest was received in the United States Patent and Trademark Office (USPTO) on
December 21, 2017 and was referred to me for review.

Decision: The letter of protest is hereby ACCEPTED.

Your letter of protest is accepted for the record because the submitted evidence is of the type which may be
given to an examining attorney for consideration during ex parte examination. Trademark Manual of
Examining Procedure (TMEP) §1715.02(a). The examining attorney will be forwarded information regarding
U.S. Registration Nos. 2218349,

The forwarding of the information included in your letter of protest does not entitle you to communicate
directly with the examining attorney, either orally or in writing, with regard to this application. TMEP
§1806. Further, the acceptance of a letter of protest filed before publication is not a legal determination by
the USPTO of registrability, nor is it meant to compromise the integrity of the ex parte examination
process. It merely serves to bring the submitted evidence to the attention of the examining attorney, who

determines whether a refusal or requirement should be raised or ultimately made final. TMEP
§1715.02(b).

Please note that if the application is approved for publication, the acceptance of your letter of protest does
not stay the time for filing an opposition with the Trademark Trial and Appeal Board (TTAB) after it has
published in the Official Gazette. 37 C.F.R. §§2.101-2.107. You must file a notice of opposition, or a




request for an extension of time to file an opposition, within 30 days of the date of publication if you wish
to oppose registration of the mark. You may obtain further information regarding proceedings before the
TTAB by calling (571) 272-8500 or at http://www.uspto.gov/trademarks/process/appeal/index.isp.

You must continue to monitor the status of the application if you wish to be informed of its final
disposition. You can find status information on all trademark applications and registrations on the USPTO
website at http:/tsdr.uspto.gov.

Sincerely,

/Allison P. Schrody/

Attorney Advisor

Office of the Deputy Commissioner
for Trademark Examination Policy
allison.schrody@uspto.gov
571.272.5893




