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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE  

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name J.M. Huber Corporation 

Granted to Date  

of previous 

extension

08/15/2018

Address

3100 Cumberland Blvd.Suite 600 

Atlanta, GA 30339 

UNITED STATES 

 

Attorney 

information

FREDERICK W MEYERS 

IPSOLVED LLP 

53 W JACKSON BLVD, SUITE 950 

CHICAGO, IL 60604 

UNITED STATES 

chicago.officialmail@ipsolved.com, Fredwmeyers@ipsolved.com 

312-898-8377 

 

Applicant Information

Application No 79219780 Publication date 04/17/2018

Opposition Filing 

Date
08/15/2018

Opposition Period 

Ends
08/15/2018

International 

Registration No.
1372654

International 

Registration Date
08/04/2017

Applicant

HUBEI HUIERJIE NEW MATERIAL TECHNOLOGYCO., LTD 

NO. 19 West Renmin Road, 

Xiangyang, 

Hubei Province, 441002 

CHINA 

http://estta.uspto.gov


Goods/Services Affected by Opposition

Class 019. First Use: 0 First Use In Commerce: 0 

All goods and services in the class are opposed, namely: Glass building materials except sanitary 

apparatus, namely, foam glass for building, insulating glass for building; building materials, not of metal, 

namely, cellular PVC trim, plastic pipe supports;building glass; reinforcing materials, not of metal, for 

building

Grounds for Opposition

Priority and likelihood 

of confusion
Trademark Act Section 2(d)

Other
Opposer claims priority by virtue of its longstanding use of its marks invoked in 

this notice of opposition prior to the filing date of the opposed marks .

Marks Cited by Opposer as Basis for Opposition

U.S. Registration 

No.
2218349 Application Date 06/27/1997

Registration Date 01/19/1999
Foreign Priority 

Date
NONE

Word Mark HUBER

Design Mark

Description of 

Mark
NONE

Goods/Services

Class 019. First use: First Use: 1986/01/00 First Use In Commerce: 1986/01/00

wood products, namely, panels, composite panels and treated panels for flooring, 

walls and roofing; sheathing and strand board

 

U.S. Registration 

No.
2199607 Application Date 06/27/1997

Registration Date 10/27/1998
Foreign Priority 

Date
NONE

Word Mark HUBER



Design Mark

Description of 

Mark
NONE

Goods/Services

Class 019. First use: First Use: 1986/01/00 First Use In Commerce: 1986/01/00

wood products, namely, panels, composite panels and treated panels for flooring, 

walls and roofing; sheathing and strand board

 

U.S. Registration 

No.
4320193 Application Date 07/05/2012

Registration Date 04/16/2013
Foreign Priority 

Date
NONE

Word Mark HUBER BLUE PLUS

Design Mark

Description of 

Mark
NONE

Goods/Services
Class 019. First use: First Use: 2011/09/28 First Use In Commerce: 2011/09/28

oriented strand board for use in building construction

 

 

 

Attachments

75315875#TMSN.png( bytes ) 

85669020#TMSN.png( bytes ) 

Opposition Pleading.pdf(323545 bytes ) 

75316398 Exhibit 1.pdf(17158 bytes ) 

75315875 Exhibit 1.pdf(20179 bytes ) 

85669020 Exhibit 1.pdf(88422 bytes ) 

20180724215555-image Exhibit 3.pdf(600051 bytes ) 

 



Signature /fredmeyers/

Name FREDERICK W MEYERS

Date 08/15/2018
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE BEFORE 

THE TRADEMARK TRIAL AND APPEAR BOARD 

 

Attorney Docket No’s:  OT500023US00 and OT500022US00 

--------------------------------------------------------------------------- 

                       ) 

J.M. Huber Corporation     ) Opposition No. _________________ 

Opposer       ) “erial No.’s: 79219780 and 79219779 

v.       ) Marks:  HIBER and HIBER & design 

Hubei Huierjie New Material Technology Co., Ltd. )      

        

Applicant      ) 

--------------------------------------------------------------------------- 

 

NOTICE OF OPPOSITION 

Commissioner for Trademarks 

P.O. Box 1451 

Alexandria, VA  22313-1451 

 

J.M. Huber Corporation, a New Jersey corporation, located and doing business at 3100 Cumberland 

Blvd., “uite 6ϬϬ, AtlaŶta Georgia 3Ϭ33ϵ ;͞Opposer͟Ϳ ďelieǀes that it ǁill ďe daŵaged ďǇ the registratioŶ 

of U.“. AppliĐatioŶ “erial No.’s 79219780 and 79219779 for the marks HIBER and HIBER and design (the 

͞AppliĐatioŶs͟Ϳ oǁŶed ďǇ HUBEI HUIERJIE NEW MATERIAL TECHNOLOGY CO., LTD. ;͞AppliĐaŶt͟Ϳ aŶd 

therefore oppose the same. 

A description of the applications is as follows: 

Mark:  HIBER 

Serial No. 79219780 

Goods:  Glass building materials except sanitary apparatus, namely, foam glass for building, insulating 

glass for building; building materials, not of metal, namely, cellular PVC trim, plastic pipe supports; 

building glass; reinforcing materials, not of metal, for building 
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Class:  19 

Filed:  August 04, 2017 

Filing Basis:  66(a) 

 

Mark:  HIBER and design 

Serial No.: 79219779 

Goods:  Glass building materials except sanitary apparatus, namely, foam glass for building, insulating 

glass for building; building materials, not of metal, namely, cellular PVC trim, plastic pipe supports; 

building glass; reinforcing materials, not of metal, for building 

Class:  19 

Filed:  August 04, 2017 

Filing Basis:  66(a) 

As grounds for the opposition, it is alleged: 

1. Opposer is a premiere manufacturer of building materials and building material accessories.  

Opposer’s stroŶg stature in this industry is built upon its exceptional and hard won reputation. 

2. “iŶĐe at least ϭϵϴ6, deĐades ďefore the filiŶg date of AppliĐaŶt’s Marks, Opposer has ďeeŶ, aŶd  

still is, engaged in the development, marketing and sale of building materials and related 

accessories under its brands HUBER® and HUBER and design® and other product marks which 

feature the brand HUBER® ;the ͞HUBER® ŵarks͟Ϳ. 

3. BǇ ǀirtue of Opposer’s ĐoŶtiŶuous aŶd suďstaŶtial use, the HUBER® marks have become an 

identifier of Opposer aŶd its goods, aŶd distiŶguish Opposer’s goods froŵ the goods aŶd 

services of others.  As a result, Opposer has built up, at great expense and effort, extensive and 

valuable goodwill in its HUBER® marks.  Opposer’s common law rights in its HUBER marks 

predate the filing date of the Applications, and Opposer relies on its common law trademark 

rights. 

4. IŶ additioŶ to Opposer’s ĐoŵŵoŶ laǁ rights, Opposer oǁŶs aŶd relies oŶ its U.“. Tradeŵark 

RegistratioŶ No.’s 2218349 for the mark HUBER® for ͞ǁood products, namely, panels, 
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composite panels and treated panels for flooring, walls and roofing; sheathing and strand 

ďoard͟ iŶ Đlass ϭϵ, which registration issued on January 19, 1999 based on an application filed in 

the United States PateŶt aŶd Tradeŵark OffiĐe ;͞PTO͟Ϳ oŶ JuŶe 27, 1997,  2199607 for the mark 

HUBER and design® for ͞ǁood products, namely panels, composite panels and treated panels 

for flooring, walls and roofing; sheathing and strand board͟ iŶ Đlass ϭϵ which registration issued 

on October 27, 1998 based on an application filed in the PTO on June 27, 1997, and 4320193 for 

the mark HUBER BLUE PLUS® for ͞oriented strand board for use in building construction͟ iŶ 

Class 19 which registration issued on April 16, 2013 based on an application filed in the PTO on 

July 05, 2012, aŶd ǁhiĐh is oǁŶed ďǇ Opposer’s ǁhollǇ oǁŶed suďsidiarǇ Huber Engineered 

Woods LLC.  The filiŶg dates of Opposer’s registrations are prior to the filing dates of the 

AppliĐatioŶs. True aŶd ĐorreĐt Đopies of the speĐifiĐs of Opposer’s registratioŶs oďtaiŶed froŵ 

the PTO’s TE““ dataďase are attached hereto as Exhibit 1 and made of record. 

5. The foregoing registrations are valid, subsisting, unrevoked and uncancelled; as such they 

constitute prima facie evidence of the validity of the registered marks and of the registrations 

thereof aŶd of Opposer’s oǁŶership of the ŵarks shoǁŶ thereiŶ.  IŶ additioŶ, registratioŶ No.’s 

2218349 and 2199607 are incontestable by virtue of §15 (15 U.S.C §1065) of the Trademark Act.  

Opposer’s registratioŶs also ĐoŶstitute ŶotiĐe to AppliĐaŶt of Opposer’s Đlaiŵ of oǁŶership of 

the marks shown therein as provided in Sections 7(b), 22 and 33(a) of the Trademark Act. 

6. Since at least before the filing date of the Applications, Opposer has continuously used and 

promoted the HUBER® marks in interstate commerce in connection with its goods including the 

goods identified in the foregoing Registrations. 

7. Applicant seeks unrestricted federal registrations for HIBER and HIBER and design covering the 

goods set forth in the Applications in Class 19.  As such, if the Applicant is granted registrations 

based on the Applications, such registrations will constitute prima facie evidence of the 

AppliĐaŶt’s eǆĐlusiǀe right to use the registered ŵarks iŶ ĐoŵŵerĐe oŶ or iŶ ĐoŶŶeĐtioŶ ǁith the 

listed goods throughout the United States with no limitation thereon. 

8. Applicant uses or intends to use the marks shown in the Applications in connection with Glass 

building materials except sanitary apparatus, namely, foam glass for building, insulating glass for 

building; building materials, not of metal, namely, cellular PVC trim, plastic pipe supports; 

building glass; reinforcing materials, not of metal, for building. 
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9. AppliĐaŶt’s ǁeďsite states:  ͞[ the Company’s] main products include Alkali resistant glassfibre 

continuous roving, premix chopped strand, water-dispersed chopped strand and all kinds of 

scrim materials, which are widely used in architectural decoration, concrete cement fields, and 

external thermal insulatioŶ sǇsteŵs;EIF“Ϳ͟ aŶd that Hubei Huierjie New Material Technology 

Co., Ltd. is iŶ the ďusiŶess of ͞Construction & Decoration͟.  A priŶtout froŵ the AppliĐaŶt’s 

website http://www.hzxymbj.com/com/huierjie5698/introduce/ is attached as Exhibit 2.  See 

Exhibit 2 - a printout of http://www.hzxymbj.com/com/huierjie5698/introduce/ (Visited July 29, 

2018). 

10. The marks HIBER and HIBER and design for which applicant seeks registration are nearly 

ideŶtiĐal to Opposer’s ǁell-known HUBER® marks. 

11. In addition, the goods covered in the Applications are highly related to and complimentary to 

Opposer’s goods offered uŶder Opposer’s HUBER® marks.  Opposer uses its HUBER® marks, in 

part, in connection with building materials including composite panels and treated panels for 

flooring, walls and roofing used in residential and commercial construction. Applicant 

manufactures products used in architectural decoration and external thermal insulation systems 

in the construction business.  Thus, the goods covered by the Applications are highly related to 

and ĐoŵpliŵeŶtarǇ to Opposer’s goods offered uŶder its HUBER marks. 

12. AppliĐaŶt’s use of HIBER aŶd HIBER aŶd desigŶ on the goods cover in the Applications would 

Đreate a likelihood of ĐoŶfusioŶ ǁith Opposer’s use of HUBER® HUBER and design® and HUBER 

BLUE PLUS®, such that consumers would think the goods sold by Applicant come from Opposer 

or ŵight otherǁise ďelieǀe there is soŵe assoĐiatioŶ or affiliatioŶ ďetǁeeŶ Opposer’s serǀiĐe 

aŶd AppliĐaŶt’s goods.  Specifically, HIBER and HUBER are nearly identical in appearance and 

pronunciation – differing only by a single vowel. 

13. On December 19, 2017 Opposer filed a Letter of Protest with the Deputy Commissioner for 

Trademark Examination Policy regarding application Ŷo.’s 79219780 and 79219779 directing 

atteŶtioŶ to Opposer’s prior registration for HUBER®.  On July 6, 2018 the Office of the Deputy 

Commissioner for Trademark Examining Policy issued decisions accepting the Letter of Protest. 

For the reĐord, Đopies of Opposer’s Letter of Protest aŶd the deĐisioŶs aĐĐeptiŶg saŵe are 

attached as Exhibit 3. 

http://www.hzxymbj.com/com/huierjie5698/introduce/
http://www.hzxymbj.com/com/huierjie5698/introduce/
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14. Opposer will be damaged by registration of the Applications in that the marks HIBER and HIBER 

aŶd desigŶ are ŶearlǇ ideŶtiĐal to Opposer’s HUBER® marks, including as registered in the 

United States Patent and Trademark Office, and in which Opposer owns common law trademark 

rights, as to be likely, when used on or in connections with the goods as identified in the 

Applications, as to cause confusion, or to cause mistake or to deceive within the meaning of 

Section 2(d) of the Trademark Act, 15 U.S.C. § 1052(d). 

15. IŶ ǀieǁ of Opposer’s prior rights iŶ its HUBER® marks, Applicant is not entitled to federal 

registration of HIBER and HIBER and design pursuant to Section 2(d) of the Trademark Act, 15 

U.S.C. § 1052(d). 

WHEREFORE, Opposer prays that U.“. AppliĐatioŶ “erial No.’s 79219780 and 79219779 be rejected 

and stricken, that no registration be issued thereon to Applicant, and that this opposition be 

sustained in favour of Opposer. 

Opposer has tendered the opposition fee(s), and will tender any additional fee(s), which may be 

required. 

       Respectfully submitted, 

       IPSolved, LLP 

       Dated:  August 15, 2018     By:  /fredwmeyers/ 

        Frederick W. Meyers 

        53 W. Jackson Blvd., Suite 950 

        Chicago, IL 60604 

        Chicago.officialmail@ipsolved.com 

        Attorney for Opposer, J. M. Huber  

        Corporation 
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