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Mark : HERO NUTRITIONALS
Appl. Serial No. : 86/513,874

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of Trademark Application Serial No. 86/513,874
Published in the Official Gazette April 3, 2018

)
Hero AG, )
Opposer, )
) Opposition No. 91242373
v. )
)
Hero Nutritionals, Inc., )
Applicant. )
)

APPLICANT’S ANSWER TO NOTICE OF OPPOSITION
AND AFFIRMATIVE DEFENSES

I. APPLICANT’S ANSWER TO NOTICE OF OPPOSITION

Applicant, Hero Nutritionals, Inc. (“Hero” or “Applicant™), for its answer to the Notice of
Opposition filed by Hero AG (“Opposer”) against application for registration of Hero’s
trademark HERO NUTRITIONALS, Serial No. 86/513,874 filed January 26, 2015, and

published in the Official Gazette of April 3, 2018 (the “Mark™), pleads and avers as follows:

1. Answering 9 1 of the Notice of Opposition, Applicant admits to the allegations in
q1.

2. Answering 9 2 of the Notice of Opposition, Applicant admits to the allegations in
q2.

3. Answering 9 3 of the Notice of Opposition, Applicant denies knowledge and

information sufficient to form a belief as to the allegations contained in 9§ 3 and accordingly

denies each and every allegation contained in § 3 and puts Opposer to its strict burden of proof.
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4. Answering 9 4 of the Notice of Opposition, Applicant denies knowledge and
information sufficient to form a belief as to the allegations contained in 4 4 and accordingly
denies each and every allegation contained in § 4 and puts Opposer to its strict burden of proof.

5. Answering 9 5 of the Notice of Opposition, Applicant denies knowledge and
information sufficient to form a belief as to the allegations contained in § 5 and accordingly
denies each and every allegation contained in | 5 and puts Opposer to its strict burden of proof.

6. Answering 9 6 of the Notice of Opposition, Applicant denies knowledge and
information sufficient to form a belief as to the allegations contained in 4 6 and accordingly
denies each and every allegation contained in 6 and puts Opposer to its strict burden of proof.

7. Answering 9 7 of the Notice of Opposition, Applicant denies knowledge and
information sufficient to form a belief as to the allegations contained in 9 7 and accordingly
denies each and every allegation contained in § 7 and puts Opposer to its strict burden of proof.

8. Answering 9 8 of the Notice of Opposition, Applicant denies knowledge and
information sufficient to form a belief as to the allegations contained in 9§ 8 and accordingly
denies each and every allegation contained in § 8 and puts Opposer to its strict burden of proof.

9. Answering q 9 of the Notice of Opposition, Applicant denies each and every
allegation contained in § 9 and puts Opposer to its strict burden of proof.

10. Answering 4 10 of the Notice of Opposition, Applicant denies each and every
allegation contained in § 10 and puts Opposer to its strict burden of proof.

11. Answering 9§ 11 of the Notice of Opposition, Applicant denies each and every
allegation contained in § 11 and puts Opposer to its strict burden of proof.

12. Answering § 12 of the Notice of Opposition, Applicant denies knowledge and
information sufficient to form a belief as to the allegations contained in § 12 and accordingly

denies each and every allegation contained in 9 12 and puts Opposer to its strict burden of proof.
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13. Answering 9§ 13 of the Notice of Opposition, Applicant denies knowledge and
information sufficient to form a belief as to the allegations contained in § 13 and accordingly
denies each and every allegation contained in 9 13 and puts Opposer to its strict burden of proof.

14. Answering 9 14 of the Notice of Opposition, Applicant denies each and every
allegation contained in § 14 and puts Opposer to its strict burden of proof.

15. Answering 9§ 15 of the Notice of Opposition, Applicant denies each and every
allegation contained in § 15 and puts Opposer to its strict burden of proof.

16. Answering 4 16 of the Notice of Opposition, Applicant denies each and every
allegation contained in § 16 and puts Opposer to its strict burden of proof.

17. Answering 9§ 17 of the Notice of Opposition, Applicant denies each and every
allegation contained in § 17 and puts Opposer to its strict burden of proof.

18. Answering 9 18 of the Notice of Opposition, Applicant denies each and every
allegation contained in § 18 and puts Opposer to its strict burden of proof.

19. Answering 4 19 of the Notice of Opposition, Applicant denies knowledge and
information sufficient to form a belief as to the allegations contained in § 19 and accordingly
denies each and every allegation contained in 9 19 and puts Opposer to its strict burden of proof.

20. Answering 9§ 20 of the Notice of Opposition, Applicant admits to the allegation
that “Opposer cannot control the quality of Applicants Goods.” However, Applicant denies each
and every other allegation contained in 9 20 and puts Opposer to its strict burden of proof.

21. Answering 9 20 of the Notice of Opposition, Applicant denies knowledge and
information sufficient to form a belief as to the allegation that “If Applicant were granted the
registration applied for, it would thereby obtain the prima facie exclusive right to use of the mark
HERO NUTRITIOALS for Applicant’s Goods” and accordingly denies this allegation and puts

Opposer to its strict burden of proof. Applicant denies the allegation that “Such registration
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would thus be a source of damage and injury to Opposer” and puts Opposer to its strict burden of

proof.

II. AFFIRMATIVE DEFENSES

22. First Affirmative Defense. Opposer fails to state a claim upon which relief can be

granted.

23. Second Affirmative Defense. Applicant affirmatively alleges that the Examining

Attorney found no likelihood of confusion between Applicant’s mark and the pleaded marks of
Opposer’s.

24. Third Affirmative Defense. Applicant affirmatively alleges that there is no

likelihood of confusion, mistake or deception because, inter alia, Applicant’s mark and the
pleaded marks of Opposer, taken in their entireties as to appearance, sound, connotation and
commercial impression, are not confusingly similar.

25. Fourth Affirmative Defense. Applicant affirmatively alleges that there is no

likelihood of confusion, mistake or deception because any similarity between the Applicant’s
mark and the pleaded marks of Opposer is restricted to that portion of the marks consisting of the

word “hero”.

26. Fifth Affirmative Defense. Applicant affirmatively alleges that there is no
likelihood of confusion, mistake or deception because the goods described in the respective
applications and/or registrations of Opposer and Applicant are different and non-competing
goods.

217. Sixth Affirmative Defense. Applicant affirmatively alleges that Opposer has not

and cannot establish Opposer’s claim that it will be injured and damaged by the registration of
Applicant’s mark because Opposer does not sell any goods that are in competition with

Applicant’s goods.
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28. Seventh Affirmative Defense. Applicant affirmatively alleges that there is no
likelihood of confusion, mistake or deception because of the dissimilarity of established, likely to
be established, and/or likely to continue trade channels.

29. Eighth Affirmative Defense. Applicant affirmatively alleges that there is no

likelihood of confusion, mistake or deception because of the different consumers to whom sales
are made, and the different conditions under which sales are made.

30. Ninth Affirmative Defense. Applicant affirmatively alleges that there is no

likelihood of confusion, mistake or deception because of the number and nature of marks that use
the word “hero”. A search of the USPTO database using the search term “hero” identifies 2,341
live registered trademarks and/or pending applications. A search of the USPTO database using
the search term “hero” in International Class 029 identifies 55 marks, including 18 live
applications and/or registrations. A search of the USPTO database using the term “hero” in
International Class 030 identifies 116 marks, including 40 live applications and/or registrations.

31. Tenth Affirmative Defense. Applicant affirmatively alleges that the USPTO has

expressly limited the goods that Opposer may identify to its marks. In a first Office Action
against Opposer’s Application Serial No. 86401803 for the stylized term “hero,” in a blue
ovoid carrier design, for a wide variety of goods in classes 5, 29 and 30, the
Examining Attorney refused to allow registration due to a likelihood of confusion
with Applicant’s registered trademarks: U.S. Registration Nos. 2995645 HERO

NUTRITIONALS standard character mark, 3029888 HERO NUTRITIONALS plus design,
3992795 HERO NUTRITIONAL PRODUCTS standard character mark, and 4379986 HERO

standard character mark. In a Final Office Action against Opposer’s Application Serial No.

86401803 for the stylized term “hero,” in a blue ovoid carrier design, for a wide variety
of goods in classes 5, 29 and 30, the Examining Attorney expressly required that Opposer
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remove a number of goods from the application, specifically pointing to a likelihood of
confusion with Applicant’s registered trademarks: U.S. Registration Nos. 2995645, 3029888,
3992795 and 4379986. In restricting the goods that may be identified to Opposer’s application
Serial No. 86401803, the Examining Attorney made it clear that Opposer may not broadly
prevent Applicant from using and registering its HERO NUTRITIONALS mark in International
Classes 029 and 030.

32. Eleventh Affirmative Defense. Applicant affirmatively alleges that there is no

evidence of actual confusion.

33. Twelfth Affirmative Defense. Applicant affirmatively alleges that it had a bona

fide intent to produce the goods identified in Applicant’s trademark application at the time of the
filing of the application, and maintains that intent. Applicant has taken positive steps toward
product development. However, Opposer’s threatened opposition hampered Applicant’s
progress. In addition, examination of Applicant’s Application Serial No. 86513874 was
suspended pending examination of Opposer’s Application Serial No. 8641803, wherein
Opposer’s Application Serial No. 8641803 was first rejected, then ultimately restricted as to the
description of goods.
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III. REQUEST FOR REMEDY/RELIEF

WHEREFORE, Applicant respectfully prays that:
(a) this opposition be dismissed; and
(b) a registration for the mark HERO NUTRITIONALS be issued to Applicant.

Dated: August 17, 2018

Respectfully Submitted,
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By: N

Richard J. Hepner

Attorney for Applicant
25291 Fairgreen
Mission Viejo, CA 92692
(949) 280-4800

rhepner@hepnerlaw.com
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CERTIFICATE OF SERVICE

The undersigned hereby certifies that on this 17th day of August, 2018, a true copy of the
foregoing ANSWER TO NOTICE OF OPPOSITION AND AFFIRMATIVE DEFENSES was
served via first-class mail to:

V.T. Giordano

von Maltitz Derenberg Kunin Janssen & Giordano
60 East 42nd Street

New York, NY 10165

Email: vtgiordano@vonmaltitz.com

Phone: 212-661-1400

CERTIFICATE OF ELECTRONIC TRANSMISSION

The undersigned hereby certifies that this ANSWER TO NOTICE OF OPPOSITION
AND AFFIRMATIVE DEFENSES is being transmitted to the TTAB via the Electronic System

for Trademark Trial and Appeals on this 17th day of August, 2018.
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By: N
Richard J. Hepner
Attorney for Applicant

25291 Fairgreen

Mission Viejo, CA 92692
(949) 280-4800
rhepner@hepnerlaw.com



