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Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name

Honda Motor Co., Ltd.

Granted to Date
of previous ex-
tension

06/10/2018

Address

1-1, 2-Chome, Minami-AoyamaMinato-Ku
Tokyo, 107-8556
JAPAN

Attorney informa-
tion

Dyan Finguerra-DuCharme

Pryor Cashman LLP

7 Times Square

New York, NY 10036

UNITED STATES

Email: dfinguerra@pryorcashman.com, rklarberg@pryorcashman.com, tmdock-
eting@pryorcashman.com, kholder@pryorcashman.com, halex-
is@pryorcashman.com

Phone: 212-326-0443

Applicant Information

Application No

87536120 Publication date 12/12/2017

Opposition Filing
Date

06/11/2018 Opposition Peri- 06/10/2018

od Ends

Applicant

Stempf Automotive Industries, Inc.
6100 Baker Road

Minnetonka, MN 55345

UNITED STATES

Goods/Services Affected by Opposition

Class 012. First Use: 0 First Use In Commerce: 0
All goods and services in the class are opposed, namely: Wheel centering inserts mounted between-
hub studs and vehicle wheel

Grounds for Opposition

Priority and likelihood of confusion

Trademark Act Section 2(d)

Dilution by blurring

Trademark Act Sections 2 and 43(c)

Marks Cited by Opposer as Basis for Opposition

U.S. Registration | 2769867 Application Date 09/19/2001

No.

Registration Date | 09/30/2003 Foreign Priority NONE
Date



http://estta.uspto.gov

Word Mark PILOT
Design Mark
Description of NONE

Mark

Goods/Services

Class 012. First use: First Use: 2002/06/00 First Use In Commerce: 2002/06/00

MOTOR VEHICLES, NAMELY SUVS, AND STRUCTURAL PARTS THERE-
FOR

U.S. Registration | 1596280 Application Date 10/11/1989

No.

Registration Date | 05/15/1990 Foreign Priority NONE
Date

Word Mark PILOT

Design Mark

Description of NONE

Mark

Goods/Services Class 012. First use: First Use: 1988/07/18 First Use In Commerce: 1988/12/16
[ ALL TERRAIN VEHICLES AND STRUCTURAL PARTS THEREOF ] * STRUC-
TURAL PARTS FOR ALL TERRAIN VEHICLES *

Attachments 76314565#TMSN.png( bytes )
Notice of Opposition - PILOT SLEEVE ADVANCED CENTERING PRODUCTS
with design in Class 12.pdf(197176 bytes )

Signature /dyan finguerra-ducharme/

Name Dyan Finguerra-DuCharme

Date

06/11/2018




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of Trademark Application Serial No. 87/536,120
Mark: PILOT SLEEVE ADVANCED CENTERING PRODUCTS & Design
Filed: July 20, 2017

X
HONDA MOTOR CO., LTD., :
: Opposition No.
Opposer, :
: NOTICE OF OPPOSITION
V. :
STEMPF AUTOMOTIVE INDUSTRIES, INC. :
Applicant. :
X

Honda Motor Co., Ltd. (“Opposer’”), a corporation organized and existing under the laws
of Japan with a principal place of business at No. 1-1, 2-chome, Minami-Aoyama Minato-ku,
Tokyo, Japan 107-8556, believes that it will be damaged by the registration of the PILOT
SLEEVE ADVANCED CENTERING PRODUCTS & Design mark shown in Application Serial
No. 87/536,120 and hereby opposes the same. The grounds for Opposition are as follows:

1. Opposer is a Japanese corporation and the world’s largest engine maker and one
of the world’s leading auto manufacturers, which manufactures products that include
automobiles and motorcycles and parts therefor. American Honda Motor Co., Inc. (“AHM”) is a
wholly-owned subsidiary of Opposer and the exclusive distributor of Honda and Acura-branded
products, and all associated vehicle emblems, marks and logos, within the United States.
Among the products Opposer sells within the United States are motor vehicles and structural

parts therefor bearing the PILOT mark.



2. At least as early as June 30, 2002, Opposer began to use the PILOT mark in
connection with SUVs and structural parts and has continuously used the PILOT mark in the
United States in connection with these goods. At its debut, the Honda PILOT defined the
emerging market for midsize crossover SUVs. Offering strong V6 power, above-average fuel
economy, easy maneuverability, plenty of interior comfort and versatility, and seven-to-eight-
passenger seating, the PILOT met the needs of the modern family. Since its introduction in 2002,
the PILOT has become a leader in its class, has received widespread critical acclaim and is one
of Honda’s most successful product lines.

3. Opposer is the owner of U.S. Reg. No. 2,769,867 for the PILOT mark for use in
connection with Class 12 “motor vehicles, namely SUVs, and structural parts therefor.” Opposer
is also the owner of U.S. Reg. No. 1,596,280 for the PILOT mark for use in connection with

bRl

Class 12 “structural parts for all terrain vehicles.” True and correct copies of Opposer’s valid
and subsisting trademark registration certificates for the PILOT mark, along with true and correct
copies of the TSDR printouts for the registrations for the PILOT mark, are attached hereto as
Exhibit A. Opposer hereby gives notice in accordance with Trademark Rules of Practice
2.122(d)(2) that it will rely upon these registrations as evidence in this proceeding, and a status
copy showing present title may be introduced into evidence on its behalf during Opposer’s
testimony period. Furthermore, these registrations are valid, subsisting and in full force and
effect and serves as evidence of Opposer’s exclusive right to use the PILOT mark in commerce
on or in connection with the goods identified in the registrations, as provided by 15 U.S.C. §
1115(a). In addition, the PILOT mark has become incontestable pursuant to 15 U.S.C. § 1065

and therefore serves as conclusive proof of Opposer’s exclusive right to use the PILOT mark in

commerce or in connection with the goods in the registrations provided by 15 U.S.C. § 1115(b).

3078648 v2
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4. The PILOT mark is inherently distinctive and arbitrary.

5. Opposer’s registration for the PILOT mark is not limited by channels of trade or
by classes of purchasers.

6. Opposer has developed extensive common law rights in the PILOT mark as a
source identifier of reliable and high-quality motor vehicles and parts therefor, as well as
structural parts for all terrain vehicles.

7. By virtue of widespread sales and advertising and promotion of the goods offered
under the PILOT mark, Opposer’s mark has become well-known by the general public and in the
relevant industries, is recognized and relied upon as identifying Opposer’s goods and as
distinguishing them from the goods of others, and have come to represent and symbolize
extremely valuable goodwill belonging exclusively to Opposer. Opposer has spent substantial
time, effort and money promoting its goods under the PILOT mark. Through these efforts, the
PILOT mark has become famous within the meaning of Section 43(c) of the Lanham Act, as
amended 15 U.S.C. § 1125(c).

8. Upon information and belief, Stempf Automotive Industries, Inc. (“Applicant”) is
corporation organized under the laws of the State of Minnesota with its principal place of
business at 6100 Baker Road, Minnetonka, Minnesota 55345.

9. Notwithstanding Opposer’s prior rights in the PILOT mark and Opposer’s PILOT
vehicles and structural parts, Applicant filed intent-to-use U.S. Trademark Application Serial No.
87/536,120 for the PILOT SLEEVE ADVANCED CENTERING PRODUCTS & Deisgn mark
(“Applicant’s Mark™) for Class 12 “wheel centering inserts mounted between hub studs and

vehicle wheel” (the “Application”). The Application was filed on July 20, 2017, and was

3078648 v2
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published in the Official Gazette on December 12, 2017. Opposer was granted an extension of
time to file an opposition.

10. Opposer has continuously and exclusively used the PILOT mark in commerce
prior to Applicant’s filing date of the Application. As such, Opposer has priority.

11.  Applicant’s Mark wholly incorporates Opposer’s PILOT mark; inclusion of the
design and disclaimed terms do not diminish the substantial similarities in sight, sound, meaning
and commercial impression between the marks at-issue.

12. Applicant’s and Opposer’s goods are closely related and/or identical. Upon
information and belief, consumers are likely to mistakenly believe that the “sleeve” structural
part sold by Applicant is specifically made for Honda’s PILOT vehicle.

13. The Application is not limited by channels of trade or by classes of purchasers.

14.  Applicant is likely to market and promote its goods through the same channels of
trade and to the same consumers as Opposer.

15. Registration should be refused pursuant to Section 2(d) of the Trademark Act of
1946, as amended, 15 U.S.C. § 1052(d), on the grounds that Applicant’s Mark so resembles
Opposer’s PILOT mark as to cause confusion, mistake and/or deception, all to the damage of
Opposer.

16. Opposer’s PILOT mark became famous before the filing date of the Application.

17. Applicant’s Mark mark so closely resembles Opposer’s previously registered
PILOT mark as to likely cause dilution by blurring of the distinctive quality of Opposer’s famous
PILOT mark. As such, Applicant’s Mark is not entitled to registration pursuant to 15 U.S.C.

§ 1125(c).

3078648 v2
18223.00500 4



18.  If Applicant is granted registration for the Applicant’s Mark, it would obtain,
thereby, at least a prima facie exclusive right to use the mark. Such registration would be a
source of damage and injury to Opposer.

WHEREFORE, Opposer, by its undersigned attorneys, requests that the Trademark Trial
and Appeal Board sustain its opposition to Application Serial No. 87/536,120 and grant any and
all further relief to Opposer that the Board finds necessary and just in the circumstances.

Opposer appoints as its attorneys in these proceedings Dyan Finguerra-DuCharme, Ryan
S. Klarberg and Kamilah Holder of the firm Pryor Cashman LLP, 7 Times Square, New York,
New York 10036, to whom all correspondence in this proceeding should be addressed. Please
charge Deposit Account No. 500932 for the filing fee for this Notice of Opposition and for any
other fees that may be due.

Dated: June 11, 2018
Respectfully submitted,

PRYOR CASHMAN LLP
\l ’/\\ ’\ / /, )\\ | /«\ y “\ k.(,/\{ »A\______/
D g

Dyan Finguerra-DuCharme

Ryan S. Klarberg

Kamilah Holder

7 Times Square

New York, New York 10036
dfinguerra-ducharme@pryorcashman.com
rklarberg(@pryorcashman.com
kholder@pryorcashman.com
tmdocketing@pryorcashman.com

Attorneys for Opposer Honda Motor Co., Ltd.

3078648 v2
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EXHIBIT A




Int, Cl.: 12

Prior U.S. Cls.: 19, 21, 23, 31, 35, and 44
Reg. No. 2,769,867

United States Patent and Trademark Office  Registered Sep. 30, 2003

TRADEMARK
PRINCIPAL REGISTER

PILOT

HONDA GIKEN KOGYO KABUSHIKI KAISHA FIRST USE 6-0-2002; IN COMMERCE 6-0-2002.
(HONDA MOTOR CO., LTD.) JAPAN COR-
PORATION)
NO. 1-1, 2-CHOME OWNER OF U.S. REG. NO. 1,596,280.
MINAMIAOYAMA
MINATO-KU, TOKYO 107-8556, JAPAN
SN 76-314,565, FILED 9-19-2001.
FOR: MOTOR VEHICLES, NAMELY SUVS, AND
STRUCTURAL PARTS THEREFOR, IN CLASS 12
(U.S. CLS. 19, 21, 23, 31, 35 AND 44). KHANH LE, EXAMINING ATTORNEY



Generated on:

This page was generated by TSDR on 2018-06-08 16:47:58 EDT

Mark: PILOT
US Serial Number: 76314565 Application Filing Sep. 19, 2001
Date:
US Registration 2769867 Registration Date: Sep. 30, 2003
Number:
Register: Principal
Mark Type: Trademark
Status: The registration has been renewed.
Status Date: May 20, 2013
Publication Date: Oct. 08, 2002 Notice of Dec. 31, 2002
Allowance Date:
Mark Information
Mark Literal PILOT
Elements:
Standard Character No

Claim:

Mark Drawing
Type:

1- TYPESET WORD(S) /LETTER(S) /NUMBER(S)

Related Properties Information

Claimed Ownership
of US
Registrations:

1596280

Goods and Services

Note: The following symbols indicate that the registrant/owner has amended the goods/services:

e Brackets [..] indicate deleted goods/services;
e Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
e Asterisks *..* identify additional (new) wording in the goods/services.

For: MOTOR VEHICLES, NAMELY SUVS, AND STRUCTURAL PARTS THEREFOR
International 012 - Primary Class U.S Class(es): 019, 021, 023, 031, 035, 044
Class(es):
Class Status: ACTIVE
Basis: 1(a)
First Use: Jun. 2002 Use in Commerce: Jun. 2002
Basis Information (Case Level)
Filed Use: No Currently Use: Yes Amended Use: No
Filed ITU: Yes Currently ITU: No Amended ITU: No
Filed 44D: No Currently 44D: No Amended 44D: No
Filed 44E: No Currently 44E: No Amended 44E: No
Filed 66A: No Currently 66A: No

Filed No Basis: No

Currently No Basis: No

Current Owner(s) Information




Owner Name:

Owner Address:

Legal Entity Type:

HONDA GIKEN KOGYO KABUSHIKI KAISHA (Honda Motor Co., Ltd.)

1-1, 2-Chome, Minami-Aoyama, Minato-ku
Tokyo 1078556

Attorney Name:

Attorney Primary
Email Address:

Correspondent
Name/Address:

Phone:

Correspondent e-

JAPAN
CORPORATION State or Country JAPAN

Where Organized:

Attorney/Correspondence Information
Attorney of Record
Erin M. Hickey Docket Number: 10691-000700
tmdoctc@fr.com Attorney Email Yes
Authorized:
Correspondent

Erin M. Hickey
FISH & RICHARDSON P.C.
P.O. BOX 1022
MINNEAPOLIS, MINNESOTA 55440-1022
UNITED STATES
(858) 678-5070 Fax: (858) 678-5099

tmdoctc@fr.com Correspondent e- Yes

mail: mail Authorized:
Domestic Representative
Domestic Anthony L. Fletcher Phone: 212-765-5070
Representative
Name:
Fax: 212-258-2291
Domestic tmdoctc@fr.com Domestic Yes
Representative e- Representative e-
mail: mail Authorized:
Prosecution History
Date Description ::Lonigiging

May 20, 2013 NOTICE OF ACCEPTANCE OF SEC. 8 & 9 - E-MAILED
May 20, 2013 REGISTERED AND RENEWED (FIRST RENEWAL - 10 YRS) 68502
May 20, 2013 REGISTERED - SEC. 8 (10-YR) ACCEPTED/SEC. 9 GRANTED 68502
May 20, 2013 CASE ASSIGNED TO POST REGISTRATION PARALEGAL 68502
Apr. 24,2013 TEAS SECTION 8 & 9 RECEIVED
Dec. 20, 2012 ATTORNEY/DOM.REP.REVOKED AND/OR APPOINTED
Dec. 20, 2012 TEAS REVOKE/APP/CHANGE ADDR OF ATTY/DOM REP RECEIVED
Mar. 10, 2010 NOTICE OF SUIT
Dec. 06, 2008 REGISTERED - SEC. 8 (6-YR) ACCEPTED & SEC. 15 ACK. 70131
Nov. 20, 2008 ASSIGNED TO PARALEGAL 70131
Nov. 13, 2008 TEAS SECTION 8 & 15 RECEIVED
Oct. 06, 2004 TEAS CHANGE OF CORRESPONDENCE RECEIVED
Sep. 30, 2003 REGISTERED-PRINCIPAL REGISTER
Aug. 04, 2003 ALLOWED PRINCIPAL REGISTER - SOU ACCEPTED
Aug. 04, 2003 ASSIGNED TO EXAMINER 76738
Aug. 01, 2003 CASE FILE IN TICRS
Jul. 07, 2003 STATEMENT OF USE PROCESSING COMPLETE
May 22, 2003 USE AMENDMENT FILED
May 27, 2003 PAPER RECEIVED
Dec. 31, 2002 NOA MAILED - SOU REQUIRED FROM APPLICANT
Oct. 08, 2002 PUBLISHED FOR OPPOSITION
Sep. 18, 2002 NOTICE OF PUBLICATION
Jul. 10, 2002 APPROVED FOR PUB - PRINCIPAL REGISTER
Jun. 12, 2002 CORRESPONDENCE RECEIVED IN LAW OFFICE



Dec. 07, 2001 NON-FINAL ACTION MAILED
Nov. 23, 2001 ASSIGNED TO EXAMINER

78472

Maintenance Filings or Post Registration Information

Affidavit of Section 8 - Accepted
Continued Use:
Affidavit of Section 15 - Accepted
Incontestability:
Renewal Date: Sep. 30, 2013
TM Staff and Location Information
TM Staff Information - None
File Location
Current Location: GENERIC WEB UPDATE Date in Location: May 20, 2013
Proceedings
Summary
Number of 9
Proceedings:
Type of Proceeding: Opposition
Proceeding 91240158 Filing Date: Mar 21, 2018
Number:
Status: Pending Status Date: Mar 21, 2018
Interlocutory ELIZABETH A DUNN
Attorney:
Defendant
Name: Stempf Automotive Industries, Inc.
Correspondent MARK J. BURNS
Address: HAUGEN LAW FIRM PLLP

Correspondent e-
mail:

Associated marks
Mark

PILOT SLEEVE

Name:

Correspondent
Address:

Correspondent e-
mail:

Associated marks
Mark

PILOT
PILOT

Entry Number

121 SOUTH EIGHTH STREET 1130 TCF TOWER
MINNEAPOLIS MN , 55402

haugenmail@haugenlaw.com

Application Status flﬁ::t: o
Opposition Pending 87536056

Plaintiff(s)
Honda Motor Co., Ltd.

Dyan Finguerra-DuCharme
Pryor Cashman LLP

7 Times Square

New York, NY , 10036
UNITED STATES

Registration
Number

dfinguerra-ducharme@pryorcashman.com , tmdocketing@pryorcashman.com , rklarberg@pryorcashman.com , halexis@pryorcashma

n.com
Application Status Serial Number
Renewed 76314565
Renewed 73830617
Prosecution History
History Text Date
FILED AND FEE Mar 21, 2018
NOTICE AND TRIAL DATES SENT; ANSWER DUE: Mar 21, 2018

PENDING, INSTITUTED Mar 21, 2018

Registration
Number

2769867
1596280

Due Date

Apr 30, 2018



STIP FOR EXT
EXTENSION OF TIME GRANTED

Apr 24,2018
Apr 24,2018

Type of Proceeding: Opposition

Proceeding
Number:

Status:

Interlocutory
Attorney:

Name:

Correspondent
Address:

Correspondent e-
mail:

Associated marks
Mark

PROPILOT

Name:

Correspondent
Address:

Correspondent e-
mail:

Associated marks

91236499 Filing Date: Sep 06, 2017

Pending Status Date: Sep 06, 2017
MARY B MYLES

Defendant
Nissan Jidosha Kabushiki Kaisha

ROBERT S WEISBEIN
FOLEY & LARDNER LLP

90 PARK AVENUE

NEW YORK NY , 10016-1314
UNITED STATES

IPDocketing@foley.com

Application Status

Opposition Pending
Plaintiff(s)
Honda Motor Co., Ltd.

DYAN FINGUERRA-DUCHARME
PRYOR CASHMAN LLP

7 TIMES SQUARE

NEW YORK NY , 10036

UNITED STATES

Serial
Number

87081300

Registration
Number

dfinguerra-ducharme@pryorcashman.com , rklarberg@pryorcashman.com , halexis@pryorcashman.com , tmdocketing@pryorcashma

n.com

Registration

Mark Application Status Serial Number NI
PILOT Renewed 76314565 2769867
Prosecution History
Entry Number History Text Date Due Date
1 FILED AND FEE Sep 06, 2017
2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Sep 06, 2017 Oct 16, 2017
3 PENDING, INSTITUTED Sep 06, 2017
4 D APPEARANCE / POWER OF ATTORNEY Oct 04, 2017
5 ANSWER Oct 04, 2017
6 STIP TO SUSP PEND SETTL NEGOTIATIONS Nov 13, 2017
7 SUSPENDED Nov 13, 2017
8 STIP TO SUSP PEND SETTL NEGOTIATIONS Jan 11,2018
9 SUSPENDED Jan 11,2018
10 W/DRAW OF OPPOSITION May 14, 2018
Type of Proceeding: Opposition
Proceeding 91236178 Filing Date: Aug 16,2017
Number:
Status: Pending Status Date: Aug 16, 2017
Interlocutory WENDY COHEN
Attorney:
Defendant
Name: Daimler AG
Correspondent DIANE DONNELLY
Address: VON MALTITZ DERENBERG KUNIN ET AL

60 EAST 42ND STREET , SUITE 2446
NEW YORK NY , 10165
UNITED STATES



Correspondent e-
mail:

Associated marks
Mark

DRIVE PILOT

Name:

Correspondent
Address:

Correspondent e-

ddonnelly@vonmaltitz.com

Application Status

Opposition Pending
Plaintiff(s)
Honda Motor Co., Ltd.

DYAN FINGUERRA-DUCHARME
PRYOR CASHMAN LLP

7 TIMES SQUARE

NEW YORK NY , 10036

UNITED STATES

Serial
Number

79190067

Registration
Number

dfinguerra-ducharme@pryorcashman.com , rklarberg@pryorcashman.com , tmdocketing@pryorcashman.com , halexis@pryorcashma

mail: n.com
Associated marks
Mark Application Status Serial Number :zg:it;?tion
PILOT Renewed 76314565 2769867
Prosecution History
Entry Number History Text Date Due Date
1 FILED AND FEE Aug 16, 2017
2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Aug 16, 2017 Sep 25, 2017
3 PENDING, INSTITUTED Aug 16, 2017
4 ANSWER Sep 21, 2017
5 STIP TO SUSP PEND SETTL NEGOTIATIONS Nov 13, 2017
6 SUSPENDED Nov 13, 2017
7 STIP TO SUSP PEND SETTL NEGOTIATIONS Jan 08, 2018
8 SUSPENDED Jan 08, 2018
9 STIP TO SUSP PEND SETTL NEGOTIATIONS Mar 07, 2018
10 SUSPENDED Mar 07, 2018
11 STIP TO SUSP PEND SETTL NEGOTIATIONS May 03, 2018
12 SUSPENDED May 03, 2018
Type of Proceeding: Opposition
Proceeding 91233306 Filing Date: Mar 08, 2017
Number:
Status: Terminated Status Date: Mar 06, 2018
Interlocutory MARY CATHERINE FAINT
Attorney:
Defendant
Name: Nissan Jidosha Kabushiki Kaisha TA Nissan Motor Co., Ltd.
Correspondent NORM J RICH
Address: FOLEY & LARDNER LLP

Correspondent e-
mail:

Associated marks
Mark

PROPILOT

Name:

Correspondent
Address:

90 PARK AVENUE
NEW YORK NY , 10016-1314
UNITED STATES

ipdocketing@foley.com , nrich@foley.com , rweisbein@foley.com , Iglenn@foley.com , schoepfer@foley.com , nquintero@foley.com,

glaw@foley.com

Application Status

Abandoned - After Inter-Partes Decision
Plaintiff(s)
Honda Motor Co., Ltd.

DYAN FINGUERRA-DUCHARME
PRYOR CASHMAN LLP

7 TIMES SQUARE

NEW YORK NY , 10036

UNITED STATES

Serial
Number

87081305

Registration
Number



Correspondent e-
mail:

Associated marks

dfinguerra-ducharme@pryorcashman.com , rklarberg@pryorcashman.com , jeischeid@pryorcashman.com , tmdocketing@pryorcashm

an.com , halexis@pryorcashman.com

Registration

Mark Application Status Serial Number Number
PILOT Renewed 76314565 2769867
Prosecution History
Entry Number History Text Date Due Date
1 FILED AND FEE Mar 08, 2017
2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Mar 08, 2017 Apr 17,2017
3 PENDING, INSTITUTED Mar 08, 2017
4 D MOT FOR EXT W/ CONSENT Apr 13,2017
5 EXTENSION OF TIME GRANTED Apr 13,2017
6 D MOT FOR EXT W/ CONSENT Jun 16, 2017
7 EXTENSION OF TIME GRANTED Jun 16, 2017
8 D APPEARANCE / POWER OF ATTORNEY Jul 13, 2017
9 ANSWER Jul 13, 2017
10 NO PROOF OF SERVICE IN ENTRIES 8 & 9; DATES REMAIN AS SET Jul 17,2017
11 P MOT TO SUSP W/ CONSENT PEND SETTL NEGOTIATIONS Aug 10, 2017
12 TRIAL DATES REMAIN AS SET Aug 14, 2017
13 STIP TO SUSP PEND SETTL NEGOTIATIONS Aug 18, 2017
14 SUSPENDED Aug 18, 2017
15 STIP TO SUSP PEND SETTL NEGOTIATIONS Nov 13, 2017
16 SUSPENDED Nov 13, 2017
17 STIP TO SUSP PEND SETTL NEGOTIATIONS Jan 11, 2018
18 SUSPENDED Jan 11, 2018
19 W/DRAW OF APPLICATION Feb 28, 2018
20 BD DECISION: DISMISSED W/O PREJ Mar 06, 2018
21 TERMINATED Mar 06, 2018
Type of Proceeding: Opposition
Proceeding 91210113 Filing Date: Apr 03, 2013
Number:
Status: Terminated Status Date: Sep 15,2014
Interlocutory YONG OH (RICHARD) KIM
Attorney:
Defendant
Name: Pilot Tasit Koltuklari Sanayi Ve Ticare T Anonim Sirketi
Correspondent JOHN S EGBERT
Address: EGBERT LAW OFFICES PLLC

Correspondent e-
mail:

Associated marks
Mark
PILOTCAR

Name:

Correspondent
Address:

Correspondent e-
mail:

Associated marks

1314 TEXAS AVE, 21ST FLOOR
HOUSTON TX, 77002
UNITED STATES

mail@egbertlawoffices.com

Application Status

Abandoned - After Inter-Partes Decision
Plaintiff(s)
Honda Motor Co., Ltd.

DYAN FINGUERRA DUCHARME
PRYOR CASHMAN LLP

7 TIMES SQUARE

NEW YORK NY , 10036

UNITED STATES

Serial
Number

79107287

dfinguerra-ducharme@pryorcashman.com , jeischeid@pryorcashman.com , tmdocketing@pryorcashman.com

Registration
Number



Registration

Mark Application Status Serial Number Number
PILOT Renewed 76314565 2769867
Prosecution History
Entry Number History Text Date Due Date
1 FILED AND FEE Apr 03, 2013
2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Apr 08, 2013 May 18, 2013
3 PENDING, INSTITUTED Apr 08, 2013
4 ANSWER May 16, 2013
5 STIP FOR EXT Jan 13, 2014
6 EXTENSION OF TIME GRANTED Jan 13, 2014
7 P MOT FOR SUMMARY JUDGMENT Mar 12, 2014
8 SUSP PEND DISP OF OUTSTNDNG MOT Mar 24, 2014
9 BD DECISION: SUSTAINED Sep 15, 2014
10 TERMINATED Sep 15, 2014
Type of Proceeding: Opposition
Proceeding 91197357 Filing Date: Nov 10, 2010
Number:
Status: Terminated Status Date: May 26, 2011
Interlocutory MICHAEL B ADLIN
Attorney:
Defendant
Name: |WS Ingenieurgesellschaft Weiner & Schroeter mbH
Correspondent URSULA B DAY
Address: LAW FIRM OF URSULA B. DAY
708 3RD AVENUE , ROOM 1501
NEW YORK NY , 10017-4109
UNITED STATES
Correspondent e- patentlaw@ursuladay.net
mail:
Associated marks
Mark Application Status Serial Number :ﬁg:i:f T
PILOTPROTECTOR Registered 77823867 4194949
Plaintiff(s)

Name:

Correspondent
Address:

Correspondent e-
mail:

Associated marks

Mark

PILOT
PILOT

0 N o o b~ W NN =

Entry Number

Honda Motor Co., Ltd.

ERIN M HICKEY

FISH & RICHARDSON PC

601 LEXINGTON AVENUE, 52ND FLOOR
NEW YORK NY , 10022-4611

UNITED STATES

tmdoctc@fr.com , enh@fr.com , alf@fr.com , adh@fr.com , myw@fr.com , fletcher@fr.com , hickey@fr.com

Application Status Serial Number
Renewed 73830617
Renewed 76314565
Prosecution History
History Text Date

FILED AND FEE Nov 10, 2010
NOTICE AND TRIAL DATES SENT; ANSWER DUE: Nov 12, 2010
PENDING, INSTITUTED Nov 12, 2010
P'S MOT TO SUSP PEND SETLMT NEGOTIATIONS Dec 21, 2010
SUSPENDED Dec 21, 2010
P'S MOT TO SUSP PEND SETLMT NEGOTIATIONS Mar 22, 2011
SUSPENDED Mar 22, 2011

P'S MOT TO SUSP PEND SETLMT NEGOTIATIONS Apr 14, 2011

Registration
Number

1596280
2769867

Due Date

Dec 22,2010



10
11
12

SUSPENDED Apr 14, 2011
WITHDRAWAL OF OPPOSITION May 20, 2011
BD'S DECISION: DISMISSED W/O PREJUDICE May 26, 2011
TERMINATED May 26, 2011

Type of Proceeding: Opposition

Proceeding
Number:

Status:

Interlocutory
Attorney:

Name:

Correspondent
Address:

Correspondent e-
mail:

Associated marks

Mark

PILOT ENGINES

Name:

Correspondent
Address:

Correspondent e-
mail:

Associated marks

Pl

Mark

LOT

PILOT

0 N o 0o~ WwN =

- 4 4 a4 g g ©
[ IS N N =

Entry Number

91195196 Filing Date: Jun 07,2010

Terminated Status Date: May 18, 2011
ROBERT COGGINS

Defendant
Reviva, Inc.

MICHAEL B LASKY

ALTERA LAW GROUP LLC

220 S 6TH ST STE 1700
MINNEAPOLIS MN , 55402-4511
UNITED STATES

mlasky@alteralaw.com , jarmstrong@alteralaw.com

Registration
Number

4112155

Application Status fl‘::?l;er
Section 8 and 15 - Accepted and Acknowledged 77648458
Plaintiff(s)

Honda Motor Co., Ltd.

ERIN HICKEY

FISH & RICHARDSON PC

PO BOX 1022

MINNEAPOLIS MN , 55440-1022

UNITED STATES

Hickey@fr.com , enh@fr.com

Application Status Serial Number
Renewed 73830617
Renewed 76314565
Prosecution History
History Text Date

FILED AND FEE Jun 07, 2010
NOTICE AND TRIAL DATES SENT; ANSWER DUE: Jun 07, 2010
PENDING, INSTITUTED Jun 07, 2010
STIPULATION FOR AN EXTENSION OF TIME Jun 25, 2010
EXTENSION OF TIME GRANTED Jun 25, 2010
STIPULATION FOR AN EXTENSION OF TIME Sep 15, 2010
EXTENSION OF TIME GRANTED Sep 16, 2010
STIPULATION FOR AN EXTENSION OF TIME Nov 12, 2010
EXTENSION OF TIME GRANTED Nov 12, 2010
STIPULATION FOR AN EXTENSION OF TIME Jan 03, 2011
EXTENSION OF TIME GRANTED Jan 03, 2011
MOTION TO AMEND APPLICATION Mar 10, 2011
AMDT GRANTED IN PART; RESPONSE DUE Mar 18, 2011
MOTION TO AMEND APPLICATION Apr 13, 2011
BD'S DECISION: DISMISSED W/ PREJUDICE May 18, 2011
TERMINATED May 18, 2011

Registration
Number

1596280
2769867

Due Date

Jul 17,2010

Type of Proceeding: Opposition

Proceeding 91166163 Filing Date: Aug 08, 2005

Number:



Status:

Interlocutory
Attorney:

Name:

Correspondent
Address:

Associated marks

Mark
PILOT
Name:
Correspondent
Address:

Correspondent e-
mail:

Associated marks

Terminated
JYLL S TAYLOR

R-Vision, Inc.

James D. Hall
Botkin & Hall, LLP

105 E. Jefferson Blvd., Suite 400

South Bend IN , 46601
UNITED STATES

HONDA MOTOR CO.

ANTHONY L. FLETCHER
FISH & RICHARDSON P.C.

Status Date: Nov 30, 2005

Defendant

I Serial
Application Status Number
Abandoned - After Inter-Partes Decision 78340155

Plaintiff(s)

153 EAST 53RD STREET, CITIGROUP CENTER - 52NC FLOOR

NEW YORK NY , 10022
UNITED STATES

hudson@fr.com , nbr@fr.com

Registration
Number

Registration

Mark Application Status Serial Number Number
PILOT Renewed 76314565 2769867
Prosecution History
Entry Number History Text Date Due Date
1 FILED AND FEE Aug 08, 2005
2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Aug 09, 2005 Sep 18, 2005
3 PENDING, INSTITUTED Aug 09, 2005
4 DEF'S W/D OF APPLICATION Sep 19, 2005
5 BOARD'S DECISION: SUSTAINED Nov 30, 2005
6 TERMINATED Nov 30, 2005
Type of Proceeding: Extension of Time
Proceeding 78340155 Filing Date: Jul 13, 2005
Number:
Status: Terminated Status Date: Sep 13, 2005
Interlocutory
Attorney:
Defendant
Name: R-Vision, Inc.
Correspondent James D. Hall
Address: Botkin & Hall, LLP

Associated marks

Mark
PILOT
Name:
Correspondent
Address:

105 E. Jefferson Blvd., Suite 400
South Bend IN , 46601
UNITED STATES

Honda Motor Co., Ltd.

Irene E. Hudson
Fish & Richardson P.C.

— Serial
Application Status Number
Abandoned - After Inter-Partes Decision 78340155

Potential Opposer(s)

153 East 53rd StreetCitigroup Center - 52nd Floor

New York NY , 10022
UNITED STATES

Registration
Number



Correspondent e- hudson@fr.com , nbr@fr.com
mail:

Associated marks

Mark
PILOT
Entry Number History Text
INCOMING - EXT TIME TO OPPOSE FILED
2 EXTENSION OF TIME GRANTED

Application Status

Renewed
Prosecution History

Serial Number

76314565

Date
Jul 13, 2005
Jul 13, 2005

Registration
Number

2769867

Due Date



Int. Cl.: 12

Prior U.S. Cl.: 19
. Reg. No. 1,596,280
United States Patent and Trademark Office Registered May 15, 1990

TRADEMARK
PRINCIPAL REGISTER
PILOT
HONDA GIKEN KOGYO KABUSHIKI KAISHA FIRST USE 7-18-1988; IN COMMERCE
(JAPAN CORPORATION) 12-16-1988.
NO. 1-1
2-CHOME, MINAMI-AOYAMA, MINATO-KU
TOKYO, JAPAN 107 SER. NO. 73-830,617, FILED 10-11-1989.

FOR: ALL TERRAIN VEHICLES AND
STRUCTURAL PARTS THEREOF, IN CLASS 12 )
(U.S. CL. 19). STEPHEN JANOSKI, EXAMINING ATTORNEY

o PRI N - a 1w agmmpes



Generated on: This page was generated by TSDR on 2018-06-08 16:49:34 EDT

Mark: PILOT
US Serial Number: 73830617 Application Filing Oct. 11, 1989
Date:
US Registration 1596280 Registration Date: May 15, 1990
Number:

Register: Principal
Mark Type: Trademark
Status: The registration has been renewed.
Status Date: May 10, 2010
Publication Date: Feb. 20, 1990

Mark Information

Mark Literal PILOT
Elements:

Standard Character No
Claim:
Mark Drawing 1 - TYPESET WORD(S) /LETTER(S) /NUMBER(S)
Type:

Goods and Services

Note: The following symbols indicate that the registrant/owner has amended the goods/services:
e Brackets [..] indicate deleted goods/services;
e Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
e Asterisks *..* identify additional (new) wording in the goods/services.

For: [ ALL TERRAIN VEHICLES AND STRUCTURAL PARTS THEREOF | * STRUCTURAL PARTS FOR ALL TERRAIN VEHICLES *

International 012 - Primary Class U.S Class(es): 019, 021, 023, 031, 035, 044
Class(es):
Class Status: ACTIVE
Basis: 1(a)
First Use: Jul. 18, 1988 Use in Commerce: Dec. 16, 1988

Basis Information (Case Level)

Filed Use: Yes Currently Use: Yes Amended Use: No
Filed ITU: No Currently ITU: No Amended ITU: No
Filed 44D: No Currently 44D: No Amended 44D: No
Filed 44E: No Currently 44E: No Amended 44E: No
Filed 66A: No Currently 66A: No

Filed No Basis: No Currently No Basis: No

Current Owner(s) Information

Owner Name: HONDA GIKEN KOGYO KABUSHIKI KAISHA



Owner Address:

1-1, Minami-Aoyama, 2-chome, Minato-ku

TOKYO 1078556

JAPAN
Legal Entity Type: CORPORATION State or Country JAPAN
Where Organized:
Attorney/Correspondence Information
Attorney of Record
Attorney Name: Erin M. Hickey Docket Number: 10691-007600

Attorney Primary
Email Address:

Correspondent
Name/Address:

Phone:

Correspondent e-
mail:

Domestic
Representative
Name:

Fax:

Domestic

tmdoctc@fr.com

Erin M. Hickey

Fish & Richardson P.C.

P.O. Box 1022

Minneapolis, MINNESOTA 55440-1022
UNITED STATES

(858) 678-5070
tmdoctc@fr.com

Anthony L. Fletcher

877-769-7945
tmdocny@fr.com

Attorney Email Yes
Authorized:

Correspondent

Fax: (858) 678-5099

Correspondent e- Yes
mail Authorized:

Domestic Representative

Phone: 212-765-5070

Domestic Yes

Representative e-

Representative e-

mail: mail Authorized:
Prosecution History
Date Description z:’oncinging
Dec. 20, 2012 ATTORNEY/DOM.REP.REVOKED AND/OR APPOINTED
Dec. 20, 2012 TEAS REVOKE/APP/CHANGE ADDR OF ATTY/DOM REP RECEIVED
May 10, 2010 REGISTERED AND RENEWED (SECOND RENEWAL - 10 YRS) 68502
May 10, 2010 REGISTERED - SEC. 8 (10-YR) ACCEPTED/SEC. 9 GRANTED
May 07, 2010 REGISTERED - COMBINED SECTION 8 (10-YR) & SEC. 9 FILED 68502
May 07, 2010 TEAS RESPONSE TO OFFICE ACTION-POST REG RECEIVED
Dec. 03, 2009 POST REGISTRATION ACTION MAILED - SEC. 8 & 9 68502
Dec. 01, 2009 TEAS SECTION 8 & 9 RECEIVED
Jan. 02, 2009 CASE FILE IN TICRS
Jul. 19, 2000 REGISTERED AND RENEWED (FIRST RENEWAL - 10 YRS)
Jul. 19, 2000 REGISTERED - SEC. 8 (10-YR) ACCEPTED/SEC. 9 GRANTED
Dec. 17, 1999 REGISTERED - COMBINED SECTION 8 (10-YR) & SEC. 9 FILED
Dec. 17, 1999 REGISTERED - SEC. 9 FILED/CHECK RECORD FOR SEC. 8
Jul. 29, 1996 REGISTERED - SEC. 8 (6-YR) ACCEPTED & SEC. 15 ACK.
Apr. 29, 1996 REGISTERED - SEC. 8 (6-YR) & SEC. 15 FILED
May 15, 1990 REGISTERED-PRINCIPAL REGISTER
Feb. 20, 1990 PUBLISHED FOR OPPOSITION
Jan. 22, 1990 NOTICE OF PUBLICATION
Dec. 02, 1989 APPROVED FOR PUB - PRINCIPAL REGISTER
Dec. 02, 1989 ASSIGNED TO EXAMINER 67972

Maintenance Filings or Post Registration Information

Affidavit of Section 8 - Accepted
Continued Use:

Affidavit of Section 15 - Accepted



Incontestability:
Renewal Date: May 15, 2010

TM Staff and Location Information

TM Staff Information - None
File Location

Current Location: GENERIC WEB UPDATE Date in Location: May 10, 2010

Proceedings

Summary

Number of 3
Proceedings:

Type of Proceeding: Opposition

Proceeding 91240158 Filing Date: Mar 21, 2018
Number:
Status: Pending Status Date: Mar 21, 2018
Interlocutory ELIZABETH A DUNN
Attorney:
Defendant
Name: Stempf Automotive Industries, Inc.
Correspondent MARK J. BURNS
Address: HAUGEN LAW FIRM PLLP
121 SOUTH EIGHTH STREET 1130 TCF TOWER
MINNEAPOLIS MN , 55402
Correspondent e- haugenmail@haugenlaw.com
mail:
Associated marks
Mark Application Status
PILOT SLEEVE Opposition Pending
Plaintiff(s)

Name: Honda Motor Co., Ltd.

Correspondent Dyan Finguerra-DuCharme
Address: Pryor Cashman LLP
7 Times Square
New York, NY , 10036
UNITED STATES

Serial
Number

87536056

Registration
Number

Correspondent e- dfinguerra-ducharme@pryorcashman.com , tmdocketing@pryorcashman.com , rklarberg@pryorcashman.com , halexis@pryorcashma

mail: n.com

Associated marks

Serial Number

76314565
73830617

Date
Mar 21, 2018
Mar 21, 2018
Mar 21, 2018
Apr 24,2018
Apr 24,2018

Registration
Number

2769867
1596280

Due Date

Apr 30, 2018

Mark Application Status
PILOT Renewed
PILOT Renewed
Prosecution History
Entry Number History Text
1 FILED AND FEE
2 NOTICE AND TRIAL DATES SENT; ANSWER DUE:
3 PENDING, INSTITUTED
4 STIP FOR EXT
5 EXTENSION OF TIME GRANTED
Type of Proceeding: Opposition
Proceeding 91197357 Filing Date: Nov 10, 2010
Number:
Status: Terminated Status Date: May 26, 2011

Interlocutory MICHAEL B ADLIN
Attorney:



Defendant
Name: IWS Ingenieurgesellschaft Weiner & Schroeter mbH

Correspondent URSULA B DAY
Address: LAW FIRM OF URSULA B. DAY
708 3RD AVENUE , ROOM 1501
NEW YORK NY , 10017-4109
UNITED STATES

Correspondent e- patentlaw@ursuladay.net
mail:

Associated marks
Mark Application Status Serial Number

PILOTPROTECTOR Registered 77823867
Plaintiff(s)
Name: Honda Motor Co., Ltd.

Correspondent ERIN M HICKEY
Address: FISH & RICHARDSON PC
601 LEXINGTON AVENUE, 52ND FLOOR
NEW YORK NY , 10022-4611
UNITED STATES

Correspondent e- tmdoctc@fr.com , enh@fr.com , alf@fr.com , adh@fr.com , myw@fr.com , fletcher@fr.com , hickey@fr.com
mail:

Associated marks

Mark Application Status Serial Number

Registration
Number

4194949

Registration

Number
PILOT Renewed 73830617 1596280
PILOT Renewed 76314565 2769867
Prosecution History
Entry Number History Text Date Due Date

1 FILED AND FEE Nov 10, 2010

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Nov 12, 2010 Dec 22, 2010
3 PENDING, INSTITUTED Nov 12,2010

4 P'S MOT TO SUSP PEND SETLMT NEGOTIATIONS Dec 21, 2010

5 SUSPENDED Dec 21, 2010

6 P'S MOT TO SUSP PEND SETLMT NEGOTIATIONS Mar 22, 2011

7 SUSPENDED Mar 22, 2011

8 P'S MOT TO SUSP PEND SETLMT NEGOTIATIONS Apr 14, 2011

9 SUSPENDED Apr 14, 2011

10 WITHDRAWAL OF OPPOSITION May 20, 2011

11 BD'S DECISION: DISMISSED W/O PREJUDICE May 26, 2011

12 TERMINATED May 26, 2011

Type of Proceeding: Opposition
Proceeding 91195196 Filing Date: Jun 07,2010
Number:
Status: Terminated Status Date: May 18, 2011
Interlocutory ROBERT COGGINS
Attorney:
Defendant

Name: Reviva, Inc.

Correspondent MICHAEL B LASKY
Address: ALTERA LAW GROUP LLC
220 S 6TH ST STE 1700
MINNEAPOLIS MN , 55402-4511
UNITED STATES

Correspondent e- mlasky@alteralaw.com , jarmstrong@alteralaw.com
mail:

Associated marks

Serial

Mark Application Status Number

Registration
Number



PILOT ENGINES Section 8 and 15 - Accepted and Acknowledged 77648458 4112155

Plaintiff(s)
Name: Honda Motor Co., Ltd.
Correspondent ERIN HICKEY
Address: FISH & RICHARDSON PC
PO BOX 1022
MINNEAPOLIS MN , 55440-1022
UNITED STATES
Correspondent e- Hickey@fr.com, enh@fr.com
mail:
Associated marks
Mark Application Status Serial Number nzgizt;ftion
PILOT Renewed 73830617 1596280
PILOT Renewed 76314565 2769867
Prosecution History
Entry Number History Text Date Due Date
1 FILED AND FEE Jun 07, 2010
2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Jun 07, 2010 Jul 17,2010
3 PENDING, INSTITUTED Jun 07, 2010
4 STIPULATION FOR AN EXTENSION OF TIME Jun 25, 2010
5 EXTENSION OF TIME GRANTED Jun 25, 2010
6 STIPULATION FOR AN EXTENSION OF TIME Sep 15, 2010
7 EXTENSION OF TIME GRANTED Sep 16, 2010
8 STIPULATION FOR AN EXTENSION OF TIME Nov 12, 2010
9 EXTENSION OF TIME GRANTED Nov 12, 2010
10 STIPULATION FOR AN EXTENSION OF TIME Jan 03, 2011
11 EXTENSION OF TIME GRANTED Jan 03, 2011
12 MOTION TO AMEND APPLICATION Mar 10, 2011
13 AMDT GRANTED IN PART; RESPONSE DUE Mar 18, 2011
14 MOTION TO AMEND APPLICATION Apr 13, 2011
15 BD'S DECISION: DISMISSED W/ PREJUDICE May 18, 2011
16 TERMINATED May 18, 2011
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