
Trademark Trial and Appeal Board Electronic Filing System. http://estta.uspto.gov

ESTTA Tracking number: ESTTA896043

Filing date: 05/11/2018

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name BattleBots, Inc.

Granted to Date
of previous ex-
tension

05/12/2018

Address Building 140, 1024 Nimitz Avenue,
Mare Island
Vallejo, CA 94592
UNITED STATES

Attorney informa-
tion

Evan M. Kent
Mitchell Silberberg & Knupp LLP
11377 W. Olympic Boulevard
Los Angeles, CA 90064
UNITED STATES
Email: amd@msk.com, pxt@msk.com, emk@msk.com, Trademark@msk.com
Phone: (310) 312-2000

Applicant Information

Application No 87646921 Publication date 03/13/2018

Opposition Filing
Date

05/11/2018 Opposition Peri-
od Ends

05/12/2018

Applicant Grimm, Kenneth
3 E Neff Ave
Masontown, PA 15461
UNITED STATES

Goods/Services Affected by Opposition

Class 041. First Use: 0 First Use In Commerce: 0
All goods and services in the class are opposed, namely: Educational services, namely, conducting
programs that provide training coursesand classes in the field of science, technology, engineering
and mathematics (STEM) for students and providing curricula in connection therewith; Educational
competitions for students in the field ofscience, technology, engineering and mathematics (STEM)
featuring robots

Grounds for Opposition

Priority and likelihood of confusion Trademark Act Section 2(d)

Dilution by blurring Trademark Act Sections 2 and 43(c)

Marks Cited by Opposer as Basis for Opposition

U.S. Registration
No.

2731171 Application Date 02/12/2001

http://estta.uspto.gov


Registration Date 07/01/2003 Foreign Priority
Date

NONE

Word Mark BATTLEBOTS

Design Mark

Description of
Mark

NONE

Goods/Services Class 009. First use: First Use: 2000/12/07 First Use In Commerce: 2000/12/07

Computer products, namely, computer game software [and software for design-
ing computer games], computer game disks, computer game programs,
[computer game cassettes and tapes,] computer game cartridges, [multimedia
software downloadable from a global computer network and computer firmware
for playing and designing computer games, computer mouse pads, computer
screen savers; video game machines for use with television sets;] video game
cartridges and tape cassettes, pre-recorded video tapes and digital video discs
featuring robotic competitions, computergame programs [and video game output
machines for use with television sets, cinematographic motion picture films fea-
turing robotic competitions and the action and science fiction genres, electronic
burglar and fire alarms; electronic door sentinels, namely, computerized smart
card for controlling access to facilities,password-activated electronic diaries,
pocket reference personal digital assistants, hand-held electronic mail message
communicators, namely, pocket computers]

Class 016. First use: First Use: 2000/12/07 First Use In Commerce: 2000/12/07

[ Printed matter, namely, magazines, periodicals, newsletters and news bulletins
featuring robotic characters and vehicles, children's fictional and action books
featuring robotic characters and vehicles ; stationery, posters, comic
books,stickers, pens and pencils all featuring robotic characters and vehicles;
collectible trading cards featuring robotic characters and vehicles]

Class 025. First use: First Use: 2000/12/07 First Use In Commerce: 2000/12/07

Clothing, namely, t-shirts [, sweatshirts, sweatpants,] hats, caps[ and shoes]

Class 028. First use: First Use: 2000/12/07 First Use In Commerce: 2000/12/07

Toys, namely, battery and non-battery operated, assembled and non-assembled
action figures featuring robots and vehicles, remote and radio controlled
vehicles;[slot and open track racing sets; die-cast toy vehicles;] battery and non-
battery operated action figures featuring robots and vehicles, toy model hobby-
craft kits of all descriptions; [talking and] non-talking, electronic and non-
electronic action figures [and dolls] in variousdesigns, scales and materials and
constructions; [talking and non-talking, electronic and non-electronic stuffed,
plushand cloth toys in all designs, scales, materials and constructions including
bean bag plush toys; plush toys, namely, collectible back-pack clip-ons; action
figures, playsets and accessories of all descriptions for use in connection with all
aforementioned action figures featuring robots, vehicles, dolls, stuffed, plush and
cloth toys; collectible backpack toys featuring robotic characters and vehicles;]
electronic and non-electronic construction activity sets for use with action figures
featuring robots, vehiclesand accessories; [electronic hand-held game equip-
ment of all descriptions; ]electronic and non-electronic table-top, board and ac-
tion games of all descriptions, [electronic table-top pinball machines, creative
activity games, namely, parlor games, creative cooking activity playsets, namely,



a toy oven, toy cooking utensils, and also containing foods preparations to be
used therewith, electronic and non-electronic toy tools, toy design devices and
toy accessories to be used with role-playing game activities, and electronic and
animatronic toy piggy banks]

Class 035. First use: First Use: 2000/12/07 First Use In Commerce: 2000/12/07

[On-line retail store services featuring computer products, pre-recorded video-
tapes, printed materials, clothing, sports bags, keychains, plastic sports bottles
and toys]

Class 041. First use: First Use: 2000/12/07 First Use In Commerce: 2000/12/07

Entertainment services, namely, competitive events between robots; entertain-
ment in the nature of a series of motion pictures, television programs and cable
television programs featuring competitive events between robots; providing a
web site via the global computer network for providing entertainment information
relating to motion picture film, television and video entertainment featuring com-
petitive events between robots

U.S. Registration
No.

2790061 Application Date 02/06/2001

Registration Date 12/09/2003 Foreign Priority
Date

NONE

Word Mark BATTLEBOTS

Design Mark

Description of
Mark

NONE

Goods/Services Class 020. First use: First Use: 2001/11/06 First Use In Commerce: 2001/11/06

Plastic and non-metal collectible key chains featuring robotic characters and
vehicles

Class 021. First use: First Use: 2001/11/06 First Use In Commerce: 2001/11/06

Plastic sports bottles sold empty and plastic cups featuring robotic charac-
tersand vehicles [and non-metal piggy banks]

U.S. Registration
No.

2756698 Application Date 08/14/2000

Registration Date 08/26/2003 Foreign Priority
Date

NONE

Word Mark BATTLEBOTS



Design Mark

Description of
Mark

NONE

Goods/Services Class 006. First use: First Use: 2001/10/01 First Use In Commerce: 2001/10/01

[ Metal key chains; electronic and animatronic metal piggy banks ]

Class 009. First use: First Use: 2000/12/07 First Use In Commerce: 2000/12/07

Computer products, namely, computer game software and [ software for design-
ing computer games, ] computer game disks, computer game programs, [ com-
puter game cassettes and tapes, ] computer game cartridges, [ multimedia soft-
ware downloadable from a global computer network and computer firmware for
playing and designing computer games, computer mouse pads, computer
screen savers, ] video game products, namely, computer game programs and[
video game machines for use with television sets, ] video game cartridges an-
dtape cassettes; prerecorded video tapesand digital video discs featuring com-
puter games and characters; [ cinematographic motion picture films featuring ac-
tion and science fiction; ] motion picture films for broadcast on television and
cable networks featuring action [ and science fiction ]; electronic message
boards; [ electronic door sentinels, namely, computerized smart card for con-
trolling access to facilities; password-activated electronic diaries; pocket refer-
ence personal digital assistants, hand-held electronic mail message communic-
ators, namely, pocket computers, ] and electronic and animatronic clocks

Class 016. First use: First Use: 2000/12/07 First Use In Commerce: 2000/12/07

[Printed matter, namely, magazines, periodicals, newsletters and news bullet-
insfeaturing robotic characters and vehicles, children's fictional, action books
featuring robotic characters and vehicles; stationery, posters, comic books,
stickers, pens and pencils all featuring robotic characters and vehicles; collect-
ible trading cards featuring robotic characters and vehicles ]

Class 018. First use: First Use: 2001/10/01 First Use In Commerce: 2001/10/01

[ All-purpose sports bags featuring robotic characters and vehicles; collectible
non-metal key chains featuring roboticcharacters and vehicles ]

Class 021. First use: First Use: 2000/12/07 First Use In Commerce: 2000/12/07

Plastic sports bottles [ and plastic cups ] featuring robotic characters and
vehicles [ and non-metal piggy banks ]

Class 025. First use: First Use: 2000/12/07 First Use In Commerce: 2000/12/07

Clothing, namely, t-shirts, [ sweatshirts, and sweatpants ]

Class 028. First use: First Use: 2000/12/07 First Use In Commerce: 2000/12/07

Toys, namely, battery and non-battery operated, assembled and non-assembled
action figures featuring robots and vehicles, remote and radio controlled
vehicles;[ slot and open track racing sets; die-cast toy vehicles; ] battery and
non-battery operated action figures featuring robots and vehicles; toy model



hobby-craft kits of all descriptions; talking and non-talking, electronic and non-
electronic action figures and dolls in various designs, scales and materials and
constructions; [ talking and non-talking, electronic and non-electronic stuffed,
plush and cloth toys in all designs, scales, materials and constructions including
bean bag plush toys; Plush toys, namely, collectible back-pack clip-ons; action
figures, playsets and accessories of all descriptions for use in connection with all
aforementioned action figures featuring robots, vehicles, dolls, stuffed, plush and
cloth toys; collectible backpack toys featuring robotic characters and vehicles; ]
electronic and non-electronic construction activity sets for use with action figures
featuring robots, vehiclesand accessories; [ electronic hand-heldgame equip-
ment of all descriptions; electronic and ] non-electronic table-top, board and ac-
tion games of all descriptions; [ electronic table-top pinball machines; creative
activity games, namely, parlor games, creative cooking activity playsets, namely,
a toy oven, toy cooking utensils, and also containing foods preparations to be
used therewith; electronic and non-electronic toy tools, toy design devices and
toy accessories to be used with role-playing game activities; andelectronic and
animatronic toy piggy banks ]

U.S. Registration
No.

4087293 Application Date 05/26/2011

Registration Date 01/17/2012 Foreign Priority
Date

NONE

Word Mark BOXERBOTS

Design Mark

Description of
Mark

NONE

Goods/Services Class 041. First use: First Use: 2011/04/18 First Use In Commerce: 2011/04/18

Entertainment services, namely, arranging and conducting fighting competitions
between robots; entertainment services, namely, production of series of motion
pictures, on-going television programs, video programs, and video disc for oth-
ers, all featuring competitive events between robots; providing a website via the
internet featuring entertainment information relating to live events, motion pic-
ture, television, video, and digital discentertainment featuring competitive events
between robots

U.S. Registration
No.

5030484 Application Date 11/30/2015

Registration Date 08/30/2016 Foreign Priority
Date

NONE

Word Mark BATTLEBOX



Design Mark

Description of
Mark

NONE

Goods/Services Class 028. First use: First Use: 1999/01/00 First Use In Commerce: 1999/01/00

Toys, namely, electronic and non-electronic, assembled and non-assembled ac-
tiontoy model hobbycraft kits of all descriptions; playsets of all descriptions for-
use in connection with action figures featuring robots; toy vehicles and toy
vehicle accessories, plastic collectible clip-on toys; construction toys, namely,
electronic and non-electronic construction activity sets for use in connection with
action figures featuring robots, toyvehicles and accessories
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Signature /Evan M. Kent/

Name Evan M. Kent

Date 05/11/2018



 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

BATTLEBOTS, INC., 

Opposer, 

v. 

KENNETH GRIMM, 

Applicant. 

Opposition No.: ________________ 

Application Serial No.:  87/646,921 

Filed:  October 16, 2017 

Published:  March 13, 2018 

NOTICE OF OPPOSITION 

BattleBots, Inc. (“BattleBots” or “Opposer”), a California corporation with its principal 

place of business at Building 140, 1024 Nimitz Avenue, Mare Island, Vallejo, California, 94592, 

believes that it will be damaged by the registration of the mark shown in Application Serial No. 

87/646,921 (the “Opposed Mark”) and therefore opposes registration of the same under Section 

13 of the Lanham Act, 15 U.S.C. § 1063.  The grounds for opposition are as follows: 

1. BattleBots is an entity that has been engaged in, among other things, the

development, production, and licensing of television shows, toy robots and battling robots, and 

other merchandise, and has built a successful business in connection therewith.  Since at least as 

early as December 7, 2000, Opposer has used BATTLEBOTS trademarks in connection with its 

goods and services.  As such, BattleBots is the owner of a family of marks comprised of the 

word BATTLEBOTS that identify and distinguish its goods and services in commerce. 

2. Examples of the extent of Opposer’s use of its BATTLEBOTS names and marks

can be seen at its website, www.battlebots.com, and includes, but is not limited to, television 
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programs delivered by cable and broadcast television and the Internet, toys, clothing, and various 

other licensed merchandising programs.  Opposer has authorized merchandising deals with 

prominent toy companies, and its products are currently distributed through, inter alia, 

Amazon.com, Walmart, and on the BattleBots website at http://store.battlebots.com/.    

3. In 2014, ABC picked up the BATTLEBOTS television show.  From 2015-2016, 

ABC aired a revival series of the show and featured the show for two seasons.  In 2017, the 

Science Channel picked up and aired repeats of the show.  This year, the BATTLEBOTS 

television show will be carried on both the Science and Discovery Channels for its third revival 

series.  In addition, numerous seasons of the BATTLEBOTS television show have aired on 

Comedy Central, and seasons of the show have been and are now being syndicated to over 150 

countries internationally.   

4. BattleBots also is the owner of U.S. registrations in the U.S. Patent and 

Trademark Office (“USPTO”) for the following marks (collectively, the “Marks”): 

 

A. Mark:   BATTLEBOTS 

  

 Reg. No.:  2,731,171 

  

 First Use:  December 7, 2000 

  

 Filed:   February 12, 2001 

  

 Registered:  July 1, 2003 

Goods/Services: Computer products, namely, computer game software, 

computer game disks, computer game programs, computer 

game cartridges, video game cartridges and tape cassettes, 

pre-recorded video tapes and digital video discs featuring 

robotic competitions, computer game programs, in Class 9 

Clothing, namely, t-shirts hats, caps, in Class 25 
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Toys, namely, battery and non-battery operated, assembled 

and non-assembled action figures featuring robots and 

vehicles, remote and radio controlled vehicles; battery and 

non-battery operated action figures featuring robots and 

vehicles, toy model hobby-craft kits of all descriptions; 

non-talking, electronic and non-electronic action figures in 

various designs, scales and materials and constructions; 

electronic and non-electronic construction activity sets for 

use with action figures featuring robots, vehicles and 

accessories; electronic and non-electronic table-top, board 

and action games of all descriptions, in Class 28 

Entertainment services, namely, competitive events 

between robots; entertainment in the nature of a series of 

motion pictures, television programs and cable television 

programs featuring competitive events between robots; 

providing a web site via the global computer network for 

providing entertainment information relating to motion 

picture film, television and video entertainment featuring 

competitive events between robots, in Class 41  

 

B. Mark:   BATTLEBOTS 

 

 Reg. No.:  2,790,061 

 

 First Use:  November 6, 2001 

 

 Filed:   February 6, 2001 

 

 Registered:  December 9, 2003 

 

Goods/Services: Plastic and non-metal collectible key chains featuring 

robotic characters and vehicles, in Class 20 

Plastic sports bottles sold empty and plastic cups featuring 

robotic characters and vehicles, in Class 21 
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C. Mark:    

     
 

 

 Reg. No.:  2,756,698 

 

 First Use:  December 7, 2000 

 

 Filed:   August 14, 2000 

 

 Registered:  August 26, 2003 

 

Goods/Services: Computer products, namely, computer game software and 

computer game disks, computer game programs, computer 

game cartridges, video game products, namely, computer 

game programs and video game cartridges and tape 

cassettes; prerecorded video tapes and digital video discs 

featuring computer games and characters; motion picture 

films for broadcast on television and cable networks 

featuring action; electronic message boards; and electronic 

and animatronic clocks, in Class 9 

Plastic sports bottles featuring robotic characters and 

vehicles, in Class 21 

Toys, namely, battery and non-battery operated, assembled 

and non-assembled action figures featuring robots and 

vehicles, remote and radio controlled vehicles;  battery and 

non-battery operated action figures featuring robots and 

vehicles; toy model hobby-craft kits of all descriptions; 

talking and non-talking, electronic and non-electronic 

action figures and dolls in various designs, scales and 

materials and constructions; electronic and non-electronic 

construction activity sets for use with action figures 

featuring robots, vehicles and accessories; non-electronic 

table-top, board and action games of all descriptions, in 

Class 28 
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D. Mark:   BOXERBOTS 

 

 Reg. No.:  4,087,293 

 

 First Use:  April 18, 2011 

 

 Filed:   May 26, 2011 

 

 Registered:  January 17, 2012 

 

 Goods/Services: Entertainment services, namely, arranging and conducting 

fighting competitions between robots; entertainment 

services, namely, production of series of motion pictures, 

on-going television programs, video programs, and video 

disc for others, all featuring competitive events between 

robots; providing a website via the internet featuring 

entertainment information relating to live events, motion 

picture, television, video, and digital disc entertainment 

featuring competitive events between robots, in Class 41 

 

 

E. Mark:   BATTLEBOX 

 

 Reg. No.:  5,030,484 

 

 First Use:  1999 

 

 Filed:   November 30, 2015 

 

 Registered:  August 30, 2016 

 

Goods/Services:  Toys, namely, electronic and non-electronic, assembled and 

non-assembled action toy model hobbycraft kits of all 

descriptions; playsets of all descriptions for use in 

connection with action figures featuring robots; toy 

vehicles and toy vehicle accessories, plastic collectible clip-

on toys; construction toys, namely, electronic and non-

electronic construction activity sets for use in connection 

with action figures featuring robots, toy vehicles and 

accessories, in Class 28 
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5. True and correct copies of registrations for the above Marks and TSDR records 

showing current status and title are attached hereto as Exhibit A, and are incorporated by 

reference as though fully set forth herein.   

6. All of BattleBots’ registrations identified above are valid and subsisting and 

prima facie evidence of the validity thereof and of BattleBots’ ownership and exclusive right to 

use the Marks in commerce, and are constructive notice of BattleBots’ ownership thereof, all as 

provided by Sections 7(b) and 22 of the Lanham Act.  In addition, U.S. Reg. Nos. 2,731,171 and 

2,756,698 are incontestable as to all goods and/or services listed therein under Section 15 of the 

Lanham Act, 15 U.S.C. § 1065, meaning that the registrations are conclusive evidence of 

Opposer’s exclusive right to the registered marks in commerce on, or in connection with, the 

goods or services stated in the registrations, as provided by Section 33(b) of the Lanham Act, 15 

U.S.C. § 1115(b). 

7. BattleBots has expended considerable funds and made significant efforts in 

promoting and advertising BattleBots’ goods and services identified by the Marks.  These goods 

and services have enjoyed enormous commercial success and have been the subject of 

substantial, unsolicited media attention.  As a result, BattleBots has established an enviable 

reputation with the public, acquired substantial goodwill, and attained distinctiveness and fame 

in each of the Marks throughout the entire United States.   

8. Opposer has accumulated extensive goodwill in connection with, inter alia, the 

exhibition of robotic contests for the general public, for corporate events, and through licensing 

to non-profit education organizations, and the sale of its goods bearing this mark, and this 

goodwill is an important asset of its business and very valuable to it. 
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9. Indeed, Opposer’s business under its Marks is not only limited to the United 

States, but has been international in scope since prior to October 16, 2017.  Opposer maintains 

multiple valid trademark registrations in at least twenty-one (21) other countries, including 

Argentina, Australia, Brazil, Canada, Chile, China, the European Union, Hong Kong, Japan, 

Malaysia, Mexico, New Zealand, Norway, the Philippines, the Russian Federation, Singapore, 

South Korea, Switzerland, Thailand, Taiwan, and Turkey. 

10. As a result of BattleBots’ widespread use of the Marks in the United States and 

worldwide, extensive advertising and promotion, continuous and unsolicited media coverage, the 

high degree of consumer recognition of the Marks, and the strong and loyal base of customers 

who enjoy BattleBots’ goods and services, among other factors, the Marks are famous within the 

meaning of Section 43(c) of the Lanham Act, 15 U.S.C. § 1125(c).   

11. BattleBots’ rights in the Marks notwithstanding, on October 16, 2017, Applicant 

Kenneth Grimm (“Applicant” or “Grimm”) filed with the USPTO an intent-to-use trademark 

application designated as Application Serial No. 87/646,921 which seeks to register the mark 

COMBAT BOTS for:  “[e]ducational services, namely, conducting programs that provide 

training courses and classes in the field of science, technology, engineering and mathematics 

(STEM) for students and providing curricula in connection therewith; [e]ducational competitions 

for students in the field of science, technology, engineering and mathematics (STEM) featuring 

robots” in International Class 41 (herein “the Opposed Application”).  

12. The Opposed Application was published for opposition in the Trademark Official 

Gazette on March 13, 2018.  BattleBots timely filed an extension of the opposition period to May 

12, 2018.  
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FIRST GROUND FOR OPPOSITION:   

LIKELIHOOD OF CONFUSION 

13. BattleBots incorporates by reference Paragraphs 1 through 12, inclusive, as if 

fully set forth herein. 

14. BattleBots began using the Marks at least as early as December 7, 2000, and filed 

applications resulting in federal registrations for the Marks well prior to when Applicant filed the 

Opposed Application. 

15. The Marks are strong and famous. 

16. BattleBots’ use and/or constructive use rights for the Marks are prior to any rights 

of Applicant to the COMBAT BOTS mark and have been continuous and extremely 

commercially significant.   

17. Applicant is not affiliated with or sponsored by BattleBots, and has never been 

authorized by BattleBots to use the Marks in any form. 

18. In view of the similarities between, on the one hand, each of the Marks, and, on 

the other hand, the COMBAT BOTS mark that is the subject of the Opposed Application, and 

the relationship between BattleBots’ goods and services as identified by the Marks and the 

services identified in the Opposed Application, it is likely that members of the public will 

erroneously believe that Applicant’s services originate with, or are in some manner connected or 

associated with, or sponsored by, BattleBots, all to the harm of BattleBots’ goodwill and 

reputation. 

19. Applicant’s COMBAT BOTS mark so resembles each of the Marks when used 

on, or in connection with, Applicant’s services as to be likely to cause confusion, mistake or to 

deceive, and is therefore precluded from registration under Section 2(d) of the Lanham Act, 15 

U.S.C. § 1052(d). 
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SECOND GROUND FOR OPPOSITION:   

DILUTION OF A FAMOUS MARK 

20. BattleBots incorporates by reference Paragraphs 1 through 19, inclusive, as if 

fully set forth herein. 

21. The Marks are inherently distinctive as an identifier of the source of BattleBots’ 

goods and services and have been in widespread and exclusive use by BattleBots in the United 

States and internationally for well over a decade. 

22. BattleBots has broadly promoted the Marks, and BattleBots’ goods and services 

offered under the Marks have received extensive media attention. 

23. As a result of the enormous publicity afforded the Marks, and the strong and loyal 

base of customers who enjoy BattleBots’ goods and services, the Marks have a high degree of 

consumer recognition, are widely recognized by the general consuming public of the United 

States as a designation of BattleBots’ good and services, and are famous. 

24. The Marks became famous before Applicant applied to register the COMBAT 

BOTS mark on October 16, 2017. 

25. In view of the fame of each of the Marks, and that this fame preceded any of 

Applicant’s rights in its mark, Applicant’s COMBAT BOTS mark will lessen the capacity of 

Opposer’s famous Marks to identify and distinguish Opposer’s goods and services, and is 

therefore likely to dilute Opposer’s Marks.  Accordingly, registration is therefore also precluded 

under 13(a) and 43(c) of the Lanham Act, 15 U.S.C. §§ 1063(a), and 1125(c), respectively. 

26. If Applicant is granted registration of the COMBAT BOTS mark, it would cause 

damage and injury to BattleBots, inter alia, because Applicant would obtain a wrongful prima 

facie exclusive right to use of its COMBAT BOTS mark. 
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WHEREFORE, BattleBots respectfully requests that this Opposition be granted, and that 

Application Serial No. 87/646,921 be denied registration. 

 

Date:  May 11, 2018 Respectfully submitted, 

 

 

By: /s/Evan M. Kent  

Evan M. Kent, Esq. 

Alesha M. Dominique, Esq. 

MITCHELL SILBERBERG & KNUPP LLP 

11377 W. Olympic Boulevard 

Los Angeles, CA 90064 

Telephone: (310) 312-2000 

emk@msk.com  

amd@msk.com 

Trademark@msk.com 

 

Attorneys for Opposer, BattleBots, Inc. 

mailto:emk@msk.com
mailto:amd@msk.com
mailto:Trademark@msk.com
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CERTIFICATE OF ELECTRONIC TRANSMISSION 

 I hereby certify that this NOTICE OF OPPOSITION is being transmitted electronically 

through ESTTA pursuant to 37 C.F.R. §2.195(a) on May 11, 2018. 

 

      /s/Alesha M. Dominique  

      Alesha Dominique 

 

 

 

CERTIFICATE OF SERVICE 

 

 I hereby certify that a true and correct copy of this NOTICE OF OPPOSITION was 

served on May 11, 2018 by e-mail and first-class mail, postage prepaid, on the following: 

 

Kenneth Grimm 

3 E Neff Ave.  

Masontown, PA 15461 

uspto@trademarks411.com 

 

 

 

      /s/Alesha M. Dominique  

      Alesha Dominique 



EXHIBIT A



Int. Cls.: 9, 16, 25, 28, 35 and 41

Prior U.S. Cls.: 2, 5, 21, 22, 23, 26, 29, 36, 37, 38, 39,
50, 100, 101, 102 and 107

United States Patent and Trademark Office
Reg. No. 2,731,171LKJIHGFEDCBA

Registered July I, 2003

TRADEMARK 
SERVICE MARK 

PRINCIPAL REGISTER

BATTLEBOTSZYXWVUTSRQPONMLKJIHGFEDCBA

B A T T L E B O T S , IN C . (C A L IF O R N IA  C O R P O R A ­

T IO N )

7 0 1  D E  L O N G  A V E N U E  

U N IT  K

N O V A T O . C A  9 4 9 4 7

F O R : C O M P U T E R  P R O D U C T S , N A M E L Y  C O M ­

P U T E R  G A M E  S O F T W A R E  A N D  S O F T W A R E  F O R  

D E S IG N IN G  C O M P U T E R  G A M E S . C O M P U T E R  

G A M E  D IS K S , C O M P U T E R  G A M E  P R O G R A M S , 

C O M P U T E R  G A M E  C A S S E T T E S  A N D T A P E S , C O M  

P U T E R  G A M E  C A R T R ID G E S , M U L T IM E D IA  

S O F T W A R E  D O W N L O A D A B L E  F R O M  A  G L O B A L  

C O M P U T E R  N E T W O R K  A N D  C O M P U T E R  F IR M ­

W A R E  F O R  P L A Y IN G  A N D  D E S IG N IN G  C O M P U ­

T E R  G A M E S , C O M P U T E R  M O U S E  P A D S , 

C O M P U T E R  S C R E E N  S A V E R S ; V ID E O  G A M E  M A ­

C H IN E S  F O R  U S E  W IT H  T E L E V IS IO N  S E T S ; V ID E O  

G A M E  C A R T R ID G E S  A N D  T A P E  C A S S E T T E S , P R E ­

R E C O R D E D  V ID E O  T A P E S  A N D  D IG IT A L  V ID E O  

D IS C S  F E A T U R IN G  R O B O T IC  C O M P E T IT IO N S , 

C O M P U T E R  G A M E  P R O G R A M S  A N D  V ID E O  

G A M E  O U T P U T  M A C H IN E S  F O R  U S E  W IT H  T E L ­

E V IS IO N  S E T S , C IN E M A T O G R A P H IC  M O T IO N  

P IC T U R E  F IL M S  F E A T U R IN G  R O B O T IC  C O M P E ­

T IT IO N S  A N D  T H E  A C T IO N  A N D  S C IE N C E  F IC ­

T IO N  G E N R E S , E L E C T R O N IC  B U R G L A R  A N D  

F IR E  A L A R M S ; E L E C T R O N IC  D O O R  S E N T IN E L S , 

N A M E L Y  C O M P U T E R IZ E D  S M A R T  C A R D  F O R  

C O N T R O L L IN G  A C C E S S  T O  F A C IL IT IE S , P A S S ­

W O R D -A C T IV A T E D  E L E C T R O N IC  D IA R IE S , 

P O C K E T  R E F E R E N C E  P E R S O N A L  D IG IT A L  A S S IS ­

T A N T S , H A N D -H E L D  E L E C T R O N IC  M A IL  M E S ­

S A G E  C O M M U N IC A T O R S , N A M E L Y  P O C K E T  

C O M P U T E R S . IN  C L A S S  9  (U .S . C L S . 2 1 . 2 3 , 2 6 . 3 6  

A N D  3 8 ) .

F IR S T  U S E  1 2 -7 -2 0 0 0 ; IN  C O M M E R C E  1 2 -7 -2 0 0 0 .

F O R : P R IN T E D  M A T T E R , N A M E L Y , M A G A ­

Z IN E S , P E R IO D IC A L S , N E W S L E T T E R S  A N D  N E W S

B U L L E T IN S  F E A T U R IN G  R O B O T IC  C H A R A C ­

T E R S  A N D  V E H IC L E S , C H IL D R E N ’S  F IC T IO N A L  

A N D  A C T IO N  B O O K S  F E A T U R IN G  R O B O T IC  

C H A R A C T E R S  A N D  V E H IC L E S ; S T A T IO N E R Y , 

P O S T E R S . C O M IC  B O O K S . S T IC K E R S . P E N S  A N D  

P E N C IL S  A L L  F E A T U R IN G  R O B O T IC  C H A R A C ­

T E R S  A N D  V E H IC L E S ; C O L L E C T IB L E  T R A D IN G  

C A R D S  F E A T U R IN G  R O B O T IC  C H A R A C T E R S  

A N D  V E H IC L E S . IN  C L A S S  1 6  (U .S . C L S . 2 . 5 . 2 2 , 2 3 . 

2 9 , 3 7 , 3 8  A N D  5 0 ) .

F IR S T  U S E  1 2 -7 -2 0 0 0 , IN  C O M M E R C E  1 2 -7 -2 0 0 0

F O R : C L O T H IN G , N A M E L Y , T -S H IR T S , S W E A T ­

S H IR T S , S W E A T P A N T S , H A T S . C A P S  A N D  S H O E S , 

IN  C L A S S  2 5  (U .S . C L S . 2 2  A N D  3 9 ) .

F IR S T  U S E  1 2 -7 -2 0 0 0 ; IN  C O M M E R C E  1 2 -7 -2 0 0 0 .

F O R : T O Y S . N A M E L Y  B A T T E R Y  A N D  N O N ­

B A T T E R Y  O P E R A T E D , A S S E M B L E D  A N D  N O N - 

A S S E M B L E D  A C T IO N  F IG U R E S  F E A T U R IN G  R O ­

B O T S  A N D  V E H IC L E S , R E M O T E  A N D  R A D IO  

C O N T R O L L E D  V E H IC L E S : S L O T  A N D  O P E N  

T R A C K  R A C IN G  S E T S : D IE -C A S T  T O Y  V E H IC L E S : 

B A T T E R Y  A N D  N O N -B A T T E R Y  O P E R A T E D  A C ­

T IO N  F IG U R E S  F E A T U R IN G  R O B O T S  A N D  V E H I­

C L E S , T O Y  M O D E L  H O B B Y -C R A F T  K IT S  O F  A L L  

D E S C R IP T IO N S : T A L K IN G  A N D  N O N -T A L K IN G .  

E L E C T R O N IC  A N D  N O N -E L E C T R O N IC  A C T IO N  

F IG U R E S  A N D  D O L L S  IN  V A R IO U S  D E S IG N S , 

S C A L E S  A N D  M A T E R IA L S  A N D  C O N S T R U C ­

T IO N S ; T A L K IN G  A N D  N O N -T A L K IN G , E L E C T R O ­

N IC  A N D  N O N -E L E C T R O N IC  S T U F F E D . P L U S H  

A N D  C L O T H  T O Y S  IN  A L L  D E S IG N S . S C A L E S , 

M A T E R IA L S  A N D  C O N S T R U C T IO N S  IN C L U D IN G  

B E A N  B A G  P L U S H  T O Y S ; P L U S H  T O Y S . N A M E L Y  

COLLECTIBLE BACK-PACK CLIP-ONS; ACTION  

F IG U R E S , P L A Y S E T S  A N D  A C C E S S O R IE S  O F  A L L  

D E S C R IP T IO N S  F O R  U S E  IN  C O N N E C T IO N  W IT H  

A L L  A F O R E M E N T IO N E D  A C T IO N  F IG U R E S  F E A -



T U R IN G  R O B O T S , V E H IC L E S , D O L L S , S T U F F E D , 

P L U S H  A N D  C L O T H  T O Y S ; C O L L E C T IB L E  B A C K ­

P A C K  T O Y S  F E A T U R IN G  R O B O T IC  C H A R A C T E R S  

A N D  V E H IC L E S ; E L E C T R O N IC  A N D  N O N E L E C ­

T R O N IC  C O N S T R U C T IO N  A C T IV IT Y  S E T S  F O R  

U S E  W IT H  A C T IO N  F IG U R E S  F E A T U R IN G  R O ­

B O T S , V E H IC L E S  A N D  A C C E S S O R IE S ; E L E C T R O ­

N IC  H A N D -H E L D  G A M E  E Q U IP M E N T  O F  A L L  

D E S C R IP T IO N S ; E L E C T R O N IC  A N D  N O N E L E C ­

T R O N IC  T A B L E -T O P , B O A R D  A N D  A C T IO N  

G A M E S  O F  A L L  D E S C R IP T IO N S , E L E C T R O N IC  

T A B L E -T O P  P IN B A L L  M A C H IN E S , C R E A T IV E  A C ­

T IV IT Y  G A M E S , N A M E L Y  P A R L O R  G A M E S , 

C R E A T IV E  C O O K IN G  A C T IV IT Y  P L A Y S E T S ,  

N A M E L Y  A  T O Y  O V E N , T O Y  C O O K IN G  U T E N S IL S , 

A N D  A L S O  C O N T A IN IN G  F O O D S  P R E P A R A T IO N S  

T O  B E  U S E D  T H E R E W IT H . E L E C T R O N IC  A N D  

N O N -E L E C T R O N IC  T O Y  T O O L S , T O Y  D E S IG N  

D E V IC E S  A N D  T O Y  A C C E S S O R IE S  T O  B E  U S E D  

W IT H  R O L E -P L A Y IN G  G A M E  A C T IV IT IE S , A N D  

E L E C T R O N IC  A N D  A N IM A T R O N IC  T O Y  P IG G Y  

B A N K S , IN  C L A S S  2 8  (U .S . C L S . 2 2 , 2 3 , 3 8  A N D  5 0 ) .

F IR S T  U S E  1 2 -7 -2 0 0 0 ; IN  C O M M E R C E  1 2 -7 -2 0 0 0 .

F O R : O N -L IN E  R E T A IL  S T O R E  S E R V IC E S  F E A ­

T U R IN G  C O M P U T E R  P R O D U C T S . P R E -R E C O R ­

D E D  V ID E O T A P E S , P R IN T E D  M A T E R IA L S ,

C L O T H IN G , S P O R T S  B A G S , K E Y C H A IN S . P L A S T IC  

S P O R T S  B O T T L E S  A N D  T O Y S , IN  C L A S S  3 5  (U .S  

C L S . 1 0 0 , 1 0 1  A N D  1 0 2 ).

F IR S T  U S E  1 2 -7 -2 0 0 0 ; IN  C O M M E R C E  1 2 -7 -2 0 0 0 .

F O R : E N T E R T A IN M E N T  S E R V IC E S , N A M E L Y  

C O M P E T IT IV E  E V E N T S  B E T W E E N  R O B O T S ; E N ­

T E R T A IN M E N T  IN  T H E  N A T U R E  O F  A  S E R IE S  O F  

M O T IO N  P IC T U R E S . T E L E V IS IO N  P R O G R A M S  

A N D  C A B L E  T E L E V IS IO N  P R O G R A M S  F E A T U R ­

IN G  C O M P E T IT IV E  E V E N T S  B E T W E E N  R O B O T S ; 

P R O V ID IN G  A  W E B  S IT E  V IA  T H E  G L O B A L  C O M  

P U T E R  N E T W O R K  F O R  P R O V ID IN G  E N T E R T A IN ­

M E N T  IN F O R M A T IO N  R E L A T IN G  T O  M O T IO N  

P IC T U R E  F IL M , T E L E V IS IO N  A N D  V ID E O  E N T E R ­

T A IN M E N T  F E A T U R IN G  C O M P E T IT IV E  E V E N T S  

B E T W E E N  R O B O T S , IN  C L A S S  4 1  (U .S  C 'L S  1 0 0 , 1 0 1  

A N D  1 0 7 ) .

F IR S T  U S E  1 2 -7 -2 0 0 0 ; IN  C O M M E R C E  1 2 -7 -2 0 0 0 .

O W N E R  O F  U .S . R E G . N O . 2 ,3 9 7 ,2 0 3 .

S E R . N O . 7 6 -2 0 9 ,1 3 5 , F IL E D  2 -1 2 -2 0 0 1 .

D A N IE L L E  M A T T E S S IC H , E X A M IN IN G  A T T O R ­

N E Y



 

Mark Information

Mark Literal
Elements:

BATTLEBOTS

Standard Character
Claim:

No

Mark Drawing
Type:

1 - TYPESET WORD(S) /LETTER(S) /NUMBER(S)

Color(s) Claimed: Color is not claimed as a feature of the mark.

Related Properties Information

Claimed Ownership
of US

Registrations:

2397203

Goods and Services

Note: The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: Entertainment services, namely, competitive events between robots; entertainment in the nature of a series of motion pictures,
television programs and cable television programs featuring competitive events between robots; providing a web site via the global
computer network for providing entertainment information relating to motion picture film, television and video entertainment featuring
competitive events between robots

International
Class(es):

041 - Primary Class U.S Class(es): 100, 101, 107

Class Status: ACTIVE

Basis: 1(a)

First Use: Dec. 07, 2000 Use in Commerce: Dec. 07, 2000

For: Toys, namely, battery and non-battery operated, assembled and non-assembled action figures featuring robots and vehicles, remote
and radio controlled vehicles; [slot and open track racing sets; die-cast toy vehicles;] battery and non-battery operated action figures
featuring robots and vehicles, toy model hobby-craft kits of all descriptions; [talking and] non-talking, electronic and non-electronic
action figures [and dolls] in various designs, scales and materials and constructions; [talking and non-talking, electronic and non-
electronic stuffed, plush and cloth toys in all designs, scales, materials and constructions including bean bag plush toys; plush toys,
namely, collectible back-pack clip-ons; action figures, playsets and accessories of all descriptions for use in connection with all
aforementioned action figures featuring robots, vehicles, dolls, stuffed, plush and cloth toys; collectible backpack toys featuring robotic
characters and vehicles;] electronic and non-electronic construction activity sets for use with action figures featuring robots, vehicles
and accessories; [electronic hand-held game equipment of all descriptions; ]electronic and non-electronic table-top, board and action
games of all descriptions, [electronic table-top pinball machines, creative activity games, namely, parlor games, creative cooking
activity playsets, namely, a toy oven, toy cooking utensils, and also containing foods preparations to be used therewith, electronic and
non-electronic toy tools, toy design devices and toy accessories to be used with role-playing game activities, and electronic and
animatronic toy piggy banks]

Generated on: This page was generated by TSDR on 2018-05-11 11:22:35 EDT

Mark: BATTLEBOTS

US Serial Number: 76209135 Application Filing
Date:

Feb. 12, 2001

US Registration
Number:

2731171 Registration Date: Jul. 01, 2003

Register: Principal

Mark Type: Trademark, Service Mark

Status: The registration has been renewed.

Status Date: Jul. 10, 2013

Publication Date: Apr. 08, 2003



International
Class(es):

028 - Primary Class U.S Class(es): 022, 023, 038, 050

Class Status: ACTIVE

Basis: 1(a)

First Use: Dec. 07, 2000 Use in Commerce: Dec. 07, 2000

For: Clothing, namely, t-shirts [, sweatshirts, sweatpants,] hats, caps[ and shoes]

International
Class(es):

025 - Primary Class U.S Class(es): 022, 039

Class Status: ACTIVE

Basis: 1(a)

First Use: Dec. 07, 2000 Use in Commerce: Dec. 07, 2000

For: Computer products, namely, computer game software [and software for designing computer games], computer game disks, computer
game programs, [computer game cassettes and tapes,] computer game cartridges, [multimedia software downloadable from a global
computer network and computer firmware for playing and designing computer games, computer mouse pads, computer screen savers;
video game machines for use with television sets;] video game cartridges and tape cassettes, pre-recorded video tapes and digital
video discs featuring robotic competitions, computer game programs [and video game output machines for use with television sets,
cinematographic motion picture films featuring robotic competitions and the action and science fiction genres, electronic burglar and
fire alarms; electronic door sentinels, namely, computerized smart card for controlling access to facilities, password-activated electronic
diaries, pocket reference personal digital assistants, hand-held electronic mail message communicators, namely, pocket computers]

International
Class(es):

009 - Primary Class U.S Class(es): 021, 023, 026, 036, 038

Class Status: ACTIVE

Basis: 1(a)

First Use: Dec. 07, 2000 Use in Commerce: Dec. 07, 2000

For: [On-line retail store services featuring computer products, pre-recorded videotapes, printed materials, clothing, sports bags, keychains,
plastic sports bottles and toys]

International
Class(es):

035 - Primary Class U.S Class(es): 100, 101, 102

Class Status: SECTION 8 - CANCELLED

Basis: 1(a)

First Use: Dec. 07, 2000 Use in Commerce: Dec. 07, 2000

For: [ Printed matter, namely, magazines, periodicals, newsletters and news bulletins featuring robotic characters and vehicles, children's
fictional and action books featuring robotic characters and vehicles ; stationery, posters, comic books, stickers, pens and pencils all
featuring robotic characters and vehicles; collectible trading cards featuring robotic characters and vehicles]

International
Class(es):

016 - Primary Class U.S Class(es): 002, 005, 022, 023, 029, 037, 038, 050

Class Status: SECTION 8 - CANCELLED

Basis: 1(a)

First Use: Dec. 07, 2000 Use in Commerce: Dec. 07, 2000

Basis Information (Case Level)

Filed Use: Yes Currently Use: Yes Amended Use: No

Filed ITU: No Currently ITU: No Amended ITU: No

Filed 44D: No Currently 44D: No Amended 44D: No

Filed 44E: No Currently 44E: No Amended 44E: No

Filed 66A: No Currently 66A: No

Filed No Basis: No Currently No Basis: No

Current Owner(s) Information

Owner Name: Battlebots, Inc.

Owner Address: 1024 Nimitz Avenue
Bldg 140
Vallejo, CALIFORNIA 94592
UNITED STATES



Legal Entity Type: CORPORATION State or Country
Where Organized:

CALIFORNIA

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Peter Franck Docket Number: 432.8Z

Attorney Primary
Email Address:

pfranck@culturelaw.com Attorney Email
Authorized:

No

Correspondent

Correspondent
Name/Address:

Peter Franck
Law Offices of Peter Franck
1939 Harrison Street
Suite 910
OAKLAND, CALIFORNIA 94612
UNITED STATES

Phone: 510-788-1009 Fax: 800-205-4750

Correspondent e-
mail:

pfranck@culturelaw.com Correspondent e-
mail Authorized:

No

Domestic Representative - Not Found

Prosecution History

Date Description
Proceeding
Number

Jul. 10, 2013 NOTICE OF ACCEPTANCE OF SEC. 8 - MAILED

Jul. 10, 2013 REGISTERED AND RENEWED (FIRST RENEWAL - 10 YRS) 64591

Jul. 10, 2013 REGISTERED - SEC. 9 GRANTED/CHECK RECORD FOR SEC. 8 64591

Jul. 10, 2013 REGISTERED - PARTIAL SEC. 8 (10-YR) ACCEPTED 64591

Jun. 29, 2013 REGISTERED - COMBINED SECTION 8 (10-YR) & SEC. 9 FILED 64591

Jul. 10, 2013 CASE ASSIGNED TO POST REGISTRATION PARALEGAL 64591

Jun. 29, 2013 TEAS SECTION 8 & 9 RECEIVED

Dec. 22, 2011 REVIEW OF CORRESPONDENCE COMPLETE - ADDRESS NOT UPDATED 66607

Oct. 21, 2011 TEAS CHANGE OF DOMESTIC REPRESENTATIVES ADDRESS

Jan. 14, 2010 REGISTERED - PARTIAL SEC. 8 (6-YR) ACCEPTED & SEC. 15 ACK. 66607

Dec. 23, 2009 REGISTERED - SEC. 8 (6-YR) & SEC. 15 FILED 66607

Jan. 04, 2010 CASE ASSIGNED TO POST REGISTRATION PARALEGAL 66607

Dec. 23, 2009 TEAS SECTION 8 & 15 RECEIVED

Mar. 12, 2008 CASE FILE IN TICRS

Jun. 01, 2007 APPLICANT/CORRESPONDENCE CHANGES (NON-RESPONSIVE) ENTERED 88888

Jun. 01, 2007 TEAS CHANGE OF OWNER ADDRESS RECEIVED

May 25, 2007 ATTORNEY/DOM.REP.REVOKED AND/OR APPOINTED

May 25, 2007 TEAS REVOKE/APP/CHANGE ADDR OF ATTY/DOM REP RECEIVED

Jul. 01, 2003 REGISTERED-PRINCIPAL REGISTER

Apr. 08, 2003 PUBLISHED FOR OPPOSITION

Mar. 19, 2003 NOTICE OF PUBLICATION

Oct. 04, 2002 APPROVED FOR PUB - PRINCIPAL REGISTER

Oct. 04, 2002 ASSIGNED TO EXAMINER 76736

Aug. 23, 2002 CORRESPONDENCE RECEIVED IN LAW OFFICE

Aug. 23, 2002 PAPER RECEIVED

Apr. 05, 2002 NON-FINAL ACTION MAILED

Dec. 14, 2001 CORRESPONDENCE RECEIVED IN LAW OFFICE

Jun. 25, 2001 NON-FINAL ACTION MAILED

Jun. 20, 2001 ASSIGNED TO EXAMINER 77867

Jun. 13, 2001 ASSIGNED TO EXAMINER 77876

Maintenance Filings or Post Registration Information

Affidavit of Section 8 - Accepted in Part



Continued Use:

Affidavit of
Incontestability:

Section 15 - Accepted

Renewal Date: Jul. 01, 2013

Change in
Registration:

Yes

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: TMEG LAW OFFICE 105 Date in Location: Jul. 10, 2013

Proceedings

Summary

Number of
Proceedings:

2

Type of Proceeding: Opposition

Proceeding
Number:

91230641 Filing Date: Oct 12, 2016

Status: Terminated Status Date: Jan 26, 2017

Interlocutory
Attorney:

JENNIFER KRISP

Defendant

Name: Raymond Estrin

Correspondent
Address:

ISG MANTRA
400 W OCEAN BLVD UNIT 2804
LONG BEACH CA , 90802-8171
UNITED STATES

Correspondent e-
mail:

uspto@trademarkdirect.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

BATTLE BAT'S Abandoned - After Inter-Partes Decision 86773002

Plaintiff(s)

Name: Battlebots, Inc.

Correspondent
Address:

ALEXA L LEWIS
MITCHELL SILBERBERG & KNUPP LLP
11377 WEST OLYMPIC BOULEVARD
LOS ANGELES CA , 90064
UNITED STATES

Correspondent e-
mail:

all@msk.com , kls@msk.com , gxb@msk.com

Associated marks

Mark Application Status Serial Number
Registration
Number

BATTLEBOTS Renewed 76209135 2731171

BATTLEBOTS Renewed 75982564 2790061

BATTLEBOTS Renewed 76108549 2756698

BOXERBOTS Registered 85331832 4087293

BATTLEBOX Registered 86834722 5030484

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Oct 12, 2016

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Oct 18, 2016 Nov 27, 2016

3 PENDING, INSTITUTED Oct 18, 2016

NOTICE OF DEFAULT

 



4 Dec 07, 2016

5 BD DECISION: DISMISSED W/ PREJ Jan 26, 2017

6 TERMINATED Jan 26, 2017

Type of Proceeding: Opposition

Proceeding
Number:

91183550 Filing Date: Apr 14, 2008

Status: Terminated Status Date: May 20, 2008

Interlocutory
Attorney:

ANGELA LYKOS

Defendant

Name: Cepia LLC

Correspondent
Address:

PATCHEN M. HAGGERTY
DORSEY & WHITNEY LLP
50 SOUTH SIXTH STREET SUITE 1500
MINNEAPOLIS MN , 55402-1498
UNITED STATES

Correspondent e-
mail:

ip.docket@dorsey.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

B2B BOTS Abandoned - After Inter-Partes Decision 77231722

Plaintiff(s)

Name: BattleBots, Inc.

Correspondent
Address:

Richard J. Greenstone
RJ Greenstone, Attys & Counselors at Law
465 California Street, Suite 300
San Francisco CA , 94104
UNITED STATES

Correspondent e-
mail:

richard@rjg.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

BATTLEBOTS Cancelled - Section 8 76108548 2670987

BATTLEBOTS Renewed 76209135 2731171

BATTLEBOTS Renewed 76108549 2756698

BATTLEBOTS Renewed 75982564 2790061

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Apr 14, 2008

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Apr 15, 2008 May 25, 2008

3 PENDING, INSTITUTED Apr 15, 2008

4 CHANGE OF CORRESPONDENCE ADDRESS Apr 17, 2008

5 WITHDRAWAL OF APPLICATION May 05, 2008

6 BD'S DECISION: DISMISSED W/O PREJUDICE May 20, 2008

7 TERMINATED May 20, 2008



Int. Cls.: 20 and 21

Prior U.S. Cls.: 2,13,22,23,25,29,30, 32, 33,40 and

Reg. No. 2,790,061

United States Patent and Trademark Office LKJIHGFEDCBARegistered Dec. 9, 2003

TRADEMARK

PRINCIPAL REGISTER

BATTLEBOTSZYXWVUTSRQPONMLKJIHGFEDCBA

B A T T L E B O T S , IN C . (C A L IF O R N IA  C O R P O R A ­

T IO N )

7 0 1  D E  L O N G  A V E N U E  

U N IT  K

N O V A T O , C A  9 4 9 4 7

F O R : P L A S T IC  A N D  N O N -M E T A L  C O L L E C T I­

B L E  K E Y  C H A IN S  F E A T U R IN G  R O B O T IC  C H A R ­

A C T E R S  A N D  V E H IC L E S , IN  C L A S S  2 0  (U .S . C L S . 2 , 

1 3 , 2 2 , 2 5 , 3 2  A N D  5 0 ) .

F IR S T  U S E  1 1 -6 -2 0 0 1 ; IN  C O M M E R C E  1 1 -6 -2 0 0 1 .

F O R : P L A S T IC  S P O R T S  B O T T L E S  S O L D  E M P T Y  

A N D  P L A S T IC  C U P S  F E A T U R IN G  R O B O T IC

C H A R A C T E R S  A N D  V E H IC L E S  A N D  N O N -M E T A L  

P IG G Y  B A N K S , IN  C L A S S  2 1  (U .S . C L S . 2 , 1 3 , 2 3 , 2 9 , 

3 0 , 3 3 , 4 0  A N D  5 0 ) .

F IR S T  U S E  1 1 -6 -2 0 0 1 ; IN  C O M M E R C E  1 1 -6 -2 0 0 1 .

O W N E R  O F  U .S . R E G . N O . 2 ,3 9 7 ,2 0 3 .

S E R . N O . 7 5 -9 8 2 ,5 6 4 , F IL E D  2 -6 -2 0 0 1 .

C H R IS T O P H E R  A D K IN S . E X A M IN IN G  A T T O R ­

N E Y



 

Mark Information

Mark Literal
Elements:

BATTLEBOTS

Standard Character
Claim:

No

Mark Drawing
Type:

1 - TYPESET WORD(S) /LETTER(S) /NUMBER(S)

Related Properties Information

Claimed Ownership
of US

Registrations:

2397203

Child Of: 76204965

Goods and Services

Note: The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: Plastic sports bottles sold empty and plastic cups featuring robotic characters and vehicles [and non-metal piggy banks]

International
Class(es):

021 - Primary Class U.S Class(es): 002, 013, 023, 029, 030, 033, 040, 050

Class Status: ACTIVE

Basis: 1(a)

First Use: Nov. 06, 2001 Use in Commerce: Nov. 06, 2001

For: Plastic and non-metal collectible key chains featuring robotic characters and vehicles

International
Class(es):

020 - Primary Class U.S Class(es): 002, 013, 022, 025, 032, 050

Class Status: ACTIVE

Basis: 1(a)

First Use: Nov. 06, 2001 Use in Commerce: Nov. 06, 2001

Basis Information (Case Level)

Filed Use: No Currently Use: Yes Amended Use: No

Filed ITU: Yes Currently ITU: No Amended ITU: No

Generated on: This page was generated by TSDR on 2018-05-11 11:24:49 EDT

Mark: BATTLEBOTS

US Serial Number: 75982564 Application Filing
Date:

Feb. 06, 2001

US Registration
Number:

2790061 Registration Date: Dec. 09, 2003

Register: Principal

Mark Type: Trademark

Status: The registration has been renewed.

Status Date: Jul. 10, 2013

Publication Date: Sep. 16, 2003



Filed 44D: No Currently 44D: No Amended 44D: No

Filed 44E: No Currently 44E: No Amended 44E: No

Filed 66A: No Currently 66A: No

Filed No Basis: No Currently No Basis: No

Current Owner(s) Information

Owner Name: Battlebots, Inc.

Owner Address: 1024 Nimitz Avenue
Vallejo, CALIFORNIA 94592
UNITED STATES

Legal Entity Type: CORPORATION State or Country
Where Organized:

CALIFORNIA

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Peter Franck

Attorney Primary
Email Address:

pfranck@culturelaw.com Attorney Email
Authorized:

No

Correspondent

Correspondent
Name/Address:

Peter Franck
LAW OFFICES OF PETER FRANCK
1939 HARRISON
Suite 910
OAKLAND, CALIFORNIA 94612
UNITED STATES

Phone: 510-788-1009 Fax: 800-205-4750

Correspondent e-
mail:

pfranck@culturelaw.com Correspondent e-
mail Authorized:

No

Domestic Representative - Not Found

Prosecution History

Date Description
Proceeding
Number

Jul. 10, 2013 NOTICE OF ACCEPTANCE OF SEC. 8 & 9 - MAILED

Jul. 10, 2013 REGISTERED AND RENEWED (FIRST RENEWAL - 10 YRS) 64591

Jul. 10, 2013 REGISTERED - SEC. 8 (10-YR) ACCEPTED/SEC. 9 GRANTED 64591

Jul. 10, 2013 CASE ASSIGNED TO POST REGISTRATION PARALEGAL 64591

Jun. 29, 2013 TEAS SECTION 8 & 9 RECEIVED

Oct. 27, 2011 REVIEW OF CORRESPONDENCE COMPLETE - POWER OF ATTORNEY ENTERED 67149

Oct. 21, 2011 TEAS CHANGE OF DOMESTIC REPRESENTATIVES ADDRESS

Dec. 10, 2009 REGISTERED - SEC. 8 (6-YR) ACCEPTED 68973

Dec. 08, 2009 CASE ASSIGNED TO POST REGISTRATION PARALEGAL 68973

Dec. 07, 2009 TEAS SECTION 8 RECEIVED

Jun. 01, 2007 APPLICANT/CORRESPONDENCE CHANGES (NON-RESPONSIVE) ENTERED 88888

Jun. 01, 2007 TEAS CHANGE OF OWNER ADDRESS RECEIVED

May 30, 2007 ATTORNEY/DOM.REP.REVOKED AND/OR APPOINTED

May 30, 2007 TEAS REVOKE/APP/CHANGE ADDR OF ATTY/DOM REP RECEIVED

Dec. 09, 2003 REGISTERED-PRINCIPAL REGISTER

Sep. 16, 2003 PUBLISHED FOR OPPOSITION

Aug. 27, 2003 NOTICE OF PUBLICATION

Jul. 17, 2003 APPROVED FOR PUB - PRINCIPAL REGISTER

May 27, 2003 CORRESPONDENCE RECEIVED IN LAW OFFICE

Jun. 19, 2003 CASE FILE IN TICRS

Jun. 19, 2003 CASE FILE IN TICRS

May 27, 2003 PAPER RECEIVED

Jan. 08, 2003 NON-FINAL ACTION MAILED



Jan. 07, 2003 ASSIGNED TO EXAMINER 76729

Jan. 07, 2003 PREVIOUS ALLOWANCE COUNT WITHDRAWN

Sep. 26, 2002 APPROVED FOR PUB - PRINCIPAL REGISTER

Sep. 26, 2002 USE AMENDMENT ACCEPTED

Aug. 28, 2002 AMENDMENT TO USE PROCESSING COMPLETE

Aug. 15, 2002 USE AMENDMENT FILED

Aug. 15, 2002 CORRESPONDENCE RECEIVED IN LAW OFFICE

Jun. 15, 2002 DIVISIONAL PROCESSING COMPLETE

Dec. 17, 2001 DIVISIONAL REQUEST RECEIVED

Feb. 11, 2002 CORRESPONDENCE RECEIVED IN LAW OFFICE

Jun. 18, 2001 NON-FINAL ACTION MAILED

Jun. 11, 2001 ASSIGNED TO EXAMINER 77867

Jun. 06, 2001 ASSIGNED TO EXAMINER 76851

Maintenance Filings or Post Registration Information

Affidavit of
Continued Use:

Section 8 - Accepted

Renewal Date: Dec. 09, 2013

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: GENERIC WEB UPDATE Date in Location: Jul. 10, 2013

Proceedings

Summary

Number of
Proceedings:

2

Type of Proceeding: Opposition

Proceeding
Number:

91230641 Filing Date: Oct 12, 2016

Status: Terminated Status Date: Jan 26, 2017

Interlocutory
Attorney:

JENNIFER KRISP

Defendant

Name: Raymond Estrin

Correspondent
Address:

ISG MANTRA
400 W OCEAN BLVD UNIT 2804
LONG BEACH CA , 90802-8171
UNITED STATES

Correspondent e-
mail:

uspto@trademarkdirect.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

BATTLE BAT'S Abandoned - After Inter-Partes Decision 86773002

Plaintiff(s)

Name: Battlebots, Inc.

Correspondent
Address:

ALEXA L LEWIS
MITCHELL SILBERBERG & KNUPP LLP
11377 WEST OLYMPIC BOULEVARD
LOS ANGELES CA , 90064
UNITED STATES

Correspondent e-
mail:

all@msk.com , kls@msk.com , gxb@msk.com

Associated marks

 



Mark Application Status Serial Number
Registration
Number

BATTLEBOTS Renewed 76209135 2731171

BATTLEBOTS Renewed 75982564 2790061

BATTLEBOTS Renewed 76108549 2756698

BOXERBOTS Registered 85331832 4087293

BATTLEBOX Registered 86834722 5030484

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Oct 12, 2016

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Oct 18, 2016 Nov 27, 2016

3 PENDING, INSTITUTED Oct 18, 2016

4 NOTICE OF DEFAULT Dec 07, 2016

5 BD DECISION: DISMISSED W/ PREJ Jan 26, 2017

6 TERMINATED Jan 26, 2017

Type of Proceeding: Opposition

Proceeding
Number:

91183550 Filing Date: Apr 14, 2008

Status: Terminated Status Date: May 20, 2008

Interlocutory
Attorney:

ANGELA LYKOS

Defendant

Name: Cepia LLC

Correspondent
Address:

PATCHEN M. HAGGERTY
DORSEY & WHITNEY LLP
50 SOUTH SIXTH STREET SUITE 1500
MINNEAPOLIS MN , 55402-1498
UNITED STATES

Correspondent e-
mail:

ip.docket@dorsey.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

B2B BOTS Abandoned - After Inter-Partes Decision 77231722

Plaintiff(s)

Name: BattleBots, Inc.

Correspondent
Address:

Richard J. Greenstone
RJ Greenstone, Attys & Counselors at Law
465 California Street, Suite 300
San Francisco CA , 94104
UNITED STATES

Correspondent e-
mail:

richard@rjg.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

BATTLEBOTS Cancelled - Section 8 76108548 2670987

BATTLEBOTS Renewed 76209135 2731171

BATTLEBOTS Renewed 76108549 2756698

BATTLEBOTS Renewed 75982564 2790061

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Apr 14, 2008

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Apr 15, 2008 May 25, 2008

3 PENDING, INSTITUTED Apr 15, 2008

4 CHANGE OF CORRESPONDENCE ADDRESS Apr 17, 2008

5 WITHDRAWAL OF APPLICATION May 05, 2008

6 BD'S DECISION: DISMISSED W/O PREJUDICE May 20, 2008



7 TERMINATED May 20, 2008



Reg. No. 2,756,698LKJIHGFEDCBA

Registered Aug. 26, 2003

Int. Cls.: 6, 9,16,18, 21, 25, and 28

Prior U.S. Cls.: 1,2,3, 5,12,13,14, 21,22,23,25, 26,
29, 30, 33, 36, 37, 38, 39, 40, 41, and 50

United States Patent and Trademark Office

TRADEMARK
PRINCIPAL REGISTERZYXWVUTSRQPONMLKJIHGFEDCBA

B A T T L E B O T S , IN C . (C A L IF O R N IA  C O R P O R A ­

T IO N )

7 0 1  D E L O N G  A V E N U E , U N IT  K  

N O V A T O , C A  9 4 9 4 7

F O R : M E T A L  K E Y  C H A IN S ; E L E C T R O N IC  A N D  

A N IM A T R O N IC  M E T A L  P IG G Y  B A N K S , IN  C L A S S  

6  (U .S . C L S . 2 , 1 2 , 1 3 , 1 4 , 2 3 , 2 5  A N D  5 0 ) .

F IR S T  U S E  1 0 -1 -2 0 0 1 ; IN  C O M M E R C E  1 0 -1 -2 0 0 1 .

F O R : C O M P U T E R  P R O D U C T S , N A M E L Y , C O M ­

P U T E R  G A M E  S O F T W A R E  A N D  S O F T W A R E  F O R  

D E S IG N IN G  C O M P U T E R  G A M E S , C O M P U T E R  

G A M E  D IS K S , C O M P U T E R  G A M E  P R O G R A M S , 

C O M P U T E R  G A M E  C A S S E T T E S  A N D  T A P E S , C O M ­

P U T E R  G A M E  C A R T R ID G E S , M U L T IM E D IA  

S O F T W A R E  D O W N L O A D A B L E  F R O M  A  G L O B A L  

C O M P U T E R  N E T W O R K  A N D  C O M P U T E R  F IR M ­

W A R E  F O R  P L A Y IN G  A N D  D E S IG N IN G  C O M P U ­

T E R  G A M E S , C O M P U T E R  M O U S E  P A D S , 

C O M P U T E R  S C R E E N  S A V E R S , V ID E O  G A M E  P R O ­

D U C T S , N A M E L Y , C O M P U T E R  G A M E  P R O ­

G R A M S  A N D  V ID E O  G A M E  M A C H IN E S  F O R  U S E  

W IT H  T E L E V IS IO N  S E T S , V ID E O  G A M E  C A R T R ID ­

G E S  A N D  T A P E  C A S S E T T E S ; P R E R E C O R D E D  V I­

D E O  T A P E S  A N D  D IG IT A L  V ID E O  D IS C S  

F E A T U R IN G  C O M P U T E R  G A M E S  A N D  C H A R A C ­

T E R S ; C IN E M A T O G R A P H IC  M O T IO N  P IC T U R E  

F IL M S  F E A T U R IN G  A C T IO N  A N D  S C IE N C E  F IC ­

T IO N ; M O T IO N  P IC T U R E  F IL M S  F O R  B R O A D ­

C A S T  O N  T E L E V IS IO N  A N D  C A B L E  N E T W O R K S  

F E A T U R IN G  A C T IO N  A N D  S C IE N C E  F IC T IO N ; 

E L E C T R O N IC  M E S S A G E  B O A R D S ; E L E C T R O N IC  

D O O R  S E N T IN E L S , N A M E L Y , C O M P U T E R IZ E D  

S M A R T  C A R D  F O R  C O N T R O L L IN G  A C C E S S  T O  

F A C IL IT IE S ; P A S S W O R D -A C T IV A T E D  E L E C T R O ­

N IC  D IA R IE S ; P O C K E T  R E F E R E N C E  P E R S O N A L

D IG IT A L  A S S IS T A N T S , H A N D -H E L D  E L E C T R O ­

N IC  M A IL  M E S S A G E  C O M M U N IC A T O R S , N A M E ­

L Y  P O C K E T  C O M P U T E R S , A N D  E L E C T R O N IC  

A N D  A N IM A T R O N IC  C L O C K S , IN  C L A S S  9  (U .S . 

C L S . 2 1 ,2 3 , 2 6 , 3 6  A N D  3 8 ) .

F IR S T  U S E  1 2 -7 -2 0 0 0 ; IN  C O M M E R C E  1 2 -7 -2 0 0 0 .

F O R : P R IN T E D  M A T T E R , N A M E L Y  M A G A ­

Z IN E S , P E R IO D IC A L S , N E W S L E T T E R S  A N D  N E W S  

B U L L E T IN S  F E A T U R IN G  R O B O T IC  C H A R A C ­

T E R S  A N D  V E H IC L E S , C H IL D R E N ’S  F IC T IO N A L , 

A C T IO N  B O O K S  F E A T U R IN G  R O B O T IC  C H A R A C ­

T E R S  A N D  V E H IC L E S ; S T A T IO N E R Y , P O S T E R S , 

C O M IC  B O O K S , S T IC K E R S , P E N S  A N D  P E N C IL S  

A L L  F E A T U R IN G  R O B O T IC  C H A R A C T E R S  A N D  

V E H IC L E S ; C O L L E C T IB L E  T R A D IN G  C A R D S  F E A ­

T U R IN G  R O B O T IC  C H A R A C T E R S  A N D  V E H I­

C L E S , IN  C L A S S  1 6  (U .S . C L S . 2 , 5 , 2 2 , 2 3 , 2 9 , 3 7 , 3 8  

A N D  5 0 ) .

F IR S T  U S E  1 2 -7 -2 0 0 0 ; IN  C O M M E R C E  1 2 -7 -2 0 0 0 .

F O R : A L L -P U R P O S E  S P O R T S  B A G S  F E A T U R IN G  

R O B O T IC  C H A R A C T E R S  A N D  V E H IC L E S ; C O L ­

L E C T IB L E  N O N -M E T A L  K E Y  C H A IN S  F E A T U R ­

IN G  R O B O T IC  C H A R A C T E R S  A N D  V E H IC L E S , IN  

C L A S S  1 8  (U .S . C L S . 1 , 2 , 3 , 2 2  A N D  4 1 ).

F IR S T  U S E  1 0 -1 -2 0 0 1 ; IN  C O M M E R C E  1 0 -1 -2 0 0 1 .

F O R : P L A S T IC  S P O R T S  B O T T L E S  A N D  P L A S T IC  

C U P S  F E A T U R IN G  R O B O T IC  C H A R A C T E R S  A N D  

V E H IC L E S  A N D  N O N -M E T A L  P IG G Y  B A N K S , IN  

C L A S S  2 1  (U .S . C L S . 2 , 1 3 , 2 3 , 2 9 , 3 0 , 3 3 . 4 0  A N D  5 0 ) .

F IR S T  U S E  1 2 -7 -2 0 0 0 ; IN  C O M M E R C E  1 2 -7 -2 0 0 0 .



F O R : C L O T H IN G , N A M E L Y , T -S H IR T S , S W E A T ­

S H IR T S , A N D  S W E A T P A N T S , IN  C L A S S  2 5  (U .S . 

C L S . 2 2  A N D  3 9 ) ,

F IR S T  U S E  1 2 -7 -2 0 0 0 ; IN  C O M M E R C E  1 2 -7 -2 0 0 0 .

F O R : T O Y S , N A M E L Y , B A T T E R Y  A N D  N O N ­

B A T T E R Y  O P E R A T E D , A S S E M B L E D  A N D  N O N - 

A S S E M B L E D  A C T IO N  F IG U R E S  F E A T U R IN G  R O ­

B O T S  A N D  V E H IC L E S , R E M O T E  A N D  R A D IO  

C O N T R O L L E D  V E H IC L E S ; S L O T A N D  O P E N  

T R A C K  R A C IN G  S E T S ; D IE -C A S T  T O Y  V E H IC L E S ; 

B A T T E R Y  A N D  N O N -B A T T E R Y  O P E R A T E D  A C ­

T IO N  F IG U R E S  F E A T U R IN G  R O B O T S  A N D  V E H I­

C L E S ; T O Y  M O D E L  H O B B Y -C R A F T  K IT S  O F  A L L  

D E S C R IP T IO N S ; T A L K IN G  A N D  N O N -T A L K IN G , 

E L E C T R O N IC  A N D  N O N -E L E C T R O N IC  A C T IO N  

F IG U R E S  A N D  D O L L S  IN  V A R IO U S  D E S IG N S , 

S C A L E S  A N D  M A T E R IA L S  A N D  C O N S T R U C ­

T IO N S ; T A L K IN G  A N D  N O N -T A L K IN G , E L E C T R O ­

N IC  A N D  N O N -E L E C T R O N IC  S T U F F E D , P L U S H  

A N D  C L O T H  T O Y S  IN  A L L  D E S IG N S , S C A L E S , 

M A T E R IA L S  A N D  C O N S T R U C T IO N S  IN C L U D IN G  

B E A N  B A G  P L U S H  T O Y S ; P L U S H  T O Y S , N A M E L Y  

C O L L E C T IB L E  B A C K -P A C K  C L IP -O N S ; A C T IO N  

F IG U R E S , P L A Y S E T S  A N D  A C C E S S O R IE S  O F  A L L  

D E S C R IP T IO N S  F O R  U S E  IN  C O N N E C T IO N  W IT H  

A L L  A F O R E M E N T IO N E D  A C T IO N  F IG U R E S  F E A ­

T U R IN G  R O B O T S , V E H IC L E S , D O L L S , S T U F F E D , 

P L U S H  A N D  C L O T H  T O Y S ; C O L L E C T IB L E  B A C K ­

P A C K  T O Y S  F E A T U R IN G  R O B O T IC  C H A R A C T E R S  

A N D  V E H IC L E S ; E L E C T R O N IC  A N D  N O N -E L E C ­

T R O N IC  C O N S T R U C T IO N  A C T IV IT Y  S E T S  F O R  

U S E  W IT H  A C T IO N  F IG U R E S  F E A T U R IN G  R O ­

B O T S , V E H IC L E S  A N D  A C C E S S O R IE S ; E L E C T R O ­

N IC  H A N D -H E L D  G A M E  E Q U IP M E N T  O F  A L L  

D E S C R IP T IO N S ; E L E C T R O N IC  A N D  N O N -E L E C ­

T R O N IC  T A B L E -T O P , B O A R D  A N D  A C T IO N  

G A M E S  O F  A L L  D E S C R IP T IO N S ; E L E C T R O N IC  

T A B L E -T O P  P IN B A L L  M A C H IN E S ; C R E A T IV E  A C ­

T IV IT Y  G A M E S , N A M E L Y  P A R L O R  G A M E S , 

C R E A T IV E  C O O K IN G  A C T IV IT Y  P L A Y S E T S ,  

N A M E L Y  A  T O Y  O V E N , T O Y  C O O K IN G  U T E N S IL S , 

A N D  A L S O  C O N T A IN IN G  F O O D S  P R E P A R A T IO N S  

T O  B E  U S E D  T H E R E W IT H ; E L E C T R O N IC  A N D  

N O N -E L E C T R O N IC  T O Y  T O O L S , T O Y  D E S IG N  

D E V IC E S  A N D  T O Y  A C C E S S O R IE S  T O  B E  U S E D  

W IT H  R O L E -P L A Y IN G  G A M E  A C T IV IT IE S ; A N D  

E L E C T R O N IC  A N D  A N IM A T R O N IC  T O Y  P IG G Y  

B A N K S , IN  C L A S S  2 8  (U .S . C L S . 2 2 , 2 3 , 3 8  A N D  5 0 ) .

F IR S T  U S E  1 2 -7 -2 0 0 0 ; IN  C O M M E R C E  1 2 -7 -2 0 0 0 .

O W N E R  O F  U .S . R E G . N O . 2 ,3 9 7 ,2 0 3 .  

S N  7 6 -1 0 8 ,5 4 9 , F IL E D  8 -1 4 -2 0 0 0 .

D A N IE L L E  M A T T E S S IC H , E X A M IN IN G  A T T O R ­

N E Y



 

Mark Information

Mark Literal
Elements:

BATTLEBOTS

Standard Character
Claim:

No

Mark Drawing
Type:

3 - AN ILLUSTRATION DRAWING WHICH INCLUDES WORD(S)/ LETTER(S)/NUMBER(S)

Design Search
Code(s):

15.07.25 - Casters, wheels; Wheels with tires; Wheels (without spokes); Hubcaps

Related Properties Information

Claimed Ownership
of US

Registrations:

2397203

Goods and Services

Note: The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: Toys, namely, battery and non-battery operated, assembled and non-assembled action figures featuring robots and vehicles, remote
and radio controlled vehicles; [ slot and open track racing sets; die-cast toy vehicles; ] battery and non-battery operated action figures
featuring robots and vehicles; toy model hobby-craft kits of all descriptions; talking and non-talking, electronic and non-electronic action
figures and dolls in various designs, scales and materials and constructions; [ talking and non-talking, electronic and non-electronic
stuffed, plush and cloth toys in all designs, scales, materials and constructions including bean bag plush toys; Plush toys, namely,
collectible back-pack clip-ons; action figures, playsets and accessories of all descriptions for use in connection with all aforementioned
action figures featuring robots, vehicles, dolls, stuffed, plush and cloth toys; collectible backpack toys featuring robotic characters and
vehicles; ] electronic and non-electronic construction activity sets for use with action figures featuring robots, vehicles and accessories;
[ electronic hand-held game equipment of all descriptions; electronic and ] non-electronic table-top, board and action games of all
descriptions; [ electronic table-top pinball machines; creative activity games, namely, parlor games, creative cooking activity playsets,
namely, a toy oven, toy cooking utensils, and also containing foods preparations to be used therewith; electronic and non-electronic toy
tools, toy design devices and toy accessories to be used with role-playing game activities; and electronic and animatronic toy piggy
banks ]

International
Class(es):

028 - Primary Class U.S Class(es): 022, 023, 038, 050

Class Status: ACTIVE

Basis: 1(a)

First Use: Dec. 07, 2000 Use in Commerce: Dec. 07, 2000

Generated on: This page was generated by TSDR on 2018-05-11 11:26:10 EDT

Mark: BATTLEBOTS

US Serial Number: 76108549 Application Filing
Date:

Aug. 14, 2000

US Registration
Number:

2756698 Registration Date: Aug. 26, 2003

Register: Principal

Mark Type: Trademark

Status: The registration has been renewed.

Status Date: Jul. 10, 2013

Publication Date: Aug. 20, 2002 Notice of
Allowance Date:

Nov. 12, 2002



For: Plastic sports bottles [ and plastic cups ] featuring robotic characters and vehicles [ and non-metal piggy banks ]

International
Class(es):

021 - Primary Class U.S Class(es): 002, 013, 023, 029, 030, 033, 040, 050

Class Status: ACTIVE

Basis: 1(a)

First Use: Dec. 07, 2000 Use in Commerce: Dec. 07, 2000

For: Computer products, namely, computer game software and [ software for designing computer games, ] computer game disks, computer
game programs, [ computer game cassettes and tapes, ] computer game cartridges, [ multimedia software downloadable from a global
computer network and computer firmware for playing and designing computer games, computer mouse pads, computer screen savers,
] video game products, namely, computer game programs and [ video game machines for use with television sets, ] video game
cartridges and tape cassettes; prerecorded video tapes and digital video discs featuring computer games and characters; [
cinematographic motion picture films featuring action and science fiction; ] motion picture films for broadcast on television and cable
networks featuring action [ and science fiction ]; electronic message boards; [ electronic door sentinels, namely, computerized smart
card for controlling access to facilities; password-activated electronic diaries; pocket reference personal digital assistants, hand-held
electronic mail message communicators, namely, pocket computers, ] and electronic and animatronic clocks

International
Class(es):

009 - Primary Class U.S Class(es): 021, 023, 026, 036, 038

Class Status: ACTIVE

Basis: 1(a)

First Use: Dec. 07, 2000 Use in Commerce: Dec. 07, 2000

For: Clothing, namely, t-shirts, [ sweatshirts, and sweatpants ]

International
Class(es):

025 - Primary Class U.S Class(es): 022, 039

Class Status: SECTION 8 - CANCELLED

Basis: 1(a)

First Use: Dec. 07, 2000 Use in Commerce: Dec. 07, 2000

For: [ All-purpose sports bags featuring robotic characters and vehicles; collectible non-metal key chains featuring robotic characters and
vehicles ]

International
Class(es):

018 - Primary Class U.S Class(es): 001, 002, 003, 022, 041

Class Status: SECTION 8 - CANCELLED

Basis: 1(a)

First Use: Oct. 01, 2001 Use in Commerce: Oct. 01, 2001

For: [Printed matter, namely, magazines, periodicals, newsletters and news bulletins featuring robotic characters and vehicles, children's
fictional, action books featuring robotic characters and vehicles; stationery, posters, comic books, stickers, pens and pencils all
featuring robotic characters and vehicles; collectible trading cards featuring robotic characters and vehicles ]

International
Class(es):

016 - Primary Class U.S Class(es): 002, 005, 022, 023, 029, 037, 038, 050

Class Status: SECTION 8 - CANCELLED

Basis: 1(a)

First Use: Dec. 07, 2000 Use in Commerce: Dec. 07, 2000

For: [ Metal key chains; electronic and animatronic metal piggy banks ]

International
Class(es):

006 - Primary Class U.S Class(es): 002, 012, 013, 014, 023, 025, 050

Class Status: SECTION 8 - CANCELLED

Basis: 1(a)

First Use: Oct. 01, 2001 Use in Commerce: Oct. 01, 2001

Basis Information (Case Level)

Filed Use: No Currently Use: Yes Amended Use: No

Filed ITU: Yes Currently ITU: No Amended ITU: No

Filed 44D: No Currently 44D: No Amended 44D: No

Filed 44E: No Currently 44E: No Amended 44E: No

Filed 66A: No Currently 66A: No



Filed No Basis: No Currently No Basis: No

Current Owner(s) Information

Owner Name: Battlebots, Inc.

Owner Address: 1024 Nimitz Avenue
Bldg 140 - Mare Island
Vallejo, CALIFORNIA 94592
UNITED STATES

Legal Entity Type: CORPORATION State or Country
Where Organized:

CALIFORNIA

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Peter Franck Docket Number: 432.8Z4

Attorney Primary
Email Address:

pfranck@culturelaw.com Attorney Email
Authorized:

No

Correspondent

Correspondent
Name/Address:

Peter Franck
LAW OFFICES OF PETER FRANCK
1939 HARRISON
Suite 910
OAKLAND, CALIFORNIA 94612
UNITED STATES

Phone: 510-788-1009 Fax: 800-205-4750

Correspondent e-
mail:

pfranck@culturelaw.com Correspondent e-
mail Authorized:

No

Domestic Representative - Not Found

Prosecution History

Date Description
Proceeding
Number

Jul. 10, 2013 NOTICE OF ACCEPTANCE OF SEC. 8 - MAILED

Jul. 10, 2013 REGISTERED AND RENEWED (FIRST RENEWAL - 10 YRS) 64591

Jul. 10, 2013 REGISTERED - SEC. 9 GRANTED/CHECK RECORD FOR SEC. 8 64591

Jul. 10, 2013 REGISTERED - PARTIAL SEC. 8 (10-YR) ACCEPTED 64591

Jun. 29, 2013 REGISTERED - COMBINED SECTION 8 (10-YR) & SEC. 9 FILED 64591

Jul. 10, 2013 CASE ASSIGNED TO POST REGISTRATION PARALEGAL 64591

Jun. 29, 2013 TEAS SECTION 8 & 9 RECEIVED

Apr. 16, 2012 TEAS CHANGE OF CORRESPONDENCE RECEIVED

Mar. 06, 2012 NOTICE OF ACCEPTANCE OF SEC. 8 & 15 - MAILED

Mar. 06, 2012 REGISTERED - PARTIAL SEC. 8 (6-YR) ACCEPTED & SEC. 15 ACK. 74886

Feb. 12, 2010 REGISTERED - SEC. 8 (6-YR) & SEC. 15 FILED 74886

Mar. 06, 2012 POST REGISTRATION ACTION MAILED - SEC. 8 & 15 74886

Oct. 21, 2011 TEAS CHANGE OF DOMESTIC REPRESENTATIVES ADDRESS

Feb. 27, 2010 POST REGISTRATION ACTION MAILED - SEC. 8 & 15 74886

Feb. 24, 2010 CASE ASSIGNED TO POST REGISTRATION PARALEGAL 74886

Feb. 12, 2010 TEAS SECTION 8 & 15 RECEIVED

Jan. 24, 2008 CASE FILE IN TICRS

Jun. 01, 2007 APPLICANT/CORRESPONDENCE CHANGES (NON-RESPONSIVE) ENTERED 88888

Jun. 01, 2007 TEAS CHANGE OF OWNER ADDRESS RECEIVED

May 25, 2007 ATTORNEY/DOM.REP.REVOKED AND/OR APPOINTED

May 25, 2007 TEAS REVOKE/APP/CHANGE ADDR OF ATTY/DOM REP RECEIVED

Aug. 26, 2003 REGISTERED-PRINCIPAL REGISTER

Jun. 26, 2003 ALLOWED PRINCIPAL REGISTER - SOU ACCEPTED

Jun. 25, 2003 ASSIGNED TO EXAMINER 76736

May 30, 2003 STATEMENT OF USE PROCESSING COMPLETE



May 12, 2003 USE AMENDMENT FILED

May 15, 2003 PAPER RECEIVED

Nov. 12, 2002 NOA MAILED - SOU REQUIRED FROM APPLICANT

Aug. 20, 2002 PUBLISHED FOR OPPOSITION

Jul. 31, 2002 NOTICE OF PUBLICATION

Jan. 21, 2002 APPROVED FOR PUB - PRINCIPAL REGISTER

Jan. 17, 2002 EXAMINERS AMENDMENT MAILED

Jan. 15, 2002 PREVIOUS ALLOWANCE COUNT WITHDRAWN

Nov. 20, 2001 APPROVED FOR PUB - PRINCIPAL REGISTER

Nov. 19, 2001 EXAMINERS AMENDMENT MAILED

Mar. 05, 2001 NON-FINAL ACTION MAILED

Feb. 26, 2001 ASSIGNED TO EXAMINER 77867

Feb. 12, 2001 ASSIGNED TO EXAMINER 59500

Maintenance Filings or Post Registration Information

Affidavit of
Continued Use:

Section 8 - Accepted in Part

Affidavit of
Incontestability:

Section 15 - Accepted

Renewal Date: Aug. 26, 2013

Change in
Registration:

Yes

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: TMEG LAW OFFICE 105 Date in Location: Jul. 10, 2013

Proceedings

Summary

Number of
Proceedings:

2

Type of Proceeding: Opposition

Proceeding
Number:

91230641 Filing Date: Oct 12, 2016

Status: Terminated Status Date: Jan 26, 2017

Interlocutory
Attorney:

JENNIFER KRISP

Defendant

Name: Raymond Estrin

Correspondent
Address:

ISG MANTRA
400 W OCEAN BLVD UNIT 2804
LONG BEACH CA , 90802-8171
UNITED STATES

Correspondent e-
mail:

uspto@trademarkdirect.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

BATTLE BAT'S Abandoned - After Inter-Partes Decision 86773002

Plaintiff(s)

Name: Battlebots, Inc.

Correspondent
Address:

ALEXA L LEWIS
MITCHELL SILBERBERG & KNUPP LLP
11377 WEST OLYMPIC BOULEVARD
LOS ANGELES CA , 90064

 



UNITED STATES

Correspondent e-
mail:

all@msk.com , kls@msk.com , gxb@msk.com

Associated marks

Mark Application Status Serial Number
Registration
Number

BATTLEBOTS Renewed 76209135 2731171

BATTLEBOTS Renewed 75982564 2790061

BATTLEBOTS Renewed 76108549 2756698

BOXERBOTS Registered 85331832 4087293

BATTLEBOX Registered 86834722 5030484

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Oct 12, 2016

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Oct 18, 2016 Nov 27, 2016

3 PENDING, INSTITUTED Oct 18, 2016

4 NOTICE OF DEFAULT Dec 07, 2016

5 BD DECISION: DISMISSED W/ PREJ Jan 26, 2017

6 TERMINATED Jan 26, 2017

Type of Proceeding: Opposition

Proceeding
Number:

91183550 Filing Date: Apr 14, 2008

Status: Terminated Status Date: May 20, 2008

Interlocutory
Attorney:

ANGELA LYKOS

Defendant

Name: Cepia LLC

Correspondent
Address:

PATCHEN M. HAGGERTY
DORSEY & WHITNEY LLP
50 SOUTH SIXTH STREET SUITE 1500
MINNEAPOLIS MN , 55402-1498
UNITED STATES

Correspondent e-
mail:

ip.docket@dorsey.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

B2B BOTS Abandoned - After Inter-Partes Decision 77231722

Plaintiff(s)

Name: BattleBots, Inc.

Correspondent
Address:

Richard J. Greenstone
RJ Greenstone, Attys & Counselors at Law
465 California Street, Suite 300
San Francisco CA , 94104
UNITED STATES

Correspondent e-
mail:

richard@rjg.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

BATTLEBOTS Cancelled - Section 8 76108548 2670987

BATTLEBOTS Renewed 76209135 2731171

BATTLEBOTS Renewed 76108549 2756698

BATTLEBOTS Renewed 75982564 2790061

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Apr 14, 2008

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Apr 15, 2008 May 25, 2008



3 PENDING, INSTITUTED Apr 15, 2008

4 CHANGE OF CORRESPONDENCE ADDRESS Apr 17, 2008

5 WITHDRAWAL OF APPLICATION May 05, 2008

6 BD'S DECISION: DISMISSED W/O PREJUDICE May 20, 2008

7 TERMINATED May 20, 2008



T & v u te U  s ta te s  o f % ,e r ,
GKmteb States? patent anb tErabemarfc Office ^h T

B o x e rb o ts

Reg. No. 4,087,293 B A 1 T L E B O T S , IN C  (C A L IF O R N IA  C O R P O R A T IO N )

6 4 5 5  I .O V M A R K  W A Y

Registered Jan. 17, 2012 s ebas t o po l , c a 9 5 4 7 2

Int. Cl.: 41LKJIHGFEDCBA

SERVICE MARK  

PRINCIPAL REGISTER

F O R ; F N T F R T A IN M F N T S E R V IC E S , N A M E L Y , A R R A N G IN G  A N D  C O N D U C T IN G  

T IG IIT IN G  C O M P E T IT IO N S  B E T W E E N  R O B O T S ; E N T E R T A IN M E N T  S E R V IC E S , N A M E L Y , 

P R O D U C T IO N  O F  S E R IF S  O F  M O T IO N  P IC T U R E S ,  O N -G O IN G  T E L E V IS IO N  P R O G R A M S , 

V ID E O  P R O G R A M S , A N D  V ID E O  D IS C  F O R  O T H E R S , A L L  F E A T U R IN G  C O M P E T IT IV E  

E V E N T S  B E 1  W E E N  R O B O T S , P R O V ID IN G  A  W E B S IT E  V IA  T H E  IN  1 E R N E 1  F E A L U R IN G  

F N T F R T A IN M F N T  IN F O R M A T IO N  R E L A T IN G  T O  L IV E  E V E N T S , M O T IO N  P IC T U R E , 

T E L E V IS IO N ,  V ID E O , A N D  D IG IT A L  D IS C  E N T E R T A IN M E N T  F E A T U R IN G  C O M P E T IT IV E  

E V E N T S  B E T W E E N  R O B O T S , IN  C L A S S  4 1  (U  S . C L S . 1 0 0 , 1 0 1  A N D  1 0 7 )

T IR S T  U S E  4 -1 8 -2 0 1 1 ,  IN  C O M M E R C E  4 -1 8 -2 0 1 1 .

T H E  M A R K  C O N S IS T S  O F  S T A N D A R D  C H A R A C T E R S  W IT H O U T  C L A IM  T O  A N Y  P A R ­

T IC U L A R  F O N T , S T Y L E , S IZ E , O R  C O L O R .

S E R . N O . 8 5 -3 3 1 ,8 3 2 , T IL E D  5 -2 6 -2 0 1 1 . 

W E N D Y  J U N , E X A M IN IN G  A T T O R N E Y

D ire c to r  o f  i l te  U n ite d  S ta te s  P a te n t a n d  T u d e m u ik  O ff ic e



REQUIREMENTS TO MAINTAIN YOUR FEDERALZYXWVUTSRQPONMLKJIHGFEDCBA 

TRADEMARK REGISTRATION

WARNING: YOUR REGISTRATION WILL BE CANCELLED IF YOU DO NOT FILE THE 

DOCUMENTS BELOW DURING THE SPECIFIED TIME PERIODS.

Requirements in the First Ten Years*

What and When to File:

First Filing Deadline: You must file a Declaration of Use (or Excusable Nonuse) between the 

5lh and 6lh years after the registration date. See 15 U.S.C. §§1058, 1141k. li the declaration is 

accepted, the registration will continue in force for the remainder of the ten-year period, calculated 

from the registration date, unless cancelled by an order of the Commissioner for Trademarks or a 

federal court.

Second Filing Deadline: You must file a Declaration of Use (or Excusable Nonuse) and an 

Application for Renewal between the 9th and 10th years after the registration date.*

See 15 U.S.C. §1059.

Requirements in Successive Ten-Year Periods*

What and When to File:

You must file a Declaration of Use (or Excusable Nonuse) and an Application for Renewal between 

every 9th and lOth-ycar period, calculated from the registration date.*

Grace Period Filings*

The above documents will be accepted as timely if filed within sue months after the deadlines listed above 

with the payment of an additional fee.

The United States Patent and Trademark Office (USPTO) will NOT send you any future notice or

reminder of these filing requirements.

‘ATTENTION MADRID PROTOCOL REGISTRANTS: The holder of an international registration with 

an extension of protection to the United States under the Madrid Protocol must timely file the Declarations 

of Use (or Excusable Nonuse) referenced above directly with the USPTO. The time periods for filing are 

based on the U.S. registration date (not the international registration date). The deadlines and grace periods 

for the Declarations of Use (or Excusable Nonuse) are identical to those for nationally issued registrations. 

See 15 U.S.C. §§1058,1141k. However, owners of international registrations do not file renewal applications 

at the USPTO. Instead, the holder must file a renewal of the underlying international registration at the 

International Bureau of the World Intellectual Property Organization, under Article 7 of the Madrid Protocol, 

before the expiration of each ten-year term of protection, calculated from the date of the international 

registration. See 15 U.S.C. §1141j. For more information and renewal forms for the international registration, 

see http://w w w. w ipo.int/madrid/en/.

NOTE: Fees and requirements for maintaining registrations are subject to change. Please check the 

USPTO website for further information. With the exception of renewal applications for registered 

extensions of protection, you can file the registration maintenance documents referenced above online 

at http://www.usplo.gov.

P a g e : 2 /R N #  4 ,0 8 7 ,2 9 3

http://w
http://www.usplo.gov


 

Mark Information

Mark Literal
Elements:

BOXERBOTS

Standard Character
Claim:

Yes. The mark consists of standard characters without claim to any particular font style, size, or color.

Mark Drawing
Type:

4 - STANDARD CHARACTER MARK

Goods and Services

Note: The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: Entertainment services, namely, arranging and conducting fighting competitions between robots; entertainment services, namely,
production of series of motion pictures, on-going television programs, video programs, and video disc for others, all featuring
competitive events between robots; providing a website via the internet featuring entertainment information relating to live events,
motion picture, television, video, and digital disc entertainment featuring competitive events between robots

International
Class(es):

041 - Primary Class U.S Class(es): 100, 101, 107

Class Status: ACTIVE

Basis: 1(a)

First Use: Apr. 18, 2011 Use in Commerce: Apr. 18, 2011

Basis Information (Case Level)

Filed Use: Yes Currently Use: Yes Amended Use: No

Filed ITU: No Currently ITU: No Amended ITU: No

Filed 44D: No Currently 44D: No Amended 44D: No

Filed 44E: No Currently 44E: No Amended 44E: No

Filed 66A: No Currently 66A: No

Filed No Basis: No Currently No Basis: No

Current Owner(s) Information

Owner Name: BattleBots, Inc.

Owner Address: 6455 Lovmark Way
Sebastopol, CALIFORNIA 95472
UNITED STATES

Generated on: This page was generated by TSDR on 2018-05-11 11:15:32 EDT

Mark: BOXERBOTS

US Serial Number: 85331832 Application Filing
Date:

May 26, 2011

US Registration
Number:

4087293 Registration Date: Jan. 17, 2012

Register: Principal

Mark Type: Service Mark

Status: Registered. The registration date is used to determine when post-registration maintenance documents are due.

Status Date: Jan. 17, 2012

Publication Date: Nov. 01, 2011



Legal Entity Type: CORPORATION State or Country
Where Organized:

CALIFORNIA

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Peter Franck Docket Number: 432.8AA

Attorney Primary
Email Address:

pfranck@leelawlessblyth.com Attorney Email
Authorized:

No

Correspondent

Correspondent
Name/Address:

Peter Franck
Law Offices of Peter Franck
1939 Harrison Street
Suite 910
Oakland, CALIFORNIA 94612
UNITED STATES

Phone: 510-318-6366 Fax: 800-205-4750

Correspondent e-
mail:

pfranck@culturelaw.com Correspondent e-
mail Authorized:

Yes

Domestic Representative - Not Found

Prosecution History

Date Description
Proceeding
Number

Jan. 17, 2017 COURTESY REMINDER - SEC. 8 (6-YR) E-MAILED

Jan. 17, 2012 REGISTERED-PRINCIPAL REGISTER

Nov. 01, 2011 OFFICIAL GAZETTE PUBLICATION CONFIRMATION E-MAILED

Nov. 01, 2011 PUBLISHED FOR OPPOSITION

Oct. 07, 2011 TEAS CHANGE OF CORRESPONDENCE RECEIVED

Sep. 26, 2011 LAW OFFICE PUBLICATION REVIEW COMPLETED 68123

Sep. 22, 2011 APPROVED FOR PUB - PRINCIPAL REGISTER

Sep. 22, 2011 EXAMINER'S AMENDMENT ENTERED 68123

Sep. 22, 2011 ASSIGNED TO LIE 68123

Sep. 22, 2011 NOTIFICATION OF EXAMINERS AMENDMENT E-MAILED 6328

Sep. 22, 2011 EXAMINERS AMENDMENT E-MAILED 6328

Sep. 22, 2011 EXAMINERS AMENDMENT -WRITTEN 81856

Sep. 13, 2011 ASSIGNED TO EXAMINER 81856

Jun. 02, 2011 NEW APPLICATION OFFICE SUPPLIED DATA ENTERED IN TRAM

May 30, 2011 NEW APPLICATION ENTERED IN TRAM

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: PUBLICATION AND ISSUE SECTION Date in Location: Jan. 17, 2012

Proceedings

Summary

Number of
Proceedings:

1

Type of Proceeding: Opposition

Proceeding
Number:

91230641 Filing Date: Oct 12, 2016

Status: Terminated Status Date: Jan 26, 2017

Interlocutory
Attorney:

JENNIFER KRISP

Defendant

Name: Raymond Estrin

 



Correspondent
Address:

ISG MANTRA
400 W OCEAN BLVD UNIT 2804
LONG BEACH CA , 90802-8171
UNITED STATES

Correspondent e-
mail:

uspto@trademarkdirect.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

BATTLE BAT'S Abandoned - After Inter-Partes Decision 86773002

Plaintiff(s)

Name: Battlebots, Inc.

Correspondent
Address:

ALEXA L LEWIS
MITCHELL SILBERBERG & KNUPP LLP
11377 WEST OLYMPIC BOULEVARD
LOS ANGELES CA , 90064
UNITED STATES

Correspondent e-
mail:

all@msk.com , kls@msk.com , gxb@msk.com

Associated marks

Mark Application Status Serial Number
Registration
Number

BATTLEBOTS Renewed 76209135 2731171

BATTLEBOTS Renewed 75982564 2790061

BATTLEBOTS Renewed 76108549 2756698

BOXERBOTS Registered 85331832 4087293

BATTLEBOX Registered 86834722 5030484

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Oct 12, 2016

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Oct 18, 2016 Nov 27, 2016

3 PENDING, INSTITUTED Oct 18, 2016

4 NOTICE OF DEFAULT Dec 07, 2016

5 BD DECISION: DISMISSED W/ PREJ Jan 26, 2017

6 TERMINATED Jan 26, 2017



Reg. No. 5,030,484 

Registered Aug. 30, 2016 

Int. Cl.: 28

Trademark

Principal Register 

BattleBots, Inc. (CALIFORNIA CORPORATION)

Bldg 140

1024 Nimitz Avenue

Mare Island, Vallejo, CA 94592

CLASS 28: Toys, namely, electronic and non-electronic, assembled and non-assembled

action toy model hobbycraft kits of all descriptions; playsets of all descriptions for use in

connection with action figures featuring robots; toy vehicles and toy vehicle accessories,

plastic collectible clip-on toys; construction toys, namely, electronic and non-electronic

construction activity sets for use in connection with action figures featuring robots, toy

vehicles and accessories

FIRST USE 1-00-1999; IN COMMERCE 1-00-1999

THE MARK CONSISTS OF STANDARD CHARACTERS WITHOUT CLAIM TO ANY

PARTICULAR FONT STYLE, SIZE OR COLOR

SER. NO. 86-834,722, FILED 11-30-2015

STEVEN W JACKSON, EXAMINING ATTORNEY



REQUIREMENTS TO MAINTAIN YOUR FEDERAL TRADEMARK REGISTRATION

WARNING: YOUR REGISTRATION WILL BE CANCELLED IF YOU DO NOT FILE THE

DOCUMENTS BELOW DURING THE SPECIFIED TIME PERIODS.

Requirements in the First Ten  Years*

What and When to File:

First Filing Deadline:  You must file a Declaration of Use (or Excusable Nonuse) between the 5th and 6th

years after the registration date.  See 15 U.S.C. §§1058, 1141k.  If the declaration is accepted, the

registration will continue in force for the remainder of the ten-year period, calculated from the registration

date, unless cancelled by an order of the Commissioner for Trademarks or a federal court.

Second Filing Deadline:  You must file a Declaration of Use (or Excusable Nonuse) and an Application

for Renewal between the 9th and 10th years after the registration date.* See 15 U.S.C. §1059.

Requirements in Successive Ten-Year Periods*

What and When to File:

You must file a Declaration of Use (or Excusable Nonuse)  and  an  Application for Renewal

between every 9th and 10th-year period, calculated from the registration date.*

Grace Period Filings*

The above documents will be accepted as timely if filed within six months after the deadlines listed above with

the payment of an additional fee.

*ATTENTION MADRID PROTOCOL REGISTRANTS:  The holder of an international registration with an

extension of protection to the United States under the Madrid Protocol must timely file the Declarations of Use

(or Excusable Nonuse) referenced above directly with the United States Patent and Trademark Office (USPTO).

The time periods for filing are based on the U.S. registration date (not the international registration date).  The

deadlines and grace periods for the Declarations of Use (or Excusable Nonuse) are identical to those for

nationally issued registrations.  See 15 U.S.C. §§1058, 1141k.  However, owners of international registrations

do not file renewal applications at the USPTO. Instead, the holder must file a renewal of the underlying

international registration at the International Bureau of the  World Intellectual Property Organization, under

Article 7 of the Madrid Protocol, before the expiration of each ten-year term of protection, calculated from the

date of the international registration.  See 15 U.S.C. §1141j.  For more information and renewal forms for the

international registration, see http://www.wipo.int/madrid/en/.

NOTE:  Fees and requirements for maintaining registrations are subject to change.  Please check the

USPTO website for further information.  With the exception of renewal applications for registered

extensions of protection, you can file the registration maintenance documents referenced above online at h

ttp://www.uspto.gov.

NOTE:  A courtesy e-mail reminder of USPTO maintenance filing deadlines will be sent to trademark

owners/holders who authorize e-mail communication and maintain a current e-mail address with the

USPTO. To ensure that e-mail is authorized and your address is current, please use the Trademark

Electronic  Application System (TEAS) Correspondence  Address and Change of Owner  Address Forms

available at http://www.uspto.gov.

Page: 2 of 2 / RN # 5030484



 

Mark Information

Mark Literal
Elements:

BATTLEBOX

Standard Character
Claim:

Yes. The mark consists of standard characters without claim to any particular font style, size, or color.

Mark Drawing
Type:

4 - STANDARD CHARACTER MARK

Goods and Services

Note: The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: Toys, namely, electronic and non-electronic, assembled and non-assembled action toy model hobbycraft kits of all descriptions;
playsets of all descriptions for use in connection with action figures featuring robots; toy vehicles and toy vehicle accessories, plastic
collectible clip-on toys; construction toys, namely, electronic and non-electronic construction activity sets for use in connection with
action figures featuring robots, toy vehicles and accessories

International
Class(es):

028 - Primary Class U.S Class(es): 022, 023, 038, 050

Class Status: ACTIVE

Basis: 1(a)

First Use: Jan. 1999 Use in Commerce: Jan. 1999

Basis Information (Case Level)

Filed Use: Yes Currently Use: Yes Amended Use: No

Filed ITU: No Currently ITU: No Amended ITU: No

Filed 44D: No Currently 44D: No Amended 44D: No

Filed 44E: No Currently 44E: No Amended 44E: No

Filed 66A: No Currently 66A: No

Filed No Basis: No Currently No Basis: No

Current Owner(s) Information

Owner Name: BattleBots, Inc.

Owner Address: Bldg 140
1024 Nimitz Avenue

Generated on: This page was generated by TSDR on 2018-05-11 11:18:58 EDT

Mark: BATTLEBOX

US Serial Number: 86834722 Application Filing
Date:

Nov. 30, 2015

US Registration
Number:

5030484 Registration Date: Aug. 30, 2016

Filed as TEAS RF: Yes Currently TEAS RF: Yes

Register: Principal

Mark Type: Trademark

Status: Registered. The registration date is used to determine when post-registration maintenance documents are due.

Status Date: Aug. 30, 2016

Publication Date: Jun. 14, 2016



Mare Island, Vallejo, CALIFORNIA 94592
UNITED STATES

Legal Entity Type: CORPORATION State or Country
Where Organized:

CALIFORNIA

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Peter Franck

Attorney Primary
Email Address:

pfranck@culturelaw.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

PETER FRANCK
THE LAW OFFICES OF PETER FRANCK
SUITE 910
1939 HARRISON STREET, SUITE 910
OAKLAND, CALIFORNIA 94612
UNITED STATES

Phone: 510-788-1009

Correspondent e-
mail:

pfranck@culturelaw.com Correspondent e-
mail Authorized:

Yes

Domestic Representative - Not Found

Prosecution History

Date Description
Proceeding
Number

Aug. 30, 2016 REGISTERED-PRINCIPAL REGISTER

Jun. 14, 2016 OFFICIAL GAZETTE PUBLICATION CONFIRMATION E-MAILED

Jun. 14, 2016 PUBLISHED FOR OPPOSITION

May 25, 2016 NOTIFICATION OF NOTICE OF PUBLICATION E-MAILED

May 12, 2016 LAW OFFICE PUBLICATION REVIEW COMPLETED 70468

May 05, 2016 APPROVED FOR PUB - PRINCIPAL REGISTER

May 04, 2016 TEAS/EMAIL CORRESPONDENCE ENTERED 70468

May 04, 2016 CORRESPONDENCE RECEIVED IN LAW OFFICE 70468

Apr. 28, 2016 ASSIGNED TO LIE 70468

Apr. 15, 2016 TEAS RESPONSE TO OFFICE ACTION RECEIVED

Mar. 23, 2016 NOTIFICATION OF NON-FINAL ACTION E-MAILED 6325

Mar. 23, 2016 NON-FINAL ACTION E-MAILED 6325

Mar. 23, 2016 NON-FINAL ACTION WRITTEN 78185

Mar. 18, 2016 ASSIGNED TO EXAMINER 78185

Dec. 05, 2015 NOTICE OF PSEUDO MARK E-MAILED

Dec. 04, 2015 NEW APPLICATION OFFICE SUPPLIED DATA ENTERED IN TRAM

Dec. 03, 2015 NEW APPLICATION ENTERED IN TRAM

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: PUBLICATION AND ISSUE SECTION Date in Location: Aug. 30, 2016

Proceedings

Summary

Number of
Proceedings:

1

Type of Proceeding: Opposition

Proceeding
Number:

91230641 Filing Date: Oct 12, 2016

Status: Terminated Status Date: Jan 26, 2017

 



Interlocutory
Attorney:

JENNIFER KRISP

Defendant

Name: Raymond Estrin

Correspondent
Address:

ISG MANTRA
400 W OCEAN BLVD UNIT 2804
LONG BEACH CA , 90802-8171
UNITED STATES

Correspondent e-
mail:

uspto@trademarkdirect.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

BATTLE BAT'S Abandoned - After Inter-Partes Decision 86773002

Plaintiff(s)

Name: Battlebots, Inc.

Correspondent
Address:

ALEXA L LEWIS
MITCHELL SILBERBERG & KNUPP LLP
11377 WEST OLYMPIC BOULEVARD
LOS ANGELES CA , 90064
UNITED STATES

Correspondent e-
mail:

all@msk.com , kls@msk.com , gxb@msk.com

Associated marks

Mark Application Status Serial Number
Registration
Number

BATTLEBOTS Renewed 76209135 2731171

BATTLEBOTS Renewed 75982564 2790061

BATTLEBOTS Renewed 76108549 2756698

BOXERBOTS Registered 85331832 4087293

BATTLEBOX Registered 86834722 5030484

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Oct 12, 2016

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Oct 18, 2016 Nov 27, 2016

3 PENDING, INSTITUTED Oct 18, 2016

4 NOTICE OF DEFAULT Dec 07, 2016

5 BD DECISION: DISMISSED W/ PREJ Jan 26, 2017

6 TERMINATED Jan 26, 2017
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