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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In re Application Serial No.:

79,196,339

Mark:

POREBA 1798

Published in the Official Gazette on:

February 20 , 2018

Poreba Machine Tool Company LLC
Opposer,

Opposition No. 91240198

v.
Fabryka Obrabiarek RAFAMET Spólka
Akcyjna,
Applicant.
DECLARATION OF FRANK TURI
Frank Turi, being first duly sworn, on oath, deposes and states:
1.

I am the President of Poreba Machine Tool Company LLC ("Opposer"), an

Illinois limited liability company, in good standing. In that capacity, I have authority to make this
affidavit on behalf of Opposer.
2.

I am personally familiar with the material allegations of the Notice of Opposition,

Statement of Claim as well as the Answer to the opposition.
3.

Furthermore, I am familiar with Opposer’s business, history and its method of

operation.
4.

Opposer, including its predecessors, since at least as early as August 31, 1982, has

been and continues to manufacture and sell horizontal lathes and boring mills.
5.

Opposer, including its predecessors, since at least as early as August 31, 1982, has

been and continues to use the trademark “POREBA” extensively in U.S. commerce as a
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trademark in connection with its sale of horizontal lathes and boring mills. Opposer’s use of
such mark has been continuous since August 31, 1982 and has not been abandoned.
6.

On or about June 22, 1993, Fabryka Urzadzen Mechanicznych (“FUM”)

authorized Toolmex (“Toolmex”) corporation to register the trademark “POREBA” for the
territory of the U.S.A. I certify that a true and correct copy of the correspondence from FUM to
Toolmex is attached hereto as Exhibit A.
7.

On October 7, 1993, affiliates of Opposer filed an application for registration of

trademark “POREBA”, Serial No. 74,444,980, for horizontal lathes in International Class 7,
which was registered by the Patent and Trademark Office as registration number 1,864,529.
Registration number 1,864,529 lapsed on January 8, 2018 because a declaration was not filed
under Section 8.

However, Opposer in fact continued to use the POREBA trademark

continuously since 1982 and has retained its common law rights to the POREBA trademark since
1982.
8.

On or about January 1, 2004, FUM entered into an Exclusive Marketing

Agreement with Harry Vraets and me to be the sole distributor, importer and sales agents for
FUM’s line of New Poreba Machine Tools, Products and Spare parts. The agreement also
included the authorization for the use of the POREBA name for all sales and marketing purposes.
I certify that a true and correct copy of the Exclusive Marketing Agreement is attached hereto as
Exhibit B.
9.

On or about June 22, 2004, Toolmex assigned (the “Assignment”) its rights, title

and interest in the registered trademark “POREBA” to Poreba North America, LLC.

The

Assignment was filed with the USPTO on August 24, 2004. I certify that a true and correct copy
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of the Assignment is attached hereto as Exhibit C. Through a buyout, Poreba North America
LLC’s interest in the trademark “POREBA” was subsequently transferred to Opposer.
10.

On March 9, 2018, affiliates of Opposer filed an application for registration of

trademark “POREBA,” Serial No. 87,827,131, for horizontal lathes and boring mills in
International Class 7. Such affiliates have licensed to Opposer the right to use the “POREBA”
trademark.
11.

Opposer’s mark is symbolic of its goodwill and consumer recognition built up by

Opposer through its continued use of Opposer’s mark. Opposer has been continuously offering
the subject goods to the public. Through its advertising and continuous use since August 31,
1982, the public has come to recognize “POREBA” as signifying Opposer and its goods.
12.

Applicant filed its Application Serial No. 79,196,339 seeking to register the

trademark “POREBA 1798” and design for “Machine tools, namely: Computer controlled lathes,
Lathes for metalworking, Milling machines for metalworking, Milling-drilling machines for
metalworking, Drilling machines for metalworking, Numerically controlled turning machines,
Power operated metalworking machine tools, namely, turning tools” in International Class 7.
13.

Applicant’s goods are very similar to Opposer’s goods. If Applicant were to be

permitted to register its trademark “POREBA 1798,” then consumers are likely to be confused,
mistaken, or deceived by the concurrent use of Opposer’s trademark and the trademark of
Applicant to the irreparable harm and damage to Opposer.
14.

Consumers are likely to be confused, mistaken, or deceived into the belief,

contrary to the fact, that Applicant’s goods emanate from or are in some way sponsored or
approved by Opposer or are otherwise related to Opposer. Therefore, any objections, faults, or
disapproval of consumers with respect to Applicant’s goods will reflect negatively upon Opposer
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